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“ Intel Corporation, which filed a petition in IPR2022-00479, has been joined as a
party to this proceeding.



Pursuant to 35 U.S.C. 88 141(c), 142, and 319; 37 C.F.R. 88 90.2(a) and
90.3(a); Rule 4(a) of the Federal Rules of Appellate Procedure; 28 U.S.C.

8 1295(a)(4)(A), and the Federal Circuit’s January 18, 2024 order, No. 23-2298,
ECF #37, Patent Owner VLSI Technology LLC hereby appeals to the United
States Court of Appeals for the Federal Circuit from the Final Written Decision
entered June 13, 2023 by the Patent Trial and Appeal Board (Paper 129,
Attachment A); the Director’s order dated December 13, 2023 (Paper 143,
Attachment B), and all other underlying and related findings, orders, decisions,
rulings, opinions, or other determinations merged into those orders.

For the limited purpose of providing the Director with the information
requested in 37 C.F.R. 8§ 90.2(a)(3)(ii), Patent Owner further indicates that the
issues on appeal may include, but are not limited to:

(i)  The Board’s judgment that claims 1-16 of the *373 Patent are
unpatentable, including any underlying questions of law or fact,
including, for avoidance of doubt, any questions regarding the power
to reach the judgment and the process of reaching it;

(i)  The Board’s improper grant of Intel’s joinder motion;

(ili) The Board’s denial of Patent Owner’s Motion to Terminate as to Intel;

(iv) The Director’s violation of 35 U.S.C. § 6(c), as modified by United

States v. Arthrex, Inc., 141 S. Ct. 1970 (2021), by acting unilaterally



in the first instance rather than only through rehearing, including the
determination that the record at the time of institution presented
compelling merits;

(v)  The Director’s decision that Exhibit 3030 may not be considered,
including for purposes of seeking additional discovery;

(vi) Violations of the Administrative Procedure Act and VLSI’s due-
process rights;

(vii) The Director’s refusal to terminate the IPR as a sanction for PQA’s
misconduct;

(viii) The Director’s refusal to require PQA to comply with discovery
orders in connection with sanctions proceedings or order additional
discovery;

(ix) The Director’s refusal to order monetary sanctions against PQA;

(X)  The Director’s refusal on reconsideration (Paper 131) to reach the
issue of PQA’s reason for filing its petition;

(xi)  Any other Board and/or Director finding, determination, judgment, or

order on any issue decided adversely to, Patent Owner.

Patent Owner is concurrently filing true and correct copies of this Notice of
Appeal, along with any required fees, with the United States Court of Appeals for

the Federal Circuit and with the Patent Trial and Appeal Board.
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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

PATENT QUALITY ASSURANCE, LLC, and
INTEL CORPORATION,
Petitioner,

V.

VLSI TECHNOLOGY LLC,
Patent Owner.

IPR2021-01229°
Patent 7,523,373 B2

Before THOMAS L. GIANNETTI, BRIAN J. MCNAMARA, and
JASON W. MELVIN, Administrative Patent Judges.

MELVIN, Administrative Patent Judge.

JUDGMENT
Final Written Decision

Determining All Challenged Claims Unpatentable
35U8.C.§318(a)

" Intel Corporation, which filed a petition in IPR2022-00479, has been
joined as a party to this proceeding.



IPR2021-01229
Patent 7,523,373 B2

[. INTRODUCTION

Patent Quality Assurance, LLC (“PQA”) filed a Petition (Paper 1,
“Pet.”) requesting institution of inter partes review of claims 1-16 (all
claims, or “the challenged claims™) of U.S. Patent No. 7,523,373 B2
(Ex. 1001, “the *373 patent”), owned by VLSI Technology LLC (“Patent
Owner”).

After preliminary briefing, we instituted review. Paper 10 (“Institution
Decision” or “Inst.”). Following institution, Intel Corporation filed a petition
for inter partes review and a Motion for Joinder in [PR2022-00479,
requesting that Intel be joined as a petitioner to this proceeding.
IPR2022-00479, Papers 3, 4. We instituted trial in IPR2022-00479, granted
the Motion for Joinder, and added Intel as a petitioner here. Id., Paper 13. A
copy of that decision was entered into the record of'this proceeding.

Paper 30. Thus, PQA and Intel are, collectively, “Petitioner’ here.

Patent Owner filed a Response (Paper 28 (“PO Resp.”)), Petitioner
filed a Reply (Paper 45 (“Pet. Reply”)), and Patent Owner filed a Sur-Reply
(Paper 89 (“PO Sur-Reply’)). We held oral argument on October 26, 2022.
Paper 126 (“Tr.”).

We have jurisdiction under 35 U.S.C. § 6(b). This is a Final Written
Decision under 35 U.S.C. §318(a)and 37 C.F.R. § 42.73. For the reasons
set forth below, we find Petitioner has demonstrated by a preponderance of

evidence that the challenged claims are unpatentable.

A. RELATED MATTERS
The parties both identify the following matters related to the 373

patent: VLSI Technology LLC v. Intel Corporation, No. 1:19-cv-00254-ADA
(consolidated as 1:19-cv-00977) (W.D. Tex.) (trial concluded with jury
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verdict); and OpenSky Industries, LLCv. VLSI Tech. LLC, IPR2021-01056.
Pet. 75; Paper 4.
Patent Owner identifies the following additional matters: VLSI Tech.
LLCv. Intel Corp.,No. 6:21-cv-00057 (W.D. Tex.); VLSI Tech. LLCv. Intel
Corp.,No. 6:21-cv-00299 (W.D. Tex.); and Intel Corp. v. VLSI Tech. LLC,
[PR2020-00158 (PTAB) (on appeal to Federal Circuit, No. 21-1616).
Paper 4.

B. REAL PARTIES IN INTEREST
Petitioner PQA identifies only itself as the real party in interest.

Pet. 75. Petitioner Intel also identifies only itself as the real party in interest.
IPR2022-00479, Paper 3, 1. Patent Owner identifies VLSI Technology LLC
and CF VLSI Holdings LLC as real parties in interest. Paper 4.

C. THE’373 PATENT

The 373 patent is titled Minimum Memory Operating Voltage
Technique. Ex. 1001, code (54). It describes a method of determining the
minimum operating voltage for integrated-circuit memory, storing the value
of that voltage in nonvolatile memory, and using the value to determine
when an alternative power-supply voltage may be switched to the memory
or ensuring that the minimum operating voltage is otherwise met. /d.,
code (57).

The ’373 patent’s Figure 1 i1s reproduced below. /d., Fig. 1.
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Figure 1 depicts data processing system 10 including processor 16, voltage
regulators 24 and 26, and memory 18 that includes power supply selector 21.
Id. at 2:38-57. The system may adjust voltage regulator 24 such that
“VDDlogic is scalable.” Id. at 3:23-27; see also id. at 5:61-67 (“VDDmem
may also be scalable”). Power supply selector 21 “selects one of VDDmem
and VDDlogic and provides one of these to memory array 22 as the memory
operating voltage.” Id. at 2:52-55.

The *373 patent describes that various thresholds may be used for
switching the memory’s operating voltage from VDDlogic to VDDmem and
that additional voltages may be provided to the memory using an additional
voltage regulator. /d. at 3:54—67. For example, power supply selector 21
may switch the memory’s power supply based on the minimum memory
operating voltage required for reads, the minimum operating voltage
required for writes, the minimum data retention voltage, or variations of

those that depend on the memory’s operating condition. /d. at 3:30-5:40.

4
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The patent describes built-in test (BIST) circuitry 14, which may be used to

determine the various minimum operating voltages, which are then stored in

nonvolatile memory. /d. at 2:40-41, 6:22—46; see also id. at 6:47-8:15.

D. CHALLENGED CLAIMS

Challenged claim 1 is reproduced below:

l.

[a]
[b]
[c]

[d.1]
[d.2]

A method, comprising:
providing an integrated circuit with a memory;
operating the memory with an operating voltage;

determining a value of a minimum operating voltage of the
memory;

providing a non-volatile memory (NVM) location;

storing the value of the mmimum operating voltage ofthe
memory in the NVM location;

providing a functional circuit on the integrated circuit
exclusive of the memory;

providing a first regulated voltage to the functional circuit;

providing a second regulated voltage, the second regulated
voltage is greater than the first regulated voltage;

providing the first regulated voltage as the operating
voltage of the memory when the first regulated voltage
is at least the value of the minimum operating voltage;
and

providing the second regulated voltage as the operating
voltage of the memory when the first regulated voltage
is less than the value of the minimum operating voltage,

wherein while the second regulated voltage is provided
as the operating voltage of the memory, the first
regulated voltage is provided to the functional circuit.
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Ex. 1001, 13:7-28.! Claims 9 and 16 are independent and recite limitations
similar to claim 1’s. Id. at 13:59—-14:15, 14:40—62. Claims 2—8 each depend
from claim 1; claims 10—15 depend, directly or indirectly, from claim 9. /d.
at 13:29-14:39.

E. PRIOR ART AND ASSERTED GROUNDS

Petitioner asserts the following grounds of unpatentability:

Claim(s) Challenged | 35 U.S.C. § | References/Basis

1-7,9-11, 13-16 103 Harris,? Abadeer,? Zhang*
2,11,12 103 Harris, Abadeer, Zhang, Cornwell®
8 103 Harris, Abadeer, Zhang, Bilak®

Pet. 2. Petitioner relies also on the Declarations of Adit Singh, Ph.D.
(Ex. 1002; Ex. 1040) and the Declaration of Sylvia D. Hall-Ellis, Ph.D.
(Ex. 1027).

II. ANALYSIS

A. CLAIM CONSTRUCTION

Petitioner contends that no claim requires construction other than
claim 14, which recites a “means for providing the operating voltage to the
memory at a value at least as great as the minimum operating voltage in

response to the operating value selected by the processor being below the

!'Our bracketed designations for limitations largely follow those used by the
parties. See Pet. 25-46.

2US 5,867,719, issued Feb. 2, 1999 (Ex. 1003).

3US 2006/0259840 A1, published Nov. 16,2006 (Ex. 1004).

4 US 2003/0122429 Al, published July 3, 2003 (Ex. 1005).

> US 7,702,935 B2, issued Apr. 20, 2010 (Ex. 10006).

6US 2005/0188230 Al, published Aug. 25,2005 (Ex. 1007).

6
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minimum operating voltage.” Pet. 24, 64; Ex. 1001, 14:31-37. Petitioner
points out that a district court construed the term as a means-plus-function
term under 35 U.S.C. § 112, sixth paragraph, with the claimed function and
a corresponding structure of the “power supply selector.” /d. at 64 (quoting
Ex. 1028, 2). Patent Owner does not challenge or otherwise address that

construction, and we apply it in this decision.

B. UNPATENTABILITY OVER HARRIS, ABADEER, AND ZHANG

Petitioner submits that claim 1 would have been obvious over Harris,
Abadeer, and Zhang. Pet. 25—46. Petitioner relies on Harris for a system
with switchable voltages provided to memory and other systems in an
integrated circuit. /d.

Harris discloses a system for permitting “soft defect detection testing
(SDDT)” of a memory array in a data processor. Ex. 1003, code (57).
Harris’s Figure 1 is reproduced below. /d., Fig. 1.
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Figure 1 depicts data processor 100 with core 101 including memory
portion 106 and switch circuit 104 with a plurality of switches 144 that
couple two power-supply terminals in I/O section 102, Vstby 130 and
VDD 132, to power bus 170 providing power to memory portion 106. /d.
at 2:27-67.

Harris states that, “[iJn a normal mode of operation, the core 101
would be powered by a supply voltage applied to VDD terminal 132.” /d.
at 3:1-2. It then describes the SDDT operation, in which CPU 110 writes to
register 142 in memory controller 111, causing switch 104 to power a
portion of memory 106 from the Vstby terminal rather than the VDD
terminal. /d. at 3:10-36. When so powered, an external circuit that applies

power to the Vstby terminal may measure the current drawn by the portion
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of memory powered by Vstby, detecting whether that portion has a defect.
Id. at 3:3649.
Harris describes that “the Vstby pin has a hardware controlled
function as well,” which is “the normal standby voltage function of the
Vstby pin.” Id. at 3:50-54. The parties refer to this as Harris’s failure mode.
For the failure-mode function, “the voltage level on the terminal VDD 132 is
monitored to ensure that a functional voltage is provided.” Id. at 3:54-56.
“When this VDD voltage level drops below a set level or threshold, the
voltage on the Vstby terminal 132 is switched to power the memory 106 to
sustain memory contents when either main or VDD power is failing.” /d.
at 3:57-60. Thus, the memory contents are preserved by switching the
memory to a power supply of sufficient voltage (Vstby) when the main
supply (VDD) drops below the threshold level.

Harris further describes a low-power feature:

[T Jhe test mode of the data processor . . . taught herein may be
used as a low power feature wherein the second power supply
voltage (Vstby or Vdd) is provided to the at least one memory
array while the first power supply voltage (Vdd or Vstby)
which is being supplied to the CPU is lowered so that lower

power is consumed in the data processor while data within the
at least one memory array is maintained.

Id. at 4:64-5:4.

Petitioner asserts that Abadeer discloses determining a memory’s
minimum operating voltage and storing that voltage’s value in nonvolatile
memory. Pet. 15-19,27-30. Abadeer discloses “[a] solution for determining
minimum operating voltages due to performance/power requirements.”

Ex. 1004, code (57). It states that its method applies to determining a

minimum operating voltage for a ““voltage island,” in an integrated circuit,
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such as a memory array. /d. 9§ 12. By that method, Abadeer aims to reduce
power consumption in semiconductor circuits. /d. ¢ 13. Once a minimum
operating voltage is determined in Abadeer, it is stored in nonvolatile
memory. /d. 9 44-45.

Petitioner submits that skilled artisans had reason to use those
teachings from Abadeer with Harris’s system because (1) Harris teaches
memory loss may occur below a threshold voltage and switching power
supplies to prevent such losses, but does not teach how to determine that
threshold; (2) Abadeer teaches a method for determining a memory’s
minimum operating threshold; (3) both Harris and Abadeer teach reducing a
circuit’s power consumption while maintaining a threshold voltage for
memory in the circuit; and (4) Harris’s and Abadeer’s teachings are
compatible, and Abadeer’s technique would have predictably applied to
Harris’s system. /d. at 30-33.

Petitioner asserts that Zhang discloses voltage regulators applicable to
Harris’s system. Pet. 19-21,36. Zhangdiscloses a system including “one or
more integrated voltage regulators powered by an external voltage regulator
and generating one or more local supply voltages for [a] processor.”

Ex. 1005, code (57); see also id. 99 18-31.

Petitioner submits that skilled artisans would have had reason to use
Zhang’s voltage regulators to supply the voltages for Harris’s circuit.

Pet. 35-40. Petitioner asserts that skilled artisans would have done so to (1)
provide stable, precise supply voltages to Harris’s system; (2) decrease
power consumption when implementing Harris’s low-power feature by
making the supply voltages adjustable; and (3) predictably gain Zhang’s
benefits of adjustable supply voltages in Harris’s system. /d. at 37-39.

10
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1.  Harris’s three operational modes are compatible with Abadeer

Patent Owner contends that Harris describes a circuit that could not
accommodate Abadeer’s “minimum operating voltage™ as a threshold for
switching power supplies. PO Resp. 3—14. Patent Owner argues that the
Institution Decision established that Harris’s “‘low power feature’ must be
compatible with the ‘failure mode.’” Id. at 11 (citing Inst. 21); accord id.
at 3—4. That misinterprets the Institution Decision, which stated that Harris’s
“three operating modes (SDDT, power failure, and low power) all arise from
and relate to the same underlying hardware system.” Inst. 21. That statement
does not require all three modes be available in a particular implementation,
only that all three use the same hardware system.

This distinction is particularly significant because Harris describes
that its low-power feature is realized by using “the test mode.” Ex. 1003,
4:64-65. The test mode uses a software-selected switch that allows the CPU
to write to a register to control which power supply is provided to the
memory. Id. at 3:9—18, 3:50-51. Thus, Harris describes that the low-power
feature uses a software-defined switching threshold, and nothing about that
threshold requires that it be the same as the threshold used for the failure
mode. The failure mode, in contrast, is ““a hardware controlled function” that
monitors the voltage on the VDD terminal, and when that voltage “drops
below a set level or threshold, the voltage on the Vstby terminal 132 is
switched to power the memory 105 to sustain memory contents when either
main or VDD power is failing.” Id. at 3:52—60.

Accordingly, we do not agree with Patent Owner that “Harris’s
system cannot use a threshold [for its low-power feature] lower than the

power-failure detection threshold.” PO Resp. 11-12 (emphasis omitted). The

11
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two aspects use different mechanisms to control which power supply 1s
provided to the memory. Relatedly, Patent Owner asserts that Petitioner fails
to justify “why a POSITA would have been motivated to abandon the
‘failure mode’ in favor of pursuing the specific ‘low power feature.’” /d.
at 14. Because Harris’s failure mode and low-power feature are distinct
aspects of Harris’s operation, however, there would have been no need for
skilled artisans to abandon one in favor of the other. In that regard, we credit
Dr. Singh’s testimony that because Harris’s circuitry can be used for
multiple functions, skilled artisans would have understood “how the
operation of the circuitry would have been configured differently for those
different functions or operations.” Ex. 10409 9.

Patent Owner argues additionally that, even if the low-power feature
1s distinct from the failure mode, Petitioner has not justified using the failure
mode’s “set level or threshold” with a different threshold for the low-power
feature. PO Resp. 13—14. But that argument ignores that the low-power
feature uses software to control the switch, rather than the
hardware-controlled failure mode, as described above. Because the
low-power feature and failure mode are based on different controlling
mechanisms, Harris already describes using different thresholds for
switching the memory’s power supply in the two instances. And as
Dr. Singh testifies, achieving the desired power savings or low-power
operating parameters would have motivated skilled artisans to select a

specific minimum operating voltage for the low-power feature. Ex. 1040 9] 9.

2. Afailingvoltageis not “regulated’

Patent Owner argues that, when Harris’s failure mode is triggered

such that the system switches the memory’s power supply from VDD to

12
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Vstby, the system would no longer provide the first regulated voltage (VDD)
to the functional circuit (i.e., Harris’s CPU) while providing Vstby to the

memory. PO Resp. 14—17. We agree and do not rely on Harris’s failure
mode for unpatentability.

3. Harris’s use of “while’ is consistent with the claim language
requiring switching “when ”’ voltage drops

The claim language requires providing the memory with the first
regulated voltage when it is at least the memory’s minimum operating
voltage, and providing the memory with the second regulated voltage when
the first voltage is less than the memory’s minimum operating voltage.
Patent Owner summarizes that as “the voltage received by the memory is
dictated by” the first regulated voltage. PO Resp. 17. Patent Owner argues
that Harris’s low-power feature does not follow that relationship because it
discloses providing the memory with the second voltage “while the first
power supply voltage . . . is lowered.” Id. at 18 (quoting Ex. 1003, 4:65—
5:4); accordid. (“Harris’s memory is already receiving the second voltage
‘while’ the first voltage is being lowered.”).

We do not agree. Primarily, Harris’s description of the low-power
feature does not restrict the feature to a particular timing for switching the
memory’s power supply. Instead, Harris uses “while” as a term of contrast—
the memory receives the second power supply voltage, in contrast to the
CPU, which receives the first power supply voltage. Ex. 1003, 4:66-5:2.
Although Harris does not limit the low-power feature’s switching
methodology, Petitioner explains that because Harris separately describes
threshold-based voltage switching (in connection with the failure mode),

implementing the claimed threshold-based switching in connection with the

13
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low-power mode would have involved using that known technique to
achieve a predictable result (avoiding memory data loss). Pet. 32—33 (citing
Ex. 1002 9] 76).
We agree, and find that skilled artisans would have had reason to and
would have known how to implement Harris’s low-power feature with the

threshold-based switching described in Harris’s failure mode.

4. Skilled artisans had reason to add Zhang’s voltage regulators
to Harris s voltage supplies

The claim language requires providing a first regulated voltage to the
functional circuit (i.e., the CPU), and providing a second regulated voltage
that is greater than the first regulated voltage. That second regulated voltage
is provided to the memory when the first regulated voltage is less than the
memory’s minimum operating voltage.

Petitioner reasons that because Harris discloses lowering the voltage
provided to its CPU, skilled artisans would have understood that Harris’s
circuit implemented voltage scaling—an adjustable voltage—using a voltage
regulator with a controllable output. Pet. 35-36 (citing Ex. 1002 9] 81).
Petitioner further reasons that skilled artisans would have incorporated
Zhang’s teachings for providing a regulated voltage to a functional circuit.
Id. at 36—40. For the same reasons, Petitioner submits skilled artisans would
have been motivated to add Zhang’s voltage regulator to Harris’s Vstby
mput also. Pet. 42—43.

Petitioner submits that skilled artisans would have incorporated
Zhang’s voltage regulators on Harris’s VDD and Vstby inputs “to provide a
stable voltage” (Pet. 37 (citing Ex. 1002 9 84)) and “to permit independent

voltage control and to manage power in low power operation” (id. at 39

14
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(citing Ex. 1002 q 85)). As to managing power in low-power operation,
Petitioner points out that Harris discloses that either voltage (VDD or Vstby)
may be lowered. /d. at 38 (citing Ex. 1003, 4:63—-5:4). Petitioner further
reasons that using Zhang’s regulators for Harris’s VDD and Vstby inputs
would have been nothing more than using Zhang’s known elements in
Harris’s known system according to Zhang’s known methods, with
predictable results. /d. at 39.

Patent Owner challenges whether skilled artisans would have had
reason to regulate Harris’s Vstby power supply voltage. PO Resp. 19-32.
First, Patent Owner argues that because Zhang discloses adjustable
regulators, there would have been no need to use Harris’s switching
mechanism to switch power supplies rather than “simply adopting Zhang’s
solution” to adjust independent power supplies. /d. at 21-24. That argument
1s inapposite because existence of an alternative approach does not
undermine Petitioner’s combination. Intel Corp. v. Qualcomm Inc.,

No. 2020-2092, 2022 WL 880681, at *4 (Fed. Cir. Mar. 24, 2022) (holding a
petitioner is “required to show only that ‘there is something in the prior art
as a whole to suggest the desirability . . . of making the combination, not
whether there is something in the prior art as a whole to suggest that the

299

combination is the most desirable combination available.’” (quoting /n re
Fulton, 391 F.3d 1195, 1200 (Fed. Cir. 2004) (internal quotation omitted)).
Next, Patent Owner argues that Harris’s battery-powered Vstby
supply has no need for regulation because a battery already provides a
sufficiently stable voltage source. /d. at 24-26. Harris states that

“In]Jormally, Vstby will be powered from a battery back-up source.”

15
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Ex. 1003, 3:60—61.7 While Patent Owner contends we should interpret
Harris’s statement to mean Vstby is powered from a battery when not used
for Harris’s soft-defect-test functionality (PO Sur-Reply 4), we do not agree.
In our view, Harris’s statement supports Petitioner’s view that a battery need
not be used in all scenarios, and Vstby could be powered from a non-battery
source. See Pet. Reply 12 (citing Ex. 1040 q 14). Nothing about Harris’s
statement indicates it is drawing a contrast with the test functionality.
Further, the sentence continues that Vstby “may or may not be a voltage
equal to that supplied by VDD.” Ex. 1003, 3:61-62. That nonlimiting
disclosure regarding voltage supports that Vstby could be provided by a
source other than a battery. And in such a case, adding a regulator would
benefit the power supply’s stability as Petitioner asserts. See Pet. 37.

The parties dispute also whether Harris discloses adjusting the voltage
of Vstby in addition to VDD. Petitioner relies on Harris’s description of its
“low power feature wherein the second power supply voltage (Vstby or
Vdd) is provided to the at least one memory array while the first power
supply voltage (Vdd or Vstby) which is being supplied to the CPU is
lowered.” Ex. 1003, 4:65-5:2. That description indicates that either supply
may be provided to the CPU, and either may be provided to the memory. If
the system provides power from Vstby to the CPU, then lowering the

7 Patent Owner relies also on Dr. Singh’s testimony that Harris’s “standby
voltage will be designed to be as robust as possible, including battery
backup.” Ex. 2053, 123:4—-15. We do not agree that testimony establishes
that Harris requires a battery in all implementations. Rather, Harris’s
nonlimiting language discussed above is more persuasive that Harris’s
battery is a preferred embodiment.
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voltage provided to the CPU requires a way to adjust the Vstby voltage.
Petitioner reasons that this need for voltage scaling would have motivated
skilled artisans to include Zhang’s adjustable voltage regulator in Harris’s
circuit for both VDD and Vstby. Pet. 35-36, 38-39, 42; Pet. Reply 1011,
12, 14. Patent Owner disputes this, arguing that Harris never discloses
providing Vstby to the CPU and therefore does not support a need for
voltage scaling on Vstby. PO Sur-Reply 5; Tr. 43:8—46:4. Although Patent
Owner recognizes that Harris discloses the interchangeability of its power
supplies when lowering the CPU’s voltage, Patent Owner contends that is a
mistake “because the hardware of Harris is not designed for Vstby to power
the CPU.” Tr.45:17-46:4.

Harris twice discloses the interchangeability of its power-supply
inputs when discussing the low-power feature. Ex. 1003, 4:66—5:2. And that
ability is consistent with Harris’s description that “switch control signal 154
is software controlled or software programmable and is used to set a
configuration of the switches 144 to control power supply distribution in the
data processor 100.” Id. at 2:47-52. That description indicates that
switch 104 (which contains switches 144) controls power supply distribution
in data processor 100 as a whole, not just for memory 106. Harris, however,
does not depict the power supply connection from switch 104 to CPU 110,
and Figure 2 shows a detailed view of switch 104 that does not include any
output for CPU 100. /d., Fig. 2. We read Harris’s disclosure of its low-power
feature as indicating a flexibility in the design that is consistent with the
earlier description that switch 104 controls power supply distribution
generally. Because Harris’s core functionality does not require power supply

interchangeability, there was no need for Harris to detail circuitry capable of
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that. But that does not mean Harris’s description of the interchangeability
was a mistake.® While the issue is not determinative because we rely on
Petitioner’s other arguments that skilled artisans would have included
Zhang’s regulator on Vstby, we determine the record supports Petitioner’s
view that skilled artisans had reason to make Vstby scalable.

Additionally, Petitioner’s contention that skilled artisans had reason to
add Zhang’s regulator to Harris’s Vstby input does not depend on a non-
battery Vstby supply. As the Petition contended, using a voltage regulator
would provide a stable voltage. Pet. 37. Although Patent Owner argues thata
battery already provides a stable voltage (PO Resp. 24-25), a voltage
regulator would stabilize the battery’s voltage as it neared discharge. See
Pet. Reply 12. Dr. Singh’s testimony supports that view, recognizing that
Harris’s reference to ““a battery back-up source” indicates accompanying
circuitry to condition and regulate the battery’s voltage. Ex. 1040 9 13.
Stated otherwise, a battery alone does not necessarily provide an optimum
power supply, and adding Zhang’s voltage regulator as Petitioner asserts
would offer a benefit to Harris’s circuit.

Thus, we agree that skilled artisans had reason to add a voltage
regulator to Harris’s Vstby input to ensure a stable voltage for the memory
during low-power operation. Patent Owner argues that including such a
regulator would cost more in power dissipation than it would extend the

battery life (PO Resp. 31-32), but we credit Dr. Singh’s testimony that even

8 Harris claims embodiments in which the first power supply voltage
(claim 6) and the second power supply voltage (claim 7) may be lowered,
supporting that Harris desires voltage scaling for both of its power
supplies. Ex. 1003, 5:58—6:5.
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with a voltage regulator’s non-zero resistance, including the regulator would
extend the usable battery life, particularly because the regulator would have
been able to boost the battery’s voltage at the end of its life. Ex. 10409 16.

Patent Owner argues also that using a voltage regulator on Harris’s
Vstby input would compromise Harris’s primary SDDT functionality.

PO Resp. 27-30. Petitioner disputes that argument, submitting that the
added voltage regulation would still permit detection of elevated current
draws. Pet. Reply 12. We credit Dr. Singh’s testimony that any higher
current draw by the memory would result in higher current draw by the
voltage regulator, permitting the testing as Harris intends. Ex. 1040 9 15.
Thus, although the added regulator may have an effect on SDDT, the record
supports that the regulator would provide a benefit to low-power
functionality without undermining SDDT.

Patent Owner argues also that using Zhang’s regulators would
undermine Harris’s principle of operation by requiring design iterations to
calibrate the on-chip regulators. PO Resp. 33—34. Harris sought to reduce
iterations required during a circuit’s design cycle by eliminating on-board
test circuitry and providing a way for the circuit to use external test circuitry.
Ex. 1003, 1:36-52. Dr. Singh agreed that present approaches to circuit
design often require two or three iterations. Ex. 2053, 80:22-24. Patent
Owner asserts that testimony shows that adding Zhang’s regulators to Harris
would undermine the goal of reducing design iterations, but Dr. Singh noted
that “power supply specifications” implicating a voltage regulator are only
one possible reason for design iterations and that “there are lots of other
issues going on.” Id. at 80:24-25; see id. at 79:17-80:25. We conclude that

the record does not show that adding Zhang’s voltage regulators would
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interfere with Harris’s principle of operation. As discussed above, the
regulators would not prevent Harris’s primary SDDT functionality. Harris’s
goal ofreducing design iterations does not implicate its principle of
operation, and even if adding Zhang’s regulators would have added rather
than reduced design iterations, we do not view it as rising to a level that
would undermine the combination. See Medichem S.A. v. Rolabo S.L., 437
F.3d 1157, 1165 (Fed. Cir. 2006) (“The fact that the motivating benefit
comes at the expense of another benefit, however, should not nullify its use
as a basis to modify the disclosure of one reference with the teachings of
another. Instead, the benefits, both lost and gained, should be weighed
against one another.” (quoting Winner Int’l Royalty Corp. v. Wang, 202 F.3d
1340, 1349 n.8 (Fed. Cir. 2000))).

Finally, Patent Owner contends that Zhang’s regulators require a
stable reference to themselves regulate a voltage. PO Resp. 34—35. Thus,
reasons Patent Owner, Harris’s circuit would still need a stable, external
voltage, eliminating any benefit from adding Zhang’s regulators. /d. That
argument, however, ignores Harris’s desire for adjustable voltages. As
discussed above, at least Harris’s VDD (and in our view Vstby also) must be
adjustable for the low-power feature, and Zhang’s adjustable regulators
provide that functionality.

For the reasons discussed, the record supports that adding Zhang’s
regulator to Harris’s Vstby would provide a benefit, whether or not using a
battery for Vstby and whether or not Harris supports scaling Vstby, and that
skilled artisans therefore had reason to make the asserted combination,

notwithstanding some potential drawbacks.
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5. Using Abadeer’s nonvolatile storage would not have
undermined Harris s principle of operation

Abadeer discloses a “Built-In-Self-Test (BIST) circuit . . . used to

determine the correct supply voltage for all elements in a design.” Ex. 1004
9 14. Once Abadeer’s circuit uses BIST to determine the minimum operating
voltages, those values are “stored in a non-volatile memory (such as fuses).”
1d. q 45. Petitioner reasons that, in the combination, skilled artisans would
have incorporated Abadeer’s nonvolatile memory to store minimum
operating voltages to reduce the need to run the self-test and speed startup
after a power cycle. Pet. 34 (citing Ex. 1002 9] 78).

Patent Owner contends that including nonvolatile memory would have
disrupted Harris’s principle of operation. PO Resp. 36-39. Because Harris
uses SRAM, which was a type of memory that was a common alternative to
nonvolatile memory, Patent Owner contends Harris “was designed to avoid
such [nonvolatile] memory.” Id. at 37. In Patent Owner’s view, using
Abadeer’s BIST to determine the minimum operating voltage during each
power cycle “would have been preferable.” Id. But there is no requirement
that an asserted “combination is the best option, only that it be a suitable
option.” Intel Corp. v. PACT XPP Schweiz AG, 61 F.4th 1373, 1380 (Fed.
Cir. 2023). We do not agree with Patent Owner that Harris’s principle of
operation included avoiding nonvolatile memory. Petitioner provides a
persuasive reason that skilled artisans would have used Abadeer’s approach
for storing determined minimum operating voltages in nonvolatile memory

added to Harris’s system.
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6. Objective indicia of nonobviousness

Despite Patent Owner not asserting objective indicia of
nonobviousness in the Response, Petitioner asserts that the jury verdict of
nfringement by Intel does not weigh against obviousness. Pet. Reply 23-25.
Patent Owner disputes that and contends the jury’s infringement verdict
shows commercial success. PO Sur-Reply 19-20; see Ex. 1031, 2, 6.

As an initial matter, we determine that Patent Owner waived reliance
on secondary considerations by failing to raise them in the Response. See
Paper 15, 9 (“Patent Owner is cautioned that any arguments not raised in the
response may be deemed waived.”); In re NuVasive, Inc.,842 F.3d 1376,
1380-81 (Fed. Cir. 2016); Consolidated Trial Practice Guide 52
(Nov. 2019), available at https://www.uspto.gov/
TrialPracticeGuideConsolidated. Even considering Patent Owner’s
purported reliance, however, it is not persuasive.

To establish a nexus between Patent Owner’s alleged commercial
success and the 373 patent’s claims, Patent Owner asserts that the jury was
“charged with determining damages based upon the value of the technology
captured by the claims.” PO Sur-Reply 20 n.2 (citing Ex. 2021, 1545:13—
1546:9).

When the evidence shows that a product includes “the invention
disclosed and claimed in the patent,” we presume that any commercial
success of the product is due to the patented invention. PPC Broadband v.
Corning Optical Commc’ns, 815 F.3d 734, 746747 (Fed. Cir. 2016). Such
a presumed nexus requires not only that a commercial product embodies the

claims, but also that it is coextensive with them. See Fox Factory, Inc. v.

SRAM, LLC,944F.3d 1366, 1373 (Fed. Cir. 2019) (“[P Jresuming nexus is
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appropriate ‘when the patentee shows that the asserted objective evidence is
tied to a specific product and that product embodies the claimed features,

299

and 1s coextensive with them.
Inc.,882F.3d 1056, 1072 (Fed. Cir. 2018))).

Petitioner notes that the jury infringement verdict is on appeal. Pet.

(quoting Polaris Indus., Inc. v. Arctic Cat,

Reply 23. According to Petitioner, Patent Owner fails to show the verdict
demonstrates commercial success with a nexus to the challenged claims. /d.
at 24. Petitioner argues that the challenged claims were not the basis for
customer demand of the accused products. /d. (citing Ex. 1044, 811:13—
812:24 (Intel employee Adam King testifying that Intel’s customers care
about numerous technical attributes, including graphics performance for
video editing, camera quality for video conferencing and power efficiency
for laptops)). Petitioner notes that Patent Owner accused only the “C6
SRAM multiplexer” feature of infringing the *373 patent (Ex. 1042, 453:20—
25; Ex. 1044, 815:16-816:21) and that Patent Owner’s damages expert,

Dr. Sullivan, “conceded that many of the thousands of other features ‘have
nothing to do with what [Patent Owner]| accuses.”” Pet. Reply 24 (quoting
Ex. 1043, 690:19-691:24).

The record before us does not show that Intel’s product or products
underlying the infringement verdict are coextensive with “the invention
disclosed and claimed.” See Fox Factory, 944 F.3d at 1373, 1377;
Facebook, Inc. v. Express Mobile Inc.,IPR2021-01457, Paper 38 at 76—80
(PTAB Mar. 14, 2023) (concluding an infringement verdict was insufficient
to establish nexus). Rather, the record shows that the accused products

contained many features beyond those claimed in the *373 patent. Ex. 1043,

690:19-691:24; Ex. 1044, 815:16-816:21. That evidence persuades us that,
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regardless of a presumed nexus, the commercial success does not have a

nexus with the challenged claims.

Additionally, other than the jury verdict, Patent Owner has not

provided financial information that would allow us to weigh the extent of

Intel’s infringing sales in the market. In particular, the record does not

reflect whether the infringing devices represented an increase in market

share over prior, noninfringing devices or any other aspect that would allow

us to place the verdict’s amount in context. See, e.g., In re Applied

Materials, Inc., 692 F.3d 1289, 1300 (Fed. Cir. 2012) (“An important

component of the commercial success inquiry in the present case is

determining whether Applied had a significant market share.”). On this

record, even considering the waived issue, we find the evidence of

commercial success is weak evidence of non-obviousness.

7. Harrisis available as prior art

Patent Owner argues that Harris is nonanalogous art to the *373 patent
and therefore cannot be used in an obviousness combination. PO Resp. 39—
52. Tobe analogous art, Harris must be in the same field of endeavor as the
’373 patent or be reasonably pertinent to the problem addressed by the
’373 patent. In re Clay, 966 F.2d 656, 658—59 (Fed. Cir. 1992).

Patent Owner contends that the *373 patent’s field of endeavoris a
“minimum memory operating voltage technique.” PO Resp. 40—41 (citing
Ex. 2052 9] 155-156). With that contention, Patent Owner contrasts Harris’s
field, which Patent Owner asserts as “soft-defect testing on-chip memory.”
Id. at 43 (citing Ex. 2052 9 157).

Petitioner submits that Patent Owner improperly constrains the

’373 patent’s field of endeavor. Pet. Reply 16—17. According to Petitioner,
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the *373 patent’s field 1s “the design and operation of memories, including
voltage supplies to those memories.” Pet. Reply 16 (citing Ex. 10409 22).
Petitioner points out that the *373 patent describes related art as that making
“tradeoffs between performance and power” by operating processors “at
maximum voltage and frequency when peak performance is required” and
“at low voltage and frequency to reduce power consumption’ at other times.
Pet. Reply 16 (quoting Ex. 1001, 1:12-25). Petitioner compares that to
Harris, which “teach[es] circuit design and operation for processors and/or
memory to manage power by adjusting voltage levels to components of an
IC.” Pet. 3940 (citing Ex. 1003, 4:63-5:4); Pet. Reply 17.

We agree with Petitioner. Both Harris and the *373 patent are in the
field of memory power supply. While Harris describes a voltage-supply
system allowing for a particular testing approach, its field is not limited to its
primary purpose of soft-defect testing on-chip memory. Rather, Harris also
describes that its system allows other features such as failure protection and
a low-power feature. Ex. 1003, 3:50—67, 5:59-5:4. Thus, we find that
Harris’s field is memory power supply, and more specifically, switchable
memory power supplies.

As discussed, the *373 patent describes its related art as making
tradeoffs between performance and power when choosing voltage and
frequency for processors and memory. Ex. 1001, 1:12-25. While the
’373 patent describes determining the minimum operating voltage for each
part and storing that determined value (id. at 2:3-37, 6:22-8:15), its
disclosures are considerably broader in scope. The patent describes selecting
memory voltage based on multiple considerations, such as using the logic

voltage when it is higher than the memory minimum operating voltage, or a

25



Trials@uspto.gov Paper 129

571.272.7822 Entered: June 13,2023
variety of minimum voltages depending on operating circumstances. /d. at
3:30-5:41. As to the system controlling a memory’s power supply, the
’373 patent describes mechanisms that may be used to control a memory’s
power supply, such as power supply selector 21. Id. at 2:52—-59, 5:42-58. It
details operation of the power supply controller 28 and selector 21. Id. at
8:33-9:4. The 373 patent describes alternatively that memory may be
permanently coupled to a particular voltage bus that is scaled to provide the
desired power. Id. at 2:59-61, 5:61-67.

The disclosures regarding mechanisms for controlling the memory
power supply show that the *373 patent’s field is broader than just
determining the minimum operating voltage. We find that the *373 patent’s
field includes switchable memory power supplies, supporting that Harris is
from the same field as the 373 patent.

As to whether Harris is reasonably pertinent to the problem addressed
by the ’373 patent, Petitioner contends that the *373 patent addresses
“lowering power consumption in integrated circuits, considering that
‘different types of circuitry within a data processing system may have
different ranges of allowable operating voltages’ and that ‘the processor may
be able to operate at a lower voltage than is possible for the memory.”” Pet.
Reply 19 (quoting Ex. 1001, 1:12-25, 2:5-7). Petitioner contends that Harris
addresses the same problem with its circuit to “ensure the memory is
provided with sufficient voltage to avoid data loss.” Pet. 14—15 (citing
Ex. 1003, 3:54-56, 3:64—67 (Harris’s disclosure of switching memory power
supply “to avoid memory data loss™)).

Patent Owner’s expert agrees that the >373 patent addresses “the

problem of providing different voltages to different parts of the circuit” to
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accommodate different “allowable operating voltages.” PO Resp. 49
(quoting Ex. 2052 9 159). As discussed above, Harris discloses a mechanism
for providing different voltages to different parts of'its circuit, whether for
testing or low-power operation. Ex. 1003, 3:50-67, 5:59-5:4. We find that
Harris is reasonably pertinent to the problem of providing different voltages
to different parts of the circuit. While the *373 patent addresses other
problems also, that does not undermine the problem to which Harris is
reasonably pertinent. See Ethicon LLCv. Intuitive Surgical, Inc.,
No. 2021-1601,2022 WL 1576779, at *4 (Fed. Cir. May 19, 2022)
(nonprecedential) (holding that the patent owner’s identification of an
additional problem beyond that supporting analogous art was irrelevant);
Donner Tech., LLCv. Pro Stage Gear, LLC,979F.3d 1353, 1361
(Fed. Cir. 2020) (noting the analysis considers “one or more problems to
which the claimed invention relates™).
Accordingly, Harris is analogous art to the *373 patent because it is
both from the same field of endeavor and reasonably pertinent to a problem

confronting the inventor of the *373 patent.

8. Abadeeris available as prior art

Patent Owner contends that Abadeer is not available as prior artin an
inter partes review because section 311(b) of 35 U.S.C. limits inter partes
reviews to “patents or printed publications,” whereas Abadeer was neither as
of the *373 patent’s filing date. PO Resp. 53—58. In Patent Owner’s view, an
inter partes review may not consider a reference that, like Abadeer, was
published after the challenged patent’s filing date, notwithstanding
35 U.S.C. § 102(e). Id. at 55.
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Section 311(b) provides that an inter partes review may assert “a
ground that could be raised under section 102 or 103 and only on the basis of
prior art consisting of patents or printed publications.” 35 U.S.C. § 311(b).
Pre-AlA section 102(e) provides for unpatentability based on “an application
for patent, published under section 122(b), by another filed in the United
States before the imvention by the applicant for” the challenged patent.
35 U.S.C. § 102(e)(1) (2006). Petitioner argues that section 311(b) thus
applies to art, like Abadeer, thatis a printed publication that can be raised
under section 102(e). Pet. Reply 19-20.

We agree with Petitioner. The Federal Circuit held in Purdue Pharma
L.P. v. lancu that an asserted patent application published on December 12,
2002, after the August 6, 2002, effective priority date of a challenged patent,
but filed on August 30, 2001, before the challenged patent’s effective
priority date, nonetheless qualified as prior art that could be used in an inter
partes review based on its pre-AlA section 102(e) application filing date .
Purdue Pharma, 767 F. App’x 918, 925 (Fed. Cir. 2019) (nonprecedential).
While the court did not consider the specific argument raised here—that
inter partes reviews categorically may notrely on patent applications
published after the challenged patent’s priority date—Purdue Pharma
signals an endorsement of the ability to use such publications as
section 102(e) art in inter partes reviews.

According published applications an effective date as of their filing,
as defined by section 102(e)(1), is consistent with according patents an
effective date as of their filing, as defined by section 102(e)(2). In Becton,
Dickinson & Co. v. Baxter Corp. Englewood, 998 F.3d 1337 (Fed.
Cir. 2021), the Federal Circuit held that section 102(e)(2) applied to a patent
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that had been later canceled, making that former patent available as prior art
in an inter partes review. Becton, Dickinson, 998 F.3d at 1345. In its
decision, the Federal Circuit noted and rejected the patent owner’s argument
that a 102(e)(2) patent could not be considered a prior-art patent before the
date it was actually made public, i.e., the date it issued. /d. at 1345n.7. We
do not agree with Patent Owner that Becton, Dickinson s irrelevant because
it concerned an issued patent (PO Sur-Reply 23 n.5). Rather, it supports that
inter partes reviews properly consider prior-art references with effective
dates prior to their actual publication dates.

While Patent Owner argues that section 311°s “patents or printed
publications” does not encompass a published patent application that is prior
art under section 102(e)(1), we do not agree. See PO Resp. 53—57. Patent
Owner relies on case law holding that a “printed publication” under
sections 102(a) and (b) must be publicly available as of the challenged
patent’s priority date, but as noted, Petitioner relies on Abadeer being a
printed publication having an effective date determined by its filing date
under section 102(e)(1) rather than its publication date. In our view,
section 311’°s reference generally to section 102 indicates that applicable
“printed publications” include published applications under
section 102(e)(1).

9. Conclusion regarding claim 1

We have considered the full record, including evidence and arguments
presented by Petitioner and Patent Owner on whether Harris, Abadeer, and
Zhang teach or suggest claim 1’s limitations, whether there was a reason that
skilled artisans at the time would have combined Harris, Abadeer, and

Zhang as asserted, and whether objective indicia indicate the claims would
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not have been obvious. Based on the full record, we conclude that Petitioner
has shown by a preponderance of the evidence that claim 1 would have been

obvious over Harris, Abadeer, and Zhang.

10. Additional claims

Petitioner provides contentions for claims 2—7,9-11, and 13-16,

generally relying on its contentions for claim 1, addressing differences in the
language of independent claims 9 and 16, and identifying disclosures
teaching the limitations of the dependent claims. Pet. 47—67. Other than as
discussed above regarding claim 1, Patent Owner does not dispute
Petitioner’s contentions. We have reviewed the record, including Patent
Owner’s asserted objective indicia of nonobviousness, and determine that
Petitioner has shown claims 2—7, 9-11, and 13—16 would have been obvious
over Harris, Abadeer, and Zhang for the reasons discussed above, and
because Petitioner has shown that the combination teaches all the limitations

recited in claims 2-7,9—-11, and 13-16.

C. UNPATENTABILITY OVER HARRIS, ABADEER, ZHANG, AND CORNWELL

For claims 2, 11, and 12, which depend from claim 1 or claim 9,
Petitioner relies on its contentions for claims 1 and 9, and further points to
Cornwell’s disclosures relevant to the limitations in claims 2, 11, and 12.
Pet. 67-72. Other than as discussed above, Patent Owner does not challenge
those contentions. We have reviewed Petitioner’s contentions and determine
Petitioner has shown claims 2, 11, and 12 would have been obvious over
Harris, Abadeer, Zhang, and Cornwell for the reasons discussed above, and
because Petitioner has shown that the combination teaches all the limitations

recited in claims 2, 11, and 12 and has provided reasoning with a rational
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underpinning to explain why a person having ordinary skill in the art at the

time of the invention would have combined the references as asserted.

D. UNPATENTABILITY OVER HARRIS, ABADEER, ZHANG, AND BILAK

For claim 8, which depends from claim 1, Petitioner relies on its
contentions for claim 1, and further points to Bilak’s disclosures relevant to
claim 8’s limitations. Pet. 72—74. Other than its arguments for the
patentability of claim 1, Patent Owner does not challenge Petitioner’s
contentions for claim 8 or introduce secondary considerations evidence
specific to claim 8. We have reviewed Petitioner’s contentions and
determine Petitioner has shown claim 8 would have been obvious over
Harris, Abadeer, Zhang, and Bilak for the reasons discussed above, and
because Petitioner has shown that the combination teaches all the limitations
recited in claim 8 and has provided reasoning with a rational underpinning to
explain why a person having ordinary skill in the art at the time of the

mvention would have combined the references as asserted.

E. CONSTITUTIONAL STANDING

Patent Owner argues that an inter partes review where the petitioner
lacks constitutional injury-in-fact is unconstitutional. PO Resp. 58—62. We
agree with Petitioner that Patent Owner’s argument contradicts precedent.
Pet. Reply 25; Cuozzo Speed Techs., LLCv. Lee, 579 U.S. 261,279 (2016)
(“Parties that initiate the proceeding need not have a concrete stake in the
outcome; indeed, they may lack constitutional standing.”); Consumer
Watchdogv. Wisconsin Alumni Rsch. Found.,753 F.3d 1258, 1261 (Fed.
Cir. 2014) (“Article III standing is not necessarily a requirement to appear

before an administrative agency . . . .””). We further agree that, because Intel
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has been joined as a Petitioner, Patent Owner’s argument does not apply to

this proceeding. Pet. Reply 26.

[II. CONCLUSION?®

For the reasons discussed and based on the entire record, Petitioner

has shown by a preponderance of the evidence that claims 1-16 are

unpatentable.
In summary:
. Claim(s) Claim(s)
Claim(s) U 83 % § Reference(s)/Basis|  Shown NotShown
-».C. Unpatentable | Unpatentable

117’1 g: 103 Harris, Abadeer, 1-7,9-11,
| 69 Zhang 13—16

Harris, Abadeer,
2,11,12 {103 Zhang, Cornwell 2,11,12

Harris, Abadeer,
8 103 Zhang, Bilak 8
Overall
Qutcome i

IV. ORDER

In consideration of the foregoing, it is hereby:

? Should Patent Owner wish to pursue amendment of the challenged claims
in a reissue or reexamination proceeding subsequent to the issuance of this
decision, we draw Patent Owner’s attention to the April 2019 Notice
Regarding Options for Amendments by Patent Owner Through Reissue or
Reexamination During a Pending AIA Trial Proceeding. See 84 Fed. Reg.
16,654 (Apr. 22, 2019). If Patent Owner chooses to file a reissue
application or a request for reexamination of the challenged patent, we
remind Patent Owner of its continuing obligation to notify the Board of
any such related matters in updated mandatory notices. See 37 C.F.R.

§§ 42.8(2)(3), (b)(2).
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ORDERED that Petitioner has shown by a preponderance of the
evidence that claims 1-16 of the *373 patent are unpatentable;

FURTHER ORDERED that, because this is a Final Written Decision,
parties to the proceeding seeking judicial review of the decision must

comply with the notice and service requirements of 37 C.F.R. § 90.2.
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571-272-7822 Date: December 13,2023

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE OFFICE OF THE UNDER SECRETARY OF COMMERCE
FORINTELLECTUAL PROPERTY AND DIRECTOR OF THE

UNITED STATES PATENT AND TRADEMARK OFFICE

PATENT QUALITY ASSURANCE, LLC,
INTEL CORPORATION,
Petitioners,

V.

VLSITECHNOLOGY LLC,
Patent Owner.

IPR2021-01229!
Patent 7,523,373 B2

Before KATHERINE K. VIDAL, Under Secretary of Commerce for
Intellectual Property and Director of the United States Patent and
Trademark Office.

ORDER
Issuing Sanctions
37C.F.R. §§42.5,42.11,42.12

" Intel Corporation (“Intel’”), which filed a petition in IPR2022-00479, was

joined as a party to this proceeding. Paper 30.
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On August 3, 2023, Iissued a Decision finding that Petitioner Patent
Quality Assurance, LLC (“PQA”) had engaged in sanctionable conduct by
failing to comply with mandated discovery and by making a
misrepresentation of fact and/or misleading argument. Paper 131, 2,43, 50—
51 (“Decision™).? In that Decision, I ordered PQA to show cause why it
should not be reprimanded or admonished, or ordered to pay compensatory
expenses to Patent Owner VLSI Technology LLC (“VLSI”), including
attorney fees, for the sanctionable conduct. /d. at 51-52. Inthis Order, |
determine the appropriate sanction is a strong admonishment to PQA for its

conduct, anda warningnot to repeat this conduct in the future.

L. SANCTIONABLE CONDUCT

The background of this case is set forth in more detail in the Decision.
In shorter form, I granted Director Review of the Board’s Institution
Decision (Paper 10) and  mandated that the parties comply with certain
discovery, including interrogatories and production of documents, to assist
me in evaluating theissues onreview. See Paper 35, 9—11; Paper 131, 20.
Thereafter, I found that PQA failed to comply with the mandated discovery
by (1) refusing to provide internal documents to the other parties in the
proceeding, or instead, a privilege log listing allegedly privileged documents
withheld for in camera review; and (2) failing to respond in good faith to the
interrogatories, with adequate supporting evidence. See Paper 131, 26, 40,
42-43. Theldthatthe type of discovery misconduct exhibited by PQA

would be sufficient to give rise to adverse inferencesunder 37 C.F.R.

2 Paper 131 is the nonconfidential version of the Decision; Paper 130 is the
confidential version.
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§ 42.12(b)(1), but found that I did not need to apply adverse inferences in
order to make findings on the record before me. See Paper 131, 42—43.

Additionally, I further found that PQA misrepresented a fact and/or
made a misleading argument regarding its engagement of an expert,

Dr. Singh. Paper 131, 50. I ordered further briefing on whether PQA should
be admonished or ordered to pay compensatory expenses as sanctions for
PQA’s “misrepresentation of fact, misleading argument, or failure to comply
with mandated discovery.” Id. at 51-53. [ granted an extension ofthe
deadline for briefing. Ex. 3048. On August21, 2023, PQA and VLSI filed
openingbriefs. Paper 133; Paper 134.°> On August 28,2023, PQA and
VLSI filed responsive briefs. Paper 136; Paper 137.*

On August 14, 2023, VLSI filed an appeal to the U.S. Court of
Appeals for the Federal Circuit. Paper 132. On December 7, 2023, the
Federal Circuit remanded the case back to the U.S. Patent and Trademark
Office (“USPTO” or “the Office”) to resolve any remaining sanctions issues.
See Ex. 3050.

A.  PQA’s Arguments Against Sanctions

PQA advances certain arguments as to why it shouldnot be
sanctioned at all for its inadequate discovery responses.

As an initial matter, I have already determined that PQA’s conduct is
sanctionable; PQA’s arguments are thus non-responsive to the question

whether compensatory expenses or admonishment is an appropriate

3 The nonconfidential versions of these briefs are Papers 138 and 140. The
confidential versions of these briefs are Papers 133 and Paper 134.

* The nonconfidential versions of these briefs are Papers 139 and 141. The
confidential versions of these briefs are Papers 136 and 137.
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sanction. Cf. Wright & Miller, 8B Fed. Prac. & Proc. Civ. § 2289 (3d ed.
Dec. 2023 Update) (“The propriety of the discovery sought is not in issue at
the time sanctions are being imposed under [Federal Rule Civil Procedure]
Rule 37(b).”). Moreover, it bears reiteratingthat PQA’s sanctionable
conduct includes its misrepresentation of facts and/or misleading arguments
relatingto its “exclusive” retention of Dr. Singh as an expert, not only its
inadequate discovery responses. Paper 131, 50; see id. at 43—50. Thus, even
if PQA’s third attempt to explain why its discovery-related conduct is not
sanctionable were timely or had merit, those explanations would not excuse
PQA’s additional sanctionable conduct relatingto Dr. Singh. Nonetheless,
PQA’s latest attempt to explain its discovery compliance failures lacks
merit.

First, PQA now arguesthat it couldnot have been expectedto log
non-privileged arguments in a privilege log. Paper 138, 9andn.5. IfPQA’s
argument is that the documents it failed to produce were not privileged, it
should have produced them afterbeing orderedto do so. See37 C.F.R.

§ 42.12(a)(1).

Relatedly, PQA argues that I did not rule on PQA’s objections before
the compliance deadline, apparently referring to Exhibit 3004 (an email,
dated July 20, 2022) and Exhibit 1039 (Petitioner’s Objections to Director’s
Orders, dated August 4, 2022), which contain a similar set of objections filed
before submission of PQA’s opening brief on Director Review.®> Paper 138,
3; see Ex. 1039, 3—17; Ex. 3004. PQA suggests (without citation to legal
support)that its failure to adequately comply with mandated discovery

> PQA later filed Paper 48, containing a similar set of objections, on the
same day that it filed its opening brief on Director Review, i.e., August 18,
2022.
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should be excused because I had not ruled on its objections before the
discovery due date. PQA’s argument fails for several reasons.

On July 29, 2022, I provided PQA with discovery clarification, in
advance of the response deadline. See Paper 39. Inoted PQA’s objections
and “confirm[ed] that a party’s production of documents as required by the
Scheduling Order will not constitute a waiver of that party’s objections.”
Paper 39, 3. I reminded the partiesthat pending objections did not excuse
them, however, from complying with the ordered discovery and that failure
to comply could be sanctionable. Paper39, 3—4.°

Further, as my July 29, 2022 Order made clear, PQA’s discovery
objections did not relieve it from a duty toadequately respond and non-
compliance would be at PQA’srisk. Seeid. (“[ A] party’s production of
documents as required by the Scheduling Order will not constitute a waiver
of that party’s objections. The parties, however, are reminded that they are
required to comply with the full scope of the Scheduling Order. . . .
[FJailure to comply with my Order may be sanctionable.”). Thatis
particularly true here, where PQA’s objections were uniformly directed to
arguments about the Director Review process itself, not to the discovery
scope; those objections did not concern PQA’s ability to respond. See Ex.
1039, 3—17. In other words, PQA’s ability to respond to the mandated
discovery did not turn on answers to its objections regarding my authority.
See, e.g., Grooms & Co. Constr., Inc. v. United States, 2015 WL 8481954,
*7n.7 (Fed. Cl. No. 13-426C) (Dec. 9, 2015) (ordering sanctions based on

parties’ failure to comply with discovery and explaining that claimed

® T also issued more than one order to show cause before issuing this
admonishment, providing PQA additional opportunities for briefing. See
Paper 101, 64—65; Paper 131, 52.
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obstacles to compliance did not excuse conduct). But cf. Ingalls
Shipbuilding, Inc. v. United States, 857 F.2d 1448, 1451-52 (Fed. Cir. 1988)
(finding dismissal was not appropriate where a party was confused about the
scope of its discovery obligations) (“In view of the government’s apparent
confusion about the scope of its additional discovery obligation, we see the
sanction of dismissal as unduly severe.”); Marshall v. Segona, 621 F.2d 763,
768 (5th Cir. 1980) (“[A] party’ssimplenegligence, grounded in confusion
or sincere misunderstanding of the Court’s orders, [does not] warrant
dismissal.”).”

PQA challenged my authority to impose discovery and conduct
review, and lodged privilege concerns. I made clear before the discovery
deadline, which I extended upon request, that the parties were free to
maintain a privilege log in lieu of production. Paper37, 4; Paper 39, 4.
More broadly, I made clear that the mandated discovery was designed to
enable adequate and accurate resolution of the issues at hand. See, e.g.,
Paper 35, 7-11. PQA cannot thwart my decision-making by refusing to
comply with reasonable discovery requests on the basis that I lacked the
power to conduct review or ask for discovery. See, e.g., Star Fruits S.N.C. v.
United States, 393 F.3d 1277, 128485 (Fed. Cir. 2005) (parties must
provide reasonably requested information to permit USPTO to accurately

and efficiently administer patent laws). Thus, while [ have already

7' While these decisions involve dismissal as a sanction for inadequate
discovery responses, I find their reasoning on the interplay between that
sanction and the violating party’s objections germane to PQA’s argument,
even though PQA’s sanctionable conduct involves more than just discovery
violations and even though I am evaluating the propriety of lesser sanctions.
Indeed, dismissal was not part of the order to show cause at this stage of the
proceeding.
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explained why PQA’s objections lacked merit (see Paper 131, 17-26),
PQA’s position that it could not provide responsive documents, could not
log any allegedly privileged responsive documents, or could not provide
supported and responsive interrogatory answers—the independently
sanctionable conduct here—does not prove out.

PQA also argues that [ previously found that “the evidence exchanged
as Mandated Discovery [was] sufficient to resolve this Director review . . .,”
suggesting that its discovery noncompliance was harmless. Paper 138, 8
(quotingPaper 101, 62). However, PQA has not providedthe quotein its
proper context; the sentence reads in full: “For the reasons explained above,
however, the evidence exchanged as Mandated Discovery is sufficient to
resolve this Director review without resorting to in camera review.”

Paper 102, 63 (emphasis added) (public version of Paper 101). Thus, my
prior statementmerely rejected a request that [ conduct an in camera review
of PQA’s allegedly privileged material and further provided instructions for
PQA to maintain a privilege log. Seeid. at 17,25. Further, to the extent that
PQA argues that it withheld non-privileged documents, my rejection of in
camerareview does not excuse the withholding of documents not placed on
a privilege log. Nor does my rejection of in camera review set a standard for
whether PQA needed to comply with mandated discovery.

Third, PQA argues that sanctioning it while not sanctioning VLSI
would be inequitable, arbitrary and capricious, and a violation of due process
because, according to PQA, VLSI actedin the same, or even worse, manner
as PQA. Paper 138, 12. PQA makes anumber of high-level complaints
about VLSI’s conduct. /d. at 12—14. The August 3, 2023 Order to show
cause is about PQA’s conduct,not VLSI’s. PQA cannot excuse its conduct

or otherwise avoid appropriate sanctions by trying to shift focus to another

7
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party’s conduct. To the extent PQA argues that VLSI also made
representations about the nature of Dr. Singh’s relationship with PQA (see
Paper 138, 7), VLSI’s representations on this topic appear to be based on
PQA’s representations.

Fourth, PQA arguesthat the continuation of this Director Review
proceeding is unauthorized and untimely because the proceeding has
extended beyond the statutory date for the Board to issue a final written
decision and beyond a “short and reasonable time period.” Paper 138, 3, 14
(citing, e.g., Cooley v. United States, 324 F.3d 1297, 1305 (Fed. Cir. 2003)).
I disagree. The Board timely issued its final written decision in this case.
See Paper 129. In any event, failure to meet the one-year deadline provided
by 35 U.S.C. § 316(a)(11) wouldnot deprive the USPTO of authority to act,
or jurisdiction over, the IPR. See Purdue Pharma L.P.v. Collegium Pharm.,
Inc.,2023 WL 8043047, *3—6 (Fed. Cir. Nov. 21, 2023) (discussing
analogous provision governing post-grant reviews). Lastly,as | have
previously explained, PQA’s reliance on Cooley is inapt. Inthattakings
case, the three-plus years it took for the Army Corps of Engineers to issue a
reconsideration of its original permitting decision resulted in a 98.8%
diminution in Cooley’s property value. Cooley, 324 F.3d at 1304. Here, the
time taken to complete Director Review pales in comparison, both in time
and consequence to the parties. See Paper 131, 19n.13.

Fifth, PQA appears to argue that whether PQA responded to
interrogatory (c¢) (asking whether PQA couldbe subject to an infringement
claim) is moot because “noproducts are covered by the invalid 373 patent”
and because thereis no standing requirement for an IPR. Paper 138, 10 and
n.6. Asnoted above, the underlying paper—PQA’s response to the

appropriate sanction for PQA’s conduct—was not another opportunity for

8
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PQA to object to discovery or try to explain its non-compliance. Further,
PQA cannot cure its failure to respond to the interrogatory by now providing
the requested information. And its response would be inadequate even if
timely. See Paper 131, 35.

Sixth, PQA makes additional argumentsrelating to interrogatories (d)
and (f). However, [ only relied on PQA’s failure to respondto
interrogatories (a), (c), and (e) in finding that PQA deliberately failed to
comply with mandated discovery, and did not rely on PQA’s failure to
respond to interrogatories (d) and (f) in my previousopinion. See id. at 42.

Accordingly, I donot agree with PQA’s renewed arguments that it
should not be sanctioned. Ireaffirm my finding that PQA’s failure to
comply with mandated discovery and its misrepresentations and/or
misleading arguments regarding Dr. Singh are sanctionable conduct, for the

reasons set forth above and in my original Decision.

II.  DETERMINATION OF SANCTIONS

Whether sanctions are appropriate is a highly fact-specific question,
and the relevant considerations will vary from case to case. Prior sanction
contextshave considered:

(1) whether the party has performed conduct warranting
sanctions;

(2) whether that conduct has caused harm (to, for
example, another party, the proceedings, or the USPTO); and

(3) whether the potential sanctions are proportionate to
the harm.

See, e.g., R.J. Reynolds Vapor Co. v. Fontem Holdings 1 B.V.,IPR2017-
01318, Paper 16 at 5, 8 (PTAB Aug. 6,2018).
I determine that attorney fees are not appropriate in this case.
Although VLSI has had its patent claims found unpatentable based on a
9
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meritorious petition (see Paper 129), VLSI has not shown how the conduct
at issue in this case, i.e., failure to comply with mandated discovery and
misrepresentation of fact and/or misleading argument regarding the
exclusive nature of its expert engagement, resulted in harm to VLSI. VLSI
argues that if PQA had “made clear it was not interested in protecting the
patent system’sintegrity . . ., this [IPR would have been dead on arrival.”
Paper 141, 2. This ignores my determination that the Petition presented
compelling merits at the time of institution and that the IPR should continue.
See Paper 102, 5-6, 62—-63. VLSl also argues that if PQA acknowledged
that its exclusive engagement with Dr. Singh was waivable, that would have
led to denial of PQA’s Petition. Paper 141, 2-3. However, it is speculation
to assume that the availability of PQA’s expert to otherparties in other
proceedings would have led the Board to deny PQA’s Petition. It is likely
that, at most, it would have led the Board not to deny OpenSky’s
substantially identical petition on the *373 patent, which was denied based
on PQA’s representation that OpenSky would have been unable to engage
Dr. Singh. See Paper 131, 44; Ex. 2016; [PR2021-01056, Paper 18, 5-9, 6;
IPR2021-01056,Ex. 2016.8

However, a party’s failure to comply with mandated discovery and
misrepresentation of fact/misleading arguments is a serious matter that
cannot occur without consequence. See, e.g., Hendler v. United States, 952
F.2d 1364, 1382 (Fed. Cir. 1991) (observing that noncompliance with an

8 PQA makes additional arguments that VLSI has suffered no compensable
injury stemming from PQA’s alleged misconduct. E.g.,Paper 138, 6.
Because I do not assess compensatory expenses, I do not reach these
arguments. [also do not reach VLSI’s additional arguments for
compensatory expenses.

10
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order “cannot be condoned”). PQA’sconduct undermined the ability of the
Office faithfully to administerthe AIA system. Thus, I determine that the
appropriate sanction for PQA’s conduct is a strongadmonishment. Contrary
to VLSI’s suggestion, I anticipate that publicly and strongly admonishing
PQA will deter future conduct by PQA and other parties, as well as protect
the integrity of AIA proceedingsand the patent system. See Nat’l Hockey
Leaguev. Metro. Hockey Club, Inc.,427 U.S. 639, 643 (1976) (discovery
violation sanctions appropriate “not merely to penalize those whose conduct
may be deemed to warrant such a sanction, but to deterthose who mightbe
temptedto such conduct in theabsence of such a deterrent”).

Further, I note that the sanction in this case is appropriate in view of
differences between PQA’s conduct and that of other parties in similar
sanctions contexts. See, e.g., EEOCv. Troy State Univ., 693 F.2d 1353,
1357-58 (11th Cir. 1982) (noting differences between party conduct in
separate cases in evaluating propriety of sanctions under Federal Rule of
Civil Procedure 37); Hendler, 952 F.2d at 1382—83 (same); Mynette Techs.,
Inc. v. United States, 163 Fed. Cl. 733, 768 (Dec. 20, 2022) (comparing
conduct in determining appropriate sanction). For example, I find that
PQA’s conduct, though sanctionable, was less egregious than that of
petitioner OpenSky in [PR2021-01064, where OpenSky offered to
undermine and/or not vigorously pursue its IPR in exchange for a monetary
payment, in addition to discovery violations. See IPR2021-01064, Paper
102, 3; id., Paper 127, 2.° VLSIrelies heavily on PQA’s motives for filing

the underlying petition to justify attorney fees as a sanction (see Paper 140,

? This comparison should not be read to define OpenSky’s conduct as the
threshold for monetary sanctions.

11
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2, 8; Paper 141, 3—4), but my sanctions order was not based on such a
finding. See Paper 131,37 n.25.

VLSI argues that theaward of costs and fees in Atlanta Gas Light Co.
v. Bennett Regulator Guards, Inc.,IPR2015-00826, Paper 39 (Dec. 6,2016),
for “less egregious offenses’ supports the same discretionary sanction here.
Paper 140, 7. However, there are key differences between the two
situations. In particular, thecited order in A¢t/lanta Gas found petitioner
Atlanta Gas’s failure to accurately identify all real parties in interest and
privies to be sanctionable conduct. See IPR2015-00826, Paper 39, 5-6. The
Board further found that patent owner Bennett Regulator Guards suffered
harm from that conduct and that the sanction of costs and fees was
“proportionate to [that] harm.” Id. at §; see id. at 6-9. Asdiscussed above, |
find that VLSI did not suffer notable harm based upon PQA’s sanctionable
conduct here, making the award of attomey fees inappropriate.'” 1,
therefore, strongly admonish PQA that its conduct was unbefitting a party
before the Office. See, e.g., Securities & Exchange Comm ’nv. Smith, T98 F.
Supp.2d 412,442 (N.D.N.Y.2011) (applying admonishment as sanction
where connection between conduct and harm not demonstrated).

It bears emphasizing that PQA’s conduct regarding its arrangement
with Dr. Singh was unacceptable. Parties have a duty of candor and good
faith before the Office. 37 C.F.R.§§42.11. PQA had a written agreement
with Dr. Singh but misrepresented the contents of that agreement in its

filings, and then took inconsistent approaches to characterizing the contents

19 Further, Atlanta Gas’s sanctionable conduct ultimately delayed proper
application of the one-year time bar set forth in 35 U.S.C. § 315(b) and
correct resolution of the proceeding, further distinguishing the offending
conduct. See IPR2015-00826, Paper 52.
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of the agreement as it suited PQA’s arguments. See Paper 131, 46—49.
Parties must fully and accurately represent written instruments and written
documents so as to give the Office a complete understanding of the factsand
so as not to mislead the Office. Here, PQA did not even file a copy of Dr.
Singh’sengagementuntil after it had initially characterizedit in an
incomplete way, and then continued to change its arguments about whether
it had an exclusive agreement. Paper 131, 47-48.

It is essential to the administration of justice that courts and agencies
can rely on the representations made to them by the parties and their
counsel. Factual contentions must have evidentiary support.

Cf. Fed.R.Civ.P. 11. And counsel who draft and sign pleadings are expected
to verify their contentions and attest to the compliance with the certification
requirements. See37 C.F.R. §42.11(b)—(c).!! It is necessary for the
USPTO to sanction such violations to protect the integrity of its proceedings
and the interests of other parties. It bears repeating that the Board relied on
PQA’s misrepresentations and misleading arguments to deny OpenSky’s
alternative IPR petition. See Paper 131,45. PQA’s misconduct here was
thus clearly improper because it had a direct, adverse impact on the
USPTO’s ability to render timely and accurate [PR decisions. Inadditionto
its misrepresentation, PQA also failed to comply with my mandated
discovery. Ihavealready detailed how PQA 1) refused to provide
responsive internal documents or a privilege log of withheld responsive

documents, and 2) failed to provide good-faith interrogatory responses or

''This opinion addresses only sanctions imposed against a party. It does not
address, nor does it preclude, potential sanctions or discipline against those
who practiced before the USPTO on behalf of the party. See 37 C.F.R.
11.18(c)(2).
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adequate evidence. Paper 131, 26—40. The proper functioningofany
tribunal and legal inquiry demands legitimate participation from the parties.
See, e.g., Taylorv. lllinois, 484 U.S. 400, 412—13 (“Discovery, like cross-
examination, minimizes the risk that a judgment will be predicated on
incomplete, misleading, or even deliberately fabricated testimony.”). PQA
simply didnot do that here. For example, PQA did not answerthe
interrogatory as to the identity of its members. Paper 131, 30. Thisisa
basic question that has a simple answer; if PQA thought that information
was privileged or otherwise confidential, there were mechanisms for it to
comply with my discovery order while protecting those interests. But
PQA’s decision to simplynot respond is not reasonable nor appropriate. In
view of the above, PQA is strongly admonished for its failure to comply
adequately with mandated discovery.

PQA is further cautioned that future misconduct will be met with
additional and likely more significantsanctions. Parties that practice before
the Office are expected to comply with mandated discovery and to make
accuraterepresentations, consistent with all appropriate duties of candor and

good faith. See37C.F.R.§§42.11-42.12.

For the foregoingreasons, it is hereby:
ORDERED that PQA is strongly admonished and cautioned that any

future misconduct in thisregard will be met with additional sanctions.
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