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Director of the United States Patent and Trademark Office

c/o Office of the General Counsel

Madison Building East, 10B20

600 Dulany Street

Alexandria, VA 22314-5793

Pursuant to 35 U.S.C. §§ 141(c) and 319 and 37 C.F.R. § 90.2(a), Patent 

Owner Conformis, Inc. (“Conformis”) hereby provides notice that it appeals to the 

United States Court of Appeals for the Federal Circuit from the Final Written 

Decision entered June 12, 2018, (Paper No. 47), and from all underlying orders, 

decisions, rulings, and opinions relating to U.S. Patent No. 8,551,169 (“the ’169 

patent”), set forth in Inter Partes Review IPR2017-00373. 

In accordance with 37 C.F.R. § 90.2(a)(3)(ii), the issues on appeal include, 

but are not limited to: 

the United States Patent and Trademark Office (“PTO”) Patent Trial 

and Appeal Board (“Board”) unpatentability determinations, including 

without limitation issues relating to (i) the Board’s legally deficient 

Graham analysis, including its improper motivation-to-combine and 

reasonable-expectation-of-success analyses; (ii) its consideration of 

arguments and evidence raised by Petitioner for the first time in reply; 

(iii) its violation of the Administrative Procedure Act when it failed to 

adhere to the arguments and positions presented by the Petitioner in 

the petition; and (iv) the lack of substantial evidence support for its 
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findings regarding the asserted references’ disclosures; and (v) the 

Board’s failure to comply with 35 U.S.C. § 316(e); 

the Board’s determination that claims 29 and 30 of the ’169 patent are 

unpatentable under 35 U.S.C. § 103 over CAOS,1 Radermacher,2 and

Woolson3;

the Board’s determination that claims 29 and 30 of the ’169 patent are 

unpatentable under § 103 over Swaelens4 and Woolson; and 

any other issue decided adversely to Conformis in an order, decision, 

ruling, or opinion underlying or supporting the Board’s Final Written 

Decision.

Pursuant to 35 U.S.C. § 142 and 37 C.F.R. § 90.2(a), this Notice is being 

filed with the Director of the PTO, and a copy of this Notice is being filed with the 

Board. In addition, a copy of this Notice and the required docketing fees are being 

1 Klaus Radermacher et al., Computer Assisted Orthopaedic Surgery With Imaged 

Based Individual Templates, 354 CLINICAL ORTHOPAEDICS AND RELATED 

RESEARCH 28-38 (1998).

2 PCT Publication WO 93/25157.

3 U.S. Patent No. 4,841,975. 

4 PCT Publication WO 95/28688.
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filed with the Clerk’s Office for the United States Court of Appeals for the Federal 

Circuit via CM/ECF. 

Respectfully submitted,

Date: August 13, 2018 By: /Sanya Sukduang/                               

Sanya Sukduang

Reg. No. 46,390

Lead Counsel for Patent Owner
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CERTIFICATE OF SERVICE AND FILING

I hereby certify that on this 13th day of August, 2018, in addition to being 

filed and served electronically through the Board’s E2E System, a true and correct 

copy of the foregoing Patent Owner’s Notice of Appeal was served on the Director 

of the PTO, via Express overnight delivery at the following address:  

Office of the General Counsel

United States Patent and Trademark Office 

P.O. Box 1450

Alexandria, VA 22313-1450

I also hereby certify that on this 13th day of August, 2018, a true and correct 

copy of the foregoing Patent Owner’s Notice of Appeal and the filing fee, were 

filed with the Clerk’s Office of the United States Court of Appeals for the Federal 

Circuit, via CM/ECF.

I also hereby certify that on this 13th day of August, 2018, a true and correct 

copy of the foregoing Patent Owner’s Notice of Appeal was served, by electronic 

mail, upon the following:

Christy G. Lea

Joseph R. Re

KNOBBE, MARTENS, OLSON, & BEAR, LLP

2040 Main Street, 14th Floor

Irvine, California 92614

Telephone: 949-760-0404

Facsimile: 949-760-9502

2cgl@knobbe.com

2jrr@knobbe.com

BoxSMNPHL.168LP5@knobbe.com
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Colin B. Heideman

KNOBBE, MARTENS, OLSON, & BEAR, LLP

925 Fourth Avenue, Suite 2500

Seattle, Washington 98104

Telephone: 206-405-2000

Facsimile: 206-405-2001

2cbh@knobbe.com

BoxSMNPHL.168LP5@knobbe.com

Benjamin B. Anger

KNOBBE, MARTENS, OLSON, & BEAR, LLP

12970 El Camino Real 

San Diego, CA 92130

Telephone: 858-707-4000

Facsimile: 858-707-4001

2bba@knobbe.com

BoxSMNPHL.168LP5@knobbe.com

Dated: August 13, 2018 By: /Valencia Daniel/

Valencia Daniel

Litigation Legal Assistant



 

 

 

 

 

 

 

 

 

 

 

EXHIBIT 1



Administrative Patent Judges.

Administrative Patent Judge

35 U.S.C. § 318(a) and 37 C.F.R. § 42.73 



inter partes

See

SAS Institute, Inc. v. 

Iancu



A. Related Matters 

ConforMIS, Inc. v. Smith & Nephew, Inc.

B. The ’169 Patent (Ex. 1001) 

Id.



Id.

Id.

Id.

Id.

C. Illustrative Claim 

first magnetic resonance image data 

set



D. Instituted Grounds of Unpatentability 

inter partes

A. Legal Principles 

inter partes 

Computer Assisted Orthopaedic Surgery With 

Image Based Individual Templates



Dynamic Drinkware, LLC v. Nat’l Graphics, Inc.

KSR Int’l Co. v. Teleflex Inc.

Graham v. John Deere Co. of Kansas City

KSR In re Kahn

Id.

See generally 



B. Level of Ordinary Skill in the Art 

In re GPAC Inc.



Id Okajima v. Bourdeau

See



C. Claim Construction 

inter partes

Cuozzo Speed Techs. v. Lee, 

In re Translogic Tech., Inc.

See In re Paulsen

See In re Van 

Geuns

See generally



  See Vivid Techs., Inc. v. Am. Sci. & Eng’g, Inc.

D. Obviousness over CAOS, Radermacher, and Woolson

Id

Id



1.  Overview of CAOS (Ex.1033)  

Id.

Id.

Id.

Id.

2.  Overview of Radermacher Ex. 1003 

See

Id.



Id.

Id.

3.  Overview of Woolson Ex. 1031 

Id.



Id.

4.  Discussion 

a.  Claim 29 



id

id

see also id

Id



Id

KSR



id

id

Id



Id

id

id



Id.

Id.

Id

id

id

id

id

b. Claim 30



id

Id

Id

Id

c. Reason to combine CAOS, Radermacher, and Woolson 

Id

id id



See KSR Kahn

See In re Nuvasive, Inc.

Id In re 

Lee accord id. 

Id

i. Whether Petitioner’s Proposed Modification of CAOS Deviates 

from CAOS Method that Uses a Single Imaging Modality 

CAOS’s Radermacher’s CAOS’s



Woolson’s Radermacher’s

CAOS’s

CAOS

Id

id

id

id

id

id.



id

Id

Id

Id

PharmaStem Therapeutics, Inc. v. ViaCell

Smith & Nephew, Inc. v. Rea

MRSI Systems, LLC v. Palomar Techs., Inc.



id

id Abbott Labs. v. Andrx Pharms., Inc.

id

Abbott Labs

Alcon Res., Ltd. v. Apotex Inc.

Abbott



Id

Smith & Nephew, Inc. v. Rea

Smith & Nephew

deus ex machina

Id.

Id.



Id

Id.





Id.

Id

see also

Id

Id.



See

Id

Id

Id

Id.



e.g.

See

See

See

U.S. patent or U.S. patent application publication



Smith & Nephew v. Rea

Smith & Nephew

Id



Id

Id

KSR

Id



See

ii. Whether CAOS’s CT Topogram or Woolson’s x-ray  

image are co-registerable with Radermacher’s MRI image. 

Id

mechanical axis

patient specific 

surface Id

Id

Id



Id

Id

see also id. 

Id



Id

id

see also

id

Smith & Nephew

Elbit Sys. of Am., LLC v. Thales Visionix, Inc.

Trs. of Columbia Univ. v. 

Illumina, Inc.

See see also



see, e.g.

see also id.

see, e.g., id.

See also

id.

id. See also 



see also id.

see also

see also id.



form of

see also id.

also

iii. Whether the Proposed Modification separates CT and MRI data 

image data sets.



Id

id

id

Id

Id

Id



id

id )

See

for the purpose 

for the purpose 

See see also 



Id



See, e.g

See, e.g.

Id



Summary

E. Obviousness based on Swaelens (Ex. 1007) 

Id

Id



Overview of Swaelens (Ex. 1007) 

Id.

Id

Id.

Discussion

a. Claim 29 

inter alia



id.

See

id.

see also id



id

id

id

id

Id.

Id



Id

Swaelens

CAOS

Swaelens

Id

In re McLaughlin see also KSR



See

id

id

id



id

Id

Id.



Id



id

Id

Id

Id



Id

Id

Id



Id

Id

Id

Id

b. Claim 30 

Id

Id



c. Discussion of the Parties’ Contentions 

i. Whether the proposed combination of Swaelens and Woolson 

teaches a second image data set that is different from a first 

magnetic resonance image data set. 

additional digital information Id

Id

Id

Swaelens’[]

See



see also

Id

id

id



Id

Id

Id.

Id.



ii. Whether Swaelens Prosthesis and Cutting Guide are Infeasible 

Id

Id

Id

Id

Id



not

Id

iii. Whether Petitioner’s Proposed Modification is Based on Hindsight

Id

See



id



Id

Swaelens



iv. Whether Woolson’s X-ray and CT images are Co-Registered with 

Swaelens MRI Images 

Id

See, e.g.

v. Whether the Proposed Modification is Technically Infeasible.  

Swaelens

Swaelens

Id

Id



Id

Id.

Swaelens

Swaelens

Swaelens

See id

Id

Id

id.

id



id

id See also

Summary








