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INTRODUCTION 

Joinder Petitioners Facebook, Inc. and WhatsApp, Inc.’s (“Joinder 

Petitioners”) appeal stems from the Patent Trial and Appeal Board’s Decision on 

Petitioner’s Request for Rehearing entered on September 6, 2018 (Paper 32) (the 

“Rehearing Decision”) and the Board’s Final Written Decision entered on May 23, 

2018 (Paper 29) (the “FWD”) in the above-captioned inter partes review of United 

States Patent No. 8,243,723.  This notice is timely filed within 63 days of the 

Rehearing Decision.  37 C.F.R. § 90.3(b)(1).  

JOINDER PETITIONERS’ APPEAL 

Please take notice that under 35 U.S.C. §§ 141(c), 142, 319; 37 C.F.R. 

§§ 90.2(a), 90.3(a), and Federal Rules of Appellate Procedure/Federal Circuit Rule 

4(3)(a), Joinder Petitioners hereby appeal to the United States Court of Appeals for 

the Federal Circuit from the FWD and Rehearing Decision, including all underlying 

orders, decisions, rulings, and opinions related thereto or subsumed therein. 

Original Petitioner Apple Inc. has already noticed its appeal of the Board’s 

Rehearing Decision and Final Decision.  (Paper 35, Petitioner’s Notice of Appeal 

(Nov. 1, 2018); see also Case No. 13-1151 (Fed. Cir., docketed Nov. 2, 2018).)  

Joinder Petitioners join that appeal with respect to claims 1-3 of United States Patent 

No. 8,243,723. 
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JOINDER PETITIONERS’ ISSUES ON APPEAL 

In accordance with 37 C.F.R. § 90.2(a)(3)(ii), Joinder Petitioners’ issues on 

appeal include at least: (i) the Board’s finding that claim 3 would not have been 

obvious over the combination of Vuori and Malik; (ii) the Board’s finding that 

claims 1-3 would not have been obvious over the combination of Stubbs and Abburi; 

and (iii) any findings or determinations supporting or related to the aforementioned 

issues as well as all other issues decided adversely to Apple Inc. or Joinder 

Petitioners in any orders, decisions, rulings, phone conference decisions, and/or 

opinions.  These issues are identical to issues (i), (ii), and (v) raised by Apple Inc. in 

its Notice of Appeal, but address only a subset of the claims addressed by Apple Inc. 

Simultaneously with this submission, Joinder Petitioners are filing a true and 

correct copy of this Notice of Appeal with the Director of the United States Patent 

and Trademark Office and a true and correct copy of the same, along with the 

required docketing fee, with the Clerk of the United States Court of Appeals for the 

Federal Circuit as set forth in the accompanying Certificate of Filing. 

Dated: November 8, 2018  
 

Respectfully submitted, 

COOLEY LLP  
ATTN: Patent Docketing  
1299 Pennsylvania Ave., NW, Suite 
700  
Washington, DC 20004  
Tel: (650) 843-5001  
Fax: (650) 949-7400  
Email: hkeefe@cooley.com  

By: /Heidi L. Keefe/  
Heidi L. Keefe  
Reg. No. 40,673  
Counsel for Joinder Petitioners 
Facebook, Inc. and WhatsApp, Inc. 
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Before JENNIFER S. BISK, MIRIAM L. QUINN, 
CHARLES J. BOUDREAU, Administrative Patent Judges. 
 
QUINN, Administrative Patent Judge. 

 

FINAL WRITTEN DECISION 
35 U.S.C. § 318(a) and 37 C.F.R. § 42.73 

                                           
1 Facebook, Inc. and WhatsApp, Inc. filed a petition and motion for joinder 
in IPR2017-01635, which we granted, and, thus, these entities are joined, as 
Petitioner, to this proceeding.  Paper 12. 
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I. INTRODUCTION  

 We instituted this inter partes review pursuant to 35 U.S.C. § 314 to 

review claims 18 of U.S. Patent No. 8,243,723 B2 (“the ’723 patent”), 

owned by Uniloc Luxembourg S.A.  We have jurisdiction under 35 U.S.C. 

§ 6(c).  This Final Written Decision is entered pursuant to 35 U.S.C. 

§ 318(a) and 37 C.F.R. § 42.73.  For the reasons discussed below, Petitioner 

has shown by a preponderance of the evidence that claims 1 and 2 of the 

’723 patent are unpatentable.  Petitioner has not shown by a preponderance 

of the evidence that claims 38 are unpatentable. 

A. PROCEDURAL HISTORY 

 Apple Inc. filed a Petition to institute inter partes review of claims 

18 of the ’723 patent.  Paper 2 (“Pet.”).  Patent Owner filed a Preliminary 

Response.  Paper 6 (“Prelim. Resp.”).  On May 25, 2017, we instituted inter 

partes review as to challenged claims 17.  Paper 7 (“Institution Decision” 

or “Dec”).  We did not institute trial as to claim 8.  Id.  Facebook, Inc. and 

WhatsApp, Inc. are joined to this proceeding pursuant to our grant of the 

petition and motion for joinder filed in IPR2017-01635 (Paper 12).   

After institution, Patent Owner filed a Patent Owner Response.  

Paper 11 (“PO Resp.”).  And Petitioner filed a Reply.  Paper 14 (“Reply”).  

We heard oral arguments on February 8, 2018.  A transcript of the hearing is 

in the record.  Paper 25 (“Tr.”). 

On April 24, 2018, the Supreme Court held that a decision to institute 

under U.S.C. § 314 may not institute on fewer than all claims challenged in a 

petition.  SAS Inst. Inc. v. Iancu, 138 S. Ct. 1348, 1355 (2018).  In light of 

the Guidance on the Impact of SAS on AIA Trial Proceedings posted on 
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April 26, 2018,2 we modified our Institution Decision to institute on all of 

the challenged claims, including claim 8, and all of the grounds presented in 

the Petition.  Paper 28.  Both parties affirmatively waived additional 

briefing.  Id.  Accordingly, this Final Written Decision addresses all of the 

challenged claims and all of the grounds presented in the Petition.   

B. RELATED MATTERS 

The parties indicate that the ’723 patent is involved in Uniloc USA, 

Inc. v. Apple, Inc., Case No. 2-16-cv-00638 (E.D. Tex.), Uniloc USA, Inc. v. 

Facebook, Inc., 2-16-cv-00728-JRG (E.D. Tex.), and Uniloc USA, Inc. v. 

WhatsApp, Inc., 2-16-cv-00645-JRG (E.D. Tex.), among other proceedings.  

Pet. 75–77; Paper 4; Paper 26; Paper 27; IPR2017-01635, Paper 2, 24.     

The ’723 patent also has been the subject of multiple petitions for 

inter partes review filed by various petitioners.  Paper 5, 4; Paper 26.  For 

instance, the ’723 patent is the subject of an instituted inter partes review in 

IPR2017-01800, filed by Samsung Electronics America, Inc.   

C. REAL PARTIES-IN-INTEREST 

Patent Owner asserts that Uniloc U.S.A., Inc. is the exclusive licensee 

and is a real party-in-interest.  Paper 24. 

D. THE ’723 PATENT (EX. 1001) 

The ’723 patent relates to Internet telephony, and more particularly, to 

instant Voice over IP (“VoIP”) messaging over an IP network, such as the 

Internet.  Ex. 1001, 1:1417.  The ’723 patent acknowledges that “[i]nstant 

text messaging is [] known” in the VoIP and public switched telephone 

                                           
2 See https://www.uspto.gov/patents-application-process/patent-trial-and-
appeal-board/trials/guidance-impact-sas-aia-trial. 
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network (“PSTN”) environments, with a server presenting the user with a 

“list of persons who are currently ‘online’ and ready to receive text 

messages on their own client terminals.”  Id. at 2:19, 3037.  In one 

embodiment, such as depicted in Figure 2 (reproduced below), the system of 

the ’723 patent involves an instant voice message (IVM) server and IVM 

clients.  Id. at 7:1924.   

 

Figure 2 illustrates IVM clients 206, 208 and legacy telephone 110 

interconnected via network 204 to the local IVM server 202, where IVM 

client 206 is a VoIP telephone, and where legacy telephone 110 is connected 

to legacy switch 112 and further to media gateway 114.  Id. at 6:61–65, 

7:1941.  The media gateway converts the PSTN audio signal to packets for 

transmission over a packet switched IP network, such as local network 204.  

Id. at 7:4548.  In one embodiment, when in “record mode,” the user of an 
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IVM client selects one or more IVM recipients from a list.  Id. at 7:5364.  

The IVM client listens to the input audio device and records the user’s 

speech into a digitized audio file at the IVM client.  Id. at 8:17.  “Once the 

recording of the user’s speech is finalized, IVM client 208 generates a send 

signal indicating that the digitized audio file 210 (instant voice message) is 

ready to be sent to the selected recipients.”  Id. at 8:1114.  The IVM client 

transmits the digitized audio file to the local IVM server, which, thereafter, 

delivers that transmitted instant voice message to the selected recipients via 

the local IP network.  Id. at 8:125.  Only the available IVM recipients, 

currently connected to the IVM server, will receive the instant voice 

message.  Id. at 8:2830.  If a recipient “is not currently connected to the 

local IVM server 202,” the IVM server temporarily saves the instant voice 

message and delivers it to the IVM client when the IVM client connects to 

the local IVM server (i.e., is available).  Id. at 8:3035.   

The ’723 patent also describes an “intercom mode” of voice 

messaging.  Id. at 11:2629.  The Specification states that the “intercom 

mode” represents real-time instant voice messaging.  Id. at 11:2930.  In this 

mode, instead of creating an audio file, one or more buffers of a 

predetermined size are generated in the IVM clients or local IVM servers.  

Id. at 11:3033.  Successive portions of the instant voice message are 

written to the one or more buffers.  Id. at 11:3543.  As the buffers fill, the 

content of each buffer is automatically transmitted to the IVM server for 

transmission to the one or more IVM recipients.  Id.  Buffering is repeated 

until the entire instant voice message has been transmitted to the IVM 

server.  Id. at 11:4852.   
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E. REPRESENTATIVE CLAIM 

Of the challenged claims, claim 1 is independent.  Each of claims 28 

depends directly or indirectly from claim 1.  Claim 1 is representative: 

1. A method for instant voice messaging over a packet-switched 
network, the method comprising: 

monitoring a connectivity status of nodes within the packet-
switched network, said connectivity status being available and 
unavailable; 

recording the connectivity status for each of the nodes; 

associating a sub-set of the nodes with a client; 

transmitting a signal to a client including a list of the recorded 
connectivity status for each of the nodes in the sub-set 
corresponding to the client; 

receiving an instant voice message having one or more 
recipients; 

delivering the instant voice message to the one or more 
recipients over a packet-switched network; 

temporarily storing the instant voice message if a recipient is 
unavailable; and 

delivering the stored instant voice message to the recipient once 
the recipient becomes available. 

Ex. 1001, 23:55–24:16. 

F. INSTITUTED GROUNDS OF UNPATENTABILITY 

We have instituted inter partes review of claims 18, based on the 

following prior art (Dec. 6; Paper 28, 2):   

a) Vuori:  U.S. Patent Appl. Pub. No. US 2002/0146097 A1, 

published Oct. 10, 2002, filed in the record as Exhibit 1005; 
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b) Malik:  U.S. Patent Appl. Pub. No. US 2003/0219104 A1, 

published Nov. 27, 2003, filed in the record as Exhibit 1019; 

c) Lerner:  U.S. Patent No. 6,192,395 B1, issued Feb. 20, 2001, filed 

in the record as Ex. 1021;  

d) Stubbs:  PCT Application published as WO 99/63773 on Dec. 9, 

1999, filed in the record as Exhibit 1022; and 

e) Abburi:  U.S. Patent Appl. Pub. No. US 2003/0147512 A1, 

published Aug. 7, 2003, filed in the record as Exhibit 1023. 

This Final Written Decision addresses the following obviousness 

grounds: 

Reference(s) 
Challenged 

Claim(s) 
Vuori 1 
Vuori and Malik 27 
Vuori, Malik, and Lerner 8 
Stubbs and Abburi 17 
Stubbs and Lerner 8 

In addition to the supporting argument for these grounds in the 

Petition, Petitioner also presents expert testimony.  Ex. 1003, Declaration of 

Leonard J. Forys, Ph.D. (“Forys Declaration”).  Patent Owner supports its 

arguments of patentability with a Declaration of William Easttom II.  

Ex. 2001 (“Easttom Declaration”).   

II. ANALYSIS 

A. CLAIM INTERPRETATION 

In an inter partes review, claim terms in an unexpired patent are given 

their broadest reasonable construction in light of the specification of the 
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patent in which they appear.  37 C.F.R. § 42.100(b).  We presume a claim 

term carries its plain meaning, which is the meaning customarily used by 

those of skill in the relevant art at the time of the invention.  Trivascular, 

Inc. v. Samuels, 812 F.3d 1056, 1062 (Fed. Cir. 2016).  We note that only 

those claim terms that are in controversy need to be construed, and only to 

the extent necessary to resolve the controversy.  See Nidec Motor Corp. v. 

Zhongshan Broad Ocean Motor Co., 868 F.3d 1013, 1017 (Fed. Cir. 2017); 

Vivid Techs., Inc. v. Am. Sci. & Eng’g, Inc., 200 F.3d 795, 803 (Fed. Cir. 

1999).   

During the preliminary stage of the proceeding, Petitioner proposed a 

claim construction for the term “intercom mode.”  Pet. 6.  Patent Owner 

argued that construction of this term was unnecessary, and we agreed with 

Patent Owner.  See Prelim. Resp. 18; Dec. 7.  Neither party proposed 

explicit construction of any other term.  It became clear, however, that the 

scope of the word “list” was at issue, when Patent Owner argued that the 

“list of the recorded connectivity status” must include the connectivity status 

of more than one node.  Prelim. Resp. 2728.  In our Decision on Institution, 

we disagreed with Patent Owner’s contention regarding the scope of the 

word “list,” and noted that the Specification seemed to contradict Patent 

Owner’s position on claim scope.  Dec. 1718 (citing Ex. 1001, 7:6164).  

We invited the parties to provide, during trial, claim construction analysis 

concerning this dispute.   

In post-institution briefing, Patent Owner contends that we can resort 

to the “claim language itself” to resolve the dispute.  PO Resp. 8.  In 

particular, Patent Owner points out that the word “list” is recited in the 

limitation “transmitting a signal to a client including a list of the recorded 
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connectivity status for each of the nodes in the sub-set corresponding to the 

client.”  Id. (emphasis added).  Patent Owner reasons that because “nodes” is 

recited in the plural form in that phrase, the recited “list” must record the 

connectivity status of more than one node.  Id. (citing Ex. 2001 ¶ 23).   

Petitioner responds that the claim language alone is not dispositive, 

for the Specification consistently refers to a list as having “one or more” 

items.  Reply 23 (citing Ex. 1001, 7:6163, 8:5256, 16:6163; Ex. 1028 

¶ 10).  Further, Petitioner reasons that the claim language surrounding the 

“list” provides other modifying phrases that do not compel the outcome 

Patent Owner seeks.  Id.  For instance, according to Petitioner, the claim 

refers to the “list of the connectivity status of each of the nodes in the sub-

set.”  Id. at 4 (emphasis added by Petitioner).  According to Petitioner, the 

“sub-set” of the nodes “could reasonably include only one node, because the 

sub-set may contain only one node.”  Id. (citing Ex. 1028 ¶ 13). 

In rebuttal, Patent Owner concedes that the Specification 

contemplates that the word “list,” in certain circumstances, could be 

singular.  Tr. 76:1223.  According to Patent Owner, the Specification uses 

the word “list” in both the singular and the plural sense:  list of a single 

contact (recipient) and a list of multiple contacts (recipients).  Id. 

at 76:2077:4.  Patent Owner contends that in the context of the claim, 

however, the word “list” should be read to encompass only the plural use of 

the word, because the phrase “each of the nodes in the subset” would have 

made “one skilled in the art aware that nodes here is referring to plural 

form.”  Id.  Patent Owner argues that because the claim recites delivering the 

instant voice message to “one or more recipients,” the modifying phrase 

“one or more” would be “rendered superfluous if the use of the plural form 
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for terms recited in [c]laim 1 is interpreted to include both the singular and 

the plural.”  PO Resp. 9 (referring to IPR2015-00353, Paper 9 (citing 

Stumbo v. Eastman Outdoors, Inc., 508 F.3d 1358, 1362 (Fed. Cir. 2007))). 

Here, claim 1 recites the “list of the recorded connectivity status for 

each of the nodes in the sub-set corresponding to the client.”  This phrase 

repeats the “sub-set” recited earlier in the claim:  “associating a sub-set of the 

nodes with a client.”  The claim refers to nodes as “nodes within the packet-

switched network.”  Thus, the claim addresses two interrelated elements:  

“nodes in a packet-switched network” and a “sub-set of the nodes” associated 

with a client.  The word “nodes” is undeniably plural.  The more pressing 

issue, however, is whether the “sub-set of the nodes” must include more than 

one node.   

Of course, “claim construction must begin with the words of the 

claims themselves.”  Amgen Inc. v. Hoechst Marion Roussel, Inc., 457 F.3d 

1293, 1301 (Fed. Cir. 2006).  But we do not agree with Patent Owner that 

resorting to the plurality of the word “nodes” in the claim language, alone, 

resolves the issue.  The claim requires that “a sub-set of the nodes” be 

associated with a client, and these words are inconclusive as to whether the 

“sub-set” must include more than one node.  Neither party offers persuasive 

extrinsic evidence showing that the ordinary meaning of this word (“sub-

set”) is necessarily plural, i.e., that a “sub-set” must include more than one 

member.  In fact, Dr. Forys’s testimony is to the contrary, that the term “sub-

set” would have been understood by a person of ordinary skill in the art to 

mean a “smaller part of a larger set,” and that, therefore, a “‘sub-set of nodes’ 

could be a single node.”  Ex. 1028 ¶ 13.  This testimony, however, does not 

resolve the issue because it is conclusory and lacking explanation.  This 

testimony does not explain, for example, why a “smaller part” necessarily 
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yields a “single node,” as opposed to two nodes or zero nodes (i.e., the null 

set), as lowest limit of the “sub-set.”  See, e.g., subset, Oxford Dictionary, 

English, at https://en.oxforddictionaries.com/definition/subset (2018, Oxford 

University Press) (defining the noun “subset” as “A part of a larger group of 

related things” and, for the mathematical sense: “A set of which all the 

elements are contained in another set”).  Further, Dr. Forys does not explain 

how the word “sub-set” affects the analysis of the claim, other than to 

conclude, summarily, that the nodes comprise a “larger set” and that the 

“sub-set” is a smaller part of that set.  Accordingly, we accord Dr. Forys’s 

testimony, with regard to the definition of “sub-set,” little to no weight.  See 

37 C.F.R. § 42.65(a); In re Am. Acad. of Sci. Tech Ctr., 367 F.3d 1359, 1368 

(Fed. Cir. 2004) (“[T]he Board is entitled to weigh the declarations and 

conclude that the lack of factual corroboration warrants discounting the 

opinions expressed in the declarations.”); Rohm & Haas Co. v. Brotech 

Corp., 127 F.3d 1089, 1092 (Fed. Cir. 1997) (“Nothing in the [federal] rules 

[of evidence] or in our jurisprudence requires the fact finder to credit the 

unsupported assertions of an expert witness.”). 

On the other side of this dispute, Patent Owner’s expert, Mr. Easttom, 

offers opinions regarding the disputed “list” as “includ[ing] the connectivity 

status of more than one node.”  Ex. 2001 ¶ 22.  His analysis centers on the 

fact that the word “nodes” is plural to impart plurality to the contents of 

“sub-set of the nodes.”  Id. ¶ 23.  In other words, because the word “nodes” 

is plural, then the “sub-set of the nodes” must also be plural, and 

consequently the “list” requires more than one node.  In discussing the 

Specification’s use of the term “list,” Mr. Easttom explains the 

Specification’s description of the word “list” as including “one or more IVM 

recipients” as offering alternative embodiments—one that includes one IVM 
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recipient and another that includes multiple IVM recipients.  Id. ¶ 24 (citing 

Ex. 1001, 7:6164).  Mr. Easttom states he understands “the claim language 

to refer exclusively to the latter embodiment by reciting ‘each of the nodes 

in the sub-set’—i.e., ‘nodes’ in the plural.”  Id.  We question this 

testimony’s usefulness to the claim construction inquiry because the 

explanation focuses on grammar, not on whether any of the terms of the 

claim has a particular meaning to a person of ordinary skill in the art.  See 

Teva Pharm. USA, Inc. v. Sandoz, Inc., 135 S. Ct. 831, 841 (2015) 

(“‘[E]xperts may be examined to explain terms of art, and the state of the art, 

at any given time,’ but they cannot be used to prove ‘the proper or legal 

construction of any instrument of writing.’”).  Accordingly, we do not rely 

on any of the expert testimony to resolve the claim construction dispute.   

Since the expert testimony is inconclusive and the words “list” and 

“sub-set of the nodes” are not elucidating on their own, we turn our attention 

to surrounding claim language.  Here we note that the claim requires that the 

list include recorded connectivity status “for each of the nodes in the sub-set 

corresponding to the client.”  The use of the word “each” does imply the 

inclusion of more than one node in the “sub-set.”  See, e.g., each, Oxford 

Dictionary, English, at https://en.oxforddictionaries.com/definition/each 

(2018, Oxford University Press) (defining the pronoun “each” as “used to 

refer to every one of two or more people or things, regarded and identified 

separately”) (emphasis added).  Thus, the phrase “each of the nodes in the 

sub-set corresponding to the client” reasonably refers to the list identifying, 

individually, the recorded connectivity status for at least two nodes in the 

“sub-set.”  But a dictionary meaning of “each” is not dispositive on its own.  

We must look to the context of the Specification in order to determine 
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whether it is reasonable to construe the “list of the recorded connectivity 

status for each of the nodes in the sub-set corresponding to the client” as 

referring to the recorded connectivity status of more than one (or at least two) 

nodes.   

The “broadest reasonable interpretation . . . is an interpretation that 

corresponds with what and how the inventor describes his invention in the 

specification.”  In re Smith Int’l, Inc., 871 F.3d 1375, 1382–83 (Fed. Cir. 

2017); see Microsoft Corp. v. Proxyconn, Inc., 789 F.3d 1292, 1298 (Fed. 

Cir. 2015).  Even when giving claim terms their broadest reasonable 

interpretation, the Board cannot construe the claims “so broadly that its 

constructions are unreasonable under general claim construction principles.” 

Microsoft, 789 F.3d at 1298 (emphasis in original).  “[T]he protocol of 

giving claims their broadest reasonable interpretation . . . does not include 

giving claims a legally incorrect interpretation” “divorced from the 

specification and the record evidence.”  Id. (citations and internal quotation 

marks omitted); see PPC Broadband, Inc. v. Corning Optical Commc’ns RF, 

LLC, 815 F.3d 747, 751–53 (Fed. Cir. 2016). 

The Specification describes that the server maintains the status of the 

clients as follows:  “The local IVM server 202 maintains the current status of 

the IVM clients connected to the local IVM server 202, i.e., IVM clients 

206, 208.”  Ex. 1001, 12:5052.  Further, users are represented in the 

database as “records,” with each “record comprising a user name, a 

password, and a contact list (a list of other users with whom the user wishes 

to exchange instant voice messages), and other data relating to the user.”  

Ex. 1001, 13:58–62.  The Specification also describes the server generating 

and maintaining “a list for each IVM client,” then waiting to receive 
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“connection objects from the IVM clients 206, 208 that are stored in the 

respective lists,” and servicing the specific requests from the clients after 

decoding the received connection objects.  Id. at 14:5258.  In a particular 

embodiment, the Specification describes an IVM client requesting from the 

global IVM server “a global contact list . . . of global one or more IVM 

recipients with which the IVM client 208 may exchange instant voice 

messages.”  Id. at 14:5516:1 (emphasis added).  In this embodiment, the 

Specification states that  

it is assumed that global IVM clients 506, 508 are in the contact 
list.  The global IVM server system 502 stores and maintains 
this contact list.  Thus, the global IVM server system 502 
responds by transmitting the contact list to the IVM client 208. 
The IVM client 208 displays the contact list on its display 216.  
Alternatively, the [] global contact list may be replicated to the 
local IVM server 202 within the local IVM system 510, in 
which case the local IVM client 208 obtains the global contact 
list from the IVM server 202. 

Id. at 15:60–16:1; see also id. at 19:2233, 20:1224 (“[T]he global IVM 

server system 502 responds by transmitting the contact list to each of the 

IVM clients 506, 508.”).  Thus, the Specification describes transmitting a 

“list” as the “contact list” of one or more instant voice message recipients.  

But it also refers to the “contact list” as a list of other users with whom the 

user wishes to exchange instant voice messages.  Id. at 13:58–62.   

Neither party has pointed out, nor do we find, any embodiment or 

description of a “list” that specifically encompasses “recorded connectivity 

status,” but only a list referred to as a “contact list” that is stored in the 

user’s database record and is transmitted by the server to the client, as 

described above.  Thus, it is unclear whether the disclosed “contact list” is 

coextensive with the claim language in dispute.  Nevertheless, as the only 
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“list” evident from the disclosure, its description attempts to describe what 

the inventor meant by the plain and ordinary meaning of the word “list.”   

Consequently, it is not entirely clear if the disclosed and claimed 

invention comprises either a list that includes “one or more” entries, or a list 

that includes more than one entry (Patent Owner’s proposed scope).  We 

also note that Patent Owner does not point to any evidence of either 

lexicography of the disputed terms (to limit the “list” to multiple entries) or a 

clear and unmistakable disavowal of claim scope (to narrow the claims to 

the multiple entries embodiment, despite disclosing “one or more”).  

Renishaw PLC v. Marposs Societa’ per Azioni, 158 F.3d 1243, 1249 (Fed. 

Cir. 1998); CCS Fitness, Inc. v. Brunswick Corp., 288 F.3d 1359, 1366 (Fed. 

Cir. 2002).  In sum, it is certain that the claim language recites the “list” that 

may include multiple entries (“recorded connectivity status of a sub-set of the 

nodes”).  It is not as certain whether the inventor meant to claim a “list” that 

could encompass a single entry, even though the Specification supports such 

a scope.   

We resolve this close issue by noting that a claim construction that 

excludes the “single entry” from the claim scope is preferable, because 

otherwise, the word “each” would be meaningless in instances where the list 

contained only one entry.3  See Merck & Co. v. Teva Pharm. USA, Inc., 395 

F.3d 1364, 1372 (Fed. Cir. 2005) (“A claim construction that gives meaning 

to all the terms of the claim is preferred over one that does not do so.”); see 

also Bicon, Inc. v. Straumann Co., 441 F.3d 945, 950–51 (Fed. Cir. 2006) 
                                           
3 If the “sub-set of the nodes” were a single node, then the word “each” in 
the phrase “each of the nodes in the sub-set corresponding to the client” 
would also be superfluous in the circumstances where there was a single 
node.  The term “each” still has meaning in the circumstances where there is 
more than one. 
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(refusing to construe claim terms in a way that made other claim limitations 

meaningless).  Accordingly, guided by case law governing claim 

construction, we adopt a construction of the term “list,” as used in claim 1, 

that requires more than one node in the “sub-set” corresponding to the client.  

This conclusion, however, does not resolve another dispute related to 

the term “list.”  Close inspection of the parties’ arguments shows a dispute 

over whether the scope of claim 1 also excludes transmitting the list 

(including its entries) one value at a time.  See PO Resp. 14 (argument by 

Patent Owner that Vuori does not transmit the “list” because Vuori 

distributes presence information to SVM watcher 256 “one value at a time”).  

We note that some of the dispute seems to focus further on how the recorded 

connectivity status is transmitted as a list.  We also note that both the claim 

and the Specification are silent regarding how the recited “list” is 

transmitted, and we do not draw inferences from the disclosed embodiments 

in order to construe the claims in this regard.  See, e.g., Johnson Worldwide 

Assocs., Inc. v. Zebco Corp., 175 F.3d 985, 992 (Fed. Cir. 1999) (“[M]ere 

inferences drawn from the description of an embodiment of the invention 

cannot serve to limit claim terms.”); see Ex. 1001, 15:5516:1, 16:4953, 

19:2233, 20:1224, 21:3137; see also id. at 7:6164 (“list of one or more 

IVM recipients” displayed on the client display, where the list is provided 

and stored by the local server); cf. id. at 2:3440 (“The instant text-

messaging server presents the user, via the client terminal, with a list of 

persons who are currently ‘online’ and ready to receive text messages on 

their own client terminals.” (emphasis added)).  In other words, the claims 

only require that the recorded connectivity statuses of the multiple potential 

recipients, with which a client is associated, are included in a list that is 
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transmitted in a signal to a client.  But no further transmission detail is either 

required or excluded in accordance with the claim language and the 

Specification. 

We, therefore, do not construe claim 1 to include any requirement 

related to transmission of its recited list.  In reaching this conclusion, we are 

mindful that 

The correct inquiry in giving a claim term its broadest 
reasonable interpretation in light of the specification is not 
whether the specification proscribes or precludes some broad 
reading of the claim term adopted by the examiner.  And it is 
not simply an interpretation that is not inconsistent with the 
specification.  It is an interpretation that corresponds with what 
and how the inventor describes his invention in the 
specification, i.e., an interpretation that is consistent with the 
specification. 
 

Smith, 871 F.3d at 138283 (citations and internal quotation marks omitted); 

see also In re Suitco Surface, Inc., 603 F.3d 1255, 1259–60 (Fed. Cir. 2010).   

 In summary, we determine that, consistent with the claim language 

and the Specification, as discussed above, the “list” must comprise multiple 

entries, i.e., the recorded connectivity status for each of nodes in the sub-set 

of the nodes, and that the claims do not exclude transmitting the “list” one 

value at a time. 

No other terms need to be construed for us to render this Final Written 

Decision. 

B. OBVIOUSNESS DETERMINATION 

All the grounds involved in this trial are based on obviousness.  See 

supra Section I.F.  A patent claim is unpatentable as obvious under 

35 U.S.C. § 103(a) if the differences between the claimed subject matter and 
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the prior art are such that the subject matter, as a whole, would have been 

obvious at the time the invention was made to a person having ordinary skill 

in the art to which said subject matter pertains.  KSR Int’l Co. v. Teleflex 

Inc., 550 U.S. 398, 406 (2007).  The question of obviousness is resolved on 

the basis of underlying factual determinations including (1) the scope and 

content of the prior art; (2) any differences between the claimed subject 

matter and the prior art; (3) the level of ordinary skill in the art; and (4) 

objective evidence of nonobviousness, if in evidence.4  Graham v. John 

Deere Co., 383 U.S. 1, 17–18 (1966).   

As the Supreme Court explained in KSR, an invention “composed of 

several elements is not proved obvious merely by demonstrating that each of 

its elements was, independently, known in the prior art.”  550 U.S. at 418.  

Rather, “it can be important to identify a reason that would have prompted a 

person of ordinary skill in the relevant field to combine the elements in the 

way the claimed new invention does.”  Id.  In other words, “there must be 

some articulated reasoning with some rational underpinning to support the 

legal conclusion of obviousness.”  Id. (quoting In re Kahn, 441 F.3d 977, 

988 (Fed. Cir. 2006)).  Accordingly, the U.S. Court of Appeals for the 

Federal Circuit has made clear that a petitioner in an inter partes review 

proceeding cannot “satisfy its burden of proving obviousness” by 

“employ[ing] mere conclusory statements” and “must instead articulate 

specific reasoning, based on evidence of record” to support an obviousness 

determination.  In re Magnum Oil Tools Int’l, Ltd., 829 F.3d 1364, 1380–81 

(Fed. Cir. 2016). 

                                           
4 Patent Owner does not contend in its Response that any such secondary 
considerations are present. 
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1. Level of Ordinary Skill in the Art 

In determining the level of ordinary skill in the art, various factors 

may be considered, including the “type of problems encountered in the art; 

prior art solutions to those problems; rapidity with which innovations are 

made; sophistication of the technology; and educational level of active 

workers in the field.”  In re GPAC Inc., 57 F.3d 1573, 1579 (Fed. Cir. 1995) 

(internal quotation and citation omitted).  In that regard, Petitioner proffers, 

via its declarant, Dr. Forys, that a person having ordinary skill in the art 

would have “a B.S. degree in Electrical Engineering, Computer Science, or 

an equivalent field as well as at least 35 years of academic or industry 

experience in communications systems, particularly in messaging systems, 

data networks including VoIP and mobile telephony, or comparable industry 

experience.”  Pet. 5 (citing Ex. 1003 ¶ 31).  Patent Owner proffers that a 

person of ordinary skill in the art would have a B.S. degree related to 

computer technology and two years of experience with communications 

technology, or four years of experience without a degree.  PO Resp. 6 (citing 

Ex. 2001 ¶ 12).  Dr. Easttom disagrees with the level of ordinary skill 

proposed by Petitioner, to the extent it requires more than four years of 

academic or industry experience “exclusively” in the fields of VoIP and 

mobile telephony.  Ex. 2001 ¶ 13.  Nevertheless, Dr. Easttom concludes that 

he qualifies as a person of ordinary skill in the art under Dr. Forys’s 

definition.  Id.   

Patent Owner’s proffered level of ordinary skill in the art focuses too 

generally on experience in “communications technology.”  The enunciation 

of such experience is too generic to be useful in determining the level of 

ordinary skill in the art under any of the GPAC factors.  For instance, 
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experience with “communications technology” is untethered to addressing 

problems and solutions in facilitating short messaging services, such as in 

Vuori, or to whether active workers in the appropriate field would manifest 

such a general experience in “communications technology.”  Vuori, for 

instance, focuses on facilitating short messaging service in the context of a 

wireless telecommunication network.  See Ex. 1005 ¶¶ 57.  Therefore, we 

cannot ignore that the field of work would be more narrow than generally 

“communications technology.”   

We find that Petitioner’s assessment is proper and consistent with the 

level of ordinary skill in the art at the time of the invention as reflected in the 

prior art in the instant proceeding.  See Okajima v. Bourdeau, 261 F.3d 

1350, 1355 (Fed. Cir. 2001).  For example, Vuori (Ex. 1005) and Malik 

(Ex. 1019) address instant messaging systems in the context of 

telecommunication and computer networks, such as a Global System for 

Mobile Communications (“GSM”), General Packet Radio Service 

(“GPRS”), Universal Mobile Telecommunication Systems (“UMTS”), and 

the Internet.  Ex. 1005 ¶¶ 3539, Figs. 3, 6; Ex. 1019 ¶¶ 4, 7; see also 

Ex. 1021, 1:2544 (addressing audio conferences across networks using the 

Internet Protocol and VoIP).  Thus, it is evident from the prior art that 

Petitioner’s assessment is appropriate because, in addition to a certain 

degree, a person of ordinary skill in the art would have experience in 

communications systems, particularly in messaging systems, data networks 

including VoIP and mobile telephony, or comparable industry experience.   

Consequently, we adopt Petitioner’s assessment of the level of 

ordinary skill in the art.   
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2. Overview of Asserted Prior Art 

a. Vuori (Ex. 1005) 

Vuori is entitled “Short Voice Message (SVM) Service Method, 

Apparatus and System.”  Ex. 1005, [54].  According to Vuori, 

Tiresome entry of numerous letters of the alphabet into a 
hand-held device for assembling a short text message for 
transmission via a short message service (SMS) to a 
second terminal is avoided by the sending of a short voice 
message (SVM).  The SVM is recorded in the sending 
terminal and sent to a SVM service center (SVMSC).  The 
SVMSC may notify the intended recipient of the arrival of 
the SVM and await acceptance before sending it. The 
second terminal may then commence a bidirectional 
communication so that an instant voice message session 
can be established. Alternatively, the problem can be 
overcome by converting the spoken SVM to text in the 
user terminal by means of voice recognition software and 
sending the converted text to the recipient by means of the 
traditional SMS infrastructure for display as text or for 
playback as text converted to voice. 

 

Id. at Abstract.  Figure 2 of Vuori, reproduced below, illustrates the short 

voice messaging method.  Id. ¶ 20. 
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Figure 2 above is a process flow diagram of short voice messaging 

method.  According to Figure 2, a user initiates an SVM by pressing a menu 

key on a user equipment, which prepares to receive the SVM and emits a 

beep sound to alert the user he may commence speaking.  Id. ¶ 32.  The user 

equipment receives and stores the SVM.  Id.  The user selects one or more 

intended recipients and initiates the transfer.  Id. ¶ 33.  The SVM is sent to 

the SVMSC, “which determines the availability of the one or more intended 

recipients.”  Id. ¶ 34.  The SVMSC sends the SVM immediately to the 

intended recipients who are available, and continues attempting to send it to 
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those not available until they become available or until a time out occurs.  

Id.  Alternatively, the SVMSC notifies the available recipients that an SVM 

has been received, and the recipient may decide to decline or accept the 

SVM received from the sender.  Id. ¶ 35.  In the embodiment where the 

SVMSC sends the SVM directly to the recipient, the intended recipient has 

acquiesced to availability by previously joining a “buddy list” or otherwise 

has subscribed to the service.  Id.   

b. Malik (Ex. 1019) 

Malik relates to a system and method for relaying voice messages 

over a communication network.  Ex. 1019 ¶ 2.  Malik describes instant 

messaging as “one communication medium that employs presence and 

availability technology.”  Id. ¶ 4.  As one example of an “open” instant 

messaging (“IM”) architecture, Malik describes Jabber as including an IM 

system focusing on providing IM access to a user.  Id. ¶ 7.  Jabber delivers 

messages in real time because the Jabber server knows when a particular 

Jabber client is online and available.  Id. ¶ 8.  Malik also describes that IM 

services do not allow “for non-text instant messages to be stored in a queue 

for later immediate delivery.”  Id. ¶ 11.  Malik discloses a voice message 

delivery system where a voice instant messaging (“VIM”) client receives 

and plays voice recordings in a voice instant message it receives from other 

users.  Id. ¶ 25.  Malik further discloses a VIM server that communicates 

with VIM clients and monitors the presence information of the VIM clients.  

Id. ¶ 26.  When a user is not present and available to receive an instant 

message, the voice instant message is stored in a queue of the VIM server 

for the user, such that the voice instant message is delivered the next time 

the user connects to the instant messaging network.  Id. ¶ 29. 
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3. Differences Between the Prior Art and Claimed Subject Matter 

The Petition sets forth that Vuori teaches or suggests the majority of 

the claimed limitations, and relies on Malik for its teachings of descriptive 

caption and real-time message delivery.  Pet. 2129 (addressing Malik’s 

disclosures for dependent claims 26).  We evaluate the arguments and 

evidence presented on a claim-by-claim basis.   

a. Independent Claim 1  

Petitioner proffers arguments and evidence supporting its contentions 

that Vuori discloses: 

a) Receiving an instant voice message having one or more recipients 

(Vuori’s SVMSC receiving an SVM from a user terminal) 

(Pet. 15); 

b) Delivering the instant voice message . . . over a packet-switched 

network (Vuori’s SVMSC delivering the SVM to the recipient for 

playback) (id.); and  

c) Temporarily storing the instant voice message if the recipient is 

unavailable, and delivering the stored instant voice message 

(Vuori’s SVMSC storing temporarily a voice message until it is 

determined that the second terminal is available) (id. at 1617). 

Patent Owner does not dispute these assertions, and we agree that the 

evidence supports them.  We hereby adopt Petitioner’s contentions and 

evidence in support as our own findings and conclusions. 

(1) 

With regard to the limitation “monitoring a connectivity status of 

nodes within the packet-switched network, said connectivity status being 

available and unavailable,” the Petition relies on Figures 7 and 10 of Vuori, 
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which show an SVM presence service and presence information.  Id. at 9.  In 

particular, Vuori describes the SVM presence service as keeping “track of 

‘presence’ of SVM service users” and explains that principals5 interact with 

this system “via an SVM presence UA 276 and an SVM watcher UA 278.”  

Pet. 9 (citing Ex. 1005 ¶ 46).  The Petition asserts that Vuori relies on the 

Internet Standard IETF RFC 2778 (Ex. 1025), entitled “A Model for 

Presence and Instant Messaging,” for providing details of this presence 

information.  Pet. 9.  According to Petitioner, using the SVM presence 

service and in accordance with presence information, Vuori tracks whether a 

user was online/offline, etc., and these status markers, which are part of the 

presence information, indicate whether the user is connected to the packet-

switched network.   

We agree with Petitioner’s argument and evidence, as explained 

above, that Vuori’s SVM presence service and presence information teach 

the monitoring of the connectivity status (i.e., online/offline) of nodes (i.e., 

users of Vuori’s system) within the packet-switched network (i.e., Internet), 

said connectivity status being available and unavailable (i.e., online/offline).  

Pet. 11 (citing Ex. 1005 ¶¶ 46–47, Figs. 7, 10, Ex. 1003 ¶¶ 112–113).  

Indeed, some portions of IETF RFC 2778 (Ex. 1025) appear nearly verbatim 

in Vuori.  See, e.g., Ex. 1025, 6 (Section 2.4 “Formats” and “Figure 5: The 

                                           
5 Vuori describes principals as people, groups, and/or software in the real 
world outside the system that use the system as a means for coordination and 
communication.  Ex. 1005 ¶ 46.  Such principals interact with the system via 
one of several user agents as shown in Figures 7 and 9.  Id. (cited in Reply 
8).  The user agents relevant to this Decision are the SVM presence user 
agent 276 and the SVM watcher user agent 278.  Id. at Fig. 7.  This Decision 
uses the terms user and principal interchangeably, as indicated by Vuori, to 
indicate that a person uses software, such as the user agent, that represents 
the user in the system.   
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structure of PRESENCE INFORMATION”), Ex. 1005 ¶ 47, Fig. 10 

(describing the presence information and illustrating the structure of that 

information).  Moreover, Figure 10 of Vuori depicts presence information 

where each “element comprises a status marker 298, 300 (which might 

convey information such as on-line/off-line/busy/away/do not disturb), . . . 

and optional other presence markups 306, 308.”  Pet. 9 (citing Ex. 1005 

¶ 47).   

Finally, we note that Patent Owner does not challenge Petitioner’s 

contentions and evidence with regard to this limitation.   

(2) 

Claim 1 further recites “recording the connectivity status for each of 

the nodes.”  We determine that Petitioner has also shown by a 

preponderance of the evidence that Vuori teaches this limitation because 

Vuori teaches storing the SVM presence information, which includes status 

markers (i.e., online/offline).  Pet. 11 (citing Ex. 1005 ¶ 43; Ex. 1003 ¶ 115).  

We note that Patent Owner does not challenge Petitioner’s contentions and 

evidence with regard to this limitation. 

(3) 

For “associating a sub-set of the nodes with a client,” Petitioner relies 

on Vuori’s disclosure of a “buddy list” as teaching that a “sub-set” of the 

nodes is associated with a client.  Pet. 1112 (citing Ex. 1003 ¶ 118; 

Ex. 1005 ¶ 35).  Petitioner compares this “buddy list” to the “contact list” 

disclosed in the ’723 patent.  Id. at 11 (citing Ex. 1003 ¶ 117).  Petitioner 

relies on Vuori’s paragraph 35, which states that the “sender first determines 

whether the intended recipient is available by means of a presence service 

and the intended recipient has effectively acquiesced to availability by 
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previously joining a ‘buddy list’ or otherwise subscribing to the service.”  

Pet. 12; Ex. 1005 ¶ 35. 

Petitioner also relies on the “buddy list” as being available to a 

potential sender such that a potential recipient of an SVM would allow 

his/her presence information to be transmitted to “all of the nodes associated 

with that user’s buddy list.”  Pet. 1516 (relying on Ex. 1003 ¶ 124).  We 

noted in our Decision on Institution that the technical details of the “buddy 

list” are not expounded upon in Vuori, but that the evidence and arguments 

presented in the Petition regarding the “buddy list” and the “associating” 

step were sufficient to satisfy the reasonable likelihood threshold for 

institution.  Dec. 16.  Based on the full record, we determine Petitioner has 

carried its burden by a preponderance of the evidence.  

We find that the Vuori buddy list is an association of nodes with a 

client as claim 1 requires.  We understand paragraph 35 of Vuori as 

describing that each user or principal in the system has a buddy list, and that 

for a sender/recipient pair of users, the intended recipient receives short 

voice messages in a certain manner corresponding to whether the recipient 

has joined a buddy list of the sender.  For instance, Vuori teaches that the 

intended recipient may receive the short voice message without giving the 

recipient the option to accept or reject the message, because by joining the 

buddy list of the sender, the recipient has effectively acquiesced to 

availability.  Ex. 1005 ¶ 35.  Vuori teaches joining the buddy list also as 

subscribing to the presence service that is depicted in Figure 7.  Id.  Thus, 

we find that each sending user/principal (the recited “client”) has a buddy 

list, as described in paragraph 35 of Vuori, which intended or potential 

recipients join, and thus the buddies (the recited “sub-set of the nodes”) are 
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associated with the client.  An intended recipient has subscribed to the 

presence service and joined the buddy list such that the sender has presence 

information of the intended recipient.  Ex. 1005 ¶¶ 35, 45 (explaining that 

“changes to SVM presence information are distributed to SVM subscribers 

via notifications” (emphasis added)); see also Ex. 2002, 74:310 (Dr. Forys 

testifying a user has a buddy list and the user may be on someone else’s 

buddy list).  Finally, we note that Vuori describes that a sender sends short 

voice messages to “one or more intended recipients or receiving principals.”  

Ex. 1005 ¶ 31; see also Pet. 15 (citing Ex. 1005 ¶ 33).  Thus, Vuori teaches 

or suggests that a buddy list could include multiple potential recipients.  See 

Ex. 1005 ¶ 35 (explaining whether the system allows an intended recipient, 

where earlier paragraphs refer to one or more intended recipients, to accept 

the short voice message because of joining the buddy list of the sender).   

Therefore, Vuori teaches associating nodes to a client because it 

discloses that users, or potential recipients, join a buddy list of another user, 

by which the buddies subscribe to the presence service, as stated above.   

(4) 

With regard to the limitation “transmitting a signal to a client 

including a list of the recorded connectivity status for each of the nodes in 

the sub-set corresponding to the client,” Petitioner relies on Vuori’s 

disclosure of the “buddy list” and that Vuori tracks presence information of 

the user as one of “on-line/off-line/busy/away/do not disturb.”  Id. at 1314 

(citing Ex. 1005 ¶¶ 35, 43, 47; Ex. 1003 ¶¶ 124125).  The Petition also 

states that Vuori teaches transmitting the presence information because 

“[d]istributing connectivity information ‘on a line’ means to distribute the 
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information to other users connected to the network.”  Id. at 14 (citing 

Ex. 1003 ¶¶ 125–126).   

Patent Owner challenges this assertion with three arguments: 

(a) Vuori’s presence information “on a line” is distributed only to 

SVM watchers and, thus, the information is not transmitted to a 

“client,” because Petitioner did not map SVM watchers as the 

recited “client”; 

(b) Vuori’s presence information transmits “one value at a time” to 

the SVM watcher and, thus, the transmission does not meet the 

recited “transmission . . . including a list”’; and  

(c) Petitioner does not show that Vuori’s buddy list is transmitted, 

nor that the buddy list includes the recorded connectivity status 

of its members.   

PO Resp. 1116.   

With regard to argument (c), the Petition does not rely on the buddy 

list alone as meeting the limitation.  Rather, the Petition connects the buddy 

list with the SVM presence information of the presence service, to which 

members of the buddy list subscribe.  Pet. 14 (citing Ex. 1003 ¶ 124); Reply 

10 (“Vuori teaches ‘joining a buddy list’ as an example for subscribing to a 

presence service.”).6  Thus, Petitioner maps Vuori’s SVM presence 

                                           
6 We do not rely on Petitioner’s argument in the Reply that the buddy list 
teaches transmitting a signal including a list of the recorded connectivity 
status.  Reply 1314.  This argument comes too late in the proceeding.  The 
Petition only asserts that a user who joins the buddy list “allows his/her 
presence information (i.e., connectivity) to be transmitted to all of the 
nodes.”  Pet. 15.  The Petition proffers no evidence showing that Vuori 
transmits to any user the buddy list with the recorded connectivity status.  
The Petition only alleges that the user “allows” his presence information to 
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information, described in paragraph 43 of Vuori, as the “signal to a client 

including a list of the recorded connectivity status for each of the nodes in 

the sub-set corresponding to the client.”   

As for argument (b), the question for us to decide is whether Vuori’s 

SVM presence information constitutes a “list” as we have construed the 

term.  We find that Petitioner has shown by a preponderance of the evidence 

that this is the case.  First, we address Vuori’s disclosures relied on by 

Petitioner concerning this matter. 

Figure 7 of Vuori is reproduced below. 

 

 

Figure 7 shows SVM presence service 248 according to a model for 

presence and instant messaging disclosed in RFC 2778 (Ex. 1025).  Ex. 1005 

¶ 43.  Vuori describes SVM presence service 248 as accepting SVM 

presence information on a line 250, storing it, and distributing it on a 

line 252.  Id.  Vuori describes SVM presentity 254 as a “client that provides 

                                                                                                                              
 
 
be transmitted to buddy list members, but no showing or explanation follows 
as to whether the “buddy list” is transmitted at all, much less as a list of 
recorded connectivity status.  See 37 C.F.R. § 42.23(b).   
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the presence information on the line 250 to be stored and distributed.”  Id.  

“Another set of clients called SVM watchers[,] such as an SVM watcher 256 

in FIG. 7, receives SVM presence information on the line 252 from the SVM 

presence service 248.”  Id.  

Petitioner also relies on paragraph 47 of Vuori, which describes 

Figure 10.  Pet. 14.  In this paragraph, Vuori discloses SVM presence 

information 290 of presence service 248.  Ex. 1005 ¶ 47.  That presence 

information comprises elements called “presence tuples,” each of which 

comprises a “status marker” that conveys information such as “on-line/off-

line/busy/away/do not disturb.”  Id.  Vuori further describes these status 

markers to have “at least two states that interact with instant message 

delivery—open, in which short voice messages will be accepted, and closed, 

in which short voice messages will not be accepted.”  Id.   

We find that these disclosures support Petitioner’s contention that the 

presence information contains recorded connectivity status for presence 

service 248, which stores the presence information provided to it by the 

SVM presentity.  See Ex. 1005 Fig. 7, ¶ 43.  As we discussed with respect to 

the “associating” step, above, Vuori’s users subscribe to the presence service 

when they join buddy lists.  Thus, the presence information described in 

paragraphs 43 and 47 of Vuori conveys the status markers for those who 

have subscribed to the presence service, and, therefore, the buddy list 

members.   

Patent Owner urges that we focus on Vuori’s explanation of 

distributing presence information SVM watcher 256 “one value at a time.”  

PO Resp. 14 (citing Ex. 1005 ¶¶ 43–44).  According to Patent Owner, 

transmitting one value at a time does not constitute a “list” as the claims 

require.  Id.  As stated supra in Section II.A., we determine that the “list” 
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references more than one node.  Thus, if Vuori transmits presence 

information of only one node (or user/principal), then Patent Owner would 

be correct that Vuori does not disclose the limitation.  However, we find that 

Vuori does transmit a “list” as we have construed the term.  Patent Owner’s 

arguments to the contrary characterize Vuori’s disclosures too narrowly.   

For instance, Patent Owner relies on language in the Specification 

describing Figure 8 of Vuori, reproduced below.  Ex. 1005 ¶ 44. 

 

Figure 8 depicts SVM watcher 256 including two sub-types of SVM 

watchers:  SVM fetchers 258 and SVM subscribers 260.  Id.  The SVM 

watcher depicted in Figure 8 is the same watcher 256 that receives SVM 

presence information “on a line” from SVM presence service 248, in 

Figure 7.  Vuori explains further the role of fetcher 258 as requesting the 

“current value of some SVM presentity’s presence information from the 

presence service 248.”  Id.  As for the role of subscriber 260, Vuori explains 

that it “requests notification from the SVM presence service 248 of (future) 

changes in some SVM presentity’s presence information.”  Vuori finally 



IPR2017-00222 
Patent 8,243,723 B2 
 

33 

explains the role of SVM poller 262 (shown in Figure 8) as fetching “SVM 

presence information on a regular basis.”  Id.   

We make two determinations from the evidence of record.  First, 

Vuori’s watcher receives more than “one value at a time,” contrary to Patent 

Owner’s assertions.  See PO Resp. 1314; Ex. 2001 ¶ 30.  Mr. Easttom, 

Patent Owner’s declarant, opines, without explanation, that Vuori’s “‘SVM 

presence server 248’ distributes presence information to SVM watcher 256 

one value at a time.”  Ex. 2001 ¶ 30 (emphasis added).  This explanation, at 

best, appears to focus only on the SVM fetcher, which requests the “current” 

value of some SVM presentity’s information.  Ex. 1005 ¶ 44.  The “current 

value” is not limited to “one value at a time” as Patent Owner argues 

because presentity information 290, as explained in paragraph 47, includes a 

number of “presence tuples” or elements.  Id. ¶ 47.  Figure 10 further shows 

that presence information 290 comprises multiple presence tuples (292, 294, 

296), each with the status marker (298, 300).  Id. Fig. 10.  Therefore, it is not 

reasonable to restrict the scope of Vuori’s teaching to distribution of only 

one status marker or one value at a time.   

Second, we find that Figure 10 and the accompanying description of 

the presence tuples teach or suggest that when Vuori performs fetching or 

polling of the presence information, as we discussed supra in Section II.A., 

the status markers are distributed to the SVM watcher.  Where Vuori 

describes fetching a “current value of some presentity SVM information,” 

we conclude that Vuori is referring to fetching only the most up to date 

values, not that it only fetches “one value.”  Further, Vuori refers to “some 

presentity SVM information,” which does not limit the distributed 

information to presentity SVM information for a single user.  Ex. 1005 ¶ 44.  
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Thus, we find that Vuori’s explanation of fetching “current value of some 

presentity SVM information” (and also polling, which is fetching SVM 

presentity information on a regular basis) teaches or suggests that SVM 

presence service 248 distributes (i.e., “transmits”) multiple presence tuples 

with status markers (i.e., a “list of recorded connectivity information”) as the 

“list” that claim 1 requires.  

Finally, with respect to Patent Owner’s argument (a), identified above, 

we determine whether the recited “list” is transmitted to “the client.”  Patent 

Owner argues that Vuori’s Figure 7 depicts the flow of the presence 

information via arrows such that none of the presence information is 

transmitted to the user agent, i.e., the client.  PO Resp. 1213.  According to 

Patent Owner, SVM presence service 248 distributes the presence 

information (arrow 252 in Figure 7) only to SVM watcher 256, which is not 

at the user device.  Id. (citing Dr. Forys’s testimony at Ex. 2002 

67:268:21).   

Petitioner responds to Patent Owner’s arguments by pointing out that 

the arrow of Figure 7 is not dispositive.  Reply 7.  According to Petitioner, 

Vuori describes “fetching” by SVM watcher 256, which is evidence that the 

communication on line 252 is bi-directional, and not limited to distribution 

only to SVM watcher 256.  Id. at 78 (citing Exs. 1005 ¶ 44; 1028 ¶ 18).  

More notably, Petitioner argues that each user agent of the system is 

associated with a principal, such that the principal interacts with the SVM 

watcher to fetch the connectivity information for the user agent.  Id. at 8 

(citing Ex. 1028 ¶ 19).  The user agent, according to Petitioner, is coupled to 

the SVM watcher, thus teaching that the user agent and the SVM watcher 
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interact in two-way communications, making the SVM watcher “user-

facing.”  Id. at 89 (citing Ex. 1028 ¶ 20).   

Patent Owner responds that any fetching is performed by the SVM 

watcher, not by the user agent.  Tr. 78:612.  According to Patent Owner, 

Vuori is silent as to how the presence information is transmitted to the user 

device, which is the “client” according to Petitioner’s theory of 

unpatentability.  Id. at 78:1324, 92:214 (Petitioner admitting reliance on 

the user agent receiving presence information as the recited “client”).   

We agree with Petitioner’s contentions and evidence.  Pet. 1314 

(citing Ex. 1005 ¶¶ 35, 43, 47; Ex. 1003 ¶¶ 125126; Reply 511; Ex. 1028 

¶¶ 1625).  In particular, we note that the Petition relies on the Forys 

Declaration to explain that Vuori’s presence information is distributed to 

other users connected to the network.  Pet. 14 (Ex. 1003 ¶ 125).  The 

Easttom Declaration, in contrast, explains that SVM watcher 256 is not a 

user-facing “client” and “thus does not render obvious the claimed 

‘transmitting’ step.”  Ex. 2001 ¶ 29.  Dr. Forys agreed during cross-

examination that SVM watcher 256 (which receives the presence 

information from the presence service) is not a user device.  Ex. 2002, 

67:270:22 (line of questioning regarding whether SVM watcher 256 is a 

user agent).  However, in his supplemental declaration, submitted after his 

deposition, Dr. Forys further explained that SVM watcher 256, although not 

a user device or user agent, is “user-facing” because there is “coupling” 

between the SVM watcher and the user agent.  Ex. 1028 ¶¶ 16, 20.  

According to Dr. Forys, the presence status must be distributed to a user 

agent because Vuori teaches that the status markers of the presence 

information are “interpretable by programs or by persons and can consist of 
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single or multiple values as spelled out in the IETF model of RFC 2778.”  

Id. ¶ 21 (referring to Ex. 1005 ¶ 47 (emphasis added)).  That is, we 

understand Dr. Forys’s testimony as explaining that the presence 

information, although distributed to SVM watcher 256, eventually is also 

transmitted to SVM watcher UA (“user agent”) 278, because the 

user/principal must be able to interpret the status of his/her buddy list 

members.  Moreover, Dr. Forys relies on RFC 2778, as described in Vuori 

(Ex. 1005 ¶ 47), which supports his testimony by stating that the “buddy 

list” application makes it possible for a user to see the presence of others, 

resulting in the “buddy list” as the combination of the presence user agent 

and watcher user agent.  Ex. 1028 ¶ 21; Ex. 1005 ¶ 47; Ex. 1025 § 2.7 

(providing examples of the disclosed model in a buddy list application).   

On balance, weighing the expert testimony proffered by the parties, 

we credit Dr. Forys’s testimony as being more consistent with and supported 

by Vuori’s teachings.  For instance, we agree with Dr. Forys that the user 

agent is coupled to other system services.  See Ex. 1028 ¶ 16 (relying on 

Ex. 1005 ¶ 46 (“A user agent is purely coupling between a principal and 

some core entity of the system (SVM inbox 274, SVM sender 272, SVM 

presentity 254, SVM watcher 256).”)).  Vuori teaches that implementation of 

a user agent will combine at least some of the different kinds of user agents.  

Ex. 1005 ¶ 46.  Thus, we agree, as argued by Petitioner, that a user agent 

with presence information capability interacts with the presence service via 

SVM watcher 256 to fetch some presence information and be notified of 

changes of status marker information from members of the buddy list.   

Considering Vuori’s explanation of status marker information being 

interpretable by a principal, we agree with Dr. Forys’s testimony that the 

user agent will receive the presence information that contains these status 
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markers.  Thus, if the user agent receives the presence information via its 

coupling with SVM watcher 256, we find that presence information 290, 

distributed on the line 252, (i.e., the “list”) has been shown to be transmitted 

to the user agent (i.e., the “client”).   

Therefore, we determine, on this record, that Petitioner has 

demonstrated by a preponderance of the evidence that claim 1 of the 

’723 patent is unpatentable over Vuori. 

b. Dependent Claim 2  

Petitioner relies on Malik alone as teaching the claimed “one or more 

files attached to an audio file,” recited in claim 2.  Pet. 21 (citing Exs. 1019 

¶ 34; 1003 ¶ 144).  According to Petitioner, Malik discloses a descriptive 

caption included with the voice recording, and Petitioner contends that such 

a caption would be understood by a person of ordinary skill to be a file 

attached to the voice recording, as required by claim 2.  Id. at 2122.  We 

agree with Petitioner’s arguments and evidence.  Pet. 19, 2122 (citing 

Exs. 1019 ¶¶ 8, 32, 34; 1003 ¶¶ 146152).  We also agree with Petitioner’s 

statement of the rationale for the combination of Malik and Vuori.  Id. at 19, 

22 (citing Exs. 1019 ¶¶ 8, 32; 1003 ¶¶ 146151 (opining, more specifically, 

that a person of ordinary skill in the art “would have sought out features that 

enhance communications between two users, including attaching one or 

more files such as a caption file”)).  See KSR, 550 U.S. at 401 (“[I]f a 

technique has been used to improve one device, and a person of ordinary 

skill in the art would recognize that it would improve similar devices in the 

same way, using the technique is obvious unless its actual application is 

beyond that person’s skill.”).  Patent Owner does not specifically challenge 

any of Petitioner’s evidence or arguments with regard to claim 2.  PO Resp. 



IPR2017-00222 
Patent 8,243,723 B2 
 

38 

19 (stating that dependent claims 27 are all nonobvious “at least by virtue 

of their dependence on independent claim 1, for the foregoing reasons”). 

c. Dependent Claims 38 

Our determination regarding the patentability of the remaining 

challenged dependent claims (claims 38), hinges on our determination 

concerning claim 3, because claims 48 depend directly or indirectly from 

claim 3.   

With regard to claim 3, Petitioner relies on both Vuori’s and Malik’s 

disclosures, in the alternative.  Id. at 2225.  For instance, Petitioner argues 

that Vuori controls a method of generating the instant message based upon 

the connectivity status because “[w]hen Vuori’s system has detected that the 

user is unavailable, the system may prompt the user to leave a voice 

message.”  Id. at 2223 (citing Exs. 1005 ¶ 35; 1003 ¶ 154).  For this claim, 

the Petition also relies on Malik as teaching the recited limitation because 

Malik describes that when the recipient is not present or not available online, 

the voice instant message is recorded, otherwise, the message is sent in real 

time.  Id. at 2324.   

We disagree with Petitioner’s argument that Vuori discloses the 

limitation.  Pet. 2324 (citing Exs. 1019 ¶¶ 8, 32, 33; 1003 ¶¶ 157160).  

Vuori, as argued in the Petition, at best describes that when the intended 

recipient is available, the voice message is “immediately sent to the user 

equipment of the intended recipient.”  See Pet. 23 (citing Ex. 1005 ¶ 35).  

This explanation may show that Vuori sends the voice message based on the 

connectivity status, i.e., available.  However, Petitioner does not show that 

Vuori’s sending also controls a method of “generating the instant voice 

message” based on the connectivity status.  When the voice message is sent, 
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the generating of the instant voice message has already occurred.  And 

Petitioner has failed to show that Vuori generates the instant voice message 

any differently based on whether a user is, for example, available or 

unavailable.   

With regard to Malik, Petitioner asserts that Malik teaches generating 

a message in real time when a client is online and available, and otherwise 

that Malik generates voice instant messages in a voice recording.  Id. at 

2325 (citing Ex. 1003 ¶¶ 157161).  We do not agree that Malik teaches 

the limitation further recited in claim 3.  Like Vuori, Malik discusses real 

time messages with regard to sending them, not generating them.  For 

example, Malik states that when a second user (sender) is authorized to send 

an instant voice message for the first user (recipient), the second user speaks 

into the microphone to “generate a voice recording for the first user.”  

Ex. 1019 ¶ 33.  The voice instant message is sent to the server and stored in 

a queue until the server determines that the first user (recipient) is present 

and/or available because the server monitors the presence status of the users.  

Id. ¶ 34.  The “real time” that Malik discloses refers to the delivery of the 

messages.  Id. ¶ 8 (“Jabber delivers messages in real time because the Jabber 

server 215-217 knows when a particular Jabber client 200-205 is online and 

available.”).  The portions of Malik that Petitioner relies on as teaching the 

voice recording mode when a user is not available do not support its 

contention.  See Pet. 2324.  Paragraph 32 of Malik describes how the 

second user (sender) will not be allowed to send a voice message to the first 

user (recipient) if unavailable.  Ex. 1019 ¶ 32 (“does not initiate the sending 

of the instant message”).  But the second user (sender) still will generate the 

voice message, which is then stored in a queue at the server until the first 
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user (recipient) is available.  Id. ¶ 35.  All the passages Petitioner relies on 

describe Malik’s sending of the voice instant message or the Jabber 

messages, not the generating of the voice instant message.   

Further, Petitioner does not provide persuasive evidence that Malik 

controls the “generating” of the voice instant message because it is always 

generated in the same manner—recording mode.  The only control Malik 

exercises is whether, once generated, the instant voice message will be 

delivered immediately or after the recipient is detected to be online.  See id. 

¶ 36 (describing that when first user changes from offline to online presence 

status, the voice instant voice messages stored in the queue for the first user 

are delivered); ¶ 37 (describing the capability to reply to a voice instant 

message which “would be delivered immediately to the address if the 

addressee is present online” (emphasis added)).   

Consequently, we find that Malik does not teach or suggest the 

limitation further recited in claim 3: controlling a method of generating the 

instant voice message based upon the connectivity status of said one or more 

recipient[s].  Therefore, we determine that Petitioner has not shown by a 

preponderance of the evidence that claim 3 is unpatentable over Vuori and 

Malik.  As stated above, claims 48 depend directly or indirectly from claim 

3.  For these dependent claims Petitioner does not address the deficiencies 

addressed above in either Vuori or Malik.  Petitioner also does not allege 

that Lerner, cited with respect to claim 8, cures these deficiencies.  

Accordingly, we determine that Petitioner has failed to demonstrate by a 

preponderance of the evidence that dependent claims 48 are unpatentable.   

d. Further Findings Concerning Dependent Claim 8 

Claim 8 depends from claim 6 and further recites:   
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wherein said intercom mode comprises the steps of: 
buffering each of a plurality of successive portions of 

the instant voice as the instant message is 
recorded; 

transmitting from each successive buffered portion; 
and  

delivering each successive portion to the recipients 
wherein the recipients audibly playing each 
successive portion as it is delivered. 

 
Ex. 1001, 24:4654.   

Petitioner relies on Lerner as teaching or suggesting the claim 8 

limitations.  Pet. 3443.  Above we conclude that Petitioner has not 

sufficiently shown that claim 3, from which claim 8 depends, would have 

been unpatentable.  For completeness, we also explain that Petitioner also 

does not sufficiently show that Lerner teaches or suggests the limitations 

further recited in claim 8.   

Summary of Lerner (Ex. 1021) 
Lerner is directed to visually identifying speaking participants in a 

multi-participant event, such as an audio conference or an on-line game.  

Ex. 1021, Abstract.  Figure 1, reproduced below, illustrates a client/server 

computer system incorporating the technology for identifying speakers in a 

multi-participant event.  Id. at 4:1022, 4:4958.   
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Figure 1 illustrates that each client 22 is associated with a local 

participant in the multi-participant event.  Id. at 5:2325.  The local 

participant uses input/output device 36 to communicate with remote 

participants via transmission channel 84.  Id. at 5:2427.  Sound control 

module 48 routes sound from the local participant to the remote participant 

and receives sound from remote participants.  Id. at 5:2730.  To receive 

sound from remote participants, the sound control module includes a 

plurality of receive sound buffers 50 comprising one overflow buffer 54 and 

multiple channel buffers 52.  Id. at 5:3034.  Lerner discloses that the 

identity of the participant associated with a packet of sound is used to route 

the packet to the appropriate receive sound buffer.  Id. at 5:3740.  For 

example, a packet controller examines each received packet and determines 

the source identity of the packet.  Id. at 9:1214.  The packet controller 

routes the packets to the appropriate channel buffer according to whether the 
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channel buffer is reserved for a particular participant.  Id. at 9:5566.  A 

visual identification module updates the visual ID representing the 

participants by querying sequentially or sampling each of the channel 

buffers.  Id. at 12:4356.   

With regard to transmitting the sound of the local participant, Lerner 

discloses that, 

Sound from the local participant is stored in a 
transmit sound buffer 62 and routed to the appropriate 
destination by transmit router 64.  Transmit router 64 
breaks the signal in transmit sound buffer 62 into packets 
and places the appropriate header in each packet.  
Typically, the header includes routing information that will 
cause the packet to be sent to server 24 via transmission 
channel 84.  Server 24 will then route the packet to all 
participants in the multi-participant event.  However, in 
some embodiments, transmit router 64 may direct the 
packets to other clients 22 directly instead of through server 
24.   

 
Id. at 5:4454. 

Petitioner Fails to Show Lerner Teaches or Suggests Claim 8 
Limitations 

For the “buffering” step, Petitioner argues that Lerner discloses that 

when a participant speaks, the speech is digitized and broken down into 

packets, and that each channel buffer 52, which behaves like a first-in-first-

out (“FIFO”) queue, is capable of storing any number of packets from a 

particular recipient.  Id. at 3738.  Petitioner proffers Figures 4 and 5 of 

Lerner as disclosing that the channel buffers store packets from participants 

and that each channel buffer functions as a queue.  Id. at 3839.  Petitioner 

then summarily concludes that “Lerner describes recording a user’s speech 

and breaking the recorded speech into digitized packets, the packets are then 
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stored on a buffer in a FIFO queue.”  Id. at 39 (citing Ex. 1003 ¶ 208).  We 

find that Petitioner has not shown by a preponderance of the evidence that 

Lerner teaches or suggests the recited “buffering” limitation. 

Claim 8 recites that the “buffering” occurs “as the instant message is 

recorded.”  That is, in the intercom mode, the voice message is buffered as 

the voice is recorded, in successive portions.  Petitioner does not show that 

any of Lerner’s channel buffers buffer the successive portions of the instant 

voice “as the instant message is recorded.”  As noted above in our summary 

of Lerner, the channel buffers store the received packets from remote 

participants.  Ex. 1021, 5:3034, 9:5566.  Therefore, the buffering of 

packets in the channel buffers does not occur “as the instant message is 

recorded.”  The instant message has already been recorded, transmitted, and 

delivered to the recipient when Lerner’s channel buffers perform the 

buffering.  Although we agree with Petitioner that Lerner discloses digitizing 

speech when a participant speaks (Pet. 37 (citing Ex. 1021, 1:5155)) the 

speech that Lerner digitizes as the participant speaks is not buffered at the 

channel buffers.  See Ex. 1021, 5:4454.  Petitioner does not allege in the 

Petition that any other “buffer” in Lerner or other asserted prior art performs 

the recited “buffering” step.  Thus, Petitioner has failed to show by a 

preponderance of the evidence that the Lerner teaches or suggests the 

limitations further recited in claim 8. 

C. OBVIOUSNESS OVER STUBBS IN COMBINATION WITH OTHER 

REFERENCES 

The remaining unpatentability grounds, asserted against each of the 

challenged claims, rely on the combination of Stubbs with either Abburi 

(claims 1–7) or Lerner (claim 8).  Pet. 3.  We determine, however, that 
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Petitioner has failed to show by a preponderance of the evidence that a 

person of ordinary skill in the art would have been motivated to combine the 

teachings relied on by Petitioner. 

1. Overview of Stubbs (Ex. 1022) 

Stubbs relates to mobile communications, such as cellular 

communications, and is particularly applicable to GSM-type mobile 

communication systems.  Ex. 1022, 1:15.7  Stubbs states that GSM was 

originally designed to support full-duplex, circuit-switched voice calls.  Id. 

at 3:67.  A new element of functionality added to GSM is the ability to 

support group calls, which are broadcast to members of a group.  Id. at 

3:811.  Another new element of functionality added to GSM is the GPRS.  

Id. at 3:2223.   

With regard to the group call feature, Stubbs describes a public land 

mobile network (“PLMN”) that includes GPRS support nodes, including a 

serving GPRS support node (“SGSN”) and a gateway GPRS support node 

(“GGSN”), as shown in Figure 3, reproduced below.   

                                           
7 Page citation to Stubbs refers to page number and line numbers within the 
page.   
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Figure 3 illustrates mobile stations 8 that may conduct 

circuit-switched calls via mobile switching center (MSC) 2 (not shown).  Id. 

at 9:910.  GGSN 44 is the node provided to interface the PLMN with an 

external packet data network 46, such as a TCP/IP network.  Id. at 9:1112.  

The GGSN also provides a mapping function for mapping a packet data 

protocol (“PDP”) address, which identifies the mobile user in packet data 

network 46.  A mobile user may transmit and receive packet-mode data with 

the additional functionality of the SGSNs, GGSNs, and the GPRS module in 

the GSM system.  Id. at 10:1821.   

In addition to the standard GPRS infrastructure, the mobile 

communications system includes a dispatch packet handler 48, packet 

store 50, packet user database (“PUD”) 52, and service management 

terminal 54.  Id. at 11:1720.  Dispatch packet handler 48 is responsible for 
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setting up virtual connections between GPRS users.  Id. at 11:2123.  

PUD 52 holds call group records for identifying the members of a call 

group, each group being identified by a call group ID held in a call group 

record that identifies two or more mobile station IDs as part of the group.  

Id. at 12:915.   

To set up a group call, the user presses the push-to-talk (“PTT”) 

button on the device after selecting the call group from a list of groups.  Id. 

at 17:1723.  The mobile station transmits the request to set up the call to 

packet handler 48.  Id.  Packet handler 48 receives the call group ID 

contained in call setup request, and retrieves the recipient records from 

PUD 52, which identifies the recipients currently available for receipt of a 

call set up message.  Id. at 18:2119:1.  The packet handler transmits a set 

up message to each mobile station not engaged in a group call and logged in 

with a recorded PDP address.  Id. at 19:46.  If the packet handler receives 

no acknowledgements from the available recipients, the packet handler ends 

the call set up procedure.  Id. at 19:2020:2.  If the packet handler receives a 

set up confirmation message, it enters the call group ID into the PUD mobile 

records for the mobile stations.  Id. at 20:37.  The sender presses the PTT 

button to begin the transmission of packets, which the packet handler 

receives.  Id. at 20:1316.  The recipient mobile station receives the data 

packets, which are converted to voice data and output as an audio signal.  Id. 

at 21:1618.  When an end of receipt message is received, the recipient 

mobile station may seize the group call by pushing the PTT button.  Id. at 

22:7.  The packet handler confirms the call seize request for the same group 

ID and sends a confirmation to the user.  Id. at 22:823.  The user transmits 
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voice to current group participants by pressing the PTT button while 

speaking into the microphone.  Id.  

2. Overview of Abburi (Ex. 1023) 

Abburi is entitled “Audio Messaging System and Method,” and is 

directed more particularly to audio (including voice) messaging between 

individuals through telecommunications and/or computer networks.  

Ex. 1023, [54], ¶ 1.  Abburi recognizes that “the ability to conveniently 

record and send voice and other audio messages via any desired type of 

communication device (e.g., from computer devices in addition to phone 

devices), and to promptly receive such messages in audio form via any 

desired type of communication device, is still lacking.”  Id. ¶ 5.  Abburi 

solves this need by providing a system that, upon receiving the audio 

message on behalf of a recipient, accesses a user profile to determine how 

the intended recipient should be contacted.  Id. ¶ 6.   

Figure 2 of Abburi, reproduced below, illustrates one embodiment of 

a system for implementing the method of supporting audio messaging 

between individuals.  Id. ¶¶ 17, 23.  
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Figure 2 depicts system 200 including computer server 202, user 

profile store 204, audio message store 206, and interactive voice response 

(“IVR”) system 208.  Id. ¶ 23, Fig. 2.  As a result of the connections of IVR 

system 208 and computer server 202 with the depicted telecommunication 

network 212 and widely distributed computer network 210, system 200 can 

receive audio messages from and send audio messages to any device 

connected to computer network 210 or telecommunications network 212.  

Id.   

The user profile store contains configuration settings for each user of 

system 200.  Id. ¶ 25.  A person interested in sending a voice or other audio 

message to a particular individual dials into the IVR system.  Id. ¶ 30.  Once 

the intended recipient is specified, the caller may speak to provide an audio 

message to the IVR system, which stores the message in audio message store 
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206.  Id. ¶ 31.  If the user profile indicates that the intended recipient should 

receive an email notification, the IVR system sends appropriate information 

to the computer server, which then produces and sends the email 

notification.  Id.  The audio messages are delivered via audio streaming or as 

an electronic audio file.  Id. ¶ 32.   

In one embodiment, Abburi describes the user device as including a 

network presence application for maintaining a “subscription” with the 

system when the device is connected to the computer network.  Id. ¶ 42.  

With this application, “system 200 may determine whether the intended 

recipient of the message has a presence on the computer network 210 . . . 

and, if so, send an electronic message (e.g., an email message) notifying the 

intended recipient of the received audio message.”  Id.  Alternatively, if 

several of the user devices include the application, each such device 

receives, when connected to computer network 210, information from 

system 200 indicating which of the corresponding user’s “buddies” or 

contacts have a presence on computer network 210 at that time.  Id. ¶ 43.  

When a user accesses system 200 via IVR system 208, the IVR system 

advises the user as to which of his buddies or contacts are online.   

3. Preponderance of the Evidence Determination 

Petitioner relies on Stubbs as teaching or suggesting “associating a 

sub-set of the nodes with a client” because Stubbs discloses that PUD 52 

holds call group records for identifying the members of a call group.  Pet. 53 

(citing Ex. 1022, 12:915).  Petitioner thus contends that Stubbs’s call group 

record is evidence of “associating a sub-set of the nodes” with a client.  Id.  

For the limitation requiring “transmitting a signal to a client including a list 

of the recorded connectivity status for each of the nodes in the sub-set 
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corresponding to the client,” Petitioner argues that the packet handler 

retrieves availability data and “transmits the information to the nodes in the 

subset.”  Id. at 5354.  Alternatively, Petitioner contends that Abburi teaches 

or suggests the “transmitting” limitation because it discloses that, when 

using the network presence application, Abburi’s user device receives 

information indicating which of the corresponding user’s buddies or contacts 

have presence on the network at that time.  Id. at 54 (citing Ex. 1023 ¶ 43).   

Concerning a rationale for the combination of Stubbs and Abburi, 

Petitioner argues that a person of ordinary skill in the art would seek out 

features that enhance communications between two users and would look for 

ways to improve connectivity between users.  Id. at 4546.  Petitioner also 

states that the combination “would have merely involved combining known 

methods to produce predictable results having a reasonable expectation of 

success and each system would continue to function as intended.”  Id. at 45 

(citing Ex. 1003 ¶ 225), 55 (citing Ex. 1003 ¶ 253).  Petitioner offers 

additional statements in a section entitled “KSR,” such as the references 

being in the same field of endeavor and solving the same problem.  Id. at 

4546 (citing Ex. 1003 ¶ 256).   

We find that Petitioner has failed to show by a preponderance of the 

evidence that the Stubbs/Abburi grounds render claims 1–8 unpatentable.  

First, Stubbs does not teach or suggest “transmitting a signal to a client 

including a list of the recorded connectivity status for each of the nodes in 

the sub-set corresponding to the client,” as recited in claim 1.  There is no 

factual support for Petitioner’s contention that Stubbs transmits availability 

information to the nodes in the “sub-set.”  See id. at 5354.  As stated above 

in the overview, Stubbs’s dispatch packet handler 48 receives the call group 
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ID contained in call setup request, and retrieves the recipient records from 

PUD 52, which identifies the recipients currently available for receipt of a 

call set up message.  Ex. 1022, 18:2119:1.  That is, Stubbs discloses that 

the packet handler determines, based on retrieved recipient records from the 

packet user database, which recipient is available and whether the recipient 

is ready to receive messages and packets, and eventually transmits the 

packets to the GGSN for routing to those recipients.  Id.  Stubbs, however, 

does not teach or suggest that the packet handler transmits the availability 

status of the recipients anywhere.  Accordingly, we are not persuaded by 

Petitioner’s argument that Stubbs teaches or suggests the limitation, and we 

give no credit to the testimony of Petitioner’s declarant in this regard.  See 

37 C.F.R. § 42.65(a); In re Am. Acad. of Sci. Tech Ctr., 367 F.3d at 1368 

(“[T]he Board is entitled to weigh the declarations and conclude that the lack 

of factual corroboration warrants discounting the opinions expressed in the 

declarations.”); Rohm & Haas, 127 F.3d at 1092 (“Nothing in the [federal] 

rules [of evidence] or in our jurisprudence requires the fact finder to credit 

the unsupported assertions of an expert witness.”). 

Second, Petitioner does not explain why a person of ordinary skill in 

the art would have been motivated to implement the Abburi teaching of 

transmitting presence status of buddies or contacts with teachings of 

Stubbs’s centralized dispatch packet-handler technology.  Although certain 

availability information is retrieved in Stubbs (by the packet handler), that 

information is not transmitted anywhere else in the network because the 

dispatch packet handler, as its name aptly suggests, handles the dispatch 

packets for all the available recipients.  Id. at 18:2119:1, 19:46, 

19:2020:2, 20:37, 20:1318.  And the packet handler retrieves the 
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available recipient information from the packet user database.  Id. 

18:2119:1.  Petitioner fails to explain any need for this availability 

information at the Stubbs user device.  Petitioner also does not describe how 

such a modification is an enhancement or improvement of either Stubbs’s or 

Abburi’s modes of communication.  Indeed, we do not find reasonable 

Petitioner’s allegation of improvement or enhancement in this alleged 

combination, given that Stubbs’s operations involve a land-mobile dispatch 

group call where the recipients are identified at the user device only by a call 

group.  Moreover, other than selecting the group, the user is given no other 

choice of selecting any particular recipient to receive the voice or video 

dispatch communication.  See Ex. 1022, 17:1720 (“[A] user first instructs 

the mobile station 8 to set up a call for a particular group, by the depression 

of the PTT button 34 after the selection of a call group from a list of call 

groups stored in the SIM of the mobile station 8 . . . .”), 25:37 (“[W]hen 

using the mobile station 700 in a video conferencing mode, the procedures 

previously described are conducted in order for the mobile station to set up 

and seize a video call, and to transmit video and audio data for receipt at one 

or more call group participants in the PLMN.”).   

Finally, we are not persuaded by Petitioner’s assertion that the 

combination merely would have involved combining known methods to 

produce predictable results having a reasonable expectation of success and 

each system would continue to function as intended.  See Pet. 45.  Sending 

the presence availability in Abburi is made possible by the network presence 

application installed in the mobile devices.  Ex. 1023 ¶¶ 4243.  There is no 

similar application, communication protocol, or feature disclosed in Stubbs, 

such that transmitting availability information would be a predictable 
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application of a known technique.  Instead, we find that Petitioner’s alleged 

combination is a modification of Stubbs that is not explained in any detail 

and presents doubt as to whether Stubbs would continue to function as 

intended.  As stated above, Stubbs’s teachings concern dispatch group calls 

where the mobile device has no need for the availability of other users and 

the packet handler has no need for transmitting that information to the 

mobile devices.  For the alleged combination of Stubbs and Abburi, merely 

quoting a sentence from KSR is insufficient to explain the rationale under a 

preponderance of the evidence.  A determination of obviousness cannot be 

reached where the record lacks “explanation as to how or why the references 

would be combined to produce the claimed invention.”  TriVascular, 812 

F.3d at 1066; see Nuvasive, 842 F.3d at 1382–85; Magnum Oil, 829 F.3d at 

1380–81. 

4. Dependent Claim 8 

For claim 8, Petitioner relies on the same arguments and teachings of 

Lerner discussed above with respect to the Vuori grounds.  Pet. 73.  For the 

same reasons discussed above, we determine that Petitioner has failed to 

demonstrate by a preponderance of the evidence that claim 8 is unpatentable 

over the combination of Stubbs and Lerner. 

III. CONCLUSION 

We have reviewed the arguments and evidence of record presented by 

the parties.  We determine that Petitioner has shown unpatentability, by a 

preponderance of the evidence, of claims 1 and 2 on the following grounds: 

Reference(s) 
Challenged 

Claim(s) 
Vuori 1 
Vuori and Malik 2 
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We determine that Petitioner has not shown by a preponderance of the 

evidence that claims 38 are unpatentable under any of the asserted grounds.   

IV. ORDER 

In consideration of the foregoing, it is hereby: 

ORDERED that claims 1 and 2 of the ’723 patent have been shown to 

be unpatentable;  

FURTHER ORDERED that claims 38 of the ’723 patent have not 

been shown to be unpatentable; and 

FURTHER ORDERED that, because this is a Final Written Decision, 

parties to the proceeding seeking judicial review of the decision must 

comply with the notice and service requirements of 37 C.F.R. § 90.2. 
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I. INTRODUCTION 

On May 23, 2018, the Board issued the Final Written Decision in this 

proceeding.  Paper 29 (“Final Dec.”).  On June 22, 2018, Petitioner filed a 

Request for Rehearing.  Paper 30 (Req. Reh’g.).  Petitioner makes two 

arguments:  (1) that the Board misapprehended Malik in connection with the 

determination that Petitioner did not show claim 3 is unpatentable; and 

(2) that the Board misapprehended the scope of claim 3.  Id.   

According to 37 C.F.R. § 42.71(d), “[t]he burden of showing a 

decision should be modified lies with the party challenging the decision,” 

and the “request must specifically identify all matters the party believes the 

Board misapprehended or overlooked.”  The burden here, therefore, lies with 

Petitioner to show we misapprehended or overlooked the matters it requests 

that we review. 

II. ANALYSIS 

Petitioner’s arguments hinge on a claim construction issue pertaining 

to claim 3, which is reproduced below.   

3.  The method for instant voice messaging over a 
packet switch network according to claim 1, further 
comprising the step of: 

controlling a method of generating the instant voice 
message based upon the connectivity status of 
said one or more recipient. 

 
Ex. 1001, 24:21−26. 

In our Final Written Decision, we determined that neither Vuori nor 

Malik teaches the controlling step recited in claim 3 as argued by Petitioner.  

Final Dec. 38−40.  Petitioner disagrees with that determination.  Req. Reh’g. 

2−5.  Petitioner argues that Malik first detects if a recipient is not available 
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and second “controls . . . the method for how the voice message is generated 

based on that detection.”  Id. at 4 (citing Ex. 1019, Fig. 4).  According to 

Petitioner, pages 23−24 of the Petition include this argument that we 

allegedly misapprehended or overlooked.   

We have reviewed the Petition again in light of Petitioner’s 

arguments.  And we disagree that we overlooked or misapprehended the 

argument or that we misapprehended Malik’s disclosures.  The Petition cites 

the Forys Declaration (Ex. 1003) at paragraphs 157−160, and relies on 

Malik’s disclosures at paragraphs 8, 32, and 33, for the limitation at issue.  

We reviewed and specifically pointed out why none of the cited passages of 

Malik and the Forys Declaration persuade us that Malik discloses the 

limitation.  Final Dec. 39−40.  In short, we determined that Malik’s 

recording of the voice message (recited “generating”), described in 

paragraph 33, occurs once the sender is authorized to send a voice message.  

Id. at 39.  We found no particular control of the method of Malik’s recording 

based upon connectivity status because the sender will record the voice 

message regardless of whether the recipient is available or not.  Id. at 39−40 

(citing Ex. 1019 ¶¶ 8, 32−35).  We are not persuaded that these findings 

were incorrect.  Thus, we view Petitioner’s challenge of the Board’s decision 

as a mere disagreement with our reading of Malik, which differs from 

Petitioner’s characterization of the reference.   
Second, Petitioner focuses on the further explanation of our reasoning 

that faults Petitioner’s evidence of how Malik controls the generating of the 

voice message.  Id. at 40.  In short, we determined that Petitioner failed to 

show evidence that Malik’s recording in any way depends on connectivity 

status because Malik’s description of the recording is always in the same 
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mode—recording mode.  Id.  The only control exercised in Malik is 

determining whether the already recorded message is delivered immediately 

(if the recipient is available) or at a later time (when the recipient is detected 

to be online).  Petitioner’s Request for Rehearing characterizes our 

explanation as misapprehending the claim scope of claim 3.  Req. Reh’g. 5.  

We do not agree with Petitioner that we misapprehended the scope of 

claim 3.  Claim 3 plainly requires “controlling a method of generating . . . 

based upon the connectivity status of . . . [the] recipient.”  We found that 

Malik performs the method of generating the voice message in the same 

manner (same method) regardless of the connectivity status.  Thus, our 

finding that Malik performs only the recording mode shows that there is no 

control of the recording of the voice message or the recited “generating the 

instant voice message.”   

Accordingly, we are not persuaded that we misapprehended or 

overlooked the matters Petitioner raises in the Request for Rehearing.   

III. ORDER 

Petitioner’s Request for Rehearing is denied. 
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