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Pursuant to 35 U.S.C. §§ 141, 142, and 319, and in accordance with 37 

C.F.R. §§ 90.2(a) and 90.3, Patent Owner Huawei Technologies Co., Ltd., (“Patent 

Owner”) appeals to the United States Court of Appeals for the Federal Circuit from 

the final written decision of the Patent Trial and Appeal Board (“Board”) in this 

case entered on December 4, 2018 (Paper No. 49), and from all underlying orders, 

decisions, rulings and opinions regarding the inter partes review of U.S. Patent No. 

8,412,197 (“’197 patent”).  A copy of the final written decision is attached.  

In accordance with 37 C.F.R. § 90.2(a)(3)(ii), Patent Owner indicates that 

the issues on appeal may include, but are not limited to: the Board’s 

determination(s) of unpatentability of claims 1, 2, 5, 6, and 13 of the ’197 patent 

under 35 U.S.C. § 103, the construction(s) of those claims, the process by which 

the Board reached its determination(s), and any finding or determination 

supporting or related to these issues, as well as all other issues decided adversely to 

Patent Owner in any orders, decisions, rulings and opinions.   

Patent Owner is filing a copy of this Notice of Appeal with (i) the Director 

of the U.S. Patent and Trademark Office, (ii) electronically with the Board, and 

(iii) the Clerk’s Office for the U.S. Court of Appeals for the Federal Circuit, along 

with the required docketing fee. 

Dated: January 31, 2019 Respectfully Submitted, 

/Jeffrey P. Kushan/ 
Jeffrey P. Kushan 
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Reg. No. 43,401 
SIDLEY AUSTIN LLP 
1501 K Street NW 
Washington, DC 20005 
jkushan@sidley.com 
(202) 736-8914 
Attorney for Patent Owner Huawei 
Technologies Co., Ltd. 
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CERTIFICATE OF FILING 

I certify that the foregoing was filed electronically with the Board through 

the PTAB E2E System, and a paper copy was served by hand-delivery on January 

31, 2019, with the Director of the United States Patent and Trademark Office, at 

the following address:  

Director of the U.S. Patent and Trademark Office  
c/o Office of the General Counsel  
United States Patent and Trademark Office  
P.O. Box 1450  
Alexandria, Virginia 22313-1450  

I further certify that a true and correct copy of the foregoing Notice of 

Appeal, along with the required filing fee, was filed electronically with the Court 

of Appeals for the Federal Circuit via CM/ECF on January 31, 2019.  Per Fed. Cir. 

Rule 15(a)(1), one copy of this Notice of Appeal will be hand-delivered to the 

Clerk’s office of the United States Court of Appeals for the Federal Circuit on 

January 31, 2019, at the following address:  

Clerk of Court  
United States Court of Appeals for the Federal Circuit  
717 Madison Place NW  
Washington, DC 20439 

CERTIFICATE OF SERVICE 

Pursuant to 37 C.F.R. § 42.6(e), I hereby certify that on January 31, 2019, I 

caused to be served a true and correct copy of the foregoing by electronic mail on 

the following counsel: 
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Kevin P.B. Johnson  
kevinjohnson@quinnemanuel.com  
Quinn Emanuel Urquhart & Sullivan  
555 Twin Dolphin Drive, 5th Floor  
Redwood City, CA 94065  
 
Brian Mack  
brianmack@quinnemanuel.com  
Quinn Emanuel Urquhart & Sullivan  
50 California Street, 22nd Floor  
San Francisco, CA 94111  

Marissa Ducca  
marissaducca@quinnemanuel.com  
Deepa Acharya  
deepaacharya@quinnemanuel.com  
Jared Newton  
jarednewton@quinnemaneul.com  
Quinn Emanuel Urquhart & Sullivan  
777 6th Street NW, 11th Floor  
Washington, DC 20001  

 

Dated: January 31, 2019 Respectfully Submitted, 

/Jeffrey P. Kushan/ 
Jeffrey P. Kushan 
Reg. No. 43,401 
SIDLEY AUSTIN LLP 
1501 K Street NW 
Washington, DC 20005 
jkushan@sidley.com 
(202) 736-8914 
Attorney for Patent Owner Huawei 
Technologies Co., Ltd. 
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I. INTRODUCTION 

A. Background 
Samsung Electronics Co., Ltd.1 (“Petitioner”) filed a Petition (Paper 2, 

“Pet.”) to institute inter partes review of claims 1, 2, 5–9, and 13–15 (“the 

challenged claims”) of U.S. Patent No. 8,412,197 B2 (Ex. 1001, “the ’197 

patent”).  Huawei Technologies Co., Ltd. (“Patent Owner”) filed a 

Preliminary Response (Paper 10, “Prelim. Resp.”).  Upon consideration of 

the Petition and Preliminary Response, we instituted review of claims 1, 2, 

5, 6, and 13 of the ’197 patent, but declined to institute review of claims 7–9, 

14, and 15.  Paper 12, 27 (“Dec. Inst.”) 

Patent Owner filed a Response to the Petition, addressing only 

instituted claims 1, 2, 5, 6, and 13.  Paper 24 (“PO Resp.”).  Subsequent to 

Patent Owner’s Response, the Supreme Court issued its decision in SAS 

Institute, Inc. v. Iancu, 138 S. Ct. 1348 (2018), holding that inter partes 

reviews may not be instituted on fewer than all claims challenged in a 

petition.  We, therefore, modified our Institution Decision to include review 

of previously non-instituted claims 7–9, 14, and 15.  See Paper 25, 3.  Patent 

Owner filed a Supplemental Response limited to addressing these additional 

claims.  Paper 30 (“PO Supp. Resp.”).  Petitioner filed a Reply to the 

Response and Supplemental Response.  Paper 33 (“Reply”).  Patent Owner 

filed a Sur-Reply to Petitioner’s Reply.  Paper 41 (“PO Sur-Reply”).  We 

held an oral hearing on September 27, 2018, and the hearing transcript is 

included in the record.  See Paper 48 (“Tr.”). 

                                           
1 Samsung identifies Samsung Electronics America, Inc. and Samsung 
Research America as real parties-in-interest.  Pet. 1. 
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We have jurisdiction under 35 U.S.C. § 6(b).  This is a Final Written 

Decision under 35 U.S.C. § 318(a) and 37 C.F.R. § 42.73.  For the reasons 

set forth below, we find Petitioner has shown by a preponderance of the 

evidence that claims 1, 2, 5, 6, and 13 of the ’197 patent are unpatentable, 

but has failed to show by a preponderance of the evidence that claims 7–9, 

14, and 15 are unpatentable. 

B. Related Matters 
Petitioner identifies the following as a matter that could affect, or be 

affected by, a decision in this proceeding:  Huawei Techs. Co., Ltd. v. 

Samsung Elec. Co., Ltd., Case No. 3:16-cv-02787 (N.D. Cal.).  Pet. 2.   

Patent Owner identifies the same matter, as well as related U.S. Patent 

Nos. 8,041,355; 8,155,111; 8,639,246 (“the ’246 patent”); 8,996,003 (“the 

’003 patent”); and 9,247,493; and pending U.S. Patent App. No. 15/005,852.  

Paper 5, 1.  Patent Owner indicates the ’246 patent and the ’003 patent are 

also involved in the above-referenced District Court proceeding.  Id.  Patent 

Owner further identifies the following as matters that could affect, or be 

affected by, a decision in this proceeding:  Samsung Elec. Co., Ltd. v. 

Huawei Techs. Co., Ltd., Case IPR2017-01474 (PTAB) (challenging claims 

in the related ’246 patent) and Samsung Elec. Co., Ltd. v. Huawei Techs. 

Co., Ltd., Case IPR2017-01475 (PTAB) (challenging claims in the related 

’003 patent).2 

                                           
2 Patent Owner mistakenly identifies the pending IPR’s challenging the ’246 
and ’003 patents as IPR2015-01474 and IPR2015-01475.  The two cases 
were filed in 2017, and are properly identified as IPR2017-01474 and 
IPR2017-01475.  
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C. Evidence Relied Upon3 

Reference Date Exhibit  

Inter-frequency/RAT idle mode mobility control, 
3rd Generation Partnership Project, 3GPP TSG-
RAN WG2 #60 (“R2-075161”). 

Oct. 31, 2007 1005 

Eerolainen US 2008/0176565 A1 July 24, 2008  1006 

Reselection scenarios for multi-RAT terminals in 
Rel-8, 3rd Generation Partnership Project, 3GPP 
TSG-RAN WG2 #60bis (“R2-080338”). 

Jan. 7, 2008 1007 

 

D. Instituted Grounds of Unpatentability 

References Basis Claims Challenged 
R2-075161 and R2-080338 § 103(a) 1, 2, 5–9, and 13–15 
R2-075161, R2-080338, and 
Eerolainen § 103(a) 7–9, 14, and 15 

II. ANALYSIS 

A. The ’197 Patent 

The ’197 patent is directed toward a method of cell reselection in 

mobile communications systems, including Long Term Evolution (LTE) 

systems and non-LTE systems.  Ex. 1001, 1:16–41, Abstract.  When a user’s 

terminal or User Equipment (UE) is “camped” on a cell in one system (e.g., 

LTE), it can move to another cell within the same system, or to another cell 

in a different system (e.g., non-LTE).  Id. at 1:35–41.  To select which cell it 

                                           
3 Petitioner also relies upon the Declarations of Tim Arthur Williams, Ph.D. 
(Exs. 1003, 1024), and Raziq Yaqub, Ph.D. (Ex. 1012).  Patent Owner relies 
on the Declarations of Dr. Robert Akl, D.Sc. (Exs. 2005, 2015). 
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should move to, the UE uses a dedicated priority list.  Id. at 1:42–45, 1:56–

58.  When the UE is initially camped on a non-LTE cell, establishing the 

dedicated priority list can result in excessive signaling with, or require 

expensive upgrades to, core network nodes in the non-LTE system.  Id. at 

1:65–2:1.  Accordingly, the ’197 patent proposes the cell reselection method 

depicted in Figure 1, which is reproduced below. 

 
 Figure 1 is a flow chart depicting a method for cell reselection when 

an UE moves from a cell in a first mobile system (e.g., LTE) to a cell in a 

second mobile system (e.g., non-LTE).  Ex. 1001, 2:35–36, Abstract.  At 

step 1, the UE obtains a dedicated priority list from the first or LTE system.  

Ex. 1001, 2:51–52, 2:60–62.  The dedicated priority list can be provided to 

the UE via dedicated signaling.  Id. at 3:66–4:2, 6:6–9, 7:8–10, 8:20–22, 

9:31–33.  The priority levels in the dedicated priority list can be based on 

frequencies, Radio Access Technologies (RATs), or frequency bands in the 

cell transmitting the priority list as well as its adjacent cells, including the 
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adjacent cells of neighboring systems such as (non-LTE) GERAN cells.4  Id. 

at 3:52–59.  At step 2, when the UE camps on a cell in the second (non-

LTE) system, it uses the dedicated priority list obtained from the first (LTE) 

system to determine or select another cell to which it can move.  Id. at  2:53–

58, 60–62.  Because the UE obtained the dedicated priority list from the first 

(LTE) system, the second (non-LTE) system does not need to provide a 

dedicated priority list, thereby eliminating the need for additional signaling 

with, or expensive upgrades to, the core network nodes of the second (non-

LTE) system.  Id. at 2:58–59, 2:62–65.   

 In addition to receiving a dedicated priority list from the first (LTE) 

system, the second (non-LTE) system may also receive a valid time 

corresponding to the dedicated priority list.  Ex. 1001, 2:66–3:1.  The valid 

time may set a timer that begins to count when the UE receives the dedicated 

priority list.  Id. at 5:1–4.  Before the valid time expires, the UE performs 

cell reselection using the received dedicated priority list.  Id. at 3:1–3.  

However, once the valid time expires, the UE performs cell reselection using 

other information, such as a public priority list or cell signal quality.  Id. at 

3:3–8.  The public priority list may be received from either the first (LTE) or 

second (non-LTE) system in system broadcast information or via dedicated 

signalling.  Id. at 3:9–10, 3:66–4:16. 

 Of the challenged claims of the ’197 patent, claims 1 and 7 are 

independent.  Other challenged claims depend directly or indirectly from 

                                           
4 GERAN stands for GSM/EDGE Radio Access Network, where GSM 
stands for Global System for Mobile Communication, and EDGE stands for 
Enhanced Data for GSM Evolution.  Ex. 1001, 1:21–26. 
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claims 1 and 7.  Claim 1 is representative of the challenged claims, and is 

reproduced below.   

1. A method for cell reselection, comprising: 

obtaining, by a terminal, a dedicated priority list and 
a valid time of the dedicated priority list from a 
Long Term Evolution (LTE) system; and 

performing, by the terminal, cell reselection 
according to the dedicated priority list and the valid 
time of the dedicated priority list, when the terminal 
camps on a cell of a non-LTE system; 

wherein, when the terminal camps on a cell of the 
non-LTE system, the performing cell reselection 
according to the dedicated priority list and the valid 
time comprises: 

performing, by the terminal camping on the cell of 
the non-LTE system, cell reselection according to 
the dedicated priority list before the valid time 
expires, wherein when the terminal camps on the 
cell of the non-LTE system, the dedicated priority 
list is invalid after the valid time expires. 

Ex. 1001, 11:50–67.  Claim 7 is similar in scope to claim 1, but recites a 

terminal comprising a first obtaining unit, a storage unit, and a processing 

unit configured to perform the functions recited in method claim 1.  

Compare id. at 12:46–64, with id. at 11:50–67.         

B. Claim Construction 

The claim construction standard applicable to this inter partes review 

proceeding is the broadest reasonable interpretation in light of the patent 

specification.  See 37 C.F.R. § 42.100(b) (2016); Cuozzo Speed Techs., LLC 

v. Lee, 136 S. Ct. 2131, 2144–46 (2016).  Consistent with the rule of 

broadest reasonable interpretation, claim terms generally are given their 
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plain and ordinary meaning, as would be understood by one of ordinary skill 

in the art in the context of the entire patent disclosure.  See In re Translogic 

Tech., Inc., 504 F.3d 1249, 1257 (Fed. Cir. 2007).  Only those terms which 

are in controversy need be construed and only to the extent necessary to 

resolve the controversy.  See Vivid Techs., Inc. v. Am. Sci. & Eng’g, Inc., 

200 F.3d 795, 803 (Fed. Cir. 1999).  Except as indicated below, neither 

Petitioner nor Patent Owner requests or provides express construction for 

any term in the challenged claims.  Pet. 13–15; PO Resp. 8–9; PO Supp. 

Resp. 8. 

1. camps on a cell of a non-LTE system  
Petitioner argues that in the related district court proceeding, Patent 

Owner contends this term means the UE “is in a selected non-LTE cell.”  

Pet. 14 (citing Ex. 1009, 79).  Petitioner proposes adopting that construction 

for the purposes of this proceeding.  Id.  Patent Owner argues this term does 

not require express construction because its meaning is not needed to resolve 

any controversy in this proceeding.  PO Resp. 8–9. 

In our Institution Decision, we did not expressly construe this term 

because its precise meaning is not needed to resolve any issue in this 

proceeding.  Dec. Inst. 7–8.  Neither Petitioner nor Patent Owner disagree 

with that decision.  See PO Resp. 8–9; Reply 3.  Accordingly, on the full 

record before us, we maintain our decision declining express construction of 

this term.   

2. obtaining unit  
Claim 7 requires “a first obtaining unit” that is “configured to obtain a 

dedicated priority list and a valid time of the dedicated priority list from a 

Long Term Evolution (LTE) system.”  Ex. 1001, 12:46–49.  Claims 8, 9, 14, 
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and 15 contain the same limitation by virtue of their direct or indirect 

dependence from claim 7.  Id. at 12:65, 13:1, 13:29, 14:3; see also 35 U.S.C. 

§ 112, ¶ 5 (“A multiple dependent claim shall be construed to incorporate by 

reference all the limitations of the particular claim in relation to which it is 

being considered.”).   

Petitioner first contends this “obtaining unit” limitation should be 

construed as a means-plus-function limitation under 35 U.S.C. § 112 ¶ 6.  

Pet. 14.  In the related district court proceeding, Petitioner has taken the 

position that claims 7–9, 14, and 15 are indefinite under 35 U.S.C. § 112 ¶ 2 

because the ’197 patent fails to describe any structure corresponding to the 

functions performed by the obtaining unit.  Id. at 14–15; Ex. 1009, 86; see 

also In re Donaldson Co., Inc., 16 F.3d 1189, 1195 (Fed. Cir. 1997).  

Hedging its position, Petitioner also contends the “obtaining unit” limitation 

does not require express construction because Patent Owner has taken the 

position in the related district court proceeding that the “obtaining unit” 

limitation is not subject to means-plus-function construction and does not 

require express construction.  Id. at 15; Ex. 1009, 86.   

In our Institution Decision, we found the term “obtaining unit” to be a 

nonce word that does not connote a definite structure, and found the 

remainder of the “obtaining unit” limitation written in purely functional 

terms.  Dec. Inst. 9.  Therefore, we found the “obtaining unit” limitation to 

be a means-plus-function limitation requiring construction under 35 U.S.C. 

§ 112 ¶ 6.  Id. at 9–10; see also Williamson v. Citrix Online, LLC, 792 F.3d 

1339, 1349–50 (Fed. Cir. 2015).  Our rules require the Petitioner to construe 

means-plus-function limitations by “identify[ing] the specific portions of the 

specification that describe the structure, material, or acts, corresponding to 
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each claimed function.”  37 C.F.R. § 42.104(b)(3).  As discussed above, 

Petitioner did not identify any structure in the ’197 patent that corresponds 

to the functions performed by the “obtaining unit” because Petitioner 

believes the ’197 patent fails to link any structure to that function.  See Pet. 

27.  For this reason, we initially declined to institute review of claims 5–7, 9, 

14, and 15.  Dec. Inst. 10, 26–27.  However, in view of the SAS decision, we 

modified our Institution Decision to include review of these claims.  See 

Paper 25, 3. 

In its Supplemental Response, Patent Owner argues that the 

“obtaining unit” limitation is not subject to interpretation under 35 U.S.C. 

§ 112 ¶ 6, but does not otherwise propose a construction for this term.  PO 

Resp. 8 n.1.  Patent Owner further argues that, to the extent the “obtaining 

unit” limitation is a means-plus-function limitation, the ’197 patent describes 

sufficient structure for performing its recited functions.  Id. (citing Ex. 1001, 

2:10–18, 2:39–40, 10:21–51, 11:28–42, Fig. 3). 

In its Reply, Petitioner maintains “its position that the patent 

specification lacks sufficient corresponding structure and therefore claims 7–

9, 14, and 15 are indefinite.”  Reply 4.  Petitioner further “requests the Board 

evaluate Patent Owner’s construction and identification of corresponding 

structure as set forth in the Supplemental Patent Owner Response,” and sets 

forth reasons why Patent Owner’s identified structure is not corresponding 

structure for the claimed “obtaining unit.”  Id. at 4–8.  Patent Owner 

counters, in its Sur-Reply, that we should reject the analysis in Petitioner’s 

Reply because Patent Owner’s identification of corresponding structure in its 

Supplemental Response “does not open the door to entirely new analysis 

Petitioner should have submitted with its Petition.”  PO Sur-Reply 7.   
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We note that in all of the post-Institution Decision briefing submitted 

by the parties, as summarized above, neither party has argued that we erred 

in determining the “obtaining unit” limitation is a means-plus-function 

limitation to be construed pursuant to 35 U.S.C. § 112 ¶ 6.  Accordingly, we 

maintain that finding here.  Additionally, neither party has argued that we 

erred in determining that Petitioner has failed to identify in its Petition any 

corresponding structure in the ’197 patent for the claimed “obtaining unit.”  

We maintain that finding here, as well, and discuss its consequences in 

§ II.G, infra. 

C. Patent Owner’s Motion to Exclude 
As an initial matter, Patent Owner filed a Motion to Exclude portions 

of R2-075161 (Ex. 1005), R2-080338 (Ex. 1007), and the Declaration of 

Raziq Yaqub, Ph.D. (Ex. 1012).  Paper 38 (“Mot.”).  Petitioner opposed the 

Motion (Paper 43, “Opp.”), and Patent Owner replied (Paper 45, “Opp. 

Reply”).  As the movant, Patent Owner bears the burden of establishing that 

it is entitled to the relief requested.  See 37 C.F.R. § 42.20.  The Board 

decides evidentiary issues based on the Federal Rules of Evidence.  Id. 

§ 42.62(a).  For the reasons discussed below, we deny Patent Owner’s 

motion to exclude.   

1. Declaration of Raziq Yaqub, Ph.D.(Ex. 1012) 
In paragraphs 54–59 of his declaration, Dr. Yaqub opines on the 

authenticity, public availability, and publication dates of R2-075161 and R2-

080338.  See Ex. 1012 (“Yaqub Decl.”) ¶¶ 54–59.  Dr. Yaqub bases his 

opinion, in part, on his ability to find these documents on the 3GPP ftp (file 

transfer protocol) server and listserv server, and the time stamps associated 

with these documents on those servers.  Id.  His testimony includes screen 
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shots of portions of the 3GPP ftp server webpage listing R2-075161 and R2-

080338, and URLs (universal resource locators) pointing to R2-075161 and 

R2-080338 on the 3GPP ftp server.  Id.   

On December 21, 2017, Patent Owner objected to Dr. Yaqub’s 

declaration to the extent it “rel[ies] on web pages that were not filed as 

exhibits in this proceeding,” and the relied upon webpages “lack 

authentication and contain hearsay.”  Paper 17, 1–2.  On January 8, 2018, 

Petitioner provided the webpages to Patent Owner in the form of 

supplemental evidence.  See Paper 18, 1; see also 37 C.F.R. § 42.64(b)(2).  

On January 11, 2018, Patent Owner objected to the webpages as lacking 

authentication and containing hearsay.  Paper 18, 1.   

Patent Owner moves to exclude paragraphs 54–59 of Dr. Yaqub’s 

declaration “because they rely on unauthenticated webpages for the truth of 

the matter asserted in those webpages.”  Mot. 2–3.  Patent Owner argues the 

webpages lack authentication, and contain inadmissible hearsay that Dr. 

Yaqub relied upon in determining when R2-075161 and R2-080338 were 

publically accessible on the 3GPP ftp server.  Id. at 3.  Petitioner argues the 

objected to webpages are self-authenticating, and have been authenticated by 

Dr. Yaqub’s testimony regarding their distinctive characteristics.  Opp. 3.  

Petitioner further argues the webpages “are exempt from the rule against 

hearsay under Federal Rules of Evidence 803(6) and 807.”  Id. at 5.  Patent 

Owner responds that Dr. Yaqub is not qualified to certify the authenticity of 

the webpages because “[h]is declaration is silent as to his role in the [3GPP] 

group’s recordkeeping or . . . in maintaining the accuracy of the 3GPP 

webpages.”  Opp. Reply 1–2.       

Under Federal Rule of Evidence 803(6), records of a regularly 
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conducted activity are not hearsay provided a few conditions are satisfied.  

See Fed. R. Evid. 803(6).  First, the opposing party must not have 

established that the source of information or the method or circumstances of 

their preparation indicate a lack of trustworthiness.  Id.  Second, the party 

offering the records must establish through the testimony of a qualified 

witness that the records were (a) made at or near the time from information 

transmitted by someone with knowledge, (b) kept in the course of a regularly 

conducted business activity, and (c) made as a regular practice of that 

activity.  Id.  Under Federal Rule of Evidence 902(11), such records are self-

authenticating provided a number of conditions are satisfied.  See Fed. R. 

Evid. 902(11).  First, the records must be originals or copies that meet the 

requirements of Rule 803(6)(a)–(c) as shown by certification of a qualified 

person.  Id.  Second, the offering party must provide notice of intent to offer 

the records to the opposing party before a hearing.  Id.  Third, the records 

and certifications must be made available, so that the opposing party has a 

fair opportunity to challenge them.  Id.     

We first note that, “[b]ecause of the general trustworthiness of 

regularly kept records and the need for such evidence in many cases, the 

business records exception [to the hearsay rule] has been construed 

generously in favor of admissibility.”  Conoco Inc. v. Dept. of Energy, 99 

F.3d 387, 391 (Fed. Cir. 1996).  Moreover “the ‘custodian or other qualified 

witness’ who must authenticate business records need not be the person who 

prepared or maintained the records, or even an employee of the record-

keeping entity, so long as the witness understands the system used to prepare 

the records.”  Id.  Finally, “documents that are standard records of the type 

regularly maintained by firms in a particular industry may require less by 
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way of foundation testimony than less conventional documents proffered for 

admission as business records.”  Id.; see also Gjokaj v. U.S. Steel Corp., 700 

Fed. App’x. 494, 502 (6th Cir.) (finding a business record certified by a 

qualified witness is self-authenticating under Federal Rule of Evidence 

902(11)). 

We are persuaded by Dr. Yaqub’s testimony that the 3GPP webpages 

he relied upon in his declaration are authentic, and their content, including 

the publication dates of R2-075161 and R2-080338, are not hearsay.  First, 

Dr. Yaqub is a qualifying witness for the purposes of Rules 806(b) and 

902(11).  See Conoco, 99 F.3d at 391; see also Gjokaj, 700 Fed. App’x. at 

502.  From 1998 until 2010, Dr. Yaqub worked for various entities having 

an interest in developing or understanding 3GPP technologies.  Ex. 1012 

¶¶ 7–12.  During that time, he both participated in and contributed to 3GPP 

standards setting organizations, was an active member in various 3GPP 

plenary level and working group level meetings, and was a rapporteur of 

Technical Feasibility Report TR 33.817.  Id. ¶¶ 8, 11.   

Dr. Yaqub testifies that 3GPP “produce[s] reports and specifications 

that define technologies covering cellular telecommunications networks.”  

Id. ¶ 19.  The specifications are “contribution-driven by 3GPP member 

companies,” and produced via regularly and quarterly plenary meetings 

“where member companies’ contributions, draft specification[s], and other 

discussion documents are presented for approval.”  Id. ¶ 20.  Dr. Yaqub 

further testifies that 3GPP follows “[a] well-established process . . . for 

capturing accepted proposals and changes in Technical Specifications (TS) 

and Technical Reports (TR).”  Id. ¶ 24.  This process includes a file naming 

convention so that all of “the changes that are brought into the standard, 
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from the past, present, and in the future, are well documented and 

controlled.”  Id. ¶ 28 (quoting Ex. 1016, 5).  3GPP documents are stored on 

3GPP’s ftp server in zip-compressed format, where the filename of the 

stored zip file is the same as the name of the source document.  Id. ¶ 29 

(quoting Ex. 1016 §5A).  Member-contributed documents (“TDocs”) are 

assigned unique document numbers, and “members upload these documents 

to 3GPP’s public FTP server before, during, and after Working Group 

meetings.”  Id. ¶ 30.  The documents are uploaded “[s]oon after the end of 

the meeting—the same day, or at worst within a few days.”  Id. ¶ 37.  The 

“TDocs are publically-available and unrestricted on the online FTP server,” 

and are “openly published and no password is needed to access any 

information on the 3GPP website.”  Id. ¶ 30; see also Ex. 1016 § 7.6.  

Documents uploaded to the 3GPP ftp server “receive a data and time stamp.”  

Ex. 1012 ¶ 33.  The documents are “retained on the public 3GPP server 

indefinitely, and the date and time stamp can be relied upon to indicate when 

the upload occurred.”  Id. ¶¶ 33, 37.  Based on the foregoing testimony, we 

find Dr. Yaqub “understands the system used to prepare [3GPP] records,” 

and is therefore a “qualified witness” or “qualified person” as those terms 

are used in Federal Rules of Evidence 803(6) and 902(11).  See Conoco, 99 

F.3d at 391; see also Gjokaj, 700 Fed. App’x. at 502.  

 For the particular documents (R2-075161 and R2-080338) relevant to 

this proceeding, Dr. Yaqub testifies that he “navigated to the relevant file” 

on the 3GPP ftp server, and “confirm[ed] that it had been correctly 

uploaded.”  Ex. 1012 ¶ 51.  Dr. Yaqub provides the URLs he used to 

navigate to the documents, and testifies that he recognizes the documents 

located by those URLs as “true and correct” copies.  Id. ¶¶ 54, 57.  
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Dr. Yaqub provides screen shots of the 3GPP ftp server directories that 

include the identically named zip files containing the R2-075161 and R2-

080338 documents.  Id.  As discussed above, when Patent Owner objected to 

these screen shots, Petitioner served complete printouts of the 3GPP ftp 

server directories from which they were taken.  Opp. 5; see also Paper 17, 1–

2; Paper 18, 1. Ex. 1025–1028.   

Patent Owner provides no evidence that the 3GPP ftp server, the 

webpages relied upon to disclose the contents of the ftp server’s directories, 

or the methods or circumstances by which those webpages or the contents 

disclosed in those webpages were prepared, lack trustworthiness.  See Mot. 

2–4; Opp. Reply 1–4.  Dr. Yaqub, by contrast, testifies that the contents of 

the relied upon 3GPP ftp server directories (webpages) were made and kept 

in the course of 3GPP’s regularly conducted business activity, were made at 

or near the times indicated by their upload date and time stamps, and were 

made from information transmitted by 3GPP contributing members.  

See Ex. 1012 ¶¶ 24, 28–30, 33, 37, 54, 57.  Dr. Yaqub’s declaration and the 

relied upon webpages (3GPP ftp server directory printouts) were served on 

Patent Owner with notice of intent to use them, and Patent Owner was 

provided with the opportunity to challenge the webpages, their content, and 

Dr. Yaqub’s testimony regarding how that content and the webpages were 

created.  See 37 C.F.R. § 42.51(b)(1)(ii).  Based on the evidence presented, 

we find Dr. Yaqub has authenticated the 3GPP ftp server directories 

(webpages) and their content, such that they are admissible under Federal 

Rule of Evidence 902(11) and not hearsay under Federal Rule of Evidence 

803(6).  We, therefore, deny Patent Owner’s motion to exclude paragraphs 

54–59 of Dr. Yaqub’s declaration.   
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As discussed above, Petitioner also argues the relied upon 3GPP ftp 

server directories (webpages) can be authenticated under Federal Rule of 

Evidence 901(b)(4), and their content is not hearsay under Federal Rules of 

Evidence 807.  Opp. 3–5, 7–9.  Patent Owner argues to the contrary.  Opp. 

Reply 1–4.  Because we find Petitioner has shown the webpages are self-

authenticating business records and their contents are not hearsay, we need 

not address these issues.  See Beloit Corp. v. Valmet Oy, 742 F.2d 1421, 

1423 (Fed. Cir. 1984) (an administrative agency is at liberty to reach a 

decision based on a single dispositive issue to “not only save the parties, the 

[agency], and [the reviewing] court unnecessary cost and effort,” but to 

“greatly ease the burden on [an agency] faced with a . . . proceeding 

involving numerous complex issues and required by statute to reach its 

conclusion within rigid time limits”).   

2. R2-075161 and R2-080338 
Patent Owner moves to exclude as hearsay portions of R2-075161 

(Ex. 1005) and R2-080338 (Ex. 1007) “[t]o the extent Petitioner relies on the 

dates within Exhibit 1005 [and Exhibit 1007] for the purported truth of the 

matter asserted to show the date of public accessibility of Exhibit 1005 [and 

Exhibit 1007].”  Mot. 1–2.  Petitioner argues the contents of R2-075161 and 

R2-080338 are “exempt from the rule against hearsay under Federal Rules of 

Evidence 803(6) and 807.”  Opp. 9; see also id. at 10–12.  Patent Owner 

argues “Dr. Yaqub’s role as a ‘participant in 3GPP’ is insufficient to render 

him a qualified individual to support admission under FRE 806(b),” and that 

“FRE 807 is an ‘exceptional’ remedy that Petitioner has not justified in this 

case.”  Opp. Reply 4–5.   

For the reasons discussed in § II.C.1, supra, we find Dr. Yaqub is a 
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qualified witness who has authenticated the R2-075161 and R2-080338 

documents and established their trustworthiness, so that the contents of the 

documents are not hearsay under Fed. R. Evid. 803(6).  Patent Owner relies 

on Kolmes v. World Fibers Corp., 107 F.3d 1534, 1542–43 (Fed. Cir. 1997), 

to argue that Dr. Yaqub is not a qualified witness.  We disagree.  In Kolmes, 

a witness who had “testified that he had seen [certain] documents while 

attending a meeting,” but failed to “testify concerning the record-keeping 

process related to them” was not a “qualified witness” under Federal Rule of 

Evidence 803(6).  Id.   By contrast, Dr. Yaqub has provided extensive 

testimony regarding 3GPP’s record-development and record-keeping 

process, including the fact that member-contributed documents uploaded to 

the 3GPP ftp server are maintained on that server indefinitely as of their 

upload dates.  See Ex. 1012 ¶¶ 24, 28–30, 33, 37, 54, 57.  Dr. Yaqub is, 

therefore, a qualifying witness.  See Conoco, 99 F.3d at 391.  Moreover, 

regarding documents R2-075161 and R2-080338 in particular, Dr. Yaqub 

testifies that these documents are “true and correct” copies of the documents 

uploaded to the 3GPP ftp server as of their upload dates, and provides 

specific URLs to the 3GPP ftp server by which they are downloadable.  Ex. 

1012 ¶¶ 54, 57.   

Accordingly, for the reasons discussed here and in § II.C.1 supra, we 

find R2-075161 (Ex. 1005) and R2-080338 (Ex. 1007) are admissible 

business records under Federal Rule of Evidence 902(11), and their content 

is not hearsay under Federal Rule of Evidence 803(6).  We, therefore, deny 

Patent Owner’s motion to exclude any portions of Exhibits 1005 and 1007.  

Moreover, because we find Exhibits 1005 and 1007 are admissible and not 

hearsay under Federal Rules of Evidence 803(6) and 902(11), we need not 
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address the parties’ additional arguments regarding whether these documents 

are admissible and not hearsay under Federal Rule of Evidence 807.  See 

Beloit, 742 F.2d at 1423. 

D. Level of Ordinary Skill in the Art 
Petitioner, relying on the testimony of Dr. Williams, argues a person 

of ordinary skill in the art would have had at least a master’s degree in 

electrical engineering, computer science, or a related field, and two years of 

experience working with cellular telephony systems.  Pet. 13 (citing 

Ex. 1003 ¶ 16).  Patent Owner, relying on the testimony of Dr. Akl, offers a 

slightly different definition, and argues a person of ordinary skill in the art 

would have had a bachelor’s degree in electrical engineering, computer 

engineering, computer science, or a related field, and two to three years of 

experience working in the telecommunications industry.  PO Resp. 8.    

We perceive little difference between the parties’ definitions, both of 

which are consistent with the prior art of record.  Nonetheless, for purposes 

of this decision, we adopt Patent Owner’s definition, supported by the 

testimony of Dr. Akl.   

E. Overview of Prior Art 
1. Overview of R2-075161 
R2-075161 is a 3GPP document proposing a method for control of 

inter-frequency/RAT (Radio Access Technology) idle mode mobility.  

Ex. 1005, 1.  R2-075161 indicates 3GPP had already decided to support UE 

specific priority control for inter-RAT idle mode mobility, and proposes a 

method to implement such control.  Id.  The proposed method is based on 

priorities determined by an eNodeB (eNB, or LTE base station), and sent to 

the UE in an RRC (Radio Resource Control) release message.  Id. at 2–3.  
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The control information includes a list of frequency layers/RATs that the UE 

should reselect with specific priorities.  Id.  The control information can also 

include an expiry timer, such that the UE discards the control information 

upon expiration of the timer, in which case it performs cell reselection using 

normal cell reselection procedures.  Id.  R2-075161 further discloses the UE 

can receive common cell reselection priorities in system information 

provided by the network.  Id.  When the UE contains both common and 

specific control information, the UE should use the specific control 

information.  Id.       

2. Overview of R2-080338 
R2-080338 is also a 3GPP document that proposes a cell reselection 

method for multi-RAT terminals.  Ex. 1007, 1.  R2-080338 discloses that 

when a UE is located in an area where E-UTRAN (LTE), UTRAN (3G) and 

GERAN (2G) networks coexist, it will select a RAT to camp on based on the 

LTE priority algorithm.  Id.  R2-080338 describes a number of cell 

reselection scenarios that depend on the nature of the UE (i.e., whether it is 

2G, 3G, or LTE capable), and on the nature of the network on which it is 

currently camped.  Id. at 2 (Table 1).  According to two scenarios (Scenarios 

7 and 8), when the UE is LTE capable and is camping on a GERAN (2G) or 

UTRAN (3G) non-LTE network that does not internetwork with a E-

UTRAN (LTE) network, it does not receive the parameters needed for the 

LTE priority based cell reselection algorithm.  Id. at 2.  In these scenarios, 

R2-080338 proposes several solutions for selecting a RAT on which to 

camp, including a first solution (“Option 1”) in which the UE uses the 

legacy 2G/3G cell reselection algorithm, and a third solution (“Option 3”) in 
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which the UE stores cell reselection parameters previously received from an 

LTE network and uses these parameters for cell reselection.  Id.   

F. Patentability of Claims 1, 2, 5, 6, and 13  
Petitioner argues claims 1, 2, 5, 6, and 13 are unpatentable as obvious 

over R2-075161 and R2-080338.  Pet. 24–45.  Patent Owner argues 

Petitioner has not shown the claims to be unpatentable because Petitioner 

has failed to articulate a reason to combine R2-075161 and R2-080338, and 

because R2-075161 teaches away from the combination.  PO Resp. 1–5, 19–

56.     

1. Claim 1 
Claim 1 recites a method for cell reselection, and requires a terminal 

to obtain a dedicated priority list and a valid time for the dedicated priority 

list from an LTE network, and to perform cell reselection according to the 

dedicated priority list and valid time when the terminal camps on a non-LTE 

cell.  Ex. 1001, 11:51–58.   

Petitioner argues the combination of R2-075161 and R2-080338 

teaches these limitations.  See Pet. 29–32.  First, Petitioner argues R2-

075161 teaches a UE receives a dedicated priority list and valid time from an 

eNB.  Id. at 29–31 (citing Ex. 1005, 2; Ex. 1003 ¶¶ 97–99).  Petitioner 

explains the UE is a terminal such as a mobile phone or tablet, the eNB is an 

LTE base station, the priority list is a list of frequency layers/RATs that the 

UE can connect to or camp on with specific priorities, and the expiry timer is 

a valid time for the dedicated priority list.  Id. at 30–31.   

Next, Petitioner argues R2-080338 teaches a UE, camped on a non-

LTE network that has received priority algorithm parameters from an LTE 

network, uses the received parameters to perform cell reselection according 
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to the LTE priority algorithm.  Id. at 31–32 (citing Ex. 1007, 3; Ex. 1003 

¶ 100).  For example, relying on the testimony of Dr. Williams and on 

scenarios 7 and 8 described in R2-080338, Petitioner argues: 

As described in these scenarios, A UTRAN 
(UMTS) and GERAN (GSM) network may not 
communicate the information a terminal needs to 
perform cell reselection. Therefore, it must take a 
different step when it is in an area with only UMTS 
and GSM networks.  The proposal teaches that the 
UE should receive and store the priorities when it is 
on the E-UTRAN (or LTE) network.  Then, when 
the terminal is in an area where there is no LTE 
network (for example, an area where there is only 
UMTS or GSM networks), the terminal should use 
the priorities from the LTE network to perform cell 
reselection.  

Id. at 35 (citing Ex. 1007, 3; Ex. 1003 ¶ 104) (internal citations omitted).   

Although R2-080338 expressly teaches performing cell reselection 

according to a dedicated priority list, it does not expressly disclose using the 

priority list only during a valid time.  Therefore, Petitioner relies on the 

teaching in R2-075161 that, in addition to a cell-reselection priority list, the 

UE specific control information created by the LTE network optionally 

includes an expiry timer, and that “[u]pon expiry of the timer, the UE shall 

discard the UE specific control information and continue with the normal 

cell reselection procedure.”  Pet. 32–33 (quoting Ex. 1005, 2) (emphasis 

omitted).   

Lastly, claim 1 requires that when the UE is camped on a cell of the 

non-LTE network, it performs cell reselection according to the dedicated 

priority list before the valid time expires, and that the dedicated priority list 

is invalid after the valid time expires.  Ex. 1001, 11:59–67.   
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Petitioner argues the combination of R2-075161 and R2-080338 

teaches this limitation.  See Pet. 35–36.  For example, Petitioner argues that 

R2-075161 teaches the LTE network provides the UE with a dedicated 

priority list and expiry timer, and the UE discards the dedicated priority list 

and continues with normal cell reselection procedures upon expiration of the 

expiry timer.  Id. at 36 (quoting Ex. 1005, 2).  Relying on the testimony of 

Dr. Williams, Petitioner explains: 

[T]hat cell reselection should be performed 
according to the dedicated priority list (UE specific 
control information) until the timer expires, at 
which point the UE shall discard the priority list and 
continue with a different cell reselection procedure.  
Because the UE is directed to no longer use the UE 
specific control information and to discard it upon 
expiry of the timer, that UE specific control 
information is no longer valid after the valid time 
expires.  

Id. (citing Ex. 1003 ¶ 107) (internal citations omitted).   

a. Reasons to combine R2-075161 and R2-080338 
Petitioner argues a person skilled in the art would have combined the 

teachings from R2-075161 and R2-080338 in the manner described above 

because both documents were proposals submitted to 3GPP RAN2 meetings 

discussing cell reselection in an inter-RAT system.  Id. at 25 (citing Ex. 

1003 ¶¶ 226–227).  R2-075161 was submitted to 3GPP TSG-RAN WG2 

Meeting#60, and R2-080338 was submitted to 3GPP TSG-RAN WG2 

Meeting #60bis, held two months later.  Id. at 25–26 (citing Ex. 1005, 1; 

Ex. 1007, 1; Ex. 1003 ¶ 227).  Petitioner argues the “bis” designation of the 

second meeting is “a shorthand for an extension of the prior meeting,” and 

R2-080338 “references documents that were presented at Meeting #60.”  Id. 
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at 26 (citing Ex. 1003 ¶ 227; Ex. 1007, 4–5); see also Tr. 12:2–4.  Therefore, 

Petitioner argues, “[i]t would have been obvious for one of skill in the art to 

combine the teachings in R2-075161 with R2-080338, because these 

proposals were discussed in subsequent meetings related to the same 

technology . . . [and] combining these types of references to further develop 

technology for the standard was exactly what was done during the 

standardization process.”  Id. (citing Ex. 1003 ¶ 227; Ex. 1012 ¶¶ 24–25).  

Moreover, Petitioner argues, because R2-080338 teaches that a UE camped 

on a non-LTE network should use parameters previously received from an 

LTE network for cell reselection, it would have been “obvious and natural 

for one of ordinary skill to use the dedicated list, public list and expiry timer 

provided in R2-075161 as the priority information provided by the LTE 

network.”  Id. at 27 (citing Ex. 1003 ¶¶ 223–227).  

Patent Owner argues a person skilled in the art would not have 

combined the teachings of R2-080338 and R2-075161.  See PO Resp. 18–

50.  Specifically, Patent Owner argues R2-075161 teaches away from the 

combination by teaching a UE should discard the dedicated priority list 

when it leaves an LTE tracking area, and R2-080338 teaches away by 

teaching a UE should use a legacy algorithm when camped on a non-LTE 

cell.  Id. at 20–34.  Patent Owner further argues a person ordinarily skilled in 

the art would not have incorporated R2-075161’s timer into the proposed 

combination because the timer is not necessary and would serve no purpose.  

Id. at 34–42.  Lastly, Patent Owner argues Petitioner has failed to articulate 

why a person skilled in the art would combine the teachings of R2-075161 

and R2-080338 in the manner proposed.  Id. at 42–50.  We discuss each of 

these arguments below. 
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b. Whether R2-075161 Teaches Away  
Patent Owner, relying on the testimony of Dr. Akl, argues R2-075161 

teaches generating UE specific priorities based on the load in a given LTE 

tracking area, and discarding those priorities when the UE leaves that LTE 

tracking area because they no longer represent the load.  PO Resp. 20 (citing 

Ex. 1005, 2; Ex. 2005 ¶¶ 51–54).5  Therefore, Patent Owner argues, R2-

075161 teaches away from “maintaining and reusing LTE-obtained 

dedicated priorities when ‘performing . . . cell reselection . . . on a cell of a 

non-LTE system” as recited in claim 1.  Id.   We disagree.     

R2-075161 teaches signaling UE specific control information (i.e., 

priorities) in tracking area updates (TAUs) having granularity of the tracking 

area (TA).  Ex. 1005, 1–2 (proposal 1).  It also discloses signaling the UE 

control information in an RRC (radio resource control) release message 

when the UE enters idle mode.  Id. at 2 (proposal 2).  Thus, according to the 

testimony of Dr. Akl, the UE receives priority information (1) upon entering 

idle mode while in a tracking area (via an RRC release message), and 

(2) upon entering a new tracking area while in idle mode (via a TAU 

message).  Ex. 2005 ¶ 52.  R2-075161 also considers whether a UE in idle 

mode should reuse “previously allocated valid UE priorities” when it enters 

a new tracking area in an LTE network.  Ex. 1005, 2.  Two options are 

                                           
5 Patent Owner also argues that Dr. Williams (Petitioner’s expert) agreed that 
a UE discards priorities when it leaves a tracking area.  PO Supp. Reply 4 
(citing Ex. 2017, 33:5–11, 34:3–13).  We disagree.  At the cited passages, 
Dr. Williams simply agreed that when a UE in an LTE network moves 
“from [a] first TA to a second TA, the UE specific priorities . . . would not 
reflect the load of the second TA,” and that the load for a given tracking area 
is “of eNodeBs in which the TA control.”  Ex. 2017, 33:5–11, 34:3–13.     
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considered.  The first is for the UE to receive and use new priorities in the 

TAU message it receives when it enters the new tracking area.  Id. at 1–2 

(proposals 1–2).  The second is for the UE to use the previously received 

priorities “even after a TA update” in order to optimize (i.e., minimize) 

signaling overhead.  Id. at 2.  R2-075161 rejects the second proposal because 

“the load might be different in the new TA, and the priority signaling would 

consume only small overhead.”  Id.   

Thus, contrary to Patent Owner’s contention, R2-075161 discloses 

discarding priority information only when the UE (1) leaves an LTE tracking 

area and enters a new LTE tracking area, where it receives new priority 

information in a TAU message, and (2) establishes an RRC connection and 

is no longer in idle mode.  Id. at 2 (proposals 1–3).  R2-075161 is 

completely silent about whether the UE should discard priority information 

when it leaves the LTE network altogether, e.g., to camp on a non-LTE cell.  

By contrast, R2-080338 expressly teaches that when a UE camps on a non-

LTE cell after having camped on an LTE cell, the UE “remember[s] the 

thresholds and priorities received whilst in E-UTRAN [i.e., the LTE cell],” 

and the UE “stores the parameters received from an E-UTRAN network . . . 

and uses these parameters for the priority algorithm.”  Ex. 1007, 3.   

Accordingly, we find R2-075161 does not “teach away” from 

Petitioner’s proposed combination because R2-075161 does not teach 

discarding UE priority information when a UE leaves an LTE tracking area 

and does not receive new priority information because it camps on a non-

LTE network that does not provide TAUs or priority information in the 

TAUs.         
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c. Whether R2-080338 Teaches Away  
Petitioner and Patent Owner agree that R2-080338 proposes three cell 

reselection algorithms for an LTE-capable UE to use when it camps on a 

non-LTE network after having camped on an LTE network.  See PO Resp. 

24–25; Reply 9–10.  These algorithms are:  (1) use the legacy non-LTE 

algorithm (Option 1); (2) use the LTE priority algorithm with derived 

parameters (Option 2), or (3) use the LTE priority algorithm with the 

parameters received from the previously camped on LTE network 

(Option 3).  PO Resp. 24–25; Reply 9–10; see also Ex. 1007, 2–3 

(scenarios 7 and 8).   

Patent Owner, relying on the testimony of Dr. Akl, argues R2-080338 

teaches the UE should use the legacy algorithm (Option 1) rather than the 

LTE algorithm based on previously received LTE priority information 

(Option 3).  PO Resp. 24 (citing Ex. 2005 ¶¶ 76–82).  Patent Owner argues 

R2-080338 teaches Option 1 is “the safest option,” and Option 3 would 

“introduce some unreliability once the UE reselects within UTRA [a non-

LTE network], as the thresholds maybe [sic] totally different and non-

applicable.”  Id. at 25 (quoting Ex. 1007, 3).  Patent Owner further argues 

R2-080338 rejects Option 3 because the LTE network only provides 

parameters for neighboring cells, and “applying the . . . parameters to 

perform cell reselection within UTRA means that the UE could be applying 

the parameters against totally different cells, i.e., neighbors of the UTRA 

cell that are not neighbors of the original LTE cell.”  Id. at 25–26 (citing 

Ex. 1007, 1; Ex. 2005 ¶ 84).   

In its Reply, Petitioner argues that Patent Owner does not dispute that 

R2-080338’s Option 3 “meets the requirements of obtaining, by a terminal, a 
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dedicated priority list from an LTE system and performing cell reselection 

according to the dedicated priority list when the terminal camps on a cell of 

a non-LTE system.”  Reply 12 (citing PO Resp. 17).  Petitioner further 

argues that R2-080338 expressly teaches doing so “by explaining that 

Option 3 promotes predictability.”  Id. at 15 (citing Ex. 1007, 3; Ex. 1024 

¶ 18).  Petitioner further argues, “[w]hen a reference teaches the alleged 

invention as one alternative but ultimately selects a different alternative, the 

invention does not automatically become non-obvious.”  Id. at 12 (citing In 

re Gurley, 27 F.3d 551, 552–53 (Fed. Cir. 1994)).  Rather, “a person of 

ordinary skill in the art would have considered the benefits and drawbacks of 

Option 3, and would have considered it a useful alternative even though R2-

080338 ultimately recommended Option 1.”  Id. at 14 (citing In re Mouttet, 

686 F.3d 1322, 1331 (Fed. Cir. 2012)).  Regarding potentially inapplicable 

thresholds, Petitioner argues “this drawback could have been easily 

alleviated using a known expiry timer.”  Id. at 13 (citing Ex. 1005, 2; 

Ex. 1024 ¶¶ 13–14).  Moreover, Petitioner argues R2-080338 expressly 

teaches the non-LTE network can broadcast the applicable thresholds, and 

“if the thresholds are broadcast, [and] the priorities are not but the UE has 

received priorities via dedicated signaling (e.g., . . . whilst in E-UTRAN) the 

priorities received via dedicated [signaling] always apply—i.e. the UE 

remembers them.”  Id. at 14 (quoting Ex. 1007, 3).   

Upon consideration of the evidence and arguments summarized 

above, we find that R2-080338 does not teach away from using the LTE cell 

reselection algorithm when a UE is camped on a non-LTE network.  First, 

R2-080338 is prior art for all it discloses.  In re Fritch, 972 F.2d 1260, 1262 

(Fed. Cir. 1992).  We, therefore, consider all of its disclosures, including 
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those “disclosures that diverged and taught away from the invention at hand 

as well as [those] disclosures that pointed towards and taught the invention 

at hand.” Ashland Oil, Inc., 776 F.2d 281, 296 (Fed. Cir. 1985).  Although 

R2-080338 proposes and ultimately recommends using the legacy or non-

LTE cell-reselection algorithm (Option 1), it also expressly teaches using the 

LTE cell-reselection algorithm based on parameters received from the LTE 

network (Option 3).  See Ex. 1007, 2–4 (tables 1, 2).  We weigh the 

conflicting natures of these disclosures for their “power to suggest solutions 

to an artisan of ordinary skill.”  In re Young, 927 F.2d 588, 591 (Fed. Cir. 

1991).  Although R2-080338 ultimately recommends using the legacy or 

non-LTE cell-reselection algorithm (Option 1), it does no more than that—it 

makes a recommendation—not a final decision.  It requests the 3GPP TSG-

RAN working group to make a final decision based on the several options 

proposed, including Options 1 and 3 under Scenarios 7 and 8.  See Ex. 1007, 

4 (“A decision regarding the solution to follow for each of the scenarios 

above will be useful in drafting the CRs [change requests] to the existing 

specifications for [non-LTE UTRAN and GERAN networks] for the 

introduction of inter-working procedures with E-UTRAN [LTE networks].”   

R2-080338’s suggestion that Option 1 may be safer because Option 3 

may introduce some unreliability does not teach away from Option 3.  To 

teach away, a reference must criticize, discredit, or otherwise discourage the 

claimed solution.  In re Fulton, 391 F.3d 1195, 1201 (Fed. Cir. 2004).  

Although R2-080338 recommends Option 1 to the TSG-RAN working 

group, it also requests that group to select which option to use without 

foreclosing the selection of Option 3.  Accordingly, R2-080338 does not 

sufficiently criticize, discredit, or otherwise discourage Option 3, and does 
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not teach away from Option 3.  See In re Gurley, 27 F.3d at 553 (Fed. Cir. 

1994) (“A known or obvious composition does not become patentable 

simply because it has been described as somewhat inferior to some other 

product for the same use.”); see also In re Mouttet, 686 F.3d at 1334 (“[J]ust 

because better alternatives exist in the prior art does not mean that an 

inferior combination is inapt for obviousness purposes.”).   

Moreover, Petitioner’s incorporation of the expiry timer from R2-

075161 into the proposed combination appears to address R2-080338’s 

concern that Option 3 may “introduce some unreliability once the UE 

reselects within UTRA [non-LTE], as the thresholds may [] be totally 

different and non-applicable.”  Ex. 1007, 3.  We acknowledge that R2-

075161 teaches generating the priority information based on cell loads, and 

using the expiry timer to avoid stale, load-based, priority information.  See 

PO Resp. 20–22 (citing Ex. 1005, 2; Ex. 2005 ¶ 50).  However, we agree 

with Petitioner that an ordinarily skilled artisan would have realized the 

expiry timer would also avoid using inapplicable or stale thresholds.  See 

Reply 13 (citing Ex. 1005, 2; Ex. 1024 ¶¶ 13–14).6   

Further, R2-080338 expressly suggests the non-LTE network could 

broadcast thresholds but not priorities, which would alleviate R2-080338’s 

concern about inapplicable thresholds.  Reply, 14 (quoting Ex. 1007, 3).  We 

                                           
6 We note the ’197 patent neither recognizes nor addresses the issue of 
potentially inapplicable thresholds raised in R2-080338.  Its only discussion 
of non-LTE thresholds is that “before the signal quality of the current cell 
decreases to a certain level, the terminal in the cell of the UMTS or GERAN 
[i.e., non-LTE] system may perform cell reselection according to the 
dedicated priority list obtained from the LTE system until the dedicated 
priority list is invalid.”  Ex. 1001, 4:63–67.   
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disagree with Patent Owner’s argument that we cannot consider this 

disclosure because it was not part of Petitioner’s challenge.  PO Sur-Reply, 

3.  Petitioner specifically identified and relied on scenario 8 of R2-080338 in 

the Petition.  See Pet. 31–32, 34–35.  Petitioner’s argument, made in its 

Reply, that scenario 8 contemplates using the LTE cell-reselection algorithm 

based on priority information received from the LTE network and thresholds 

received from the non-LTE network is in direct response to Patent Owner’s 

argument that R2-080338 teaches away from using the LTE cell-reselection 

algorithm because the received thresholds may be inapplicable.  See PO 

Resp. 25–27; Reply 14–15.  Petitioner’s Reply, thus, properly responds to 

arguments made in Patent Owner’s Response.  See 37 C.F.R. § 42.23.   

Finally, we are not persuaded by Patent Owner’s argument that  

R2-080338 rejects Option 3 because the LTE network provides parameters 

only for neighboring cells, and a UE camped on a non-LTE network and 

using previously received LTE priority information “could be applying the 

parameters against totally different cells, i.e., neighbors of the UTRA cell 

that are not neighbors of the original LTE cell.”  PO Resp. 25–26 (citing Ex. 

1007, 1; Ex. 2005 ¶ 84).  R2-075161 specifically states that when running its 

algorithm a UE has “to obtain [an] NCL [Neighbor Cell List] from the 

BCCH [Broadcast Control Channel],” and has “to measure only the 

frequency layers/RATs that are indicated by BCCH from the serving cell.”  

Ex. 1005, 2 (proposal 5).  Moreover, “[t]he priority for cell reselection is still 

based on priority indicated in UE specific control information.”  Id.  Thus, a 

UE camped on a non-LTE cell and using the LTE cell-reselection algorithm 

will only consider its neighboring cells for which LTE priority information 

has been provided, which are the neighboring cells of the LTE cell from 
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which the priority information was received.   

Accordingly, for the reasons discussed above, we find R2-080338 

does not teach away from Petitioner’s proposed combination of R2-075161 

and R2-080338. 

d. Incorporation of Timer from R2-075161 into R2-080338 
Patent Owner, relying on the testimony of Dr. Akl, argues a person 

ordinarily skilled in the art would not have incorporated R2-075161’s expiry 

timer into R2-080338’s Option 3.   PO Resp. 34–35 (citing Ex. 2005 ¶¶ 51–

56, 104–109).  Patent Owner argues “R2-080338 discloses the situation 

where . . . a UE has left its LTE tracking area and is in a non-LTE cell,” and 

R2-075161 teaches that when a UE “leaves its LTE tracking area, it discards 

its priorities because they are irrelevant.”  Id.  Therefore, Patent Owner 

argues, “[t]here would . . . have been no reason or motivation to incorporate 

the timer into R2-080338 because, as taught by R2-075161, doing so would 

not solve any problem or provide any benefit.”  Id. at 35 (citing Ex. 2005 

¶¶ 107–108). 

In Reply, Petitioner argues that Patent Owner “ignores the combined 

teachings of R2-075161 and R2-080338, and in particular the fact that R2-

075161’s expiry timer would be highly relevant and useful in the scenario 

described in Option 3 of R2-080338.”  Reply 20 (citing Ex. 1007, 3; 

Ex. 1024 ¶ 21).  Petitioner argues that under Option 3, “[w]hen the mobile 

device leaves the LTE network and moves to a legacy network, it stores the 

dedicated priority list received from the LTE network,” and, therefore, “the 

load conditions for the cells in that priority list remain highly relevant.”  Id. 

at 21 (citing Ex. 1007, 3; Ex. 1024 ¶¶ 24–25).  Petitioner further argues, a 

skilled artisan “would have known that these load conditions are temporal, 
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and therefore would have been motivated to apply an expiry timer to the 

priorities so that they can be discarded before they become stale.”  Id. (citing 

Ex. 1005, 2; Ex. 1024 ¶ 25).   

We agree with Petitioner that a person ordinarily skilled in the art 

would have been motivated to incorporate and apply R2-075161’s expiry 

timer under Option 3 of R2-080338.  First, Patent Owner’s argument against 

the combination relies on its previous argument that R2-075161 teaches 

discarding priority information whenever the UE leaves an LTE tracking 

area, regardless of whether the UE receives newer priority information.  We 

disagree that R2-075161 teaches discarding priority information when a UE 

leaves an LTE tracking area and does not receive newer priority information 

because it has camped on a non-LTE cell that does not send priority 

information in TAU messages.  See § II.F.a(2), supra.  Indeed, R2-080338 

expressly teaches that a UE that camps on a non-LTE cell “stores the 

parameters received from an E-UTRAN [LTE] network . . . [and] uses these 

parameters for the priority algorithm.”  Ex. 1007, 2–3.  Moreover, R2-

075161 expressly teaches the LTE priority algorithm parameters can include 

an expiry timer.  Ex. 1005, 2 (“An expiry timer can be signaled optionally as 

part of the UE specific control information.”).  Thus, a person skilled in the 

art would have been motivated to keep the expiry timer received from the 

LTE network when camped on a non-LTE network for the same reasons 

disclosed in R2-075161, namely, because the priority information eventually 

will become stale.  Ex. 1005, 2. 

Accordingly, for the reasons discussed above, we find a person skilled 

in the art would have been motivated to incorporate R2-075161’s expiry 

timer into the R2-080338 priority algorithm used in Option 3. 
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e. Sufficiency of Petitioner’s Reason to Combine  
R2-075161 and R2-080338 

Patent Owner argues Petitioner has not sufficiently shown motivation 

to combine R2-075161 and R2-080338, or shown the combination to be no 

more than a simple substitution of one known element for another that 

would predictably improve similar devices in the same way.  PO Resp. 42–

43 (citing KSR Int’l Co. v. Teleflex, Inc., 550 U.S. 398, 417 (2007)).  Patent 

Owner argues Petitioner has advanced “no evidence that a skilled artisan 

would have recognized that R2-075161’s UE specific control information 

and timer could apply outside of their LTE context.”  Id. at 44.  Relying on 

its previous arguments that both R2-075161 and R2-080338 teach away 

from Petitioner’s proposed combination, Patent Owner argues this is 

objective evidence “that the claimed invention was more than a simple 

substitution of features from R2-075161 into R2-080338.”  Id. at 45.  Patent 

Owner further argues that R2-083298, submitted to 3GPP after the priority 

date of the ’197 patent, is further objective evidence that a skilled artisan 

would not have recognized that “use of an LTE-obtained timer would 

improve cell reselection in a non-LTE cell ‘in the same way’ as in LTE.”  Id. 

at 45–46.   

We do not find Patent Owner’s arguments persuasive.  First, 

Petitioner combines the teachings of R2-075161 into R2-080338 because 

R2-080338 expressly suggests doing so.  In particular, Petitioner explains: 

R2-080338 explains that the terminal needs to 
receive priority parameters, but they are not 
communicated by the UTRAN (UMTS) or 
GERAN (GSM) networks (i.e., non-LTE 
networks).  Id.  Instead, R2- 080338 describes the 
terminal receiving and storing the information 
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from the EUTRAN network (i.e., an LTE 
network).  Id.; Ex. 1003 at ¶100.  Therefore, these 
scenarios disclose a UE obtaining priorities from 
the LTE network, and then using them for cell 
reselection while on a non-LTE network, such as 
UTRAN (UMTS) and GERAN (GSM).  Ex. 1003 
at ¶100. 

Pet. 32 (citing Ex. 1007, 3).  Thus, R2-080338 expressly suggests using the 

LTE cell-reselection algorithm using the parameters received from the LTE 

network.  Ex. 1007, 3.  R2-075161 teaches these parameters include load-

based priorities and an expiry timer.  Ex. 1005, 2.  Express suggestion in the 

prior art is a sufficient reason to combine the teachings of two references.  

See In re Rouffet, 149 F.3d 1350, 1357 (Fed. Cir. 1998) (“This court has 

identified three possible sources for a motivation to combine references:  the 

nature of the problem to be solved, the teachings of the prior art, and the 

knowledge of persons of ordinary skill in the art.”).     

Second, for the reasons discussed in §§ II.F.a(2)–(3), supra, we are 

not persuaded by Patent Owner’s arguments that a person skilled in the art 

would not have combined the teachings of R2-075161 and R2-080338 

because these references teach away from the combination.  

Third, we are not persuaded by Patent Owner’s argument that R2-

083298 (Exhibit 2008) demonstrates that persons skilled in the art “did not 

recognize that use of a LTE-based timer would improve cell reselection in a 

non-LTE cell ‘in the same way’ as in LTE.”  PO Resp. 45–46.  First, R2-

083298 actually supports Petitioner’s argument that persons skilled in the art 

would have applied the LTE reselection algorithm in non-LTE networks as 

suggested in R2-080338.  See Ex. 2008, 1 (“This document gives an 

overview of issues related to the introduction of UTRA-LTE reselection in 
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25.331.”); see also id. at 3 (“I thought we have agreed in RAN#62 to use the 

priority scheme also for UTRAN [non-LTE] inter-frequency reselection.”).  

Second, R2-083298 does not teach that there is no need for the LTE expiry 

timer, or that the timer would not improve cell reselection when a non-LTE 

cell runs the LTE priority algorithm.  Rather, it requests a discussion of that 

issue.  Id. at 2 (“Is a dedicated priority validity timer required also for UTRA 

[non-LTE]?”); see also id. at 3 (“I am not sure whether we have discussed 

having a ‘validity timer’ the same as we have in E-UTRAN [LTE].”).   

Accordingly, for the reasons discussed above, we find Petitioner has 

demonstrated that a person skilled in the art would have had a reason to 

combine the teachings of R2-075161 and R2-080338 in the manner 

suggested because R2-080338 expressly suggests the combination.  R2-

075161 teaches a UE receives a list of frequency layers/RATs with specific 

cell reselection priorities and an expiry timer that determines when to 

discard the received list when the UE camps on an LTE network.  Ex. 1005, 

2–3.  R2-080338 teaches a UE can store the cell reselection parameters it 

previously received from an LTE network, and use these parameters in a cell 

reselection algorithm when it camps on a non-LTE network.  Ex. 1007, 3 

(Scenario 7, Option 3).  Petitioner proposes using the timer and priority list 

received from an LTE network (as taught by R2-075161), as the stored 

parameters used for cell reselection when the UE is camped on a non-LTE 

network (as taught by R2-080338).  See Pet. 26–27 (citing Ex. 1003 ¶¶ 223–

227).   

f. Conclusions re the Patentability of Claim 1 
For the reasons discussed above, having considered the evidence and 

arguments presented by Petitioner and Patent Owner, we find that Petitioner 
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has demonstrated that the combination of R2-075161 and R2-080338 

teaches each of the limitations required by claim 1.  We further find that 

Petitioner has demonstrated that a person of ordinary skill in the art at the 

time of the invention would have had a reason to combine the teachings of 

R2-075161 and R2-080338 in the manner proposed by Petitioner.  

Accordingly, we find Petitioner has demonstrated, by a preponderance of 

evidence, that claim 1 is unpatentable over the combination of R2-075161 

and R2-080338.  

2. Claim 2 
Claim 2 depends from claim 1, and requires the terminal to perform 

cell reselection according to a public priority list, a measured cell signal 

quality, or by searching for an LTE cell when the terminal is camped on a 

non-LTE cell and has an invalid dedicated priority list due to expiration of 

the valid time.  Ex. 1001, 12:1–9.   

Petitioner argues that because the cell reselection options are 

presented in a disjunctive list, “only one of [these] three options needs to be 

shown for the claim to be rendered invalid.”  Pet. 37.  Petitioner argues the 

combination of R2-075161 and R2-080338 teaches performing cell 

reselection when camped on a non-LTE cell according to two of the claimed 

options when the valid time expires:  a public priority list and searching for 

an LTE cell.  Id. at 37–40.   

First, Petitioner argues R2-075161 teaches a UE can receive both a 

dedicated priority list and a public priority list, and should discard the 

dedicated priority list only and perform normal cell reselection upon 

expiration of the expiry timer.  Pet. 37–39.  In particular, Petitioner argues 

that R2-075161 teaches setting “priorities that apply commonly to all the 
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UEs by BCCH,” and that these common priorities are public priorities 

because the broadcast control channel (BCCH) is intended for any UE 

communicating with the network.  Id. at 38 (quoting Ex. 1005, 2, 3; citing 

Ex. 1003 ¶ 110).  Petitioner argues that once the UE discards the dedicated 

priority list, “if the normal cell reselection procedure is to proceed with a 

priority list, the only remaining priority list is the common (public) priority 

list,” and the UE will use the common priority list.  Id. at 39 (citing 

Ex. 1005, 2; Ex. 1003 ¶ 112).   

Second, Petitioner argues R2-075161 also teaches searching for an 

LTE cell when the valid time expires.  Pet. 40.  In particular, Petitioner 

argues that a common priority broadcast over BCCH may be “a policy to 

camp all of the UEs in UTRAN (or LTE).”  Id. (quoting Ex. 1005, 2) 

(emphasis omitted).  Petitioner argues that when that common priority “is set 

as the normal cell reselection procedure, then, when the priority list expires, 

the UE would search for a cell of the LTE system.”  Id. (citing Ex. 1003 

¶ 114).     

Lastly, Petitioner argues a person ordinarily skilled in the art would 

have combined these teachings of R2-075161 with the teachings from R2-

080338 that a UE should use the stored LTE parameters (dedicated priority 

list, public priority list, and expiry timer) and LTE cell reselection algorithm 

when camping on a non-LTE network.  Id. at 27, 40.     

Patent Owner argues that Petitioner has failed to show that it would 

have been obvious to use R2-075161’s common priority list in R2-080338 

because Petitioner has not “argue[d], explain[ed], or attempt[ed] to justify 

the obviousness of modifying the UEs functionality as disclosed in R2-

080338 once it receives the [priority] information” from the LTE network.  



IPR2017-01471 
Patent 8,412,197 B2 
 

39 

PO Resp. 52.  Patent Owner argues that, even if R2-080338 teaches using 

the UE specific control information of R2-075161 until the expiry timer 

expires, “R2-080338 includes no disclosure of what to do afterwards, and 

Petitioner has not alleged the obviousness of using a public priority list as 

claimed.”  Id.  Patent Owner further argues that R2-075161 teaches using the 

“normal cell reselection” procedure once the expiry timer expires, and the 

“normal cell reselection” procedure in both LTE cells (prior to introduction 

of the priority algorithm) and non-LTE cells requires measuring a cascading 

series of thresholds.  Id. at 53–54 (citing Ex. 1005, 2; Ex. 2005 ¶¶ 62, 75; 

Ex. 2007, 19–20).   

We find Petitioner’s arguments persuasive, and disagree with Patent 

Owner’s arguments to the contrary.  R2-075161 is a study of LTE’s priority-

based cell reselection algorithm, and discusses whether the cell reselection 

priorities should be absolute or offset based.  Id. at 1.  R2-075161 teaches 

the algorithm should be based on absolute priorities (proposal 1), include UE 

specific control information created by an eNB and signaled to a UE in an 

RRC release or TAU message (proposal 2), and that “the UE shall discard 

the specific control information and continue with the normal cell 

reselection procedure” upon expiration of a timer (proposal 4).  Id. at 2.  R2-

075161 also teaches providing the UE with common priorities signaled in 

the BCCH or broadcast control channel (proposal 6).  Id. at 2–3.  The UE 

does not discard common priorities upon expiration of the timer.  Id. at 2 

(proposal 4).  Thus, R2-075161 teaches that when the UE discards specific 

control information, normal cell reselection proceeds using the common 

priority information.   

R2-075161 gives an example of doing this.  It teaches that it is 
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“possible to set priorities that apply commonly to all the UEs by BCCH” and 

that when both “common and UE specific priorities are present, the UE 

specific priorities should be [respected].”  Id. at 2–3 (proposal 6).  The UE 

discards the specific or dedicated priorities after the expiry timer expires.  Id. 

at 2 (proposal 4).  Thus, the UE would use the common priorities to “camp 

all the UEs in UTRAN (or LTE).”  Id. at 2 (proposal 6).   

R2-080338 is a request for “feedback on the usages of the [LTE] 

priorities algorithm for inter-RAT reselection also in [non-LTE camping] 

scenarios, as long as the relevant information is provided to the UE.”  

Ex. 1007, 1.  R2-080338 teaches that a UE camped on a non-LTE network 

that supports the LTE priority cell reselection algorithm “stores the 

parameters received from an E-UTRAN [LTE] network . . . and uses these 

parameters for the priority algorithm.”  Id. at 3.  The stored parameters 

include the “priorities received whilst in E-UTRAN [LTE].”  Id. at 3.  Thus, 

R2-080338 teaches running the entire LTE priority algorithm, including by 

using the common and dedicated priority lists discussed above.   

Regarding what constitutes “normal cell reselection” algorithms, we 

disagree with Patent Owner’s contention that such algorithms are limited to 

measuring a cascading series of thresholds.  See PO Resp. 53–54 (citing 

Ex. 2007, 19–20).  First, TS 25.304 discloses that a normally camped UE 

shall “execute the cell reselection evaluation process” whenever 

“information on the BCCH used for the cell reselection evaluation procedure 

has been modified.”  Ex. 2007, 19.  As noted above, R2-075161 teaches 

sending a common priority list to the UEs via BCCH.  Ex. 1005, 2.   

Moreover, in addition to the cell reselection algorithm cited by Patent 

Owner, which only applies “when HCS is not used,” TS 25.304 discloses a 
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different algorithm that applies when HCS (hierarchical cell structure) is 

used.  Ex. 2007, 20–21.  When HCS is used, the cell reselection algorithm 

involves measuring, depending on certain conditions, (a) all intra-frequency 

or inter-frequency cells, (b) all intra-frequency or inter-frequency cells [that] 

have higher HCS priority than the serving cell, or (c) all intra-frequency or 

inter-frequency cells [that] having equal or higher priority than the service 

cell.  Id. at 21; see also id. at 23 (“The quality level threshold criterion H for 

hierarchical cell structures is used to determine whether prioritised [sic] 

ranking according to hierarchical cell re-selection rules shall apply.”);  see 

also id. at 25 (“If HCS is used in the serving cell the UE shall perform 

ranking of all cells” that fulfill certain criteria, including “all measured cells 

that have the highest HCS_PRIO among those cells that fulfil [sic] the 

criterion H >=0,” and “all measured cells, not considering HCS priority 

levels, if no cell[s] fulfil [sic] the criterion H >=0.”).  HCS_PRIO is a cell 

reselection parameter that is “broadcast in system information,” and that 

“specifies the HCS priority level (0–7) for [the] serving cell and neighboring 

cells.”  Id. at 27–28.  The HCS cell reselection algorithm uses HCS_PRIO to 

calculate the value H discussed above, and uses H to prioritize cells for 

reselection.  Id. at 23–25. 

Moreover, TS 25.304 further teaches that both the non-HCS and HCS 

cell reselection algorithms prioritize cell reselection based on the presence of 

a multimedia broadcast multicast service (MBMS).  Id. at 20–21.  In 

particular, the non-HCS algorithm prioritizes cells by selectively choosing 

which cells to measure depending on whether MBMS is present.  Id. at 20 

(disclosing different conditions under which the UE can choose, not choose, 

or must choose cells on which to perform inter-frequency measurements 



IPR2017-01471 
Patent 8,412,197 B2 
 

42 

based on whether MBMS is present).  The HCS algorithm also prioritizes 

cells by changing the priority of measured cells depending on whether 

MBMS is present.  Id. at 21 (disclosing different priorities for cell rankings 

based on whether MBMS is present).  R2-075161 teaches its “priority 

approach is likely to harmonize well with CSG and MBMS prioritization.”  

Ex. 1005, 1.  Thus, R2-075161 teaches its priority algorithm is compatible 

with the priority based HCS and MBMS algorithms taught in TS 25.304. 

Accordingly, for the reasons discussed above, having considered the 

evidence and arguments presented by Petitioner and Patent Owner, we find 

Petitioner has demonstrated by a preponderance of evidence that the 

combination of R2-075161 and R2-080338 teaches each of the limitations 

required by claim 2, and that claim 2 is unpatentable.    

3. Claim 5 
Claim 5 depends from claim 1, and requires the dedicated priority list 

and the valid time for the dedicated priority list to be carried in a dedicated 

signal.  Ex. 1001, 12:34–36. 

Petitioner demonstrates how the combination of R2-075161 and R2-

080338 teaches this limitation.  Pet. 41–43.  R2-075161 teaches the eNB 

sends the UE specific control information (i.e., a dedicated priority list) in an 

RRC release message (dedicated signal).  Id. at 41 (quoting Ex. 1005, 2).  

Petitioner further demonstrates R2-075161 sends the expiry timer (i.e., a 

valid time) as part of the UE specific control information.  Id. at 42 (quoting 

Ex. 1005, 2).  According to the testimony of Dr. Williams, an RRC (Radio 

Resource Control) release message is a message sent from an eNB to a 

particular UE, and is therefore a dedicated signal.  Id. at 41–42 (citing 

Ex. 1003 ¶¶ 116–118).  Patent Owner does not specifically contest 
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Petitioner’s argument that the combination of R2-075161 and R2-080338 

teaches the limitations of claim 5.  PO Resp. 56. 

Accordingly, for the reasons discussed above, having considered the 

evidence and arguments presented by Petitioner and Patent Owner, we find 

Petitioner has demonstrated by a preponderance of evidence that the 

combination of R2-075161 and R2-080338 teaches each of the limitations 

required by claim 5, and that claim 5 is unpatentable.    

4. Claim 6 
Claim 6 depends from claim 1, and requires the dedicated priority list 

to comprise one of the following:  a priority level of a frequency or a RAT; 

priority levels of the frequency of the serving cell, adjacent frequencies of 

the serving cell, and frequencies of the neighboring systems; or priority 

levels assigned for each frequency or frequency band of a neighboring 

system.  Ex. 1001, 12:37–45. 

Petitioner argues that because the dedicated priority list “comprises 

one of the following,” the list only needs to include one of the options 

presented.  Pet. 43.  Petitioner then demonstrates how the combination of 

R2-075161 and R2-080338 teaches a dedicated priority list comprising a 

priority level of a frequency or a RAT.  Id. at 43–44.  In particular, Petitioner 

demonstrates that R2-075161 teaches the UE specific control information 

includes “a list of frequency layers/RATs that the UE should handle with 

specific priorities.”  Id. at 44 (quoting Ex. 1005, 2).  According to the 

testimony of Dr. Williams, this passage of R2-075161 describes “a priority 

list that identifies the frequencies of the different RATs, in order of the 

priority the UE should choose when it is reselecting a cell.”  Id. (citing 

Ex. 1003 ¶ 121).  Patent Owner does not specifically contest Petitioner’s 
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argument that the combination of R2-075161 and R2-080338 teaches the 

limitations of claim 6.  PO Resp. 56. 

Accordingly, for the reasons discussed above, having considered the 

evidence and arguments presented by Petitioner and Patent Owner, we find 

Petitioner has demonstrated by a preponderance of evidence that the 

combination of R2-075161 and R2-080338 teaches each of the limitations 

required by claim 6, and that claim 6 is unpatentable.    

5. Claim 13 
Claim 13 depends from claim 2, and requires the terminal to obtain 

the public priority list from one of the LTE network and the non-LTE 

network.  Ex. 1001, 13:26–28. 

Petitioner demonstrates how the combination of R2-075161 and R2-

080338 teaches this limitation.  Pet. 44–45.  In particular, Petitioner 

demonstrates that R2-075161 is a proposal for a UE camping on an LTE 

system, and teaches the UE receives a public priority list from the LTE 

system.  Id. at 45 (citing Ex. 1005 § 2; Ex. 1003 ¶¶ 110–111).  Patent Owner 

does not specifically contest Petitioner’s argument that the combination of 

R2-075161 and R2-080338 teaches the limitations of claim 13.  PO Resp. 

56. 

Accordingly, for the reasons discussed above, having considered the 

evidence and arguments presented by Petitioner and Patent Owner, we find 

Petitioner has demonstrated by a preponderance of evidence that the 

combination of R2-075161 and R2-080338 teaches each of the limitations 

required by claim 13, and that claim 13 is unpatentable.  

G. Patentability of claims 7–9, 14 and 15 
Petitioner argues claims 7–9, 14, and 15 are unpatentable as obvious 
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over R2-075161 and R2-080338, and as obvious over R2-075161, R2-

080338, and Eerolainen.  See Pet. 45–63.   

 “[I]n an inter partes review the petitioner is master of its complaint 

and normally entitled to judgment on all of the claims it raises.”  SAS, 138 

S. Ct. at 1355.  Moreover, “the Board must address every claim the petitioner 

has challenged.”  Id. at 1351.  Addressing the merits of Petitioner’s 

challenge of claims 7–9, 14, and 15 requires “construing the claim[s], a 

question of law for the court, followed by . . . a comparison of the construed 

claim[s] to the prior art.”  Key Pharms. Inc. v. Hercon Labs. Corp., 161 F.3d 

709, 714 (Fed. Cir. 1998); see also Markman v. Westview Instruments, Inc., 

517 U.S. 370, 391 (1996) (claim construction “is an issue for the judge”).  

However, in an inter partes review, Petitioner may not challenge claims as 

indefinite under 35 U.S.C. § 112 ¶ 2.  See 35 U.S.C. § 311(b).    

As discussed in § II.B.2, supra, claims 7–9, 14, and 15 include an 

“obtaining unit” limitation written in means-plus-function format.  Ex. 1001, 

12:47–49, 12:65, 13:1, 13:29, 14:3; see also 35 U.S.C. § 112, ¶ 6.  To 

address Petitioner’s challenge of these claims on the merits, we must first 

construe the “obtaining unit” limitation by identifying the structures, 

materials, and acts disclosed in the ’197 patent for “obtain[ing] a dedicated 

priority list and a valid time . . . from a Long Term Evolution (LTE) 

system.”  See 35 U.S.C. § 112 ¶ 6; see also Markman, 517 U.S. at 391 

(claim construction “is an issue for the judge”).  Petitioner has failed to 

identify in its Petition the structures, materials, and acts disclosed in the ’197 

patent for performing the functions of the “first obtaining unit.”  See 37 

C.F.R. § 42.104(b)(3).  Additionally, after independent review, we do not 

find any description in the ’197 patent of a structure that is linked to the 
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functions performed by the “obtaining unit.”  See Braun Medical, Inc. v. 

Abbot Laboratories, 124 F.3d 1419, 1424 (Fed. Cir. 1997) (finding a 

disclosed structure is “corresponding” structure only “if the specification or 

prosecution history clearly links or associates that structure to the function 

recited in the claim”). 

A claim limitation written in means-plus-function format must be 

supported by corresponding structure in the Specification that performs the 

functions recited in the claim limitation.  See Williamson, 792 F.3d 1351–52; 

see also In re Donaldson Co., Inc., 16 F.3d 1189, 1195 (Fed. Cir. 1994) (en 

banc).  For computer-implemented limitations, the corresponding structure 

must include an algorithm needed to transform any disclosed general-

purpose computer into a special-purpose computer programmed to perform 

the recited functions.  See Williamson, 792 F.3d at 1352; see also Aristocrat 

Techs. Australia Pty Ltd. v. Int’l Game Tech., 521 F.3d 1328, 1333, 1338 

(Fed. Cir. 2008).  The algorithm may be described in prose, as a formula, as 

a flow chart, or “in any other manner that provides sufficient structure.”  

Finisar Corp. v. DirecTV Group, Inc., 523 F.3d 1323, 1340 (Fed. Cir. 2008).  

However, mere reference to a general-purpose computer without description 

of the algorithm executed by that computer, or to software without 

description of the algorithm needed to accomplish the software function, is 

inadequate disclosure.  Williamson, 792 F.3d at 1352; Finisar, 523 F.3d at 

1340–41.  Likewise, simply disclosing the claimed function does not 

constitute adequate disclosure of the structure needed to perform that 

function.  Blackboard, Inc. v. Desire2Learn, Inc., 574 F.3d 1371, 1384 (Fed. 

Cir. 2009).   



IPR2017-01471 
Patent 8,412,197 B2 
 

47 

Patent Owner alleges the ’197 patent discloses and links several 

structures to the functions performed by the “obtaining unit.”  See PO Supp. 

Resp. 8, n.1 (citing Ex. 1001, 2:10–18, 2:39–40, 10:21–51, 11:28–42, Fig. 

3).  We disagree.  At column 2, lines 10–18, the ’197 patent merely repeats 

the function performed by the “first obtaining unit,” i.e., “to obtain a 

dedicated priority list and a valid time . . . from a first system,” without 

describing a structure to perform those functions.  At column 2, lines 39–40, 

the ’197 patent merely identifies Figure 3 as a schematic illustration of a 

user terminal.  Figure 3 itself, however, simply shows first obtaining unit 61 

as a black box without cognizable structure.  At column 10, lines 21–51, the 

’197 patent describes the user terminal shown in Figure 3, including “a 

second obtaining unit” that performs the same functions as the “first 

obtaining unit.”  However, this passage fails to describe any structure in the 

first or second “obtaining unit” that performs the functions of an “obtaining 

unit.”  Finally, at column 11, lines 28–42, the ’197 patent states “the present 

invention may be implemented by means of software and a necessary 

general-purpose hardware platform,” or alternatively “may be implemented 

in hardware.”  However, this too not only fails to describe any specific 

hardware or software that performs the specific functions of the “obtaining 

unit,” but also fails to link any hardware or software to those specific 

functions.   

For the reasons discussed above, the passages of the ’197 patent cited 

by Patent Owner fail to describe and link any particular structure (e.g., 

hardware or a software algorithm executed by a general-purpose processor) 

to the functions performed by the “obtaining unit.”  Moreover, as discussed 

above, Petitioner does not identify, and our independent review of the ’197 
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patent does not find, any disclosure that links any particular structure to the 

performance of the functions recited in the “obtaining unit” limitation.  

Therefore, we are unable to construe the meaning of the “obtaining unit” 

limitation recited in claims 7–9, 14, and 15, are unable to determine whether 

the R2-075161 and R2-080338 combination teaches the same or equivalent 

structures for performing the recited functions, and are unable to determine 

whether the R2-075161, R2-080338, and Eerolainen combination teaches 

the same or equivalent structures.   

Accordingly, for these reasons, Petitioner has failed to demonstrate by 

a preponderance of evidence that claims 7–9, 14, and 15 are unpatentable as 

obvious over the combination of R2-075161 and R2-080338.  For the same 

reasons, Petitioner has failed to demonstrate by a preponderance of evidence 

that claims 7–9, 14, and 15 are unpatentable as obvious over the 

combination of R2-075161, R2-080338, and Eerolainen.       

III. CONCLUSION 

We have reviewed the Petition, Patent Owner’s Response and 

Supplemental Response, Petitioner’s Reply, and Patent Owner’s Sur-Reply.  

We have considered all of the arguments made by Petitioner and Patent 

Owner, as well as all of the evidence for and against obviousness.  We have 

weighed and assessed the entirety of this evidence as a whole.   

For the reasons discussed in § II.F, supra, Petitioner has demonstrated 

by a preponderance of evidence that claims 1, 2, 5, 6, and 13 of the ’197 

patent are unpatentable as obvious over R2-075161 and R2-080338.  For the 

reasons discussed in §§ II.B.2 and II.G, supra, we are unable to construe the 

“first obtaining unit” recited in claims 7–9, 14, and 15, and are unable to 

analyze the merits of Petitioner’s challenge of these claims.  Accordingly, 
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for these reasons, Petitioner has failed to demonstrate by a preponderance of 

evidence that claims 7–9, 14, and 15 are unpatentable as obvious over the 

combination of R2-075161 and R2-080338, or over the combination of R2-

075161, R2-080338, and Eerolainen. 

IV. ORDER 

It is hereby: 

ORDERED that claims 1, 2, 5, 6, and 13 of the ’197 patent are 

unpatentable;  

FURTHER ORDERED that claims 7–9, 14, and 15 have not been 

shown to be unpatentable over R2-075161 and R2-080338;  

FURTHER ORDERED that claims 7–9, 14, and 15 have not been 

shown to be unpatentable over R2-075161, R2-080338, and Eerolainen;   

FURTHER ORDERED that Patent Owner’s Motion to Exclude 

(Paper 38) is denied; and 

FURTHER ORDERED that, because this is a Final Written Decision, 

a party to this proceeding seeking judicial review of the decision must 

comply with the notice and service requirements of 37 C.F.R. § 90.2.  
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