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Director of the United States Patent and Trademark Office 
c/o Office of the General Counsel 
P.O. Box 1450 
Alexandria, VA 22314-5793 
 
 
 Pursuant to 35 U.S.C. §§ 141-44 and 319, and 37 C.F.R. § 90.2-90.3, notice 

is hereby given that Petitioner Becton, Dickinson and Company appeals to the 

United States Court of Appeals for the Federal Circuit from the Final Written 

Decision entered December 12, 2018 (Paper 70) in IPR2017-01590 (Exhibit A), 

and all prior and interlocutory rulings related thereto or subsumed therein. 

 In accordance with 37 C.F.R. § 90.2(a)(3)(ii), Petitioner further indicates 

that the issues on appeal include, but are not limited to, whether the Patent Trial 

and Appeal Board erred in its claim construction of the term “safety device” as 

recited in U.S. Patent No. 9,370,641 and/or in Patent Owner’s proposed substitute 

claims; whether the Patent Trial and Appeal Board erred in determining that 

Petitioner has not shown by a preponderance of the evidence that claims 15, 17, 18, 

20, and 22 of U.S. Patent No. 9,370,641 are unpatentable under 35 U.S.C. § 103 

over the combination of Woehr and Callaway; whether the Patent Trial and Appeal 

Board erred in determining that Petitioner has not shown by a preponderance of the 

evidence that proposed substitute and amended claims of U.S. Patent No. 

9,370,641 fail to satisfy the written description and enablement requirements of 35 

U.S.C. § 112; whether the Patent Trial and Appeal Board erred in determining that 
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Patent Owner’s proposed substitute claims meet the statutory requirements of 35 

U.S.C. § 316(d) and the procedural requirements of 37 C.F.R. § 42.121; whether 

the Patent Trial and Appeal Board erred in determining that Petitioner has not 

shown by a preponderance of the evidence that proposed amended claim 31 

unpatentable over the combination of Woehr, Villa, and Nakajima; whether the 

Patent Trial and Appeal Board erred in granting Patent Owner’s Motion to Amend 

with respect to proposed substitute claims 32 and 33; whether the Patent Trial and 

Appeal Board erred in granting Patent Owner’s Motion to Amend with respect to 

proposed amendments to claims 20, 21, and 23; whether the Patent Trial and 

Appeal Board erred in granting Owner’s Motion to Amend with respect to claims 

19, 22, and 24, whereby claims 19, 22, and 24 only depend from claim 32; and any 

finding or determination supporting or related to those issues, as well as all other 

issues decided adversely to Petitioner in the Final Written Decision and any prior 

and interlocutory orders, decisions, rulings, and opinions. 

 Pursuant to 37 C.F.R. § 90.3, this Notice of Appeal is timely, having been 

duly filed within 63 days after the date of the Final Written Decision. 

Pursuant to 35 U.S.C. § 142 and 37 C.F.R. § 90.2(a), a copy of this Notice of 

Appeal is being filed simultaneously with the Patent Trial and Appeal Board, the 

Clerk’s Office for the United States Court of Appeals for the Federal Circuit, and 

the Director of the Patent and Trademark Office. 
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Dated:  February 8, 2019  

Respectfully submitted, 
 

_/Heather M. Petruzzi/______________ 
Heather M. Petruzzi 
Registration No. 71,270 
Wilmer Cutler Pickering Hale and Dorr LLP 
1875 Pennsylvania Ave., NW 
Washington, DC 20006 
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CERTIFICATE OF SERVICE 

 Pursuant to 37 C.F.R. §§ 90.2(a)(1) and 104.2(a), I hereby certify that, in addition 

to being filed electronically through the Patent Trial and Appeal Board’s End to End 

(PTAB E2E), a true and correct original version of the foregoing PETITIONER’S 

NOTICE OF APPEAL is being filed by Express Mail (Express Mail Label EK 

703738766 US) on this 8th day of February 2019, with the Director of the United States 

Patent and Trademark Office, at the following address: 

Director of the United States Patent and Trademark Office 
c/o Office of the General Counsel 
United States Patent and Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 
 

 
Pursuant to 37 C.F.R. § 90.2(a)(2) and Federal Circuit Rule 15(a)(1), and Rule 

52(a), (e), I hereby certify that a true and correct copy of the foregoing PETITIONER’S 

NOTICE OF APPEAL is being filed in the United States Court of Appeals for the 

Federal Circuit using the Court’s CM/ECF filing system on this day, February 8, 2019, 

and the filing fee is being paid electronically using pay.gov. 

 I hereby certify that on February 8, 2019 I caused a true and correct copy of the 

PETITIONER’S NOTICE OF APPEAL to be served via e-mail on the following 

attorneys of record: 
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Lead Counsel:  Barry J. Schindler; SchindlerB@gtlaw.com 
Back-up Counsel: Heath J. Briggs; BriggsH@gtlaw.com 
Back-up Counsel:  Julie P. Bookbinder; Bookbinderj@gtlaw.com 
Back-up Counsel:  Joshua L. Raskin; RaskinJ@gtlaw.com 
Email Address: Braun-iprs@gtlaw.com 

 

/Natalie Pous/ 
Natalie Pous 
Reg. No. 62,191 



 
 
 

EXHIBIT A 
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Administrative Patent Judges. 

Administrative Patent Judge 

Administrative Patent Judge. 

35 U.S.C. § 318(a) and 37 C.F.R. § 42.73 

37 C.F.R. § 42.121 



NON-PUBLIC VERSION - BOARD AND PARTIES ONLY 

inter partes

inter partes
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A. Related Proceedings 

B. Braun 

Melsungen AG et al. v. Becton, Dickinson & Co. et al.

inter partes

Id. inter partes

inter

partes
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B. The ’641 Patent (Ex. 1001) 

Id.

See id. 



NON-PUBLIC VERSION - BOARD AND PARTIES ONLY 

third housing 204

Id.

Id.

Id.

See id.

Id.
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Id.

See id.

Id.

Id.

Id.

C. Illustrative Claim 

Id.
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a safety device for covering the needle tip comprising a tip 
protector housing having a housing section positioned 
proximally of a proximal end of the catheter hub

Id.

D. References Relied Upon 
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E. Alleged Grounds of Unpatentability  

A. Claim Construction 

Cuozzo Speed Techs., LLC v. Lee

See

Id
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In re Translogic Tech., Inc.

Id.

See

a user from id.

1. “safety device” 
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Williamson v. Citrix Online, LLC

id.

Id.

Id.
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Inventio AG 

v. ThyssenKrupp Elevator Am. Corp

see also Williamson, LLC

a user from

See id.

greater worker safety



NON-PUBLIC VERSION - BOARD AND PARTIES ONLY 

2. Other Claim Terms 

See Wellman, Inc. v. Eastman Chem. Co.

B. Principles of Law 

See
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KSR Int’l Co. v. Teleflex Inc.

Graham v. John Deere Co.

KSR

Id.

could would

See Personal Web Techs., LLC v. Apple, Inc.

In re Wesslau
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inter partes

Harmonic Inc. v. Avid Tech., Inc.

Dynamic Drinkware, 

LLC v. Nat’l Graphics, Inc.

C. Level of Ordinary Skill in the Art 

See generally see also generally

D.  Woehr and Callaway 
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1. Woehr (Exs. 1003, 1005)4

Id.

Id.

See id.

Id.

See supra
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Id.

See id.

Id.

Id.

Id.
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Id.

Id.

See id.

2. Callaway (Ex. 1004) 

at least three 

embodiments see id.

see

id. see also id.

see id. see also id.
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first embodiment

Id.

Id.

Id.

Id.

id.
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Id.

Id.

Id.

prevents unintentional separation Id.

second embodiment
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Id. see also



NON-PUBLIC VERSION - BOARD AND PARTIES ONLY 

The clip and hub (21) protect users from the sharp tip of the 
needle (10). In one version, the needle (10) and attached clip 
could be withdrawn from the hub (21).  In the preferred version, 
the inner catheter (20), its hub (21) and the needle (10) remain 
attached together and are discarded together in a safe manner.

and

attached clip 

does not reference a safety clip

Id.

third embodiment

Id.

Critikon version See
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Id.

Id.

Id.

Id.

Id.

Id.

Id.
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Id.

Id.

Id.
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See id. see also

Id.

Id.

3. Petitioner’s Challenge
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See

id.

Id.

id.
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Id.

id.

Id.
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id.

Id.

id.

See id.

Woehr does not disclose

Id
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id.

Id.

Id.
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based on the known technique 
disclosed in Callaway to improve a similar catheter insertion 
device

Id.

4. Patent Owner’s Arguments 

id.

see id.

5. Analysis

after
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any

See supra

disclosed in Callaway

specific teaching in Callaway that the tip protector 

housing, in addition to the metal clip, provides more secure protection from 

the needle tip Id.

after the needle has been withdrawn id.

after it is 
removed, based on the known technique disclosed in Callaway

Id.

Callaway specifically 

teaching
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after Id.

id.

id.

Wesslau
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until

the needle is removed
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  See 

one version’ preferred version’ 

see supra
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See, e.g.

without

Id.

See id.

see also

See see also

and attached clip

only
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See

see also

  See

id.

see supra 

See

see
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refers to the Critikon version

See

id.

 thus making 

the catheter and clip both cover the sharp end of the needle

Callaway’s hub 21
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One or more of the hubs 

may be replaced with safety devices Id.

Id  see also 

replacing

See 

supra
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routine design

See generally

See

see also

compare supra with supra
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see

E. Woehr and Villa 

Callaway Villa

See id.

1. Villa (Ex. 1006) 
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See id.

Id.

See id.

the liquids are retained in hollow body 20 Id.

Id.

the housing is provided with 
coupling means 34 at the end wall 22, allowing a releasable 
connection with said catheter hub, preferably by means of a snap 
connection
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2. Petitioner’s Challenge 

See

a) Claim 15 

inter alia

see id.
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See id.

Id.

id.

id.

Id.

b) Claim 17 

one or more slits
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id.

Id.

c) Claim 18 

nose section having a frusto-

conical shape

id
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Id.

d) Claim 20 

Id.

see also
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e) Claim 22 

one or 

more legs

id.

Id.

3. Patent Owner’s Arguments 

See
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a)

id.

b)

id.

c)
id.

4. Analysis

a) Patent Owner’s argument that Petitioner has failed to 
plead its claim with particularity 

id.

Id.
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See id.

See id.

move the safety device in Woehr 
into a tip protector housing . . . such as the one disclosed in Villa

See 

b) Patent Owner’s argument that Woehr already prevents 
needlesticks
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Id.

further reduce the risk

even if
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See 

see also

Id.

criticize, discredit, or otherwise discourage

See Galderma Labs., L.P. v. Tolmar, Inc.

In re 

Fulton
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id.

Compare id. with

c) Patent Owner’s inoperability argument 

primary reference

Id.

Id.
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Id.

primary reference

See

primary reference

supra

Villa

d) Summary
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Id.

deny grant

A. U.S.C. § 316(d) and 37 C.F.R. § 42.121 

See Aqua Prods., Inc. v. Matal
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see also, e.g. id.

See

AQUA PRODUCTS

B. Proposed Substitute Claims and Written Description Support 

id.

id.
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1. Substitute Claim 31 

Id.

a) Single Catheter Hub 

Id.

Id.

b) Plurality of Slits 

id.

id.

Id. see also id.
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See id. 

c) Skirt Section with Air Flow Gaps 

one or more air flow gaps are incorporated into the skirt

Id.

Id.

2. Substitute Claim 32 

Id.

.

Id. supra
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Id.

3. Substitute Claim 33 

Id.

See id.

C. Petitioner’s Opposition 

See Aqua Prods.

See Aqua Prods. see
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1. Petitioner’s argument that “air flow gaps” lacks written 
description support 

extend

from

‘incorporated in’ Id.

Id.

Id.

incorporated around the 

external surface of the skirt
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in haec verba

implicit

Id.
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Id.

2. Petitioner’s argument that “sufficient air flow” is indefinite 

Id.

for purposes of blood flashback
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Translogic

Tinnus Enters., LLC v. 

Telebrands Corp.

.  See, e.g.
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3. Petitioner’s argument that “sufficient air flow” is not enabled 

Wands

Id. In re 

Wands see also id.

Wands

Wands

Wands

Id.

Id.

quantity of experimentation necessary Id.
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id.

id.

Id.

Id.

Id.
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Id.

Id.

Id.

does not
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See

id.
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4. Petitioner’s argument that “tip protector housing” is not 
described

Id.

Wellman,
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supra

Id.

5. Petitioner’s argument that substitute claim 33 improperly 
broadens claim 32 or 31 
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See

6. Petitioner’s argument that substitute claim 31 is unpatentable 
over Prior Art 

See id.

supra

Callaway

Villa

a) Petitioner’s Position 

does not change my 

analysis
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id.

Id.

Id.

Id.

c
a

c

c
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b) Our Analysis 

See id.

Aqua

Prods.

see also id.

hub elements

hub elements



NON-PUBLIC VERSION - BOARD AND PARTIES ONLY 

See, e.g.  Carl Schenck, A.G. v. Nortron 

Corp.

see also Am. Piledriving Equip., Inc. v. Geoquip, Inc.

7. Petitioner’s argument that substitute Claims 32 and 33 are 
unpatentable over the prior art 
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Id.

Id.

Id.

See id.

Id.
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Id.

Id.

See id.

See id.

Villa had disadvantages such as either 

allowing premature separation or requiring too much manipulation

Id.
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Villa may require excessive manipulation

aggressive manipulation

allowing a releasable connection with said 

catheter hub

excessive manipulation

aggressive manipulation

See



NON-PUBLIC VERSION - BOARD AND PARTIES ONLY 

See supra

 see also
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8. Petitioner’s argument that Patent Owner failed to meet its duty 
of candor 

9. Petitioner’s argument that amending dependency of claims 19, 
22, and 24 is improper 

See

The presumption 

is that only one substitute claim would be needed to replace each challenged 

claim

See
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supra

granted denied

granted

granted

granted
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Administrative Patent Judges. 

Administrative Patent Judge, 
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inter partes

adidas AG v. Nike, Inc

adidas

See, e.g., Idle Free Sys., Inc. v. Bergstrom

Idle Free

Idle Free’s 

See
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adidas

see

inter partes 
Abbot Labs v. 

Cordis Corp.

adidas
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