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UNITED STATES PATENT AND TRADEMARK OFFICE 

_______________ 
 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 
_______________ 

 
 

CANFIELD SCIENTIFIC, INC., 
Petitioner, 

 
v. 
 

MELANOSCAN, LLC, 
Patent Owner. 

 
_______________ 

 
Case IPR: 2017-02125 
Patent No. 7,359,748 
_______________ 

 
 

NOTICE OF APPEAL BY PETITIONER CANFIELD SCIENTIFIC, INC. 



 

 

Pursuant to 35 U.S.C. §§ 141 and 142 and 37 C.F.R. §§ 90.2 and 90.3, 

Petitioner, Canfield Scientific, Inc., hereby provides notice that it appeals to the 

United States Court of Appeals for the Federal Circuit from the Final Written 

Decision the Patent Trial and Appeal Board entered March 26, 2019 (Paper 62) 

and from all underlying orders, decisions, rulings, and opinions regarding U.S. 

Patent No. 7,359,748 B1 in Inter Partes Review No. IPR2017-02125. This notice is 

timely under 37 C.F.R. § 90.3, having been filed within 63 days after the date of 

the Final Written Decision. A copy of the Final Written Decision is attached as 

Exhibit A. 

Pursuant to 37 C.F.R. § 90.2(a)(3)(ii), Petitioner anticipates that the issues 

on appeal may include but are not limited to: the Board’s determination that claims 

1–8, 11, 30, 32–34, 46, and 51 are not unpatentable under 35 U.S.C. § 103(a) as 

obvious; the Board’s claim constructions; the Board’s violation of the 

Administrative Procedures Act (e.g., 5 U.S.C. § 554(b)(3)) through its failure to 

adhere to factual findings it made and relied upon in its institution decision and its 

subsequent failure to offer Petitioner notice and opportunity to respond to different 

factual findings the Board announced for the first time in the Final Written 

Decision; the Board’s failure to consider evidence of record and to articulate its 

rationale for ignoring such evidence; and any of the Board’s findings or 
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determinations supporting or relating to these issues, as well as all other issues the 

Board decided adversely to Petitioner in any order, decision, ruling, or opinion. 

Pursuant to 35 U.S.C. § 142 and 37 C.F.R. § 90.2(a), Petitioner is 

simultaneously filing a copy of this notice with each of the Patent Trial and Appeal 

Board, the Clerk’s Office of the United States Court of Appeals for the Federal 

Circuit, and the Director of the United States Patent and Trademark Office. In 

addition, pursuant to Fed. Cir. R. 15(a)(1), a copy of this notice along with the 

required docketing fees are being filed with Clerk of the United States Court of 

Appeals for the Federal Circuit via CM/ECF.  

 
 
 
 
May 24, 2019 
 

Respectfully submitted, 
 
 
/Julianne M. Hartzell/ 
Julianne M. Hartzell (Reg. No. 44,748) 
jhartzell@marshallip.com  
Lead Counsel for Petitioner 
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CERTIFICATE OF FILING AND SERVICE 

I hereby certify that on May 24, 2019, a true and correct copy of the 

foregoing “NOTICE OF APPEAL BY PETITIONER CANFIELD SCIENTIFIC, 

INC.” is being filed with the Patent Trial and Appeal Board through the Board’s 

electronic system and filed by hand with the Director of the United States Patent 

and Trademark Office, at the following address: 

Director of the United States Patent and Trademark Office 
c/o Office of the General Counsel 
Madison Building East, Room 10B20 
600 Dulany Street 
Alexandria, VA 22314 

I also hereby certify that on May 24, 2019, a true and correct copy of the 

foregoing “NOTICE OF APPEAL BY PETITIONER CANFIELD SCIENTIFIC, 

INC.,” and the filing fee, are being filed with the Clerk’s Office of the United 

States Court of Appeals for the Federal Circuit via CM/ECF.  

I also hereby certify that a true and correct copy of the foregoing “NOTICE 

OF APPEAL BY PETITIONER CANFIELD SCIENTIFIC, INC.,” is being served 

by electronic mail and US First Class Mail on May 24 2019, on Patent Owner’s 

counsel, who consented to electronic service by email, as follows: 

Mark D. Giarratana 
McCarter & English, LLP 
CityPlace I 
185 Asylum Street, 36th Floor 
Hartford, CT 06103 
mgiarratana@mccarter.com 
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and 
 
Kevin L. Reiner 
McCarter & English, LLP 
CityPlace I 
185 Asylum Street, 36th Floor 
Hartford, CT 06103 
kreiner@mccarter.com  

 
 
 

 
 
 
/Julianne M. Hartzell/ 
Julianne M. Hartzell (Reg. No. 44,748) 
Lead Counsel for Petitioner 
MARSHALL, GERSTEIN &  BORUN LLP 
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