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mint containers that are virtually identical to Plaintiff’s containers. What’s more, Defendant is

doing so under a trademark that is virtually identical to Plaintiff’s MIRROR MINTS trademark.

Thus, there is no question that Defendant is willfully infringing Plaintiff’s rights. In fact, as the

parties’ products and trademarks are virtually indistinguishable, Defendant’s actions amount to

counterfeiting. Plaintiff therefore seeks both treble and exemplary damages.  A large award of

damages is necessary to discourage similar conduct by Defendants in the future.

Parties

1. Plaintiff is a Washington corporation with its principal place of business at 713 3rd

Street, Blaine, Washington 98230.

2. Defendant is a New York corporation with a place of business and a registered address

at 68 Jay Street, Suite 301, Brooklyn, New York 11201. Defendant also maintains a place of

business at 300 Wilson Avenue, Norwalk, Connecticut 06854. Defendant does business as Clik

Clak Co. (“Click Clak”) and maintains a website at www.clikclak.com (the “Click Clak

Website”).

Jurisdiction

3. This Court has subject matter jurisdiction over this action under 28 U.S.C. §§

1331 and 1338(a), as this action involves questions of federal patent and trademark law, and arises

under 35 U.S.C. § 1 et seq., including 35 U.S.C. § 271, and under Lanham Act, 15 U.S.C. § 1051 et

seq., including 15 U.S.C. §§ 1114, 1125(a), as Defendant has violated Plaintiff’s patent and

trademark rights. This Court has subject matter jurisdiction over Plaintiff’s state-law claims under

28 U.S.C. § 1367.

4. This court has personal jurisdiction over Defendant because Defendant has

substantial contacts and conducts business in the State of California and in this judicial district, and

has been infringing Plaintiff’s patent and trademark rights in California and in this judicial district,

as well as elsewhere. Defendant’s Clik Clak Website states that Defendant “sells [its products]

through a nationwide network of recognized and established distributors.” Defendant’s products
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are sold or offered to companies located in California, including companies located in this judicial

district, such as Ask Jeeves, Lucy, Google, The Upper Deck, Westfield, and Yahoo!

5. Venue is proper in this Court under 28 U.S.C. § 1391, as Defendant is subject to

personal jurisdiction in this district and a substantial part of the events giving rise to Defendant’s

claims occurred in this judicial district.

Facts

A. Plaintiff’s Patent Rights

6. Patent No. 7237677 for a “MIRRORED ORAL-PRODUCT CONTAINER” was

published on July 20, 2006 and issued to Robert I. Berg on July 3, 2007 (“Plaintiff’s Patent”).

(Exhibit A.) Mr. Berg is Plaintiff’s president.

7. Plaintiff was the exclusive licensee of Plaintiff’s Patent throughout the period of

Defendant’s acts giving rise to this action, including Defendant’s infringing acts, and Plaintiff

currently is the exclusive licensee of Plaintiff’s Patent.

8. Plaintiff sells breath mints in tins featuring sliding covers, rectangular mirrors on

platforms, and elongated holes for dispensing the mints (“Plaintiff’s Mirrored Tins”), among other

products.

9. Plaintiff’s Mirrored Tins have been sold in several colors, including silver.

Representative examples of Plaintiff’s Mirrored Tins, including Plaintiff’s silver mirrored tins, are

shown below.

10. The bolded patent marking “Patent No. 7,237,677” has appeared on virtually every

one of Plaintiff’s Mirrored Tins, for example, as shown below.
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11. Plaintiff’s patent markings provide notice of Plaintiff’s rights in Patent No.

7237677.

12. Plaintiff has sold over 10 million units of Plaintiff’s Mirrored Tins throughout the

United States since 2004, including in the New York area, where Defendant is located.

13. Plaintiff’s Mirrored Tins have been sold to numerous companies, including CVS,

Hallmark, Pier 1, Sephora, Target, Walgreens, and Walmart.

14. Plainiff’s Mirrored Tins have appeared in numerous publications and television

shows, including Glamour, the Herald-Tribune, InStyle, Marie Claire, the New York Daily News,

Seventeen, the Today Show, and the Wall Street Journal.

15. Plaintiff has vigorously enforced its rights in Plaintiff’s Patent, including by

obtaining a judgment enforcing its rights in Patent No. 7237677 in 2008. The judgment entered

by the court states that Patent No. 7237677 is “valid and enforceable.” Robert Isaac Berg, et al. v.

Webb Company, et al., CV 08-00164, D. Hawaii, June 20, 2008.

16. The Patent is an asset of great value to Plaintiff.

17. Plaintiff has never given Defendant authorization to use Plaintiff’s Patent.

B. Plaintiff’s Trademark Rights

18. Plaintiff owns the trademark MIRROR MINTS.  Plaintiff also owns Trademark

Registration No. 2939960 for the mark MIRROR MINTS, covering “candy, breath mints”

(“Plaintiff’s Registration”).  (Exhibit B.)

19. Plaintiff’s Registration issued on April 12, 2005, and indicates that the MIRROR

MINTS trademark was first used in commerce at least as early as June 16, 2004.

20. Plaintiff’s Registration is valid, subsisting, incontestable, and constitutes prima

facie evidence of the validity of the MIRROR MINTS trademark and registration, and Plaintiff’s

exclusive right to use the MIRROR MINTS mark in commerce.
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21. Plaintiff’s Registration issued to Innovative Product Development, Inc. d/b/a Little

i, and was subsequently assigned to Plaintiff. (Exhibit B.)

22. Plaintiff was the exclusive licensee or owner of the MIRROR MINTS trademark

and registration throughout the period of Defendant’s acts giving rise to this action, including

Defendant’s infringing acts, and Plaintiff currently owns the trademark and the registration.

23. Plaintiff’s Mirrored Tins are sold under its MIRROR MINTS trademark.

24. Plaintiff’s MIRROR MINTS trademark is used on Plaintiff’s website to identify

Plaintiff’s Mirrored Tins, as shown below.

25. Plaintiff’s MIRROR MINTS trademark has been used on virtually every one of

Plaintiff’s Mirrored Tins, for example, as shown below.
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26. Plaintiff has sold millions of units of Plaintiff’s Mirrored Tins under its MIRROR

MINTS trademark and has invested substantial amounts of money on the advertising and

promotion of such products under the mark.

27. Plaintiff’s Mirrored Tins sold under the MIRROR MINTS trademark have received

significant media attention.

28. Plaintiff has developed extensive goodwill in its MIRROR MINTS trademark as a

result of the long use, advertising, and promotion of the mark, and the degree of public recognition

of the mark.

29. Plaintiff’s MIRROR MINTS trademark and registration are assets of great value to

Plaintiff.

30. Plaintiff has never given Defendant authorization to use its MIRROR MINTS

trademark.

C. Defendant’s Wrongful Acts

31. Amy Katz, who is identified on Defendant’s Clik Clak Website as a co-founder of

Clik Clak (Defendant’s assumed name), approached Robert Berg, who is Plaintiff’s president, at a

trade show in New York held on July 10-12, 2005. During their discussions, Mr. Berg indicated

that patent applications had been filed for Plaintiff’s Mirrored Tins.  Mr. Berg’s statement placed

Defendant on notice of Plaintiff’s patent rights.  Ms. Katz indicated that she did not believe any

patent applications had been filed for Plaintiff’s Mirrored Tins because she could not find any

record of such applications.  As a lawyer, Ms. Katz knew or should have known that patent

applications are not public until they are published by the U.S. Patent and Trademark Office and

that, as a result, the absence of any record of a pending application does not indicate that no such

application exists.

32. On July 26, 2005, Mr. Berg’s patent counsel sent Ms. Katz a letter stating that

Plaintiff had filed several patent applications in the United States and in foreign countries covering

Plaintiff’s Mirrored Tins. (Exhibit C.) This letter reinforced Defendant’s knowledge of

Plaintiff’s pending patent application. Mr. Berg’s counsel also stated that Plaintiff had vigorously
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enforced its patent rights in the past, but would be willing to consider entering into a collaborative

relationship with Defendant if Ms. Katz wished to pursue any products protected by Plaintiff’s

intellectual property. (Id.)

33. Notwithstanding Defendant’s knowledge of Plaintiff’s patent rights, Defendant has

sold or offered to sell large numbers of mirrored tins that are virtually indistinguishable from

Plaintiff’s Mirrored Tins (“Defendant’s Mirrored Tins”).

34. Defendant’s Mirrored Tins have been sold or distributed through Lowe’s

department store―one of the largest department stores in the United States. An example of the

tins sold or distributed through Lowe’s, as depicted on the Defendant’s Clik Clak Website, is

shown below.

35. Defendant’s Mirrored Tins have been offered to Sencha Naturals, Inc. Sencha is

located in this judicial district at 104 North Union Avenue, Los Angeles, California 90026.

Defendant sent Sencha Naturals a sample of Defendant’s Mirrored Tins on March 22, 2013.

Defendant provided Sencha with a pro forma invoice for 10,000 of Defendant’s Mirrored Tins on

March 29, 2013.  Defendant indicated to Sencha on April 3, 2013 that it only stocks Defendant’s

Mirrored Tins in silver. Defendant indicated to Sencha on April 4, 2013 that Defendant’s

Mirrored Tins are a “stock item for us,” that the tins are “definitely one of our most unique tins,”

and that Defendant currently had 25,000 units of the tins.

36. The design, size, and shape of Defendant’s Mirrored Tins and Plaintiff’s Mirrored

Tins is identical.  The materials comprising Defendant’s Mirrored Tins and Plaintiff’s Mirrored

Tins appear to be identical. Defendant’s Mirrored Tins and Plaintiff’s silver mirrored tins are

identical in color.  The only differences between Defendant’s Mirrored Tins and Plaintiff’s

Mirrored Tins are the trademarks appearing on the tins.
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37. Defendant’s Mirrored Tins are advertised on Defendant’s Clik Clak Website.

Defendant’s Mirrored Tins are the first item on the “Tins, Containers & Candy” page of

Defendant’s Clik Clak Website. (Exhibit D.)

38. Defendant prominently uses MIRROR MINT TIN as a trademark in initial capital

letters and bolded print (i.e., Mirror Mint Tin) to identify Defendant’s Mirrored Tins on the

“Tins, Containers & Candy” page and the “Mirror Mint Tin” page of Defendant’s Clik Clak

Website. (Exhibit D.)

39. Defendant intentionally selected the mark MIRROR MINT TIN to be identical

with, or substantially indistinguishable from, Plaintiff’s mark, and to injure Plaintiff.

40. The information accessible through the “Pricing” tab on the “Mirror Mint Tin”

page of Defendant’s Clik Clak Website indicates that the price of Defendant’s Mirrored Tins is

between $2.02 and $2.18, depending on the number of units involved. (Exhibit D.)

D. Injury to Plaintiff

41. Defendant’s sale and offer for sale of Defendant’s Mirrored Tins infringes

Plaintiff’s Patent.

42. Defendant’s use of the mark MIRROR MINT TIN to identify Defendant’s

Mirrored Tins creates a likelihood of confusion with Plaintiff’s MIRROR MINTS trademark and

infringes Plaintiff’s rights in the trademark and the registration for the mark.

43. Defendant’s use of the mark MIRROR MINT TIN constitutes use of a counterfeit

mark within the meaning of 15 U.S.C. § 1116, as MIRROR MINT TIN is identical with, or

substantially indistinguishable from, Plaintiff’s MIRROR MINTS trademark.

44. Defendant was aware of Plaintiff’s patent and trademark rights at least as early as

2005 as a result of the substantial sales of Plaintiff’s Mirrored Tins, including in the New York

region, and Defendant’s contacts with Plaintiff. Plaintiff’s patent and trademark rights were of

public record soon after Defendant’s contacts with Plaintiff, as Plaintiff’s Registration issued in

2005, Plaintiff’s patent application was published in 2006, and Plaintiff’s Patent issued in 2007.
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Defendant’s knowledge of Plaintiff’s patent and trademark rights establishes that Defendant’s acts

of infringement and counterfeiting have been willful at all times relevant to this Complaint.

45. Defendant’s willful infringement of Plaintiff’s patent and trademark rights has

caused substantial harm to Plaintiff and was designed to cause such harm.

46. Plaintiff has no adequate remedy at law for Defendant’s acts of intentional patent

and trademark infringement.

COUNT I
INFRINGEMENT OF PATENT NO. 7237677

35 U.S.C. § 271

47. Plaintiff incorporates and realleges all of the allegations contained in the preceding

paragraphs of this Complaint.

48. Defendant has infringed and continues to infringe Patent No. 7237677 by making,

importing, distributing, selling, offering to sell, or otherwise using mirrored tins that embody the

patented invention in violation of 35 U.S.C. § 271.

49. Plaintiff has suffered and continues to suffer damages, including lost sales, as a

direct and proximate result of Defendant’s infringement.

50. Plaintiff has suffered and continues to suffer irreparable harm, including the loss of

exclusivity conferred to Plaintiff by the patent laws of the United States, as a direct and proximate

result of Defendant’s infringement.

51. Defendant had actual and constructive notice of Plaintiff’s rights in the Patents at

all times relevant to this Complaint and its acts of infringement have been and continue to be

willful, making this an exceptional case.

COUNT II
INFRINGEMENT OF TRADEMARK REGISTRATION NO. 2939960

15 U.S.C. § 1114, Lanham Act § 32(a)

52. Plaintiff incorporates and realleges all of the allegations contained in the preceding

paragraphs of this Complaint.

53. Defendant’s actions are likely to cause confusion, mistake, or deception as to the

origin, sponsorship, approval, or licensing of Defendant’s products and commercial activities, and
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thus constitute  infringement of Plaintiff’s registration for the MIRROR MINTS trademark,

Trademark Registration No. 2939960, in violation of 15 U.S.C. § 1114(1).

54. Plaintiff has suffered and continues to suffer damages, including lost sales, as a

direct and proximate result of Defendant’s infringement.

55. Plaintiff has suffered and continues to suffer irreparable harm, including the loss of

exclusivity conferred to Plaintiff by the trademark laws of the United States, as a direct and

proximate result of Defendant’s infringement.

56. Defendant had actual and constructive notice of Plaintiff’s rights in the MIRROR

MINTS trademark at all times relevant to this Complaint and its acts of infringement have been

and continue to be willful, making this an exceptional case.

COUNT III
TRADEMARK INFRINGEMENT AND UNFAIR COMPETITION

15 U.S.C. § 1125(a)(1)(A), Lanham Act § 43(a)(1)(A)

57. Plaintiff incorporates and realleges all of the allegations contained in the preceding

paragraphs of this Complaint.

58. Defendant’s actions are likely to cause confusion, mistake, or deception as to the

origin, sponsorship, approval, or licensing of Defendant’s products and commercial activities, and

thus constitute trademark infringement, false designation of origin, passing off, and unfair

competition with respect Plaintiff’s MIRROR MINTS trademark in violation 15 U.S.C. §

1125(a)(1)(A).

59. Plaintiff has suffered and continues to suffer damages, including lost sales, as a

direct and proximate result of Defendant’s infringement.

60. Plaintiff has suffered and continues to suffer irreparable harm, including the loss of

exclusivity conferred to Plaintiff by the trademark laws of the United States, as a direct and

proximate result of Defendant’s infringement.

61. Defendant had actual and constructive notice of Plaintiff’s MIRROR MINTS

trademark at all times relevant to this Complaint and its acts of infringement have been and

continue to be willful, making this an exceptional case.

Case 2:13-cv-03639-JC   Document 1   Filed 05/21/13   Page 10 of 61   Page ID #:16



11

1

2

3

4

5

6

7

8

9

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28

COUNT IV
COMMON LAW TRADEMARK INFRINGEMENT AND

UNFAIR COMPETITION

62. Plaintiff incorporates and realleges all of the allegations contained in the preceding

paragraphs of this Complaint.

63. Defendant’s actions constitute common law trademark infringement, passing off,

and unfair competition with respect Plaintiff’s MIRROR MINTS trademark in violation of

California common law.

64. Plaintiff has suffered and continues to suffer damages, including lost sales, as a

direct and proximate result of Defendant’s infringement.

65. Plaintiff has suffered and continues to suffer irreparable harm, including the loss of

exclusivity conferred to Plaintiff by the trademark laws of the United States, as a direct and

proximate result of Defendant’s infringement.

66. Defendant had actual and constructive notice of Plaintiff’s rights in the MIRROR

MINTS trademark at all times relevant to this Complaint and its acts of infringement have been

and continue to be willful, making this an exceptional case.

Prayer for Relief

I. Plaintiff prays for entry of judgment in its favor on its claim for patent infringement and

respectfully requests:

A. That this Court find Defendant has infringed Patent No. 723767 under 35 U.S.C. §

271;

B. That this Court preliminarily and permanently enjoin Defendant from infringing

Patent No. 7237677 and any further acts of infringement of the patent under 35

U.S.C. § 283;

C. That this Court award damages to compensate Plaintiff for Defendant’s

infringement of Patent No. 7237677 in an amount to be determined at trial, and in

no event less than Defendant’s profits, together with interest and cost, under 35

U.S.C. § 284, which Plaintiff preliminarily estimates to be no less than $50,000;
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D. That this Court treble any damages awarded to Plaintiff as a result of Defendant’s

willful infringement of Patent No. 7237677 under 35 U.S.C. § 284;

E. That this Court find this to be an exceptional case and award Plaintiff its reasonable

attorneys’ fees under 35 U.S.C. § 285;

F. That this Court award Plaintiff its costs under Rule 54(d)(1) of the Federal Rules of

Civil Procedure; and

G. That this Court award Plaintiff such other relief as it deems just and proper,

including exemplary damages and pre- and post-judgment interest.

II. Plaintiff prays for entry of judgment in its favor on its claims for trademark infringement

and unfair competition, and respectfully requests:

A. That this Court find Defendant has infringed Plaintiff’s MIRROR MINTS

trademark, and Plaintiff’s registration for the MIRROR MINTS trademark,

Trademark Registration No. 2939960, under 15 U.S.C. § 1114(1) and 15 U.S.C. §

1125(a)(1)(A);

B. That this Court preliminarily and permanently enjoin Defendant from infringing

Plaintiff’s MIRROR MINTS trademark, and Plaintiff’s registration for the

MIRROR MINTS trademark, Trademark Registration No. 2939960, under 15

U.S.C. § 1116;

C. That this Court award damages to compensate Plaintiff for Defendant’s

infringement of Plaintiff’s MIRROR MINTS trademark, and Plaintiff’s registration

for the MIRROR MINTS trademark, Trademark Registration No. 2939960, in an

amount to be determined at trial, and in no event less than Defendant’s profits,

together with interest and cost, under 35 U.S.C. § 1117, which Plaintiff

preliminarily estimates to be no less than $50,000;

D. That this Court treble any damages awarded to Plaintiff as a result of Defendant’s

use of the counterfeit mark MIRROR MINT TIN to infringe Plaintiff’s MIRROR
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MINTS trademark, and Plaintiff’s registration for the MIRROR MINTS trademark,

Trademark Registration No. 2939960, under 15 U.S.C. § 1117;

E. That this Court award Plaintiff statutory damages, at Plaintiff’s election, of up to

$2,000,000 for Defendant’s willful use of the counterfeit mark MIRROR MINT

TIN to infringe Plaintiff’s MIRROR MINTS trademark, and Plaintiff’s registration

for the MIRROR MINTS trademark, Trademark Registration No. 2939960, under

15 U.S.C. § 1117;

F. That this Court find this to be an exceptional case and award Plaintiff its reasonable

attorneys’ fees under 15 U.S.C. § 1117;

G. That this Court award Plaintiff its costs under Rule 54(d)(1) of the Federal Rules of

Civil Procedure; and

H. That this Court award Plaintiff such other relief as it deems just and proper,

including exemplary damages and pre- and post-judgment interest.

Demand for Jury Trial

Plaintiff respectfully requests a trial by jury on all issues.

Respectfully submitted,

Dated:  May 21, 2013

Evan A. Raynes
Symbus Law Group, LLC
1425 K Street, N.W., Suite 350
Washington, D.C.  20005
Phone:  202-258-0652
Fax: 540-518-9037
eraynes@symbus.com

Counsel for Plaintiff
LITTLE I, INC.
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