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Paul A. Stewart (SBN 153,467) 
paul.stewart@knobbe.com 
KNOBBE, MARTENS, OLSON & BEAR, LLP 
2040 Main Street, 14th Floor 
Irvine, CA  92614 
Telephone: (949) 760-0404 
Facsimile:  (949) 760-9502 
 
Attorneys for Plaintiff SUN WORLD INTERNATIONAL, LLC 
 
 
 
 
 
 
 
 
 
 

IN THE UNITED STATES DISTRICT COURT 

FOR THE EASTERN DISTRICT OF CALIFORNIA 

 

SUN WORLD INTERNATIONAL, LLC, a 
Delaware limited liability company, 

Plaintiff, 

v. 

HINES GROWERS, INC., a Delaware 
corporation, 

 
Defendant. 

 

)
)
)
)
)
)
)
)
)
)
)
)

Civil Action No.  

 
COMPLAINT FOR PATENT 
INFRINGEMENT AND BREACH 
OF CONTRACT  
 
 
 
 

 

NATURE OF THE ACTION 

1. This is a civil action for patent infringement under federal law and breach of 

contract under California law. 

THE PARTIES 

2. Plaintiff SUN WORLD INTERNATIONAL, LLC (“Sun World”) is a Delaware 

limited liability company having its principal place of business at ,5701 Truxtun Avenue, Suite 

200, Bakersfield, California 93309. 
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3. Defendant HINES GROWERS, INC. (“Hines”) is a Delaware corporation with 

its headquarters at 2575 Olive Hill Road, Fallbrook, California 92028.  On information and 

belief, Hines maintains an 800 acre growing facility in Winters, California, in Yolo County. 

JURISDICTION AND VENUE 

4. This Complaint arises under the federal patent laws, 35 U.S.C. §§ 161, 163 and 

271, and the law of the State of California. 

5. This Court has subject matter jurisdiction over the federal claims pursuant to 28 

U.S.C. §§ 1331 and 1338(a), and over the state claim pursuant to 28 U.S.C. § 1367(a). 

6. This Court has personal jurisdiction over Hines in that Hines resides within the 

State of California, regularly transacts business within the State of California and this Judicial 

District, and Hines’ acts described herein are directed toward the State of California and this 

Judicial District and have caused Sun World’s injuries alleged herein. 

7. Venue is proper in this Judicial District pursuant to 28 U.S.C. §§ 1391(b) and (c) 

and 1400(b) as a substantial portion of the events herein took place in this Judicial District and 

because Hines is a resident of this Judicial District insofar as it is subject to this Court’s personal 

jurisdiction with respect to this action. 

FACTUAL BACKGROUND 

8. Sun World is an agricultural company headquartered in Bakersfield, California, 

engaged in developing, growing, marketing and licensing others to produce high quality, 

proprietary fruit products, including apricot, nectarine, peach, plum and table grape varieties.   

9. Sun World protects its intellectual property rights in its products in a variety of 

ways, including by seeking and obtaining patent protection.  Among the patents that Sun World 

solely owns are U.S. Patent No. PP11,631, entitled “Peach Tree Named ‘Supechsix’”; U.S. 

Patent No. PP13,142, entitled “Peach Tree Named ‘Supechthirteen’”; U.S. Patent No. PP19,064, 

entitled “Plum Tree Named ‘Suplumthirtyone’”; U.S. Patent No. PP15,897, entitled “Plum Tree 

Named ‘Suplumthirtyfive’”; U.S. Patent No. PP15,999, entitled “Apricot Tree Named 

‘Suapriten’”; U.S. Patent No. PP13,444, entitled “Grapevine CV. ‘Sugratwentyone’”; U.S. 

Patent No. PP13,164, entitled “Grapevine CV. ‘Sugratwentythree’”; U.S. Patent No. PP16,177, 
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entitled “Grapevine Named ‘Sugratwentyfour’”; and U.S. Patent No. PP19,065, entitled 

“Grapevine Plant Named ‘Sugrathirtyone’” (collectively, “the Sun World Patents”). 

10. In April 2013, Sun World entered a Proprietary Plant Distribution License 

Agreement (“the Agreement”) with Hines under which Hines was authorized to propagate and 

distribute plants protected by the Sun World Patents.  Attached hereto as Exhibit 1 is a true and 

correct copy of the Agreement between Sun World and Hines. 

11. Sun World provided to Hines plant material for the Sugratwentyone, 

Sugratwentythree, Sugratwentyfour, and Sugrathirtyone varieties for propagation and 

distribution pursuant to the Agreement.   

12. At Hines’ instructions, plant material for at least the Supechsix, 

Suplumthirtyfive, and Suapriten was provided to Sierra Gold Nurseries of Yuba City, California 

for propagation, but Hines did not obtain an executed Propagation Sub-License from Hines as 

required by Article 5.2 of the Agreement. 

13. Hines breached the Agreement for at least the reasons that it failed to pay the 

license fee required by Article 4.1, failed to obtain an executed Propagation Sub-License as 

required by Article 5.2, and failed to cooperate reasonably with Sun World pursuant to Article 

7.4(c).  

14. On August 15, 2013, Sun World provided written notice to Hines that Hines was 

in breach of the Agreement.  Sun World requested that Hines remedy these breaches within 

twenty days, and that failure to do so would result in automatic termination of the Agreement. 

15. On September 24, 2013, Sun World provided written notice to Hines that the 

Agreement was terminated and demanded the return of the plant material protected by the Sun 

World Patents. 

16. Hines has not responded to Sun World’s notifications or requests.  Further, Hines 

has not provided the report nor the notification required by Article 7.5(b)-(c) of the Agreement 

upon termination. 
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17. On information and belief, after the termination of the Agreement, Hines has 

taken delivery from Sierra Gold Nurseries and used numerous plants that are protected by the 

Sun World Patents, including at least the Supechsix, Suplumthirtyfive, and Suapriten. 

18.   On further information and belief, after the termination of the Agreement, Hines 

has conducted in-house propagation and used other plants protected by the Sun World Patents, 

including at least the Sugratwentyone, Sugratwentythree, Sugratwentyfour, and Sugrathirtyone. 

FIRST CLAIM FOR RELIEF 

(Infringement of U.S. Patent No. PP11,631) 

19. Plaintiff Sun World incorporates by reference and realleges each of the 

allegations set forth in Paragraphs 1-18 above. 

20. This is a claim for patent infringement under 35 U.S.C. §§ 161, 163 and 271. 

21. Sun World is the sole owner of U.S. Patent Nos. PP11,631, entitled “Peach Tree 

Named ‘Supechsix’” (“the Supechsix patent”).  Attached hereto as Exhibit 2 is a true and 

correct copy of the Supechsix patent. 

22. Hines has infringed and is infringing the Supechsix patent by making, using, 

selling and/or offering to sell plants that are asexual reproductions of the patented Supechsix 

plant material within the United States during the term of the Supechsix patent without authority 

to do so.   

23. Hines’ infringement of the Supechsix patent has damaged Sun World in an 

amount to be proven at trial. 

24. Hines’ infringement has been willful and with full knowledge of the Supechsix 

patent. 

25. Hines’ infringement of the Supechsix patent will continue unless enjoined by this 

Court.  Hines’ infringement of the Supechsix patent is irreparably harming Sun World.  Unless 

Hines is enjoined from infringing the Supechsix patent, Sun World will continue to suffer 

irreparable injury for which it has no adequate remedy at law. 

/ / / 

/ / / 

Case 1:13-cv-01794-LJO-JLT   Document 1   Filed 11/05/13   Page 4 of 66



 

-5- 
Complaint 

1

2

3

4

5

6

7

8

9

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28

SECOND CLAIM FOR RELIEF 

(Infringement of U.S. Patent No. PP15,897) 

26. Plaintiff Sun World incorporates by reference and realleges each of the 

allegations set forth in Paragraphs 1-25 above. 

27. This is a claim for patent infringement under 35 U.S.C. §§ 161, 163 and 271. 

28. Sun World is the sole owner of U.S. Patent No. PP15,897, entitled “Plum Tree 

Named ‘Suplumthirtyfive’” (“the Suplumthirtyfive patent”).  Attached hereto as Exhibit 3 is a 

true and correct copy of the Suplumthirtyfive patent. 

29. Hines has infringed and is infringing the Suplumthirtyfive patent by making, 

using, selling and/or offering to sell plants that are asexual reproductions of the patented 

Suplumthirtyfive plant material within the United States during the term of the Suplumthirtyfive 

patent without authority to do so. 

30. Hines’ infringement of the Suplumthirtyfive patent has damaged Sun World in an 

amount to be proven at trial. 

31. Hines’ infringement has been willful and with full knowledge of the 

Suplumthirtyfive patent. 

32. Hines’ infringement of the Suplumthirtyfive patent will continue unless enjoined 

by this Court.  Hines’ infringement of the Suplumthirtyfive patent is irreparably harming Sun 

World.  Unless Hines is enjoined from infringing the Suplumthirtyfive patent, Sun World will 

continue to suffer irreparable injury for which it has no adequate remedy at law. 

THIRD CLAIM FOR RELIEF 

(Infringement of U.S. Patent No. PP15,999) 

33. Plaintiff Sun World incorporates by reference and realleges each of the 

allegations set forth in Paragraphs 1-32 above. 

34. This is a claim for patent infringement under 35 U.S.C. §§ 161, 163 and 271. 

35. Sun World is the sole owner of U.S. Patent No. PP15,999, entitled “Apricot Tree 

Named ‘Suapriten’” (“the Suapriten patent”).  Attached hereto as Exhibit 4 is a true and correct 

copy of the Suapriten patent. 
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36. Hines has infringed and is infringing the Suapriten patent by making, using, 

selling and/or offering to sell plants that are asexual reproductions of the patented Suapriten 

plant material within the United States during the term of the Suapriten patent without authority 

to do so. 

37. Hines’ infringement of the Suapriten patent has damaged Sun World in an 

amount to be proven at trial. 

38. Hines’ infringement has been willful and with full knowledge of the Suapriten 

patent. 

39. Hines’ infringement of the Suapriten patent will continue unless enjoined by this 

Court.  Hines’ infringement of the Suapriten patent is irreparably harming Sun World.  Unless 

Hines is enjoined from infringing the Suapriten patent, Sun World will continue to suffer 

irreparable injury for which it has no adequate remedy at law. 

FOURTH CLAIM FOR RELIEF 

(Infringement of U.S. Patent No. PP13,444) 

40. Plaintiff Sun World incorporates by reference and realleges each of the 

allegations set forth in Paragraphs 1-39 above. 

41. This is a claim for patent infringement under 35 U.S.C. §§ 161, 163 and 271. 

42. Sun World is the sole owner of U.S. Patent No. PP13,444, entitled “Grapevine 

CV. ‘Sugratwentyone’” (“the Sugratwentyone patent”).  Attached hereto as Exhibit 5 is a true 

and correct copy of the Sugratwentyone patent. 

43. Hines has infringed and is infringing the Sugratwentyone patent by making, 

using, selling and/or offering to sell plants that are asexual reproductions of the patented 

Sugratwentyone plant material within the United States during the term of the Sugratwentyone 

patent without authority to do so. 

44. Hines’ infringement of the Sugratwentyone patent has damaged Sun World in an 

amount to be proven at trial. 

45. Hines’ infringement has been willful and with full knowledge of the 

Sugratwentyone patent. 
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46. Hines’ infringement of the Sugratwentyone patent will continue unless enjoined 

by this Court.  Hines’ infringement of the Sugratwentyone patent is irreparably harming Sun 

World.  Unless Hines is enjoined from infringing the Sugratwentyone patent, Sun World will 

continue to suffer irreparable injury for which it has no adequate remedy at law. 

FIFTH CLAIM FOR RELIEF 

(Infringement of U.S. Patent No. PP13,164) 

47. Plaintiff Sun World incorporates by reference and realleges each of the 

allegations set forth in Paragraphs 1-46 above. 

48. This is a claim for patent infringement under 35 U.S.C. §§ 161, 163 and 271. 

49. Sun World is the sole owner of U.S. Patent No. PP13,164, entitled “Grapevine 

CV. ‘Sugratwentythree’” (“the Sugratwentythree patent”).  Attached hereto as Exhibit 6 is a true 

and correct copy of the Sugratwentythree patent. 

50. Hines has infringed and is infringing the Sugratwentythree patent by making, 

using, selling and/or offering to sell plants that are asexual reproductions of the patented 

Sugratwentythree plant material within the United States during the term of the 

Sugratwentythree patent without authority to do so. 

51. Hines’ infringement of the Sugratwentythree patent has damaged Sun World in 

an amount to be proven at trial. 

52. Hines’ infringement has been willful and with full knowledge of the 

Sugratwentythree patent. 

53. Hines’ infringement of the Sugratwentythree patent will continue unless enjoined 

by this Court.  Hines’ infringement of the Sugratwentythree patent is irreparably harming Sun 

World.  Unless Hines is enjoined from infringing the Sugratwentythree patent, Sun World will 

continue to suffer irreparable injury for which it has no adequate remedy at law. 

SIXTH CLAIM FOR RELIEF 

(Infringement of U.S. Patent No. PP16,177) 

54. Plaintiff Sun World incorporates by reference and realleges each of the 

allegations set forth in Paragraphs 1-53 above. 
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55. This is a claim for patent infringement under 35 U.S.C. §§ 161, 163 and 271. 

56. Sun World is the sole owner of U.S. Patent No. PP16,177, entitled “Grapevine 

Named ‘Sugratwentyfour’” (“the Sugratwentyfour patent”).  Attached hereto as Exhibit 7 is a 

true and correct copy of the Sugratwentyfour patent. 

57. Hines has infringed and is infringing the Sugratwentyfour patent by making, 

using, selling and/or offering to sell plants that are asexual reproductions of the patented 

Sugratwentyfour plant material within the United States during the term of the Sugratwentyfour 

patent without authority to do so. 

58. Hines’ infringement of the Sugratwentyfour patent has damaged Sun World in an 

amount to be proven at trial. 

59. Hines’ infringement has been willful and with full knowledge of the 

Sugratwentyfour patent. 

60. Hines’ infringement of the Sugratwentyfour patent will continue unless enjoined 

by this Court.  Hines’ infringement of the Sugratwentyfour patent is irreparably harming Sun 

World.  Unless Hines is enjoined from infringing the Sugratwentyfour patent, Sun World will 

continue to suffer irreparable injury for which it has no adequate remedy at law. 

SEVENTH CLAIM FOR RELIEF 

(Infringement of U.S. Patent No. PP19,065) 

61. Plaintiff Sun World incorporates by reference and realleges each of the 

allegations set forth in Paragraphs 1-60 above. 

62. This is a claim for patent infringement under 35 U.S.C. §§ 161, 163 and 271. 

63. Sun World is the sole owner of U.S. Patent No. PP19,065, entitled “Grapevine 

Plant Named ‘Sugrathirtyone’” (“the Sugrathirtyone patent”).  Attached hereto as Exhibit 8 is a 

true and correct copy of the Sugrathirtyone patent. 

64. Hines has infringed and is infringing the Sugrathirtyone patent by making, using, 

selling and/or offering to sell plants that are asexual reproductions of the patented 

Sugrathirtyone plant material within the United States during the term of the Sugrathirtyone 

patent without authority to do so. 
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65. Hines’ infringement of the Sugrathirtyone patent has damaged Sun World in an 

amount to be proven at trial. 

66. Hines’ infringement has been willful and with full knowledge of the 

Sugrathirtyone patent. 

67. Hines’ infringement of the Sugrathirtyone patent will continue unless enjoined 

by this Court.  Hines’ infringement of the Sugrathirtyone patent is irreparably harming Sun 

World.  Unless Hines is enjoined from infringing the Sugrathirtyone patent, Sun World will 

continue to suffer irreparable injury for which it has no adequate remedy at law. 

EIGHTH CLAIM FOR RELIEF 

(Breach of Contract) 

68. Plaintiff Sun World incorporates by reference and realleges each of the 

allegations set forth in Paragraphs 1-67 above. 

69. This is a claim for breach of contract under the law of the State of California. 

70. Hines entered into a Proprietary Plant Distribution License Agreement with Sun 

World. 

71. Article 7.18 of the Agreement provides that “[t]his Agreement shall be deemed to 

have been entered into and shall be construed in accordance with the laws of the State of 

California.” 

72. Sun World has performed all conditions, covenants, and promises it was required 

to perform under the Agreement. 

73. Hines breached the Agreement by failing to pay the license fee, failing to obtain 

an executed Propagation Sub-License, failing to cooperate reasonably with Sun World, failing 

to return the plant material on request, and failing to provide the reports and notifications 

required upon termination of the Agreement. 

74. Hines’ breach has damaged Sun World in an amount to be proven at trial. 

75. Hines’ breach of the Agreement is irreparably harming Sun World.  Sun World 

will continue to suffer irreparable injury for which it has no adequate remedy at law unless 

Hines is enjoined from propagating, using, selling, or distributing the plants that were the 
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subject of the Agreement, and ordered to provide the report required by Article 7.5(b), the 

notifications required by Article 7.5(c), and the removal and return to Sun World of all Sun 

World plant material at Hines’ sole cost and expense as provided in Article 7.5.  

PRAYER FOR RELIEF 

WHEREFORE, Plaintiff Sun World prays for judgment and seeks relief as follows: 

A. A judgment that Hines has infringed the Supechsix, Suplumthirtyfive, Suapriten, 

Sugratwentyone, Sugratwentythree, Sugratwentyfour, and Sugrathirtyone patents; 

B. Preliminary and permanent injunctions against further infringement of the 

Supechsix, Suplumthirtyfive, Suapriten, Sugratwentyone, Sugratwentythree, Sugratwentyfour, 

and Sugrathirtyone patents; 

C. An award of damages for Hines’ infringement of the Supechsix, 

Suplumthirtyfive, Suapriten, Sugratwentyone, Sugratwentythree, Sugratwentyfour, and 

Sugrathirtyone patents; 

D. An order adjudging that Hines’ infringement of the Supechsix, Suplumthirtyfive, 

Suapriten, Sugratwentyone, Sugratwentythree, Sugratwentyfour, and Sugrathirtyone patents has 

been willful and declaring this to be an exceptional case; 

E. A trebling of the award of damages under 35 U.S.C. § 284, or such other 

enhancement of the award of damages that the Court deems appropriate; 

F. An award of attorneys’ fees and non-taxable costs under 35 U.S.C. § 285; 

G. A judgment that Hines has breached its Proprietary Plant Distribution License 

Agreement with Sun World; 

H. An award of damages for Hines’ breach of the Proprietary Plant Distribution 

License Agreement; 

I. Preliminary and permanent injunctions pursuant to Article 7.5 of the Proprietary 

Plant Distribution License Agreement preventing unauthorized propagation, use, sale, or 

distribution of plants protected by the Sun World patents and orders of specific performance 

compelling Hines to provide the report required by Article 7.5(b), the notifications required by 
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Article 7.5(c), and the removal and return to Sun World of all Sun World plant material at 

Hines’ sole cost and expense as provided in Article 7.5; 

J. An award of attorneys’ fees pursuant to Article 7.9 of the Proprietary Plant 

Distribution License Agreement; 

K. An award of taxable costs; and 

L. Such other and further relief as this Court may deem just and proper. 

Respectfully submitted, 

KNOBBE, MARTENS, OLSON & BEAR, LLP 

Dated:  November 5, 2013  By: /s/ Paul A. Stewart  
 Paul A. Stewart 
 

 
Attorneys for Plaintiff SUN WORLD INTERNATIONAL, 
LLC 

16541793 
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