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IN THE UNITED STATES DISTRICT COURT
FOR THE WESTERN DISTRICT OF TEXAS

WACO DIVISION
ESW HOLDINGS, INC. §
§
Plaintiff, g CIVIL ACTION NO.: 6:19-CV-00044
v. g JURY TRIAL DEMANDED
ROKU, INC. g PATENT CASE
Defendant. §
§

PLAINTIFE’S ORIGINAL COMPLAINT

Plaintiff ESW Holdings, Inc. (“Plaintiff” or “ESW?) files this Complaint for patent
infringement against Defendant Roku, Inc. (“Defendant” or “Roku”).

PARTIES

1. ESW Holdings, Inc. is a corporation existing under the laws of Delaware with its
principal place of business at 401 Congress Avenue, Suite 2650, Austin, Texas 78701.

2. On information and belief, Defendant Roku, Inc. is a corporation organized and
existing under the laws of Delaware, is authorized to do business in Texas, and has a research
and development office at 9606 N. Mopac Expressway, Suite 400, Austin, Texas 78759.

3. On information and belief, Roku may be served with process via its registered
agent Corporation Service Company, at 211 E. 7th Street, Suite 620, Austin, Texas 78701.

4. On information and belief, Roku offers streaming players that connect to a TV
and licenses their operating system to TV manufacturers that integrate Roku’s operating system

into TVs and sell the TVs as Roku TVs.
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5. The Roku operating system provides several features, including the More Ways to
Watch feature, which is discussed in more detail below. On information and belief, Roku also
provides developers with a development environment to create streaming channels, create
advertisements associated with streaming channels, and lay out visual aspects of a streaming

channel for quick prototyping and design purposes.

JURISDICTION AND VENUE
6. This is an action for patent infringement under the Patent Laws of the United
States, 35 U.S.C. §271.
7. This Court has subject matter jurisdiction pursuant to 28 U.S.C. §§1331 and
1338(a).
8. Defendant is subject to this Court’s personal jurisdiction at least because

Defendant has minimum contacts with the State of Texas and with this judicial district,
Defendant has purposefully availed itself of the privileges of conducting business in the State of
Texas and within this judicial district, Defendant regularly conducts business within the State of
Texas and within this judicial district, and at least of a portion of Defendant’s infringement at
issue relates to Defendant’s contacts with the State of Texas and with this judicial district.

9. Venue is proper in this judicial district under 28 U.S.C. §1400(b). Defendant has
a regular and established place of business in this judicial district -- a research and development
office located at 9606 N. Mopac Expressway, Suite 400, Austin, Texas 78759, and, on
information and belief, has committed at least a portion of its infringement at issue in this case

forum and within this judicial district.
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PATENTS-IN-SUIT

10. On September 20, 2016, the United States Patent and Trademark Office
(“USPTO”) duly and legally issued United States Patent No. 9,451,294 (“the '294 Patent”),
entitled “Methods and systems for distributing interactive content.” The '294 Patent is valid,
enforceable and was duly issued in full compliance with Title 35 of the United States Code. A
true and correct copy of the '294 Patent is attached as Exhibit A.

11. ESW Holdings, Inc. is the owner, by assignment, of the '294 Patent.

12. ESW holds all right, title, and interest in and to the 294 Patent, including the right
to sue and recover damages for infringement thereof.

13. As described in detail below, Roku’s More Ways to Watch feature infringes one
or more claims of the 294 Patent.

14. On August 16, 2016, the United States Patent and Trademark Office (“USPTO”)
duly and legally issued United States Patent No. 9,420,349 (“the '349 Patent”), entitled “Methods
and systems for monitoring a media stream and selecting an action.” The '349 Patent is valid,
enforceable and was duly issued in full compliance with Title 35 of the United States Code. A
true and correct copy of the '349 Patent is attached as Exhibit B.

15. ESW is the owner, by assignment, of the '349 patent.

16. ESW holds all right, title, and interest in and to the '349 Patent, including the right
to sue and recover damages for infringement thereof.

17. As described in detail below, Roku’s More Ways to Watch feature infringes one
or more claims of the '349 Patent.

18. On August 21, 2007, the United States Patent and Trademark Office (“USPTO”)

duly and legally issued United States Patent No. 7,260,782 (“the '782 Patent”), entitled “Method
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and system for generating flexible time-based control of application appearance and behavior.”
The '782 Patent is valid, enforceable and was duly issued in full compliance with Title 35 of the
United States Code. A true and correct copy of the '782 Patent is attached as Exhibit C.

19. ESW is the owner, by assignment, of the '782 Patent.

20. ESW holds all right, title, and interest in and to the '782 Patent, including the right
to sue and recover damages for infringement thereof.

21. As described in detail below, Roku’s Development Environment (for example,
Roku’s Advertising Framework (RAF), Roku’s Stream Tester, and Roku’s Direct Publisher)
infringes one or more claims of the '782 Patent.

22. On September 30, 2008, the United States Patent and Trademark Office
(“USPTO”) duly and legally issued United States Patent No. 7,430,718 (“the '718 Patent”),
entitled “Configurable interface for template completion.” The '718 Patent is valid, enforceable
and was duly issued in full compliance with Title 35 of the United States Code. A true and
correct copy of the '718 Patent is attached as Exhibit D.

23. ESW is the owner, by assignment, of the '718 Patent.

24. ESW holds all right, title, and interest in and to the '718 Patent, including the right
to sue and recover damages for infringement thereof.

25. As described in detail below, Roku’s Development Environment (for example,
Roku’s advance layout editor (RALE) and Eclipse Plugin) infringes one or more claims of the
"718 Patent.

26. On March 25, 2014, the United States Patent and Trademark Office (“USPTO”)
duly and legally issued United States Patent No. 8,682,945 (“the '945 Patent”), entitled “Method

and system for authoring multiple application versions based on audience qualifiers.” The '945
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Patent is valid, enforceable and was duly issued in full compliance with Title 35 of the United
States Code. A true and correct copy of the '945 Patent is attached as Exhibit E.

217. ESW is the owner, by assignment, of the '945 Patent.

28. ESW holds all right, title, and interest in and to the '945 Patent, including the right
to sue and recover damages for infringement thereof.

29. As described in detail below, Roku’s Development Environment infringes one or
more claims of the '945 Patent.

COUNT1
INFRINGEMENT OF THE 294 PATENT

30. ESW incorporates the foregoing paragraphs as if fully set forth herein.

31. On information and belief, Defendant has been and is now directly infringing,
literally and/or under the doctrine or equivalents, at least claim 1 of the '294 Patent by making,
using, offering to sell, selling (directly or through intermediaries), licensing, and/or importing, in
this District and elsewhere in the United States, Roku’s More Ways to Watch feature.

32. On information and belief, Defendant infringes at least claim 1 of the '294 Patent
through, at minimum, offering for sale, selling, and licensing Roku’s More Ways to Watch
feature that uses Automatic Content Recognition (ACR) technology and other technology to
collect information about a movie or a TV show that one is watching via devices connected to an
Antenna TV and HDMI® inputs, including over-the-air broadcasts and cable/satellite set-top

boxes. See page 1 of Exhibit F, available at https://support.roku.com/article/115005739288-

how-to-use-more-ways-to-watch-on-your-roku-tv-.

33. On information and belief, Roku’s More Ways to Watch feature monitors a
broadcast stream and displays supplementary content (see highlighted portions in figures below)

associated with the monitored broadcast stream. See page 56 of Exhibit G, available at

5
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https://image.roku.com/c3VwcG9ydC1B/Roku-TV-User-Guide-US-CA-8-0-2.pdf; See page 3 of

Exhibit F.

< Waich from beginning
.

More like t N(

HB®
Aore Bientas Spectrum
N@Y

HBOGA

34. On information and belief, Roku’s More Ways to Watch feature collects data
corresponding to the content that is broadcast and compares the collected data to other content in
a reference database to determine supplementary content (see highlighted portions in figures
above) associated with the broadcast stream for display. See page 1 of Exhibit F.

35. On information and belief, Roku’s More Ways to Watch feature distributes the
supplementary content (see highlighted portions in figures above) for display when a match
between the collected data and the other content in a reference database is detected. See figures

above and page 2 of Exhibit F.
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36. On information and belief, Roku’s More Ways to Watch feature stops distribution
of the supplementary content when a match between the collected data and the other content in a
reference database is no longer detected. See page 2 of Exhibit F.

37. In view of the foregoing, on information and belief, Defendant directly infringes
at least claim 1 of the '294 Patent.

38. Further, Defendant’s customers, licensees, and end users who utilize the More
Ways to Watch feature are, in turn, infringing the 294 Patent.

39, Pursuant to 35 U.S.C. §271(b), Defendant has induced its customers, licensees,
and end users to directly infringe at least claim 1 of the 294 Patent by selling, licensing, and
providing them the More Ways to Watch feature with the intent that they utilize the More Ways
to Watch feature in a manner that infringes upon one or more claims in the '294 Patent. A copy
of Roku’s online support associated with Roku’s More Ways to Watch feature is attached as
Exhibit F and a copy of Roku’s User Guide is attached as Exhibit G, both of which the
Defendant intends to be used by its customers, licensees, and end users in utilizing Roku’s More
Ways to Watch feature in a manner taught by and claimed in the '294 Patent.

40. Pursuant to 35 U.S.C. §271(c), Defendant has also knowingly contributed to the
direct infringement of at least claim 1 of the '294 Patent by its customers, licensees, and end
users by supplying Roku’s More Ways to Watch feature, which has no substantial noninfringing
use, is especially designed for use in the patented invention, and constitutes a material part of the
patented invention.

41. Defendant’s direct and indirect infringement have caused, and are continuing to

cause, injury to ESW.
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42. ESW has been damaged by Defendant’s direct and indirect infringement of the
'294 Patent in an amount to be determined at trial and has suffered and will continue to suffer
irreparable loss and injury unless the Defendant is permanently enjoined from directly and
indirectly infringing the 294 Patent.

43. At least as early as its receipt of ESW’s Original Complaint, Defendant has had
knowledge of the 294 Patent, has had written notice of its infringement, has intended that its
customers, licensees, and end users infringe the 294 Patent by their utilization of Roku’s More
Ways to Watch feature, has actively induced such infringement by continuing to sell, license,
provide, and support Roku’s More Ways to Watch feature, and has contributed to such
infringement by continuing to supply Roku’s More Ways to Watch feature. Despite such
knowledge, Defendant continues to infringe the 294 Patent.

44, It is ESW’s belief that Roku’s More Ways to Watch feature could not have been
developed without a high likelihood that Roku’s More Ways to Watch feature would infringe
upon the 294 Patent. ESW reserves its right to seek leave to amend its complaint if, after
discovery, facts are uncovered that substantiate a finding of willful infringement.

COUNT 11
INFRINGEMENT OF THE '349 PATENT

45. ESW incorporates the foregoing paragraphs as if fully set forth herein.

46. On information and belief, Defendant has been and is now directly infringing,
literally and/or under the doctrine or equivalents, at least claim 7 of the '349 Patent by making,
using, offering to sell, selling (directly or through intermediaries), licensing, and/or importing, in
this District and elsewhere in the United States, Roku’s More Ways to Watch Feature.

47. On information and belief, Defendant infringes at least claim 7 of the '349 Patent

through, at minimum, offering for sale, selling, and licensing Roku’s More Ways to Watch

8
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feature that uses Automatic Content Recognition (ACR) technology and other technology to
collect information about a movie or a TV show that one is watching via devices connected to an

Antenna TV and HDMI® inputs, including over-the-air broadcasts and cable/satellite set-top

boxes. See page 1 of Exhibit B, available at https://support.roku.com/article/115005739288-

how-to-use-more-ways-to-watch-on-your-roku-tv-.

48. On information and belief, Roku’s More Ways to Watch feature receives a media
stream and displays supplementary content (see highlighted portions in figures below) associated

with the received media stream. See page 56 of Exhibit G; See page 3 of Exhibit F.

< Waich from beginning
.
K |
i |

HBO

HBO~A

49. On information and belief, Roku’s More Ways to Watch feature enables the

generation of a fingerprint from a portion of a media stream and enables distribution and display
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of supplementary content (see highlighted portions in figures above) associated with the media
stream based on the generated fingerprint. See pages 1 and 2 of Exhibit F.

50. In view of the foregoing, on information and belief, Defendant directly infringes
at least claim 7 of the '349 Patent.

51. Further, Defendant’s customers, licensees, and end users who utilize the More
Ways to Watch feature are, in turn, directly infringing the '349 Patent.

52. Pursuant to 35 U.S.C. §271(b), Defendant has induced its customers, licensees,
and end users to directly infringe at least claim 7 of the '349 Patent by selling, licensing, and
providing them the More Ways to Watch Feature with the intent that they utilize the More Ways
to Watch Feature in a manner that infringes upon one or more claims in the '349 Patent. A copy
of Roku’s online support associated with Roku’s More Ways to Watch feature is attached as
Exhibit F and a copy of Roku’s User Guide is attached as Exhibit G, both of which the
Defendant intends to be used by its customers, licensees, and end users in utilizing Roku’s More
Ways to Watch feature in a manner taught by and claimed in the '349 Patent.

53. Pursuant to 35 U.S.C. §271(c), Defendant has also knowingly contributed to the
direct infringement of at least claim 7 of the '349 Patent by its customer, licensees, and end users
by supplying Roku’s More Ways to Watch feature, which has no substantial noninfringing use, is
especially designed for use in the patented invention, and constitutes a material part of the
patented invention.

54. Defendant’s direct and indirect infringement have caused, and are continuing to
cause, injury to ESW.

55. ESW has been damaged by Defendant’s direct and indirect infringement of the

'349 Patent in an amount to be determined at trial and has suffered and will continue to suffer

10
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irreparable loss and injury unless the Defendant is permanently enjoined from directly and
indirectly infringing the '349 Patent.

56. At least as early as its receipt of ESW’s Original Complaint, Defendant has had
knowledge of the '349 Patent, has had written notice of its infringement, has intended that its
customers, licensees, and end users infringe the '349 Patent by their utilization of Roku’s More
Ways to Watch feature, has actively induced such infringement by continuing to sell, license,
provide, and support Roku’s More Ways to Watch feature, and has contributed to such
infringement by supplying Roku’s More Ways to Watch feature. Despite such knowledge,
Defendant continues to infringe the '349 Patent.

57. It is ESW’s belief that Roku’s More Ways to Watch feature could not have been
developed without a high likelihood that Roku’s More Ways to Watch feature would infringe
upon the '349 Patent. ESW reserves its right to seek leave to amend its complaint if, after
discovery, facts are uncovered that substantiate a finding of willful infringement.

COUNT 111
INFRINGEMENT OF THE '782 PATENT

58. ESW incorporates the foregoing paragraphs as if fully set forth herein.

59. On information and belief Defendant provides a Development Environment to
encourage and allow 3™ party developers to create video streaming channels, including
advertisements, that would be made available to Roku subscriber customers via the Roku video
streaming platform.

60. On information and belief, Defendant has been and is now directly infringing,
literally and/or under the doctrine or equivalents, at least claim 1 of the '782 Patent by making,
using, offering to sell, selling (directly or through intermediaries), licensing, and/or importing, in

this District and elsewhere in the United States, Roku’s Development Environment.

11
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61. On information and belief, Defendant infringes at least claim 1 of the '782 Patent
through, at minimum, using Roku’s Development Environment, which provides developers with
the Roku Advertising Framework (RAF), which is a universal ad solution that allows developers
to insert advertisements within their video content. See page 1 of Exhibit H, available at

https://sdkdocs.roku.com/display/sdkdoc/Rokut+Advertising+Framework. As illustrated in the

figure below, the Roku Development Environment provides RAF that allows ad rendering, ad

parsing, Nielsen DAR support, and interactive ads.

The Roku Advertising Framework is a universal video ad selution integrated directly inte the core Roku SDK as a commen library. RAF natively integrates baseline and advanced advertising
capabilities, including

« 14BT VAST?Z 2 0/3 0 processing

« 1AB VMAP? playlist management

« Interactive ad units

+ Roku's new privacy-friendly device ID (“RIDA™*

» Nielsen DAR Support - a comprehensive, next-day view of your ad's online and mobile audience in a way comparable to the Nielsen TV ratings

RoKu Developers
The Roku Ad Framework (RAF)

Roku Ad Framework (RAF)

Ad Parsing

(VAST/VMAP ”ig':e“o[:,:“*
Compliant) PP
Roku Channel
Ad Rendering Interactive Ads

(Additional features)

62. On information and belief, the Roku Development Environment provides RAF
that allows a developer to insert tags or markers that mark the start or end of ad breaks within a
video content. See page 4 of Exhibit I, available at

https://blog.roku.com/developer/2016/04/05/roku-os-7-1-dev-

highlights?utm_source=itdadao&utm_medium=referral. As illustrated in the figure below, the

Roku Development Environment provides RAF that allows ad insertion for live and OnDemand

streams through inserted tags that mark start/end of ad breaks and placement. Id.

12
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Roku Ads

ROKuU Developers

The Roku Ad Framework (RAF)

Roku Ad Framework (RAF) I

Ad Parsing

Nielsen DAR
(VAST/VMAP
| Compliant) ‘ ‘ Support
Roku Channel
Ad Rendering Interactive Ads

(Additional features)

« HLS Manifest tagging support - used in dynamic ad insertion for Live & OnDemand
streams through inserted tags that mark start/end of Ad breaks and placement. Enables
additional metadata passed from ad server to channels for tracking ad events and

impressions.

63. Further, on information and belief, the Roku Development Environment provides

a Direct Publisher that allows a publisher of video content to insert mid-roll breakpoints within a
video content during scene transitions or at regularly-scheduled intervals. See page 5 of Exhibit

J, available at https://blog.roku.com/developer/2017/05/01/direct-publisher-monetization#ad-

insertion. As illustrated in the figure below, the Roku Development Environment provides the
Direct Publisher to allow a publisher to determine how many mid-roll ads they would like to

serve against their content and when those ads should be shown. Id.

Determining mid-roll break points

It is up to the publisher's discretion how many mid-roll ads they'd like to serve against their
caontent and when they should be shown. Generally, there are two approaches to inserting

aooresks

1. During scene transitions: The best user experience for mid-roll ads occurs when ads are
displayed during natural breaks in tension, such as during scens transitions, breaks in
dialogue or WWlls in action. If 20Break metadata is not aiready availzbla, thiz may reguire a2n
"editor” to review the content and determine points in the content that lend themselves
well to adBraaks.

2. At regularly-scheduled intervals: Publishers who don't have the resources to insert

dBreaks during natural breakpoints may choose to insert adBreaks at regular intervals.
Some publishers choose to show an & every seven minutes (50 a5 to maximize our ac
frequency rules), while others space ads out evary 10 or 15 minutes. Mote that this
aporoach can creste jarring experiences for the viewsr, such a5 cutting to an ad while 2
character is mid-sentence or in the middle of a high-stakes car chase.

13
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64. Additionally, on information and belief, Roku’s Development Environment
provides a Stream Tester that allows developers to monitor a video content and to observe
execution of the video content. See pages 2, 3 of Exhibit K, available at
https://blog.roku.com/developer/new-web-tools-for-faster-development-on-roku. For example,
Roku’s Development Environment provides the Stream Tester that allows a developer to monitor
a video content and observe how video content looks on a Roku device and how ads function

when inserted into a video content. See page 3 of Exhibit K (see figure below).

65. The Stream Tester also allows a developer to choose a video stream URL along

with an advertisement URL to observe how the video content looks on a Roku device along with

14
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the advertisement. See page s 3 and 4 of Exhibit L, available at https://devtools.web.roku.com/.
As illustrated in the figure below, the Stream Tester allows a developer to insert URLSs
corresponding to a video stream and an advertisement in order to observe how video content

looks on a Roku device and how ads function when inserted into a video content. See page 4 of

Exhibit L.

Stream/RAF Tester Tool

R ] [T
i ] x P~ 7]
Miaide Sirearn URL F e pmal,
Video & Ads = | nigfroky opd debrenasworks comimadiaSH02 taba 3h 62506 8a 38 u Mg =
Advertisement URL
| it innowid comr] STATeidhaded 02 G0 38403 ch=ftimestamp =
Seneal i i1 1] Mea-Dals = i Cockien I

66. In view of the foregoing, on information and belief, Defendant directly infringes
at least claim 1 of the '782 Patent.

67. Defendant’s infringement has caused, and is continuing to cause, injury to ESW.

68. ESW has been damaged by Defendant’s infringement of the '782 Patent in an
amount to be determined at trial and has suffered and will continue to suffer irreparable loss and

injury unless the Defendant is permanently enjoined from infringing the '782 Patent.

15



Case 6:19-cv-00044 Document 1 Filed 02/08/19 Page 16 of 27

69. At least as early as its receipt of ESW’s Original Complaint, Defendant has had
knowledge of the '782 Patent and has had written notice of its infringement. Despite such
knowledge, Defendant continues to infringe the '782 Patent.

70. It is ESW’s belief that the Roku Development Environment could not have been
developed without a high likelihood that the Roku Development Environment would infringe
upon the '782 patent. ESW reserves its right to seek leave to amend its complaint if, after
discovery, facts are uncovered that substantiate a finding of willful infringement.

COUNT IV
INFRINGEMENT OF THE '718 PATENT

71. ESW incorporates the foregoing paragraphs as if fully set forth herein.

72. On information and belief, Defendant has been and is now indirectly infringing at
least claim 1 of the '718 Patent.

73. Pursuant to 35 U.S.C. §271(b), Defendant has induced developers to directly
infringe at least claim 1 of the '718 Patent by providing them the Roku Development
Environment with the intent that they use the Roku Development Environment in a manner that
infringes upon at least claim 1 in the '718 Patent. Copies of Exhibits L and N are attached, which
the Defendant intends to be used by developers in utilizing the Roku Development Environment
in a manner taught by and claimed in the '718 Patent.

74. On information and belief, the Roku Development Environment provides a Roku
Advanced Layout Editor (RALE), which enables its developers to lay out visual aspects of a
channel for quick prototyping and design purposes. See Exhibit M, available at

http://devtools.web.roku.com/roku-advanced-layout-editor/. For instance, RALE enables a

developer to see their design in a graphical user interface and to assign various properties to the

16
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designs, which are reflected in real-time. See page 2 and figures below of Exhibit N, available at

https://sdkdocs.roku.com/display/sdkdoc/Roku+Advanced+Layout+Editor.
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75. On information and belief, RALE further provides predefined channel templates
that enable developers to customize further. See page 1 of Exhibit N (and highlighted portion of

the figure below). As illustrated below, RALE enables a developer to select from channel

samples.

Predefined Channel Templates

By default, RALE offers some predefined channel templates to help the designer get started. These templates can be used as pre-built
channels, or simply as a starting point for the designer to customize further.

Channel:

Select Channel X
Select from channel samples Select your channel
Select channel by zip
b Select channel by directory
Blank scene ng paneis
OR
76. Further, on information and belief, RALE enables presentation of previously

saved channel templates and enables changes made via RALE to be saved. See pages 1 and 2 of
Exhibit N (and highlighted portions of the figures below). As illustrated below, RALE enables a
developer to select their channel template by zip or by directory and enables a developer to

update changes made via RALE.

18
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Predefined Channel Templates

By default, RALE offers some predefined channel templates to help the designer get started. These templates can be used as pre-built
channels, or simply as a starting point for the designer to customize further.

Device: Channel:
Select Channel x
Select from channel samples Select your channel
Select channel by zip
b Select channel by directory
Blank scen
OR
ibtype  Expand All | Collapse All Ovetiong Tall ®
= BasaScens
Poster
S " Rolku Advanced Laynut Editor
» Hud
w PanelSet
Poster
Poster
» CategorlesMenu
» SearchPanel
» Hud
Rectangle
POSITION X POSITION Y HEIGHT WIDTH
‘ -n ‘ 27 12000 1280,00
77. On information and belief, the Roku Development Environment also provides an

Eclipse Plugin, which enables a developer to save an application template, to open a previously

saved application template, to import an application template, and to export an application

19
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template. See highlighted portions of the figures below, available at

https://www.youtube.com/watch?v=suQ0gxFs0Ojw and

https://www.youtube.com/watch?v=qyqcOklehuE. See also pages 6 and 7 of Exhibit L.
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78. Pursuant to 35 U.S.C. §271(c), Defendant has also knowingly contributed to the
direct infringement of at least claim 1 of the '718 Patent by developers by supplying Roku’s
Development Environment, which has no substantial noninfringing use, is especially designed
for use in the patented invention, and constitutes a material part of the patented invention.

79. In view of the foregoing, on information and belief, Defendant indirectly infringes
at least claim 1 of the '718 Patent.

80. Defendant’s infringement has caused, and is continuing to cause, injury to ESW.

81. ESW has been damaged by Defendant’s infringement of the '718 Patent in an
amount to be determined at trial and has suffered and will continue to suffer irreparable loss and
injury unless the Defendant is permanently enjoined from infringing the '718 Patent.

82. At least as early as its receipt of ESW’s Original Complaint, Defendant has had
knowledge of the '718 Patent, has had written notice of its infringement, has intended that
developers infringe the '718 Patent by their use of the Roku Development Environment, has
actively induced such infringement by continuing to provide and support the Roku Development
Environment, and has contributed to such infringement by supplying the Roku Development

Environment. Despite such knowledge, Defendant continues to infringe the '718 Patent.
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83. It is ESW’s belief that the Roku Development Environment could not have been
developed without a high likelihood that the Roku Development Environment would infringe
upon the '718 Patent. ESW reserves its right to seek leave to amend its complaint if, after
discovery, facts are uncovered that substantiate a finding of willful infringement.

COUNT V
INFRINGEMENT OF THE '945 PATENT

84. ESW incorporates the foregoing paragraphs as if fully set forth herein.

85. On information and belief, Defendant has been and is now indirectly infringing at
least claim 1 of the '945 Patent.

86. Pursuant to 35 U.S.C. §271(b), Defendant has induced developers to directly
infringe at least claim 1 of the '945 Patent by providing them the Roku Development
Environment with the intent that they use the Roku Development Environment in a manner that
infringes upon at least claim 1 in the '945 Patent. Copies of Exhibits O and P are attached, which
the Defendant intends to be used by developers in utilizing the Roku Development Environment
in a manner taught by and claimed in the '945 Patent.

87. On information and belief, Roku’s Development Environment enables
developers to create, maintain, and distribute two versions of their channel, for example, a non-
certified version and a public version. See Exhibits O (available at
https://sdkdocs.roku.com/display/sdkdoc/Create+a+Non-Certified+Channel) and P (available at
https://sdkdocs.roku.com/display/sdkdoc/Create+a+Public+Channel). As illustrated in the
figures below, a developer is enabled to add a channel by either selecting a public channel or a

non-certified channel. Exhibits O and P.
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Add Channel Window

From the radio buttons, select Developer SDK, and Non-certified, and then enter a Channel Name in the field.

Add Channel

*How do you plan to publish your channel?
Get more information on publishing a channe!

Direct Publisher

@ Developer SDK

*|s this a public or non-certified channel?

Public

@ Non-certified

*Channel Name

Continue Cancel

2. Next, select Developer SDK, Public, enter a Channel Name and click Continue.

Add Channel

*How do you plan to publish your channel?
Get more information on publishing a channel.

Direct Publisher
@ Developer SDK
*Is this a public or non-certified channel?
@® Public

Non-certified
*Channel Name

88. On information and belief, Roku’s Development Environment enables developers

to create the non-certified version of the channel for users of lower end-devices and to create the
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public channel for users of higher-end devices. See Exhibit Q (available at

https://roku.app.box.com/v/Roku-UX-Best-Practices).

89. As illustrated in the figures below, on information and belief, the public channel
uses Roku SceneGraph (RSG) visual elements to display the channel on higher-end devices,
whereas the non-certified channel uses non-RSG visual elements to display the channel on
lower-end device. See Exhibits Q and R (available at https://blog.roku.com/developer/2018-

channel-certification-criteria).

Updating software

Your Roku player will automatically restart once
the update is installed.

Progress: 0%

Loading spinners (high-end)
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i3

Checking for new software...

Software update

L <

\

1g spinners

90. Pursuant to 35 U.S.C. §271(c), Defendant has also knowingly contributed to the
direct infringement of at least claim 1 of the '945 Patent by developers by supplying Roku’s
Development Environment, which has no substantial noninfringing use, is especially designed
for use in the patented invention, and constitutes a material part of the patented invention.

91. In view of the foregoing, on information and belief, Defendant indirectly infringes
at least claim 1 of the '945 Patent.

92. Defendant’s infringement has caused, and is continuing to cause, injury to ESW.

93. ESW has been damaged by Defendant’s infringement of the '945 Patent in an
amount to be determined at trial and has suffered and will continue to suffer irreparable loss and
injury unless the Defendant is permanently enjoined from infringing the '945 Patent.

94. At least as early as its receipt of ESW’s Original Complaint, Defendant has had
knowledge of the '945 Patent, has had written notice of its infringement, has intended that
developers infringe the '945 Patent by their use of the Roku Development Environment, has

actively induced such infringement by continuing to provide and support the Roku Development
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Environment, and has contributed to such infringement by supplying the Roku Development
Environment. Despite such knowledge, Defendant continues to infringe the '945 Patent.

95. It is ESW’s belief that the Roku Development Environment could not have been
developed without a high likelihood that the Roku Development Environment would infringe
upon the '945 Patent. ESW reserves its right to seek leave to amend its complaint if, after
discovery, facts are uncovered that substantiate a finding of willful infringement.

DEMAND FOR JURY TRIAL

Plaintiff demands a trial by jury of any and all issues triable of right before a jury.

PRAYER FOR RELIEF

WHEREFORE, Plaintiff ESW Holdings, Inc. prays for the following relief against
Defendant Roku, Inc.:

A. A judgment in favor of ESW that Defendant has directly infringed one or more
claims of ESW’s 294, '349, and '782 Patents;

B. A judgement in favor of ESW that Defendant has indirectly infringed one or more
claims of ESW’s 294, '349, '718, and '945 Patents;

C. A permanent injunction, enjoining Defendant along with its officers, directors,
agents, servants, employees, affiliates, divisions, branches, subsidiaries, and parents from
infringing, directly or indirectly, ESW’s 294, '349,'782,'718 and '945 Patents;

D. A judgment against Defendant under 35 U.S.C. §284 awarding ESW damages in
an amount adequate to compensate Plaintiff for Defendant’s infringement, but in no event less
than a reasonable royalty for the use made by Defendant of the inventions set forth in the '294,

'349,'782,'718 and '945 Patents, together with an award of interest and costs;

26



Case 6:19-cv-00044 Document 1 Filed 02/08/19 Page 27 of 27

E. A judgment and order finding Defendant to pay ESW damages for Defendant’s

direct infringement of ESW’s '294, '349, and '782 Patents and indirect infringement of ESW’s '294,

'349, '718, and '945 Patents, together with interest (both pre-and post-judgment), costs and

disbursements as fixed by this Court under 35 U.S.C. § 284; and

F. Such other and further relief in law or in equity to which ESW may be justly

entitled.

Date: February 8, 2019

Respectfully submitted,

PILLSBURY WINTHROP SHAW PITTMAN
LLP

[s/ Conor M. Civins

Conor M. Civins

Texas Bar No. 24040693
conor.civins@pillsburylaw.com
Michael Chibib

Texas Bar No. 00793497
michael.chibib@pillsburylaw.com
401 Congress Avenue, Suite 1700
Austin, Texas 78701

Telephone: (512) 580-9611
Facsimile: (512) 580-9601

Attorneys for Plaintiff ESW Holdings, Inc.
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