
IN THE UNITED STATES DISTRICT COURT 
FOR THE EASTERN DISTRICT OF TEXAS 

SHERMAN DIVISION 
 
FAR NORTH PATENTS, LLC, 
 

Plaintiff, 
 

v. 
 

NEC CORPORATION, 

 
Defendant. 

 

 
CIVIL ACTION NO. 4:19-cv-943 
 
ORIGINAL COMPLAINT FOR 
PATENT INFRINGEMENT 
 
JURY TRIAL DEMANDED 
 

 
ORIGINAL COMPLAINT FOR PATENT INFRINGEMENT 

 
 Plaintiff Far North Patents, LLC (“Far North Patents” or “Plaintiff”) files this original 

complaint against Defendant NEC Corporation (“NEC” or “Defendant”), alleging, based on its 

own knowledge as to itself and its own actions and based on information and belief as to all other 

matters, as follows:  

PARTIES 

1. Far North Patents is a limited liability company formed under the laws of the 

State of Texas, with its principal place of business at 18383 Preston Rd Suite 250, Dallas, Texas, 

75252. 

2. Defendant NEC Corporation is a corporation organized and existing under the 

laws of Japan, with a place of business at 7-1, Shiba 5-chrome, Minato-ku, Tokyo 108-8001, 

Japan. 

JURISDICTION AND VENUE 

3. This is an action for infringement of United States patents arising under 35 U.S.C. 

§§ 271, 281, and 284–85, among others. This Court has subject matter jurisdiction of the action 

under 28 U.S.C. § 1331 and § 1338(a). 
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4. This Court has personal jurisdiction over NEC pursuant to due process and/or the 

Texas Long Arm Statute because, inter alia, (i) NEC has done and continues to do business in 

Texas; and (ii) NEC has committed and continues to commit acts of patent infringement in the 

State of Texas, including making, using, offering to sell, and/or selling accused products in 

Texas, and/or importing accused products into Texas, including by Internet sales and sales via 

retail and wholesale stores, inducing others to commit acts of patent infringement in Texas, 

and/or committing a least a portion of any other infringements alleged herein.  In addition, or in 

the alternative, this Court has personal jurisdiction over NEC pursuant to Fed. R. Civ. P. 4(k)(2). 

5. Venue is proper as to Defendant NEC Corporation, which is organized under the 

laws of Japan. 28 U.S.C. § 1391(c)(3) provides that “a defendant not resident in the United States 

may be sued in any judicial district, and the joinder of such a defendant shall be disregarded in 

determining where the action may be brought with respect to other defendants.” 

BACKGROUND 

6. The patents-in-suit generally pertain to communications networks and other 

technology used in the provision of wireless services, Voice over Internet Protocol (“VoIP”) 

phone systems, high speed networking, and other advanced communication services.  The 

technology disclosed by the patents was developed by personnel at MCI WorldCom 

(“WorldCom”), Path1 Network Technologies Inc. (“Path1 Network Technologies”), Robelight 

LLC (“Robelight”), and BellSouth Corporation (“BellSouth”). 

7. WorldCom was a leading telecommunications service provider in the late 1990s 

and early 2000s.  Verizon acquired WorldCom in 2005.  The patents developed at WorldCom 

(“the Hardy patents”) are related to Quality of Service (“QoS”) evaluation in telecommunications 

systems. 
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8. The inventor of the Hardy patents, former principal analyst for quality 

measurement and analyses at WorldCom Dr. William C. Hardy, was at the forefront of QoS in 

telecommunications systems.  Dr. Hardy developed, disclosed, and patented a solution for 

efficiently and consistently evaluating QoS.  In fact, Dr. Hardy literally wrote the book on QoS 

in telecommunications systems.  See Hardy, William C., QoS Measurement and Evaluation of 

Telecommunications Quality of Service (Wiley 2001).   

9. Dr. Hardy has received considerable praise for his work in QoS.  Luis Sousa 

Cardoso, Quality of Service Development Group Chairman, left little doubt regarding the esteem 

with which he holds Dr. Hardy: “William C. ‘Chris’ Hardy is unquestionably among the leading 

lights in the field of QoS[.]”  Dr. Hardy’s book was reviewed in IEEE Communications 

Magazine, Vol. 40, No. 2, Feb. 2002, which stated that the book “provides a straightforward and 

very accessible approach to measurement and evaluation of QoS in telecommunications 

networks…strongly recommended for all people, either experiences professionals or graduates, 

involved in the area of networking[.]”  He is even an honorary member of the Russian Academy 

of Science. 

10. The Hardy patents (or the applications leading to them) have been cited during 

patent prosecution hundreds of times, by numerous leading companies in the computer 

networking and telecommunications industries industry, including Adtran, Alcatel-Lucent, Arris, 

AT&T, Avaya, Cisco, Deutsche Telekom (T-Mobile), Dolby Laboratories Licensing 

Corporation, Empirix, Ericsson, Genband, General Electric, IBM, Juniper, Microsoft, Motorola, 

NEC, Oracle, Panasonic, Ringcentral, Sharp, Siemens, Sprint, USAA, and Verizon. 

11. Path1 Network Technologies is a provider of video over IP services and solutions.  

The patents developed at Path1 Network Technologies (“the Fellman patents”) relate to 
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providing service guarantees for time sensitive signals in computer networks.  The inventors of 

these patents include Dr. Ronald D. Fellman and Dr. Rene L. Cruz.  Drs. Fellman and Cruz, both 

former professors of electrical and computer engineering at the University of California at San 

Diego, were pioneers in network technology.  Dr. Fellman was an IEEE Senior Member, and his 

work was published in several IEEE Transactions journals, including IEEE Transactions on 

Networking, IEEE Transactions on Parallel and Distributed Systems, IEEE Transactions on 

Systems, Man, and Cybernetics, IEEE Transactions on Signal Processing, IEEE Transactions on 

Very Large Scale Integration (VLSI) Systems, IEEE Transactions on Acoustics, Speech and 

Signal Processing.  He was also a co-founder of Path1 Network Technologies and of Qvidium 

Technologies.  Dr. Cruz, a distinguished scholar in the field of communication networks, was 

said to have established the field of Network Calculus.  In Dr. Cruz’s election to be a Fellow of 

the IEEE in 2003, he was “cited for his expertise in the area of Quality-of-Service guarantees in 

packet-switched networks.”  

http://jacobsschool.ucsd.edu/news/news_releases/release.sfe?id=1385.   

12. The Fellman patents (or the applications leading to them) have been cited during 

patent prosecution hundreds of times, by numerous leading companies in the computer 

networking and telecommunications industries, including ABB Research, AMD, Amazon, 

AT&T, Atheros Communications, Avaya, Bose, Broadcom, Canon, Centurylink, Chi Mei 

Optoelectronics, Ciena, Cox Communications, Dell, F5 Networks, Fujitsu, Hitachi, Honeywell, 

Intel, IBM, Lucent, Lutron, Microsoft, National Instruments, National Semiconductor, NEC, 

Nortel Networks, Oceaneering, Phillips, Qualcomm, Robert Bosch, Samsung, Siemens, Sonos, 

Sony, Symantec, Texas Instruments, Toshiba, Ubiquiti Networks, Verizon, and Viasat. 
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13. The patents developed at Robelight (“the Light patents”) relate to obtaining 

presence information over a network.  Inventors Elliot D. Light and Jon L. Roberts are named 

inventors on over 30 patents combined.  The Light patents (or the applications leading to them) 

have been cited during patent prosecution over a hundred times, by numerous leading companies 

in the computer networking and telecommunications industries, including Alcatel-Lucent, Apple, 

AT&T, Avaya, Google, LG Electronics, Nortel Networks, Qualcomm, Rockstar Consortium, 

SAP, Shoretel, Vonage, and ZTE. 

14. BellSouth, founded in 1983 as one of the seven original Regional Bell Operating 

Companies after the breakup of AT&T, was a giant in the telecommunications industry.  

BellSouth was active in both broadband and wireless, operating in the southern United States as 

well as in Argentina, Australia, Chile, Colombia, Ecuador, Guatemala, New Zealand, Nicaragua, 

Panama, Peru, Uruguay, and Venezuela.  BellSouth was acquired by AT&T in 2006 for 

approximately $86 billion. 

15. The patents developed at BellSouth (“the Easley patents”) relate to providing a 

calling name service for mobile phones.  Larry Scott Easley, the inventor of the Easley patents, 

was a prolific inventor for BellSouth—he was a named inventor on ten United States Patents.  

The Easley patents (or the applications leading to them) have been cited during patent 

prosecution over a hundred times, by numerous leading companies in the computer networking 

and telecommunications industries, including Alcatel-Lucent, AT&T, Ericsson, Genesys, Lucent, 

Nortel Networks, Siemens, Sprint, and Sybase 365. 
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COUNT I 

DIRECT INFRINGEMENT OF U.S. PATENT NO. 8,689,105 

16. On April 1, 2014, United States Patent No. 8,689,105 (“the ‘105 Patent”) was 

duly and legally issued by the United States Patent and Trademark Office for an invention 

entitled “Real-Time Monitoring of Perceived Quality of Packet Voice Transmission.” 

17. Far North Patents is the owner of the ‘105 Patent, with all substantive rights in 

and to that patent, including the sole and exclusive right to prosecute this action and enforce the 

‘105 Patent against infringers, and to collect damages for all relevant times. 

18. NEC made, had made, used, imported, provided, supplied, distributed, sold, 

and/or offered for sale products and/or systems including, for example, its NEC Integrated 

network management system MS5000 family of products that include advanced quality 

monitoring capabilities (collectively, “accused products”). 

 

(Source : https://www.nec.com/en/global/solutions/nsp/oam/index.html) 
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(Source : https://www.nec.com/en/global/solutions/nsp/nms/index.html) 
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(Source : https://www.nec.com/en/global/techrep/journal/g06/n02/pdf/t060211.pdf) 

 

(Source : https://www.nec.com/en/global/techrep/journal/g06/n02/pdf/t060211.pdf) 

19. By doing so, NEC has directly infringed (literally and/or under the doctrine of 

equivalents) at least Claims 1 and 23 of the ‘105 Patent.  NEC’s infringement in this regard is 

ongoing.  

20. NEC has infringed the ‘105 Patent by using the accused products and thereby 

practicing a method that includes obtaining, by a network device, a reference matrix based on 

estimates of perceived audio quality of at least portions of one or more first packetized audio 

messages, the reference matrix modeling values of a plurality of characteristics associated with a 

particular quality level.  For example, the accused products are used by NEC to implement the 

ITU-T G.107 Recommendation.  The quality of audio in VoIP networks (packet switched 

networks) are calculated using MOS (Mean Opinion score) values according to ITU-T G.107 

Recommendation E-model. The E-model computes a transmission rating value R, which is a 

combinational effect of all the transmission parameters in an audio conversation.  The E-model 

uses a reference table (“reference matrix”) based on the estimates of perceived audio 

conversational/audio quality. The reference table includes modelling values like MOS-CQE 

(Mean Opinion Score – Estimated Conversational Quality), each associated with a quality level. 
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(Source: https://www.itu.int/rec/dologin_pub.asp?lang=e&id=T-REC-G.1011-201506-S!!PDF-

E&type=items) 

 

(Source: https://www.itu.int/rec/dologin_pub.asp?lang=e&id=T-REC-G.1011-201506-S!!PDF-

E&type=items) 
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(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items) 

 

(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items) 
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(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items) 

 
(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items) 
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(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items) 

 
(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items) 

 

(Source: https://www.itu.int/rec/dologin_pub.asp?lang=e&id=T-REC-P.800.1-201607-I!!PDF-

E&type=items) 

21. The methods practiced by NEC’s use of the accused products include receiving, 

by the network device, one or more second packetized audio messages and evaluating, by the 

network device, at least portions of one or more of the one or more second packetized audio 
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messages to obtain measurements associated with the plurality of characteristics.  For example, 

the accused products are used by NEC to implement the ITU-T G.107 Recommendation.  The E-

model is applied to a real-time voice call (“second packetized audio messages”) for measuring its 

voice quality by calculating the R value. The R value can be converted into a MOS value. The R 

value represents the combinational effect of all transmission parameters in an audio 

conversation.  The E-Model estimates the MOS-CQE/audio quality of the speech signals. 

 

(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items) 
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(Source: https://www.itu.int/rec/dologin_pub.asp?lang=e&id=T-REC-P.800.1-201607-I!!PDF-

E&type=items) 

22. The methods practiced by NEC’s use of the accused products include creating, by 

the network device, a test matrix using the obtained measurements and comparing, by the 

network device, the test matrix and the reference matrix to predict a quality level associated with 

the one or more second packetized audio messages.  For example, the accused products are used 

by NEC to implement the ITU-T G.107 Recommendation.  ITU-T G.107 E-Model estimates 

MOS-CQE/audio quality of the speech signals. The test speech signal parameters are input to the 

G.107 E-Model for calculating the R and MOS values. The calculated R/MOS value (“test 

matrix”) is then compared with the reference table (“reference matrix”) for determining the 

perceived audio quality.  For example, a comparison is performed between estimated MOS value 

and existing reference values to determine the perceived audio quality of the test speech.  For 

instance, a MOS value of 4.5 and a R value of 95 is compared with each row of the reference 
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table and a perceived voice quality is determined accordingly, which is Best/Very satisfied in 

this case. 

 

(Source: https://www.itu.int/rec/dologin_pub.asp?lang=e&id=T-REC-P.800.1-201607-I!!PDF-

E&type=items) 
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(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items) 

 
(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items ) 

 
(Source: https://www.itu.int/ITU-T/studygroups/com12/emodelv1/tut.htm) 

23. NEC has infringed the ‘105 Patent by making, having made, using, importing, 

providing, supplying, distributing, selling or offering for sale products including the claimed 

non-transitory computer-readable medium having instructions stored thereon configured to cause 

a computing device to perform operations, and those operations including obtaining a reference 

matrix based on estimates of perceived audio quality of at least portions of one or more first 

packetized audio messages, the reference matrix modeling values of a plurality of characteristics 

associated with a particular quality level.  For example, the accused products are configured to 
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be used to implement the ITU-T G.107 Recommendation.  The quality of audio in VoIP 

networks (packet switched networks) is calculated using MOS (Mean Opinion score) values 

according to ITU-T G.107 Recommendation E-model. The E-model computes a transmission 

rating value R, which is a combinational effect of all the transmission parameters in an audio 

conversation.  The E-model uses a reference table (“reference matrix”) based on the estimates of 

perceived audio conversational/audio quality. The reference table includes modelling values like 

MOS-CQE (Mean Opinion Score – Estimated Conversational Quality), each associated with a 

quality level. 

 
(Source: https://www.itu.int/rec/dologin_pub.asp?lang=e&id=T-REC-G.1011-201506-S!!PDF-

E&type=items) 
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(Source: https://www.itu.int/rec/dologin_pub.asp?lang=e&id=T-REC-G.1011-201506-S!!PDF-

E&type=items) 

 

(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items) 

 

(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items) 
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(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items) 

 
(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items) 
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(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items) 

 
(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items) 

 

(Source: https://www.itu.int/rec/dologin_pub.asp?lang=e&id=T-REC-P.800.1-201607-I!!PDF-

E&type=items) 

24. The operations performed by the accused products include creating a test matrix 

using measurements of at least portions of one or more second packetized audio messages 

associated with the plurality of characteristics and predicting a quality level associated with the 
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at least portions of one or more second packetized audio messages by comparing the test matrix 

to the reference matrix.  For example, the accused products are configured to be used to 

implement the ITU-T G.107 Recommendation.  The E-model is applied to a real-time voice call 

(“second packetized audio messages”) for measuring its voice quality by calculating the R value. 

The R value can be converted into a MOS value. The R value represents the combinational effect 

of all transmission parameters in an audio conversation.  ITU-T G.107 E-Model estimates MOS-

CQE/audio quality of the speech signals. The test speech signal parameters are input to the 

G.107 E model for calculating the R and MOS values. The calculated R/MOS value (“test 

matrix”) is then compared with the reference table (“reference matrix”) for determining the 

perceived audio quality. For example, a comparison is performed between estimated MOS value 

and existing reference values to determine the perceived audio quality of the test speech.  For 

instance, a MOS value of 4.5 and a R value of 95 would be compared with each row of the 

reference table and a perceived voice quality is determined accordingly, which is Best/Very 

satisfied in this case. 
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(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items) 

 

(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items) 

 

(Source: https://www.itu.int/rec/dologin_pub.asp?lang=e&id=T-REC-P.800.1-201607-I!!PDF-

E&type=items) 
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(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items) 

 

(Source: https://www.itu.int/ITU-T/studygroups/com12/emodelv1/tut.htm) 

25. NEC has had knowledge of the ‘105 Patent at least as of the date when it was 

notified of the filing of this action. 

26. Far North Patents has been damaged as a result of the infringing conduct by NEC 

alleged above.  Thus, NEC is liable to Far North Patents in an amount that adequately 

compensates it for such infringements, which, by law, cannot be less than a reasonable royalty, 

together with interest and costs as fixed by this Court under 35 U.S.C. § 284. 
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27. Far North Patents and/or its predecessors-in-interest have satisfied all statutory 

obligations required to collect pre-filing damages for the full period allowed by law for 

infringement of the ‘105 Patent. 

COUNT II 

DIRECT INFRINGEMENT OF U.S. PATENT NO. 8,068,437 

28. On November 29, 2011, United States Patent No. 8,068,437 (“the ‘437 Patent”) 

was duly and legally issued by the United States Patent and Trademark Office for an invention 

entitled “Determining the Effects of New Types of Impairments on Perceived Quality of a Voice 

Service.” 

29. Far North Patents is the owner of the ‘437 Patent, with all substantive rights in 

and to that patent, including the sole and exclusive right to prosecute this action and enforce the 

‘437 Patent against infringers, and to collect damages for all relevant times. 

30. NEC made, had made, used, imported, provided, supplied, distributed, sold, 

and/or offered for sale products and/or systems including, for example, its NEC Integrated 

network management system MS5000 family of products that include advanced quality 

monitoring capabilities (collectively, “accused products”). 

 

(Source : https://www.nec.com/en/global/solutions/nsp/oam/index.html) 
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(Source : https://www.nec.com/en/global/solutions/nsp/nms/index.html) 
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(Source : https://www.nec.com/en/global/techrep/journal/g06/n02/pdf/t060211.pdf) 

 

(Source : https://www.nec.com/en/global/techrep/journal/g06/n02/pdf/t060211.pdf) 

31. By doing so, NEC has directly infringed (literally and/or under the doctrine of 

equivalents) at least Claim 9 of the ‘437 Patent.  NEC’s infringement in this regard is ongoing.  

32. NEC has infringed the ‘437 Patent by using the accused products and thereby 

practicing a method performed by a computer system that includes generating, by a processor of 

the computer system, an assumed model for a second communication service, where the assumed 

model is used to transform data regarding a first performance characteristic in the second 

communication service to reflect effects from a second performance characteristic in the second 

communication service.  For example, the accused products are used by NEC to implement the 

ITU-T G.107 Recommendation.  The ITU-T G.107 Recommendation includes an E-model for 

calculating voice quality as perceived by a typical telephone user. The E-model outputs a 

transmission rating factor i.e., R, which can be transformed into Mean Opinion Score i.e., MOS 

value that represents the voice quality. The R value combines the effects of all relevant 

transmission parameters, and comprises of an effective Equipment impairment factor, Ie-eff.  The 

E-model is applied to a real-time voice call (“second communication service”) for measuring its 

voice quality. The effective Equipment impairment factor is calculated using a mathematical 

algorithm (“assumed model”). The mathematical algorithm includes an addition of two values. 
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The first value is an equipment impairment factor (“first performance characteristic”) at zero 

packet loss, or Ie. The Ie values are based on subjective MOS test results and are predefined for 

different codecs in ITU-T G.113 recommendation. The second value is a computation of 

different packet-loss-based parameters (“second performance characteristic”) namely, a packet 

loss robustness factor (Bpl), packet loss probability (Ppl) and a burst ratio. Thus, the computed 

Ie-eff value reflects the effects of packet loss in the voice quality. 

 

(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items) 

 

(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items) 
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(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items) 

 

(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items) 
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(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items) 

 

(Source: https://www.itu.int/rec/dologin_pub.asp?lang=e&id=T-REC-G.113-200711-I!!PDF-

E&type=items) 

33. The methods practiced by NEC’s use of the accused products include 

establishing, by the processor, a communication session via the second communication service 

Case 4:19-cv-00943   Document 1   Filed 12/26/19   Page 29 of 181 PageID #:  29

https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-E&type=items
https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-E&type=items
https://www.itu.int/rec/dologin_pub.asp?lang=e&id=T-REC-G.113-200711-I!!PDF-E&type=items
https://www.itu.int/rec/dologin_pub.asp?lang=e&id=T-REC-G.113-200711-I!!PDF-E&type=items


30 
  

and obtaining, by the processor, subjective ratings of the first performance characteristic in the 

second communication service using the established communication session.  For example, the 

accused products are used by NEC to implement the ITU-T G.107 Recommendation.  The E-

model is applied to a real-time voice call session over a system including the accused products 

(“second communication service”) for measuring the call’s voice quality by calculating the R 

value. The R value comprises of an effective Equipment impairment factor, Ie-eff  which is 

calculated using various parameters like an equipment impairment factor at zero packet loss Ie 

(“first performance characteristic”), and other packet loss based parameters. The Ie values 

(“subjective ratings”) are derived from the results of subjective listening-only tests and are used 

as an input to the E-Model.  They can be obtained from predefined values based on the 

implemented codec. 

 

(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items) 
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(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items) 

 

(Source: https://www.itu.int/rec/dologin_pub.asp?lang=e&id=T-REC-G.113-200711-I!!PDF-

E&type=items) 

34. The methods practiced by NEC’s use of the accused products include generating, 

by the processor, altered subjective ratings using the assumed model to reflect effects of the 
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second performance characteristic on the subjective ratings.  For example, the accused products 

are used by NEC to implement the ITU-T G.107 Recommendation.  The effective equipment 

impairment factor Ie-eff is calculated using a mathematical algorithm (“assumed model”). The 

mathematical algorithm includes an addition of two values. The first value is an equipment 

impairment factor (“first performance characteristic”) at zero packet loss i.e., Ie. The Ie values are 

based on subjective MOS test results and are predefined for different codecs in ITU-T G.113 

recommendation. The second value is a computation of different packet loss (“second 

performance characteristic”) based parameters namely, a packet loss robustness factor (Bpl), 

packet loss probability (Ppl) and a burst ratio. Thus, the computed Ie-eff  value reflects the effects 

of packet loss on the equipment impairment factor at zero packet loss. 

 

(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items) 
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(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items) 

 

(Source: https://www.itu.int/rec/dologin_pub.asp?lang=e&id=T-REC-G.113-200711-I!!PDF-

E&type=items) 

35. The methods practiced by NEC’s use of the accused products include generating, 

by the processor, quality index values from the altered subjective ratings.  For example, the 
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accused products are used by NEC to implement the ITU-T G.107 Recommendation.  The 

MOSCQE values are calculated using the R values. The R value is calculated using various 

parameters which includes the effective equipment impairment factor Ie-eff (“altered subjective 

rating”). 

 

(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items) 

 

(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items) 

36. The methods practiced by NEC’s use of the accused products include comparing, 

by the processor, the generated quality index values to quality index values of a first 
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communication service and determining, by the processor, whether the quality of the second 

communication service is comparable to a quality of the first communication service based on 

the comparison.  For example, the accused products are used by NEC to implement the ITU-T 

G.107 Recommendation.  The E-model is based on modeling the results from multiple subjective 

tests performed on a wide range of transmission parameters. It also includes a reference table 

with different R value and MOS value thresholds, and corresponding perceived voice quality. 

The MOS values (quality index) in the reference table are obtained using an aggregate of 

multiple test calls’ (“first communication service”) data.  The computed MOS value is then 

compared with the reference table. Based on the comparison, it is determined whether the 

computed MOS value is comparable to the reference MOS value—e.g., whether the second 

communication service is expected to fall into the same user satisfaction category as the first 

communication service. 

 

(Source: https://www.itu.int/ITU-T/studygroups/com12/emodelv1/tut.htm) 

 
(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items) 
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(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items) 

 
(Source: https://www.itu.int/ITU-T/studygroups/com12/emodelv1/tut.htm) 

37. Far North Patents only asserts method claims from the ‘437 Patent. 

38. NEC has had knowledge of the ‘437 Patent at least as of the date when it was 

notified of the filing of this action. 

39. Far North Patents has been damaged as a result of the infringing conduct by NEC 

alleged above.  Thus, NEC is liable to Far North Patents in an amount that adequately 

compensates it for such infringements, which, by law, cannot be less than a reasonable royalty, 

together with interest and costs as fixed by this Court under 35 U.S.C. § 284. 

40. Far North Patents and/or its predecessors-in-interest have satisfied all statutory 

obligations required to collect pre-filing damages for the full period allowed by law for 

infringement of the ‘437 Patent. 
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COUNT III 

DIRECT INFRINGEMENT OF U.S. PATENT NO. 7,085,230 

41. On August 1, 2006, United States Patent No. 7,085,230 (“the ‘230 Patent”) was 

duly and legally issued by the United States Patent and Trademark Office for an invention 

entitled “Method and System for Evaluating the Quality of Packet-Switched Voice Signals.” 

42. Far North Patents is the owner of the ‘230 Patent, with all substantive rights in 

and to that patent, including the sole and exclusive right to prosecute this action and enforce the 

‘230 Patent against infringers, and to collect damages for all relevant times. 

43. NEC made, had made, used, imported, provided, supplied, distributed, sold, 

and/or offered for sale products and/or systems including, for example, its NEC Integrated 

network management system MS5000 family of products that include advanced quality 

monitoring capabilities (collectively, “accused products”). 

 

(Source : https://www.nec.com/en/global/solutions/nsp/oam/index.html) 
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(Source : https://www.nec.com/en/global/solutions/nsp/nms/index.html) 
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(Source : https://www.nec.com/en/global/techrep/journal/g06/n02/pdf/t060211.pdf) 

 

(Source : https://www.nec.com/en/global/techrep/journal/g06/n02/pdf/t060211.pdf) 

44. By doing so, NEC has directly infringed (literally and/or under the doctrine of 

equivalents) at least Claim 1 of the ‘230 Patent.  NEC’s infringement in this regard is ongoing.  

45. NEC has infringed the ‘230 Patent by using the accused products and thereby 

practicing a method for determining acceptability of quality of a second communications service, 

in comparison to a first communications service which is deemed to exhibit acceptable quality.  

For example, the accused products are used by NEC to implement the ITU-T G.107 

Recommendation.  The ITU-T G.107 Recommendation includes an E-model for calculating 

voice quality as perceived by a typical telephone user. The E-model outputs a transmission rating 

factor i.e., R, which can be transformed into Mean Opinion Score—i.e., MOS value—that 

represents the voice quality. This E-model is applied to a real-time voice call (“second 

communication service”) for measuring its voice quality.  The E-model is based on modeling the 

results from multiple subjective tests performed on a wide range of transmission parameters.  It 

also includes a reference table with different R value and MOS value thresholds, and 

corresponding perceived voice quality. The MOS values (quality index) in the reference table are 

obtained using an aggregate of data from multiple test calls using a first communication service. 
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A MOS value of 4.34 and above, or an R value of 90 and above is considered to be very satisfied 

(“acceptable quality”). 

 

(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items) 

 

(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items) 

 

(Source: https://www.itu.int/ITU-T/studygroups/com12/emodelv1/tut.htm) 
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(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items) 

 

(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items) 
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(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items) 

46. The methods practiced by NEC’s use of the accused products include obtaining a 

first quality index pertaining to the first communications service.  For example, the accused 

products are used by NEC to implement the ITU-T G.107 Recommendation.  The E-model 

includes a reference table with different R value and MOS value thresholds, and corresponding 

perceived voice quality. Further, the E-model is modelled using large number of subjective tests. 

Thus, the thresholds of MOS value are based on an aggregate of multiple subjective calls’ data. 

For instance, a MOS value (“first quality index”) threshold of 4.34 for best quality is based on an 

aggregate of data for multiple high quality voice calls using a first communication service. 

 

(Source: https://www.itu.int/ITU-T/studygroups/com12/emodelv1/tut.htm) 
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(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items) 

 
(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items) 

 

(Source: https://www.itu.int/ITU-T/studygroups/com12/emodelv1/tut.htm) 

47. The methods practiced by NEC’s use of the accused products include obtaining a 

second quality index pertaining to the second communications service.  For example, the accused 

products are used by NEC to implement the ITU-T G.107 Recommendation.  The E-model is 
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applied to a real-time voice call made using a system including an accused product (“second 

communication service”) for measuring its voice quality by calculating the R value and its 

corresponding MOS value (“second quality index”). 

 

(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items) 

 

(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items) 

48. The methods practiced by NEC’s use of the accused products include determining 

that the second communication service is of unacceptable quality if the second quality index 

differs from the first quality index service by more than a selected amount.  For example, the 
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accused products are used by NEC to implement the ITU-T G.107 Recommendation.  The 

calculated MOS value is then compared with the reference table to determine the perceived voice 

quality. If the R value differs from a R value of 90 by more than 40, then the call is considered to 

be of unacceptable quality. Similarly, if the calculated MOS value (“second quality index”) 

differs from a MOS value of 4.34 (“first quality index”) by more than 1.76, then the call is 

considered to be of unacceptable quality. 

 
(Source: https://www.itu.int/rec/dologin_pub.asp?lang=s&id=T-REC-G.107-201402-S!!PDF-

E&type=items) 

 

(Source: https://www.itu.int/ITU-T/studygroups/com12/emodelv1/tut.htm) 

49. Far North Patents only asserts method claims from the ‘230 Patent. 

50. NEC has had knowledge of the ‘230 Patent at least as of the date when it was 

notified of the filing of this action. 
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51. Far North Patents has been damaged as a result of the infringing conduct by NEC 

alleged above.  Thus, NEC is liable to Far North Patents in an amount that adequately 

compensates it for such infringements, which, by law, cannot be less than a reasonable royalty, 

together with interest and costs as fixed by this Court under 35 U.S.C. § 284. 

52. Far North Patents and/or its predecessors-in-interest have satisfied all statutory 

obligations required to collect pre-filing damages for the full period allowed by law for 

infringement of the ‘230 Patent. 

COUNT IV 

DIRECT INFRINGEMENT OF U.S. PATENT NO. 8,306,053 

53. On November 6, 2012, United States Patent No. 8,306,053 (“the ‘053 Patent”) 

was duly and legally issued by the United States Patent and Trademark Office for an invention 

entitled “Methods and Apparatus for Providing Quality-of-Service Guarantees in Computer 

Networks.” 

54. Far North Patents is the owner of the ‘053 Patent, with all substantive rights in 

and to that patent, including the sole and exclusive right to prosecute this action and enforce the 

‘053 Patent against infringers, and to collect damages for all relevant times. 

55. NEC made, had made, used, imported, provided, supplied, distributed, sold, 

and/or offered for sale products and/or systems including, for example, its NEC QX-S1000, QX-

S4100, and QX-S5200 Series PoE+ Gigabit Ethernet Switch families of products that include 

advanced quality of service capabilities (collectively, “accused products”). 
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(Source : https://www.nec-

enterprise.com/documents?id=1231&hash=ee65e0bee7d7c9fdc17193aecbcca809e2a295fa56a3f

8eae7b654c497b1afa1) 

 

(Source : https://www.nec-

enterprise.com/documents?id=1231&hash=ee65e0bee7d7c9fdc17193aecbcca809e2a295fa56a3f

8eae7b654c497b1afa1) 
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(Source : https://www.necam.com/docs/?id=d424b393-56d0-44b0-92e1-59e10359ed91) 

 

(Source : https://www.necam.com/docs/?id=d424b393-56d0-44b0-92e1-59e10359ed91) 
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(Source : http://ntsdirect.com/wp-content/uploads/2019/12/QX-S1000-Ethernet-Switch-Family-

1.pdf) 

 

(Source : https://s3.eu-central-

1.amazonaws.com/z3r2zxopa4uuqpw5a4ju/sdnspace/files/pdf/datasheet-NEC-

Qx%20S5200%20PoE%2010G%20Switch_eng%202018-v01.pdf) 
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(Source : https://s3.eu-central-

1.amazonaws.com/z3r2zxopa4uuqpw5a4ju/sdnspace/files/pdf/datasheet-NEC-

Qx%20S5200%20PoE%2010G%20Switch_eng%202018-v01.pdf) 

56. By doing so, NEC has directly infringed (literally and/or under the doctrine of 

equivalents) at least Claims 1 and 14 of the ‘053 Patent.  NEC’s infringement in this regard is 

ongoing.  

57. NEC has infringed the ‘053 Patent by making, having made, using, importing, 

providing, supplying, distributing, selling or offering for sale products including a device adapter 

comprising a transmission unit configured to transmit data from a real time device via a network 
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according to a time frame, wherein the time frame is substantially synchronized in the device 

adapter and at least one other device adapter, the time frame repeating periodically and including 

a plurality of assigned time phases and a free access phase.  For example, the accused products 

are configured to be used to implement the IEEE 802.1Q standard.  IEEE standard 802.1Q 

implements a method in which a time aware bridged LAN transmits data from one end point i.e, 

Precision Time Protocol (“PTP”) instance to another.  The endpoints transmit data that is a mix 

of time-critical traffic and other traffic, (i.e, real time data and non-real time data) via PTP 

instances such as bridges (device adapters).  The end point can be either a real time device or a 

non-real time device.  The bridged network uses 802.1AS base time to synchronize all the clocks 

of ports associated with bridges (device adapters). Using the Best Master Clock Algorithm, the 

synchronization time signal is transmitted from a grandmaster to other ports.  IEEE Std. 

802.1AS™-2011 is normative and essential to implement an IEEE Std. 802.1Q Compliant 

System.  IEEE Std. 802.1Q-2018 defines parameters, such as AdminBaseTime and 

OpenBaseTime, which are used to synchronize the clocks across the network.  The bridges 

containing ports schedule the transmission of traffic based on the synchronized time. Each port 

associated with a specific set of transmission queues includes a plurality of transmission gates. A 

transmission gate can be in a closed state or open state. The functionality of assigned time phases 

is achieved using open gates transmitting data packets during transmission time. The 

functionality of a free access phase is achieved when the gates are opened for transmission 

during any time.  IEEE Std. 802.1Q-2018 supports cyclic queuing and forwarding structures to 

create synchronized frames and gates which repeat periodically (Annex T). 
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(Source: http://www.ieee802.org/1/files/public/docs2014/bv-p802-1Qbv-par-modification-

1114.pdf) 

 

(Source: https://1.ieee802.org/wp-content/uploads/2019/03/802-1AS-rev-d8-0.pdf) 
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(Source: https://1.ieee802.org/wp-content/uploads/2019/03/802-1AS-rev-d8-0.pdf) 

 

(Source: https://1.ieee802.org/wp-content/uploads/2019/03/802-1AS-rev-d8-0.pdf) 
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(Source: IEEE Standard for Local and metropolitan area networks— Bridges and Bridged 

Networks Amendment 25: Enhancements for Scheduled Traffic (IEEE 802.1Qbv-2015)) 

 

(Source: https://1.ieee802.org/wp-content/uploads/2019/03/802-1AS-rev-d8-0.pdf) 

 

(Source: https://1.ieee802.org/wp-content/uploads/2019/03/802-1AS-rev-d8-0.pdf) 
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(Source: https://1.ieee802.org/wp-content/uploads/2019/03/802-1AS-rev-d8-0.pdf) 

 

(Source: https://1.ieee802.org/wp-content/uploads/2019/03/802-1AS-rev-d8-0.pdf) 

 

(Source: https://avnu.org/wp-content/uploads/2014/05/as-kbstanton-8021AS-tutorial-0714-

v01.pdf) 
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(Source: IEEE Standard for Local and Metropolitan Area Networks—Bridges and Bridged 

Networks- IEEE Std 802.1Q™-2018) 

 

(Source: IEEE Standard for Local and Metropolitan Area Networks—Bridges and Bridged 

Networks- IEEE Std 802.1Q™-2018) 
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(Source: IEEE Standard for Local and Metropolitan Area Networks—Bridges and Bridged 

Networks- IEEE Std 802.1Q™-2018) 

 

(Source: IEEE Standard for Local and Metropolitan Area Networks—Bridges and Bridged 

Networks- IEEE Std 802.1Q™-2018) 
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(Source: IEEE Standard for Local and metropolitan area networks— Bridges and Bridged 

Networks Amendment 25: Enhancements for Scheduled Traffic (IEEE 802.1Qbv-2015)) 

(Source: IEEE Standard for Local and Metropolitan Area Networks—Bridges and Bridged 

Networks- IEEE Std 802.1Q™-2018) 
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(Source: IEEE Standard for Local and metropolitan area networks— Bridges and Bridged 

Networks Amendment 25: Enhancements for Scheduled Traffic (IEEE 802.1Qbv-2015)) 

 

(Source: IEEE Standard for Local and metropolitan area networks— Bridges and Bridged 

Networks Amendment 25: Enhancements for Scheduled Traffic (IEEE 802.1Qbv-2015)). 

 

(Source: IEEE Standard for Local and metropolitan area networks— Bridges and Bridged 

Networks Amendment 25: Enhancements for Scheduled Traffic (IEEE 802.1Qbv-2015)) 
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(Source: IEEE Standard for Local and Metropolitan Area Networks—Bridges and Bridged 

Networks- IEEE Std 802.1Q™-2018) 

58. The accused products include a device adapter that is configured to transmit data 

during at least one of an assigned time phase associated with the device adapter prior to 

transmission of data from the real-time device by the device adapter, and included in the plurality 

of assigned time phases, or the free access phase, to refrain from transmitting data during time 

phases of the plurality of assigned time phases that are not associated with the device adapter, 

and to be able to determine whether to defer transmission of data during the assigned time phase 

associated with the device adapter and the free access phase to allow a non-real time device to 

transmit data.  For example, the accused products are configured to be used to implement the 

IEEE 802.1Q standard.  IEEE standard 802.1Q shows that scheduling of ports’ transmission 

gates (configured) for transmission of data starts prior to the transmission of real-time data. The 

functionality of assigned time phases is achieved using open gates transmitting data packets 

during scheduled transmission time.  Per Clause 8.6.8 of the IEEE Std. 802.1Q, each time phase 

is assigned to a specific device adapter prior to transmission of real-time data by the specific 

device adapter.  Furthermore, IEEE 802.1Q performs traffic shaping through Per-Stream 

Filtering and Policing (PSTP).  IEEE standard 802.1Q implements a method in which open gates 

transmit data packets during transmission time and closed gates refrain data packets from 

transmission. The functionality of assigned time phases is achieved using open gates transmitting 

data packets during transmission time. The functionality of free access phase is achieved by the 

gates that are opened for transmission during any time.  IEEE Std. 802.1Q supports Forwarding 

and Queuing Enhancements for Time Sensitive Streams.  Thus, one of the plurality of device 

adaptors is configured to transmit data during at least one of a respective assigned time phase or 
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free access phase, to refrain from transmitting data during time phases not assigned to the 

respective one of the plurality of device adapters.  IEEE Std. 802.1Q provides traffic shaping for 

various classes of data transmission and determining whether to defer transmission of data 

during at least one of the assigned time phase or the free access phase to allow a non-real time 

device to transmit data. 

 

(Source: IEEE Standard for Local and metropolitan area networks— Bridges and Bridged 

Networks Amendment 25: Enhancements for Scheduled Traffic (IEEE 802.1Qbv-2015)) 

 

(Source: http://www.ieee802.org/1/files/public/docs2014/bv-p802-1Qbv-par-modification-
1114.pdf) 

 

(Source: IEEE Standard for Local and Metropolitan Area Networks—Bridges and Bridged 

Networks- IEEE Std 802.1Q™-2018) 
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(Source: IEEE Standard for Local and Metropolitan Area Networks—Bridges and Bridged 

Networks- IEEE Std 802.1Q™-2018) 

 

(Source: IEEE Standard for Local and Metropolitan Area Networks—Bridges and Bridged 

Networks- IEEE Std 802.1Q™-2018) 
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(Source: IEEE Standard for Local and metropolitan area networks— Bridges and Bridged 

Networks Amendment 25: Enhancements for Scheduled Traffic (IEEE 802.1Qbv-2015)) 

 

(Source: IEEE Standard for Local and metropolitan area networks— Bridges and Bridged 

Networks Amendment 25: Enhancements for Scheduled Traffic (IEEE 802.1Qbv-2015)) 

 

(Source: IEEE Standard for Local and Metropolitan Area Networks—Bridges and Bridged 

Networks- IEEE Std 802.1Q™-2018) 
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(Source: IEEE Standard for Local and Metropolitan Area Networks—Bridges and Bridged 

Networks- IEEE Std 802.1Q™-2018) 

59. NEC has infringed the ‘053 Patent by using the accused products and thereby 

practicing a method that includes transmitting a synchronization signal at regular intervals to 

synchronize local clocks of each of a plurality of device adapters.  For example, the accused 

products are used by NEC to implement the IEEE 802.1Q standard.  IEEE standard 802.1Q 

implements a method in which a time aware bridged LAN use 802.1AS base time to synchronize 

all the clocks of ports associated with bridges (device adapters) by periodically (regular 

intervals) sending the Announce messages. Using Best Master Clock Algorithm, the 

synchronization time signal is transmitted from a grandmaster to other ports via periodic 

Announce messages.  IEEE Std. 802.1AS™-2011 is normative and essential to implement an 

IEEE Std. 802.1Q Compliant System.  IEEE Std. 802.1Q-2018 defines parameters, such as 

AdminBaseTime and OpenBaseTime, which are used to synchronize the clocks across the 

network. 

 

(Source: http://www.ieee802.org/1/files/public/docs2014/bv-p802-1Qbv-par-modification-

1114.pdf) 
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(Source: https://1.ieee802.org/wp-content/uploads/2019/03/802-1AS-rev-d8-0.pdf) 

 

(Source: https://1.ieee802.org/wp-content/uploads/2019/03/802-1AS-rev-d8-0.pdf) 
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(Source: https://1.ieee802.org/wp-content/uploads/2019/03/802-1AS-rev-d8-0.pdf) 

 

(Source: https://1.ieee802.org/wp-content/uploads/2019/03/802-1AS-rev-d8-0.pdf) 

 

(Source: https://1.ieee802.org/wp-content/uploads/2019/03/802-1AS-rev-d8-0.pdf) 
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(Source: https://1.ieee802.org/wp-content/uploads/2019/03/802-1AS-rev-d8-0.pdf) 

 

(Source: https://avnu.org/wp-content/uploads/2014/05/as-kbstanton-8021AS-tutorial-0714-

v01.pdf) 
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(Source: IEEE Standard for Local and metropolitan area networks— Bridges and Bridged 

Networks Amendment 25: Enhancements for Scheduled Traffic (IEEE 802.1Qbv-2015)) 

 

(Source: IEEE Standard for Local and metropolitan area networks— Bridges and Bridged 

Networks Amendment 25: Enhancements for Scheduled Traffic (IEEE 802.1Qbv-2015)) 
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(Source: IEEE Standard for Local and Metropolitan Area Networks—Bridges and Bridged 

Networks- IEEE Std 802.1Q™-2018) 

 

(Source: IEEE Standard for Local and Metropolitan Area Networks—Bridges and Bridged 

Networks- IEEE Std 802.1Q™-2018) 

60. The methods practiced by NEC’s use of the accused products include maintaining 

a substantially synchronized time frame among the plurality of device adapters interconnected by 

a network, the time frame repeating periodically and including a plurality of assigned time 
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phases and a free access phase.  For example, the accused products are used by NEC to 

implement the IEEE 802.1Q standard.  The time aware bridged LAN uses 802.1AS base time to 

maintain synchronized time for all the ports in the bridges (device adapters). The bridges 

containing ports schedule the transmission of traffic based on the synchronized time. Each port 

associated with a specific set of transmission queues includes a plurality of transmission gates. A 

transmission gate can be in a closed state or open state. The functionality of assigned time phases 

is achieved using open gates transmitting data packets during transmission time. The 

functionality of free access phase is achieved when the gates are opened for transmission during 

any time.  IEEE Std. 802.1Q-2018 supports cyclic queuing and forwarding structures to create 

synchronized frames and gates which repeat periodically (Annex T). 

 

(Source: http://www.ieee802.org/1/files/public/docs2014/bv-p802-1Qbv-par-modification-

1114.pdf) 
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(Source: https://avnu.org/wp-content/uploads/2014/05/as-kbstanton-8021AS-tutorial-0714-

v01.pdf) 

 

(Source: https://1.ieee802.org/wp-content/uploads/2019/03/802-1AS-rev-d8-0.pdf) 
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(Source: IEEE Standard for Local and metropolitan area networks— Bridges and Bridged 

Networks Amendment 25: Enhancements for Scheduled Traffic (IEEE 802.1Qbv-2015)) 

(Source: IEEE Standard for Local and Metropolitan Area Networks—Bridges and Bridged 

Networks- IEEE Std 802.1Q™-2018) 
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(Source: IEEE Standard for Local and metropolitan area networks— Bridges and Bridged 

Networks Amendment 25: Enhancements for Scheduled Traffic (IEEE 802.1Qbv-2015)) 

 

(Source: IEEE Standard for Local and metropolitan area networks— Bridges and Bridged 

Networks Amendment 25: Enhancements for Scheduled Traffic (IEEE 802.1Qbv-2015)) 

 

(Source: IEEE Standard for Local and metropolitan area networks— Bridges and Bridged 

Networks Amendment 25: Enhancements for Scheduled Traffic (IEEE 802.1Qbv-2015)) 
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(Source: IEEE Standard for Local and Metropolitan Area Networks—Bridges and Bridged 

Networks- IEEE Std 802.1Q™-2018) 

61. The methods practiced by NEC’s use of the accused products include assigning 

each time phase to a specific device adapter prior to transmission of real-time data by the specific 

device adapter.  For example, the accused products are used by NEC to implement the IEEE 

802.1Q standard.  IEEE standard 802.1Q shows that scheduling (assigning) of transmission gates 

starts prior to the transmission of real-time data.  Per clause 8.6.8 of the IEEE Std. 802.1Q, each 

time phase is assigned to a specific device adapter prior to transmission of real-time data by the 

specific device adapter.  IEEE 802.1Q performs traffic shaping through Per-Stream Filtering and 

Policing (PSTP). 
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(Source: IEEE Standard for Local and metropolitan area networks— Bridges and Bridged 

Networks Amendment 25: Enhancements for Scheduled Traffic (IEEE 802.1Qbv-2015)) 

 

(Source: http://www.ieee802.org/1/files/public/docs2014/bv-p802-1Qbv-par-modification-
1114.pdf) 

 

(Source: IEEE Standard for Local and Metropolitan Area Networks—Bridges and Bridged 

Networks- IEEE Std 802.1Q™-2018) 

 

(Source: IEEE Standard for Local and Metropolitan Area Networks—Bridges and Bridged 

Networks- IEEE Std 802.1Q™-2018) 
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(Source: IEEE Standard for Local and Metropolitan Area Networks—Bridges and Bridged 

Networks- IEEE Std 802.1Q™-2018) 

62. The plurality of device adaptors recited above in connection with NEC’s use of 

the accused products includes a respective one of the plurality of device adapters that is 

configured to transmit data during at least one of a respective assigned time phase or the free 

access phase, to refrain from transmitting data during time phases not assigned to the respective 

one of the plurality of device adapters, and to determine whether to defer transmission of data 

during at least one of the assigned time phase or the free access phase to allow a non-real time 

device to transmit data.  For example, the accused products are used by NEC to implement the 

IEEE 802.1Q standard.  IEEE standard 802.1Q implements a method in which open gates 

transmit data packets during transmission time and closed gates refrain data packets from 

transmission. The functionality of assigned time phases is achieved using open gates transmitting 

data packets during transmission time. The functionality of free access phase is achieved by the 

gates that are opened for transmission during any time.  IEEE Std. 802.1Q supports Forwarding 

and Queuing Enhancements for Time Sensitive Streams.  Thus, one of the plurality of device 

adaptors is configured to transmit data during at least one of a respective assigned time phase or 
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free access phase, to refrain from transmitting data during time phases not assigned to the 

respective one of the plurality of device adapters.  IEEE Std. 802.1Q provides traffic shaping for 

various classes of data transmission and determining whether to defer transmission of data 

during at least one of the assigned time phase or the free access phase to allow a non-real time 

device to transmit data. 

 

(Source: IEEE Standard for Local and metropolitan area networks— Bridges and Bridged 

Networks Amendment 25: Enhancements for Scheduled Traffic (IEEE 802.1Qbv-2015)) 

 

(Source: IEEE Standard for Local and metropolitan area networks— Bridges and Bridged 

Networks Amendment 25: Enhancements for Scheduled Traffic (IEEE 802.1Qbv-2015)) 
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(Source: IEEE Standard for Local and Metropolitan Area Networks—Bridges and Bridged 

Networks- IEEE Std 802.1Q™-2018) 

 

(Source: IEEE Standard for Local and Metropolitan Area Networks—Bridges and Bridged 

Networks- IEEE Std 802.1Q™-2018) 

63. NEC has had knowledge of the ‘053 Patent at least as of the date when it was 

notified of the filing of this action. 

64. Far North Patents has been damaged as a result of the infringing conduct by NEC 

alleged above.  Thus, NEC is liable to Far North Patents in an amount that adequately 

compensates it for such infringements, which, by law, cannot be less than a reasonable royalty, 

together with interest and costs as fixed by this Court under 35 U.S.C. § 284. 
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65. Far North Patents and/or its predecessors-in-interest have satisfied all statutory 

obligations required to collect pre-filing damages for the full period allowed by law for 

infringement of the ‘053 Patent. 

COUNT V 

DIRECT INFRINGEMENT OF U.S. PATENT NO. 6,246,702 

66. On June 12, 2001, United States Patent No. 6,246,702 (“the ‘702 Patent”) was 

duly and legally issued by the United States Patent and Trademark Office for an invention 

entitled “Methods and Apparatus for Providing Quality-of-Service Guarantees in Computer 

Networks.” 

67. Far North Patents is the owner of the ‘702 Patent, with all substantive rights in 

and to that patent, including the sole and exclusive right to prosecute this action and enforce the 

‘702 Patent against infringers, and to collect damages for all relevant times. 

68. NEC made, had made, used, imported, provided, supplied, distributed, sold, 

and/or offered for sale products and/or systems including, for example, its NEC QX-S1000, QX-

S4100, and QX-S5200 Series PoE+ Gigabit Ethernet Switch families of products that include 

advanced quality of service capabilities (collectively, “accused products”). 
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(Source : https://www.nec-

enterprise.com/documents?id=1231&hash=ee65e0bee7d7c9fdc17193aecbcca809e2a295fa56a3f

8eae7b654c497b1afa1) 

 

(Source : https://www.nec-

enterprise.com/documents?id=1231&hash=ee65e0bee7d7c9fdc17193aecbcca809e2a295fa56a3f

8eae7b654c497b1afa1) 

 

(Source : https://www.necam.com/docs/?id=d424b393-56d0-44b0-92e1-59e10359ed91) 
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(Source : https://www.necam.com/docs/?id=d424b393-56d0-44b0-92e1-59e10359ed91) 

 

(Source : http://ntsdirect.com/wp-content/uploads/2019/12/QX-S1000-Ethernet-Switch-Family-

1.pdf) 
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(Source : https://s3.eu-central-

1.amazonaws.com/z3r2zxopa4uuqpw5a4ju/sdnspace/files/pdf/datasheet-NEC-

Qx%20S5200%20PoE%2010G%20Switch_eng%202018-v01.pdf) 
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(Source : https://s3.eu-central-

1.amazonaws.com/z3r2zxopa4uuqpw5a4ju/sdnspace/files/pdf/datasheet-NEC-

Qx%20S5200%20PoE%2010G%20Switch_eng%202018-v01.pdf) 

69. By doing so, NEC has directly infringed (literally and/or under the doctrine of 

equivalents) at least Claim 27 of the ‘702 Patent.  NEC’s infringement in this regard is ongoing.  

70. NEC has infringed the ‘702 Patent by using the accused products and thereby 

practicing a method for regulating traffic in an Ethernet network including real-time devices, 

non-real-time devices, a network medium, and a plurality of device adapters connected between 

the devices and the network medium, each of the device adapters including a clock.  For 

example, the accused products are used by NEC to implement the IEEE 802.1Q standard.  IEEE 

standard 802.1Q (Qbv) implements a method for scheduling traffic in time aware Local Area 

Network (Ethernet network). The time aware network includes multiple end points (devices) and 

bridges that includes ports (device adapters). The endpoint and bridges are connected via 

interconnects (network medium). Also, each time aware bridge including port is a boundary 

clock. The endpoints transmit data that is a mix of time-critical traffic and other traffic, i.e, real 

time data and non-real time data. The end point is either a real time device or a non-real time 

device.  IEEE Std. 802.1AS™ is normative and essential to implement an IEEE Std. 802.1Q 

Compliant System. 
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(Source: http://www.ieee802.org/1/files/public/docs2014/bv-p802-1Qbv-par-modification-

1114.pdf) 

 

(Source: https://1.ieee802.org/wp-content/uploads/2019/03/802-1AS-rev-d8-0.pdf) 
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(Source: https://1.ieee802.org/wp-content/uploads/2019/03/802-1AS-rev-d8-0.pdf) 

 

(Source: https://1.ieee802.org/wp-content/uploads/2019/03/802-1AS-rev-d8-0.pdf) 

 

(Source: IEEE Standard for Local and Metropolitan Area Networks—Bridges and Bridged 

Networks- IEEE Std 802.1Q™-2018) 
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(Source: IEEE Standard for Local and metropolitan area networks— Bridges and Bridged 

Networks Amendment 25: Enhancements for Scheduled Traffic (IEEE 802.1Qbv-2015)) 
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(Source:  IEEE Standard for Local and Metropolitan Area Networks—Bridges and Bridged 

Networks- IEEE Std 802.1Q™-2018) 

71. The methods practiced by NEC’s use of the accused products include defining a 

common time reference for the device adapters, said common time reference including a frame 

of time having a plurality of time phases, each of device adapters being uniquely assigned to one 

of said plurality of time phases, said plurality of time phases including a free-access phase.  For 

example, the accused products are used by NEC to implement the IEEE 802.1Q standard.  The 

time aware bridged LAN use 802.1AS base time to maintain synchronized time (common time 

reference) for all the ports in the bridges (device adapters). The bridges containing ports schedule 

the transmission of traffic based on the synchronized time. Each port associated with a specific 

set of transmission queues includes a plurality of transmission gates. A transmission gate can be 

in a closed state or open state. The functionality of assigned time phases is achieved using open 

gates transmitting data packets during transmission time. The functionality of free access phase 

is achieved when the gates are opened for transmission during any time. 
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(Source: http://www.ieee802.org/1/files/public/docs2014/bv-p802-1Qbv-par-modification-

1114.pdf) 

 

(Source: https://1.ieee802.org/wp-content/uploads/2019/03/802-1AS-rev-d8-0.pdf) 
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(Source: https://1.ieee802.org/wp-content/uploads/2019/03/802-1AS-rev-d8-0.pdf) 

 

(Source: IEEE Standard for Local and metropolitan area networks— Bridges and Bridged 

Networks Amendment 25: Enhancements for Scheduled Traffic (IEEE 802.1Qbv-2015)) 

 

(Source:  IEEE Standard for Local and Metropolitan Area Networks—Bridges and Bridged 

Networks- IEEE Std 802.1Q™-2018) 
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(Source: IEEE Standard for Local and metropolitan area networks— Bridges and Bridged 

Networks Amendment 25: Enhancements for Scheduled Traffic (IEEE 802.1Qbv-2015)) 

 

(Source: IEEE Standard for Local and metropolitan area networks— Bridges and Bridged 

Networks Amendment 25: Enhancements for Scheduled Traffic (IEEE 802.1Qbv-2015)) 

72. The methods practiced by NEC’s use of the accused products include allowing a 

device adapter to transmit packets during said time phase uniquely assigned thereto and during 

said free-access phase.  For example, the accused products are used by NEC to implement the 

IEEE 802.1Q standard.  The open gates assigned to the transmission queue of a port (device 

adapter) transmit the data packets during the transmission time. The transmission selection 

algorithm determines the transmission time. If the gates are in permanent open state, the data 

packets are transmitted from the gates during any time. The functionality of assigned time phases 
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is achieved using open gates transmitting data packets during transmission time. The 

functionality of free access phase is achieved when the gates are permanently opened for 

transmission during any time. 

 

(Source: IEEE Standard for Local and metropolitan area networks— Bridges and Bridged 

Networks Amendment 25: Enhancements for Scheduled Traffic (IEEE 802.1Qbv-2015)) 

 

(Source: IEEE Standard for Local and metropolitan area networks— Bridges and Bridged 

Networks Amendment 25: Enhancements for Scheduled Traffic (IEEE 802.1Qbv-2015)) 

 

(Source: IEEE Standard for Local and metropolitan area networks— Bridges and Bridged 

Networks Amendment 25: Enhancements for Scheduled Traffic (IEEE 802.1Qbv-2015)) 

73. The methods practiced by NEC’s use of the accused products include designating 

one of said device adapters as a master timing device.  For example, the accused products are 

used by NEC to implement the IEEE 802.1Q standard.  The ports of the time aware bridge 
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(device adapter) uses best master clock algorithm (BMCA) to determine a potential grandmaster 

port (master timing device). 

 

(Source: https://1.ieee802.org/wp-content/uploads/2019/03/802-1AS-rev-d8-0.pdf) 

 

(Source: https://1.ieee802.org/wp-content/uploads/2019/03/802-1AS-rev-d8-0.pdf) 
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(Source: https://1.ieee802.org/wp-content/uploads/2019/03/802-1AS-rev-d8-0.pdf) 

 

(Source: https://1.ieee802.org/wp-content/uploads/2019/03/802-1AS-rev-d8-0.pdf) 

74. The methods practiced by NEC’s use of the accused products include 

synchronizing the clocks of the remaining device adapters with said master timing device.  For 
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example, the accused products are used by NEC to implement the IEEE 802.1Q standard.  The 

boundary clocks of the slave ports in the time aware bridges (remaining device adapters) are 

synchronized with the grandmaster boundary clock (master timing device). 

 

(Source: https://1.ieee802.org/wp-content/uploads/2019/03/802-1AS-rev-d8-0.pdf) 

 

(Source: https://1.ieee802.org/wp-content/uploads/2019/03/802-1AS-rev-d8-0.pdf) 
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(Source: https://1.ieee802.org/wp-content/uploads/2019/03/802-1AS-rev-d8-0.pdf) 

75. NEC has had knowledge of the ‘702 Patent at least as of March 9, 2007, when the 

‘702 Patent was cited by the examiner during the prosecution of U.S. Patent No. 7,391,745, 

entitled “Multiple access communication system and data transceiver” and assigned to NEC 

Corporation.  The examiner rejected all pending claims in that application as anticipated by the 

‘702 Patent.  In a June 5, 2007 Amendment and Response, the applicant attempted to distinguish 

the ‘702 Patent.  In an August 3, 2007 Office Action, the examiner maintained his rejection of 
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the previous claims as anticipated by the ‘702 Patent and also rejected certain new claims as 

anticipated by the ‘702 Patent.  The applicant’s November 30, 2007 Response describes the ‘702 

Patent as disclosing, among other things, “a specialized Ethernet hub 3a (master station), and a 

plurality of device adapters 1000 (slave stations).”  NEC employee Yukinori Sua, who is listed 

as inventor on U.S. Patent No. 7,391,745, and others involved in the prosecution of the patent, 

including at least Donald J. Lecher and Sean M. McGinn, have had knowledge of the ‘702 Patent 

at least as of March 9, 2007.  

76. Far North Patents has been damaged as a result of the infringing conduct by NEC 

alleged above.  Thus, NEC is liable to Far North Patents in an amount that adequately 

compensates it for such infringements, which, by law, cannot be less than a reasonable royalty, 

together with interest and costs as fixed by this Court under 35 U.S.C. § 284. 

77. Far North Patents and/or its predecessors-in-interest have satisfied all statutory 

obligations required to collect pre-filing damages for the full period allowed by law for 

infringement of the ‘702 Patent. 

COUNT VI 

DIRECT INFRINGEMENT OF U.S. PATENT NO. 6,215,797 

78. On April 10, 2001, United States Patent No. 6,215,797 (“the ‘797 Patent”) was 

duly and legally issued by the United States Patent and Trademark Office for an invention 

entitled “Methods and Apparatus for Providing Quality of Service Guarantees in Computer 

Networks.” 

79. Far North Patents is the owner of the ‘797 Patent, with all substantive rights in 

and to that patent, including the sole and exclusive right to prosecute this action and enforce the 

‘797 Patent against infringers, and to collect damages for all relevant times. 
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80. NEC made, had made, used, imported, provided, supplied, distributed, sold, 

and/or offered for sale products and/or systems including, for example, its NEC QX-S1000, QX-

S4100, and QX-S5200 Series PoE+ Gigabit Ethernet Switch families of products that include 

advanced quality of service capabilities (collectively, “accused products”). 

 

 

(Source : https://www.nec-

enterprise.com/documents?id=1231&hash=ee65e0bee7d7c9fdc17193aecbcca809e2a295fa56a3f

8eae7b654c497b1afa1) 
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(Source : https://www.nec-

enterprise.com/documents?id=1231&hash=ee65e0bee7d7c9fdc17193aecbcca809e2a295fa56a3f

8eae7b654c497b1afa1) 

 

(Source : https://www.necam.com/docs/?id=d424b393-56d0-44b0-92e1-59e10359ed91) 
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(Source : https://www.necam.com/docs/?id=d424b393-56d0-44b0-92e1-59e10359ed91) 

 

(Source : http://ntsdirect.com/wp-content/uploads/2019/12/QX-S1000-Ethernet-Switch-Family-

1.pdf) 
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(Source : https://s3.eu-central-

1.amazonaws.com/z3r2zxopa4uuqpw5a4ju/sdnspace/files/pdf/datasheet-NEC-

Qx%20S5200%20PoE%2010G%20Switch_eng%202018-v01.pdf) 
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(Source : https://s3.eu-central-

1.amazonaws.com/z3r2zxopa4uuqpw5a4ju/sdnspace/files/pdf/datasheet-NEC-

Qx%20S5200%20PoE%2010G%20Switch_eng%202018-v01.pdf) 

81. By doing so, NEC has directly infringed (literally and/or under the doctrine of 

equivalents) at least Claim 30 of the ‘797 Patent.  NEC’s infringement in this regard is ongoing.  

82. NEC has infringed the ‘797 Patent by using the accused products and thereby 

practicing a method for regulating traffic in a network including devices for generating packets 

of data, a network medium for carrying the packets, and a plurality of device adapters connected 

between the devices and the network medium.  For example, the accused products are used by 

NEC to implement the IEEE 802.1Q standard.  IEEE standard 802.1Q (Qbv) implements a 

method for scheduling traffic in time aware Local Area Network. The time aware network 

includes multiple end points that transmit data packets and bridges that includes ports (device 

adapters). The interconnects (network medium) carry the transmitted data packets. The endpoints 

and bridges are connected via interconnects. 

 

(Source: http://www.ieee802.org/1/files/public/docs2014/bv-p802-1Qbv-par-modification-

1114.pdf) 
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(Source: https://1.ieee802.org/wp-content/uploads/2019/03/802-1AS-rev-d8-0.pdf) 

 

(Source: https://1.ieee802.org/wp-content/uploads/2019/03/802-1AS-rev-d8-0.pdf) 
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(Source: IEEE Standard for Local and metropolitan area networks— Bridges and Bridged 

Networks Amendment 25: Enhancements for Scheduled Traffic (IEEE 802.1Qbv-2015)) 

 

(Source: https://1.ieee802.org/wp-content/uploads/2019/03/802-1AS-rev-d8-0.pdf) 
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(Source: IEEE Standard for Local and Metropolitan Area Networks—Bridges and Bridged 

Networks- IEEE Std 802.1Q™-2018) 

83. The methods practiced by NEC’s use of the accused products include defining a 

common time reference for the device adapters, said common time reference including a frame 

of time having a plurality of time phases, each device adapter being uniquely assigned to one of 

said plurality of time phases, said plurality of time phases including a free-access phase.  For 

example, the accused products are used by NEC to implement the IEEE 802.1Q standard.  The 

time aware bridged LAN uses 802.1AS base time to maintain synchronized time (common time 

reference) for all the ports in the bridges (device adapters). The bridges containing ports are 

scheduled for transmission of traffic based on the synchronized time. Each port associated with a 

specific set of transmission queues includes a plurality of transmission gates. A transmission gate 

can be in a closed state or open state. The functionality of assigned time phases is achieved using 

open gates transmitting data packets during transmission time. The functionality of free access 

phase is achieved when the gates are opened for transmission during any time.  IEEE Std. 

802.1AS™-2011 is normative and essential to implement an IEEE Std. 802.1Q Compliant 

System. 
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(Source: http://www.ieee802.org/1/files/public/docs2014/bv-p802-1Qbv-par-modification-

1114.pdf) 

 

(Source: IEEE Standard for Local and Metropolitan Area Networks—Bridges and Bridged 

Networks- IEEE Std 802.1Q™-2018) 
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(Source: IEEE Standard for Local and metropolitan area networks - Timing and Synchronization 

for Time - Sensitive Applications in Bridged Local Area Networks - IEEE Std 802.1AS™-2011) 

 

(Source: https://1.ieee802.org/wp-content/uploads/2019/03/802-1AS-rev-d8-0.pdf) 
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(Source: IEEE Standard for Local and metropolitan area networks— Bridges and Bridged 

Networks Amendment 25: Enhancements for Scheduled Traffic (IEEE 802.1Qbv-2015)) 

 

(Source: IEEE Standard for Local and Metropolitan Area Networks—Bridges and Bridged 

Networks- IEEE Std 802.1Q™-2018) 
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(Source: IEEE Standard for Local and metropolitan area networks— Bridges and Bridged 

Networks Amendment 25: Enhancements for Scheduled Traffic (IEEE 802.1Qbv-2015)) 

 

(Source: IEEE Standard for Local and metropolitan area networks— Bridges and Bridged 

Networks Amendment 25: Enhancements for Scheduled Traffic (IEEE 802.1Qbv-2015)) 

84. The methods practiced by NEC’s use of the accused products include allowing a 

device adapter to transmit packets during said time phase uniquely assigned thereto and during 

said free-access phase.  For example, the accused products are used by NEC to implement the 

IEEE 802.1Q standard.  The open gates assigned to the transmission queue of a port (device 

adapter) transmit the data packets during the transmission time. The transmission selection 

algorithm determines the transmission time. If the gates are in permanent open state, the data 

packets are transmitted from the gates during any time. The functionality of assigned time phases 
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is achieved using open gates transmitting data packets during transmission time. The 

functionality of free access phase is achieved when the gates are permanently opened for 

transmission during any time. 

 

(Source: IEEE Standard for Local and metropolitan area networks— Bridges and Bridged 

Networks Amendment 25: Enhancements for Scheduled Traffic (IEEE 802.1Qbv-2015)) 

 

(Source: IEEE Standard for Local and metropolitan area networks— Bridges and Bridged 

Networks Amendment 25: Enhancements for Scheduled Traffic (IEEE 802.1Qbv-2015)) 
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(Source: IEEE Standard for Local and metropolitan area networks— Bridges and Bridged 

Networks Amendment 25: Enhancements for Scheduled Traffic (IEEE 802.1Qbv-2015)) 

 

(Source: IEEE Standard for Local and metropolitan area networks— Bridges and Bridged 

Networks Amendment 25: Enhancements for Scheduled Traffic (IEEE 802.1Qbv-2015)) 

85. The methods practiced by NEC’s use of the accused products include cyclically 

repeating said frame.  For example, the accused products are used by NEC to implement the 
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IEEE 802.1Q standard.  IEEE Std. 802.1Q-2018 supports cyclic queuing and forwarding 

structures to create synchronized frames and gates that are repeated periodically (Annex T). 

 

(Source: IEEE Standard for Local and Metropolitan Area Networks—Bridges and Bridged 

Networks- IEEE Std 802.1Q™-2018) 
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(Source: IEEE Standard for Local and metropolitan area networks— Bridges and Bridged 

Networks Amendment 25: Enhancements for Scheduled Traffic (IEEE 802.1Qbv-2015)) 

86. NEC has had knowledge of the ‘797 Patent at least as of the date when it was 

notified of the filing of this action. 

87. Far North Patents has been damaged as a result of the infringing conduct by NEC 

alleged above.  Thus, NEC is liable to Far North Patents in an amount that adequately 

compensates it for such infringements, which, by law, cannot be less than a reasonable royalty, 

together with interest and costs as fixed by this Court under 35 U.S.C. § 284. 

88. Far North Patents and/or its predecessors-in-interest have satisfied all statutory 

obligations required to collect pre-filing damages for the full period allowed by law for 

infringement of the ‘797 Patent. 
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COUNT VII 

DIRECT INFRINGEMENT OF U.S. PATENT NO. 7,986,770 

89. On July 26, 2011, United States Patent No. 7,986,770 (“the ‘770 Patent”) was 

duly and legally issued by the United States Patent and Trademark Office for an invention 

entitled “Method and Apparatus for Obtaining Telephone Status Over a Network.” 

90. Far North Patents is the owner of the ‘770 Patent, with all substantive rights in 

and to that patent, including the sole and exclusive right to prosecute this action and enforce the 

‘770 Patent against infringers, and to collect damages for all relevant times. 

91. NEC made, had made, used, imported, provided, supplied, distributed, sold, 

and/or offered for sale products and/or systems including, for example, its NEC UNIVERGE 

SV8100, NEC UNIVERGE SV9100, and NEC SL2100 families of products that include 

advanced presence information capabilities (collectively, “accused products”). 

 

(Source : https://my.nec.com/en_MY/products/iptelephony/univerge/sv8100.html) 
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(Source : https://es.nec.com/es_ES/en/documents/10-076-

02_NEC_BR_ENG_Univerge_SV8100.pdf) 
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(Source : https://www.nec-

enterprise.com/documents?id=184&hash=4989c54687f461d54abc78924731d802254ef35934ce2

f644990fd5afea9bac9) 

 

(Source : https://www.nec-

enterprise.com/documents?id=183&hash=a2d504430887bc170b66f5df8d59fe598f3db0a085215

78236f9514715d4309b) 
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(Source : https://www.nec-

enterprise.com/documents?id=183&hash=a2d504430887bc170b66f5df8d59fe598f3db0a085215

78236f9514715d4309b) 
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(Source : https://www.nec-

enterprise.com/documents?id=1293&hash=abbed09d1528bc3940f5e6b93fd529e4b03d9f97e8abf

b785ca4854be7eb3758) 

 

(Source : https://s3.eu-central-

1.amazonaws.com/z3r2zxopa4uuqpw5a4ju/necsl2100/files/us/HW17011_SL2100_Brochure.pdf

) 
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(Source : 

https://www.nec.com/en/global/solutions/univerge/support_downloads/pdf/SL2100_Brochure_N

EC_UNIVERGE_eng.pdf) 

92. By doing so, NEC has directly infringed (literally and/or under the doctrine of 

equivalents) at least Claim 1 of the ‘770 Patent.  NEC’s infringement in this regard is ongoing.  

93. NEC has infringed the ‘770 Patent by using the accused products and thereby 

practicing a method that includes monitoring, by a telephone status monitoring device, a status of 

a telephone via a first network, wherein the status includes an indication of whether the 

telephone is engaged in an active telephone call.  For example, the accused products provide 

features like Desktop Suite and DTPlusWare for efficient communication in enterprises. Desktop 

Suite provides a presence feature in desktops, laptops, mobiles that are associated with 

softphones. Similarly, DTPlusWare provides a presence feature in desk phones.  A cloud-based 

presence server (telephone status monitoring device) monitors the presence status of all the UC 

terminals (telephones). A UC terminal is a smart phone associated to internet or a desk phone 
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associated to intranet. In such instances, the cloud-based presence server monitors the presence 

status of smartphones, laptops associated with softphone via internet (first network). The 

presence feature of Desktop Suite and DTPlusWare enables a user to view the presence status of 

other users. The presence feature of Desktop Suite enables a user to view the presence status of 

other users. The Desktop Suite provides presence status of a user engaged in an active call 

through BLF (Busy Lamp Field) field icon. Similarly, DTPlusWare provides the presence status 

of a user using icons and text (for example: Available). 

 

(Source: https://es.nec.com/es_ES/en/documents/10-076-

02_NEC_BR_ENG_Univerge_SV8100.pdf) 
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(Source: https://www.ttmol.com/downloads/nec-cheat-

sheets/SV8100/SV8100%20Features%20and%20Specifications%20Manual%20(14.6%20MB).p

df) 
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(Source: https://www.ttmol.com/downloads/nec-cheat-

sheets/SV8100/SV8100%20Features%20and%20Specifications%20Manual%20(14.6%20MB).p

df) 

 

(Source: https://cdn2.hubspot.net/hub/219364/file-302961996-

pdf/documents/Brochures/UC_Desktop_Suite.pdf) 

 
(Source: https://content.consta.link/wp-content/uploads/SV8100Brochure.pdf) 
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(Source: https://www.necam.com/docs/?id=0c154583-ea5d-4add-b92f-432a195455bf) 
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(Source: https://studylib.net/doc/5423603/nec-sv8100-desktop-suite---phone-systems-plus--inc) 

 
(Source: https://www.nec.com/en/global/techrep/journal/g08/n03/pdf/080310.pdf) 

 

 

(Source: https://cdn2.hubspot.net/hub/219364/file-302961996-

pdf/documents/Brochures/UC_Desktop_Suite.pdf) 
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(Source: https://cdn2.hubspot.net/hub/219364/file-302961996-

pdf/documents/Brochures/UC_Desktop_Suite.pdf) 

 

(Source: https://www.necam.com/docs/?id=0c154583-ea5d-4add-b92f-432a195455bf) 

94. The methods practiced by NEC’s use of the accused products include 

transmitting, by the telephone status monitoring device, the status of the telephone to another 

device via a second network, wherein the transmitting is in response to the another device 

attempting to place a call to the telephone, and wherein the first and the second networks are 
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different networks.  For example, a cloud-based presence server (telephone status monitoring 

device) monitors the presence status of all the terminals (telephones). A terminal can be a smart 

phone associated to the internet or a desk phone associated to an intranet. Devices like 

smartphones and laptops are working on an internet network (first network) whereas other 

devices like desk phones which are present in a company premises are working on an intranet 

(second network). The presence feature of DTPlusWare enables a user to view the presence 

status of other users before attempting to place a call. For example, the user of a desk phone 

(another device) is provided with a presence option and can view the status of called party before 

placing the call (transmission in response to call attempt from another device).  

 
(Source: https://content.consta.link/wp-content/uploads/SV8100Brochure.pdf) 
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(Source: https://studylib.net/doc/5423603/nec-sv8100-desktop-suite---phone-systems-plus--inc) 
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(Source: https://www.nec.com/en/global/techrep/journal/g08/n03/pdf/080310.pdf) 
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(Source: https://www.necam.com/docs/?id=0c154583-ea5d-4add-b92f-432a195455bf) 

 

95. Far North Patents only asserts method claims from the ‘770 Patent. 

96. NEC has had knowledge of the ‘770 Patent at least as of the date when it was 

notified of the filing of this action. 

97. Far North Patents has been damaged as a result of the infringing conduct by NEC 

alleged above.  Thus, NEC is liable to Far North Patents in an amount that adequately 

compensates it for such infringements, which, by law, cannot be less than a reasonable royalty, 

together with interest and costs as fixed by this Court under 35 U.S.C. § 284. 

98. Far North Patents and/or its predecessors-in-interest have satisfied all statutory 

obligations required to collect pre-filing damages for the full period allowed by law for 

infringement of the ‘770 Patent. 
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COUNT VIII 

DIRECT INFRINGEMENT OF U.S. PATENT NO. 7,088,802 

99. On August 8, 2006, United States Patent No. 7,088,802 (“the ‘802 Patent”) was 

duly and legally issued by the United States Patent and Trademark Office for an invention 

entitled “Method and Apparatus for Obtaining Telephone Status Over a Network.” 

100. Far North Patents is the owner of the ‘802 Patent, with all substantive rights in 

and to that patent, including the sole and exclusive right to prosecute this action and enforce the 

‘802 Patent against infringers, and to collect damages for all relevant times. 

101. NEC made, had made, used, imported, provided, supplied, distributed, sold, 

and/or offered for sale products and/or systems including, for example, its NEC UNIVERGE 

SV8100, NEC UNIVERGE SV9100, and NEC SL2100 families of products that include 

advanced presence information capabilities (collectively, “accused products”): 

 

(Source : https://my.nec.com/en_MY/products/iptelephony/univerge/sv8100.html) 
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(Source : https://es.nec.com/es_ES/en/documents/10-076-

02_NEC_BR_ENG_Univerge_SV8100.pdf) 
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(Source : https://www.nec-

enterprise.com/documents?id=184&hash=4989c54687f461d54abc78924731d802254ef35934ce2

f644990fd5afea9bac9) 

 

(Source : https://www.nec-

enterprise.com/documents?id=183&hash=a2d504430887bc170b66f5df8d59fe598f3db0a085215

78236f9514715d4309b) 
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(Source : https://www.nec-

enterprise.com/documents?id=183&hash=a2d504430887bc170b66f5df8d59fe598f3db0a085215

78236f9514715d4309b) 
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(Source : https://www.nec-

enterprise.com/documents?id=1293&hash=abbed09d1528bc3940f5e6b93fd529e4b03d9f97e8abf

b785ca4854be7eb3758) 

 

(Source : https://s3.eu-central-

1.amazonaws.com/z3r2zxopa4uuqpw5a4ju/necsl2100/files/us/HW17011_SL2100_Brochure.pdf

) 

Case 4:19-cv-00943   Document 1   Filed 12/26/19   Page 133 of 181 PageID #:  133

https://www.nec-enterprise.com/documents?id=1293&hash=abbed09d1528bc3940f5e6b93fd529e4b03d9f97e8abfb785ca4854be7eb3758
https://www.nec-enterprise.com/documents?id=1293&hash=abbed09d1528bc3940f5e6b93fd529e4b03d9f97e8abfb785ca4854be7eb3758
https://www.nec-enterprise.com/documents?id=1293&hash=abbed09d1528bc3940f5e6b93fd529e4b03d9f97e8abfb785ca4854be7eb3758
https://s3.eu-central-1.amazonaws.com/z3r2zxopa4uuqpw5a4ju/necsl2100/files/us/HW17011_SL2100_Brochure.pdf
https://s3.eu-central-1.amazonaws.com/z3r2zxopa4uuqpw5a4ju/necsl2100/files/us/HW17011_SL2100_Brochure.pdf


134 
  

 

(Source : 

https://www.nec.com/en/global/solutions/univerge/support_downloads/pdf/SL2100_Brochure_N

EC_UNIVERGE_eng.pdf) 

102. By doing so, NEC has directly infringed (literally and/or under the doctrine of 

equivalents) at least Claim 5 of the ‘802 Patent.  NEC’s infringement in this regard is ongoing.  

103. NEC has infringed the ‘802 Patent by using the accused products and thereby 

practicing a process for determining wireless telecommunication device status including 

accessing a wireless telecommunication device status file associated with a called party over a 

network and monitoring the status of the called party's wireless telecommunication device and 

providing that device status to the device status file.  For example, the accused products provide 

a unified communications (UC) solution with features like Desktop Suite and DTPlusWare for 

efficient communication in enterprises.  Desktop Suite provides presence feature in desktops, 

laptops, mobiles that are associated with softphones. Similarly, DTPlusWare provides a presence 

feature in desk phones etc. A cloud-based presence server monitors the presence status of all the 
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associated terminals. The terminals can be smartphones or soft phones associated with laptops or 

tablets (wireless telecommunications device). When a call is placed from a desk phone to a 

laptop associated with softphone the cloud-based presence server associated with the laptop 

(called party’s wireless telecommunication device) monitors and accesses the presence status 

(device status) and is stored in the server (device status file). 

 

(Source: https://es.nec.com/es_ES/en/documents/10-076-

02_NEC_BR_ENG_Univerge_SV8100.pdf) 
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(Source: https://www.ttmol.com/downloads/nec-cheat-

sheets/SV8100/SV8100%20Features%20and%20Specifications%20Manual%20(14.6%20MB).p

df) 
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(Source: https://www.ttmol.com/downloads/nec-cheat-

sheets/SV8100/SV8100%20Features%20and%20Specifications%20Manual%20(14.6%20MB).p

df) 

 

(Source: https://cdn2.hubspot.net/hub/219364/file-302961996-

pdf/documents/Brochures/UC_Desktop_Suite.pdf) 

 
(Source: https://content.consta.link/wp-content/uploads/SV8100Brochure.pdf) 
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(Source: https://www.necam.com/docs/?id=0c154583-ea5d-4add-b92f-432a195455bf) 
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(Source: https://studylib.net/doc/5423603/nec-sv8100-desktop-suite---phone-systems-plus--inc) 

 
(Source: https://www.nec.com/en/global/techrep/journal/g08/n03/pdf/080310.pdf) 

 

104. The processes practiced by NEC’s use of the accused products include sending a 

calling party a status message comprising the status of the called party's wireless 

telecommunication device, wherein the status message is sent via a pager.  For example, when a 

call is placed from the desk phone (calling party) to the laptop associated with softphone (called 

party’s wireless telecommunication device), the desk phone user can use the “presence” feature 

to receive and view the status message. The status message is displayed on the screen.   
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(Source: https://content.consta.link/wp-content/uploads/SV8100Brochure.pdf) 

 

(Source: https://www.necam.com/docs/?id=0c154583-ea5d-4add-b92f-432a195455bf) 
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(Source: https://studylib.net/doc/5423603/nec-sv8100-desktop-suite---phone-systems-plus--inc) 
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(Source: https://www.nec.com/en/global/techrep/journal/g08/n03/pdf/080310.pdf) 

 
(Source: https://studylib.net/doc/5423603/nec-sv8100-desktop-suite---phone-systems-plus--inc) 
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(Source: https://www.necam.com/docs/?id=0c154583-ea5d-4add-b92f-432a195455bf) 

 

(Source: https://www.necam.com/docs/?id=0c154583-ea5d-4add-b92f-432a195455bf) 
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(Source http://advancedtel.com/wp-content/uploads/2014/10/8100DesktopSuite_Brochure.pdf) 

105. Far North Patents only asserts method claims from the ‘802 Patent. 

106. NEC has had knowledge of the ‘802 Patent at least as of the date when it was 

notified of the filing of this action. 

107. Far North Patents has been damaged as a result of the infringing conduct by NEC 

alleged above.  Thus, NEC is liable to Far North Patents in an amount that adequately 

compensates it for such infringements, which, by law, cannot be less than a reasonable royalty, 

together with interest and costs as fixed by this Court under 35 U.S.C. § 284. 

108. Far North Patents and/or its predecessors-in-interest have satisfied all statutory 

obligations required to collect pre-filing damages for the full period allowed by law for 

infringement of the ‘802 Patent. 
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COUNT IX 

DIRECT INFRINGEMENT OF U.S. PATENT NO. 7,149,517 

109. On December 12, 2006, United States Patent No. 7,149,517 (“the ‘517 Patent”) 

was duly and legally issued by the United States Patent and Trademark Office for an invention 

entitled “Methods and Systems for Implementation of the Calling Name Delivery Service 

Through Use of a Location Register in a Network Element in a Wireless Network.” 

110. Far North Patents is the owner of the ‘517 Patent, with all substantive rights in 

and to that patent, including the sole and exclusive right to prosecute this action and enforce the 

‘517 Patent against infringers, and to collect damages for all relevant times. 

111. NEC made, had made, used, imported, provided, supplied, distributed, sold, 

and/or offered for sale products and/or systems including, for example, its NEC UC Desktop 

Suite, NEC UNIVERGE SV8100, NEC UNIVERGE SV9100, and NEC SL2100 families of 

products that include calling name services for mobile phones (collectively, “accused products”): 

 

(Source : https://www.nuteltech.com/productcatalog/nec/pdf/uc_desktop_suite.pdf) 
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(Source : https://www.nuteltech.com/productcatalog/nec/pdf/uc_desktop_suite.pdf) 

 

(Source : https://my.nec.com/en_MY/products/iptelephony/univerge/sv8100.html) 

 

(Source : http://www.armstrongtelecom.com/download/nec_sv8100_applications/Mobile-

Extension.pdf) 
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(Source : https://www.nec-

enterprise.com/documents?id=184&hash=4989c54687f461d54abc78924731d802254ef35934ce2

f644990fd5afea9bac9) 
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(Source : https://www.necam.com/docs/?id=503D8D78-200D-482A-B35C-7AA272208D22) 

 

(Source : https://www.nec-

enterprise.com/documents?id=1293&hash=abbed09d1528bc3940f5e6b93fd529e4b03d9f97e8abf

b785ca4854be7eb3758) 
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(Source : 

https://www.nec.com/en/global/solutions/univerge/support_downloads/pdf/SL2100_Brochure_N

EC_UNIVERGE_eng.pdf) 

112. By doing so, NEC has directly infringed (literally and/or under the doctrine of 

equivalents) at least Claim 7 of the ‘517 Patent.  NEC’s infringement in this regard is ongoing.  

113. NEC has infringed the ‘517 Patent by using the accused products and thereby 

practicing a method for a location register (LR) of a network element in a wireless network to 

provide information associated with a wireless unit.  For example, the accused products provide 

a unified communications solution designed to increase efficiency of enterprise communications. 

UC Desktop Suite uses Univerge SV8100 communication server. SV8100 provides a mobile 

extension feature to extend the capabilities of desktop application to mobile phones (wireless 

units). Further, SV8100 can be integrated with CRM applications, to retrieve a caller’s 

information from a database (location register). 
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(Source: https://cdn2.hubspot.net/hub/219364/file-302961996-

pdf/documents/Brochures/UC_Desktop_Suite.pdf) 

 

(Source: https://cdn2.hubspot.net/hub/219364/file-302961996-

pdf/documents/Brochures/UC_Desktop_Suite.pdf) 
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(Source: http://www.armstrongtelecom.com/download/nec_sv8100_applications/Mobile-

Extension.pdf) 
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(Source: http://www.armstrongtelecom.com/download/nec_sv8100_applications/Mobile-

Extension.pdf) 

 

 
(Source: http://www.portal-comms.co.uk/sites/default/files/SV8100_web.pdf) 
 

 
(Source: https://cdn2.hubspot.net/hub/219364/file-302961996-

pdf/documents/Brochures/UC_Desktop_Suite.pdf) 

 
(Source: http://www.armstrongtelecom.com/download/nec_sv8100_applications/Mobile-

Extension.pdf) 
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(Source: http://www.armstrongtelecom.com/download/NEC-SV8100-Manual/nec-sv8100-

general-description-manual.pdf) 

 
(Source: http://www.portal-comms.co.uk/sites/default/files/SV8100_web.pdf) 
 

 
 

(Source: http://www.portal-comms.co.uk/sites/default/files/SV8100_web.pdf) 

 
 

(Source: https://www.southern-comms.co.uk/wp-content/uploads/2015/09/nec-ucb-console.pdf) 
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114. The methods practiced by NEC’s use of the accused products include causing the 

LR to include a plurality of entries with each entry including an identifier and corresponding 

respectively to a wireless unit, each identifier of an entry being associated with information 

corresponding respectively to the wireless unit.  For example, the accused products use Univerge 

SV8100 communication server which is integrated with CRM applications to retrieve caller’s 

information from a database (location register). The database comprises of multiple users’ 

information (plurality of entries). Each mobile extension of a user is associated with caller ID 

(identifier corresponding to a wireless unit). When a call is placed from a mobile phone (wireless 

unit) to any desk phone, the caller ID (identifier) is used to search (query) for caller name 

(information associated with identifier) in the database.  The caller’s name is displayed as a pop-

up after retrieving the information from the database. 

 

(Source: https://cdn2.hubspot.net/hub/219364/file-302961996-

pdf/documents/Brochures/UC_Desktop_Suite.pdf) 

 

(Source: http://www.armstrongtelecom.com/download/nec_sv8100_applications/Mobile-

Extension.pdf) 
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(Source: http://www.armstrongtelecom.com/download/NEC-SV8100-Manual/nec-sv8100-

general-description-manual.pdf) 

 

(Source: http://www.portal-comms.co.uk/sites/default/files/SV8100_web.pdf) 

115. The methods practiced by NEC’s use of the accused products include causing the 

LR in response to receipt of a query including the identifier to use the identifier to find an entry 

having the identifier in common with the query.  For example, in the accused products, the 

mobile extensions of users are associated with their corresponding caller ID (identifier). When a 

call is placed from a mobile phone to any desk phone, the caller ID (identifier) is used to search 

(query) for caller name in the database (LR). 
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(Source: https://cdn2.hubspot.net/hub/219364/file-302961996-

pdf/documents/Brochures/UC_Desktop_Suite.pdf) 

 

(Source: http://www.armstrongtelecom.com/download/nec_sv8100_applications/Mobile-

Extension.pdf) 

 

(Source: http://www.armstrongtelecom.com/download/NEC-SV8100-Manual/nec-sv8100-

general-description-manual.pdf) 
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(Source: http://www.portal-comms.co.uk/sites/default/files/SV8100_web.pdf) 

116. The methods practiced by NEC’s use of the accused products include, based on 

the information being associated with the identifier of the entry, causing the LR to retrieve the 

information corresponding to the wireless unit.  For example, when a call is placed from a 

mobile phone (wireless unit) to any desk phone, the caller ID (identifier) is used to search 

(query) for caller name (information associated with identifier) in the database (LR). The caller’s 

name is retrieved from the database.  

 

(Source: https://cdn2.hubspot.net/hub/219364/file-302961996-

pdf/documents/Brochures/UC_Desktop_Suite.pdf) 

 

(Source: https://cdn2.hubspot.net/hub/219364/file-302961996-

pdf/documents/Brochures/UC_Desktop_Suite.pdf) 

Case 4:19-cv-00943   Document 1   Filed 12/26/19   Page 157 of 181 PageID #:  157

https://cdn2.hubspot.net/hub/219364/file-302961996-pdf/documents/Brochures/UC_Desktop_Suite.pdf
https://cdn2.hubspot.net/hub/219364/file-302961996-pdf/documents/Brochures/UC_Desktop_Suite.pdf
https://cdn2.hubspot.net/hub/219364/file-302961996-pdf/documents/Brochures/UC_Desktop_Suite.pdf
https://cdn2.hubspot.net/hub/219364/file-302961996-pdf/documents/Brochures/UC_Desktop_Suite.pdf


158 
  

 

(Source: http://www.portal-comms.co.uk/sites/default/files/SV8100_web.pdf) 

 

(Source: https://www.southern-comms.co.uk/wp-content/uploads/2015/09/nec-ucb-console.pdf) 

117. The methods practiced by NEC’s use of the accused products include causing the 

LR to provide the information in a response to the query.  For example, when a call is placed 

from a mobile phone to any desk phone, the caller ID is used to search (query) for caller name 

(information) in the database (LR). The caller’s name is displayed as a pop-up after retrieving the 

information from the database.  

 

(Source: https://cdn2.hubspot.net/hub/219364/file-302961996-

pdf/documents/Brochures/UC_Desktop_Suite.pdf) 
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(Source: https://cdn2.hubspot.net/hub/219364/file-302961996-

pdf/documents/Brochures/UC_Desktop_Suite.pdf) 

 

(Source: http://www.portal-comms.co.uk/sites/default/files/SV8100_web.pdf) 

 

(Source: https://www.southern-comms.co.uk/wp-content/uploads/2015/09/nec-ucb-console.pdf) 

118. Far North Patents only asserts method claims from the ‘517 Patent. 

119. NEC has had knowledge of the ‘517 Patent at least as of the date when it was 

notified of the filing of this action. 

120. Far North Patents has been damaged as a result of the infringing conduct by NEC 

alleged above.  Thus, NEC is liable to Far North Patents in an amount that adequately 
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compensates it for such infringements, which, by law, cannot be less than a reasonable royalty, 

together with interest and costs as fixed by this Court under 35 U.S.C. § 284. 

121. Far North Patents and/or its predecessors-in-interest have satisfied all statutory 

obligations required to collect pre-filing damages for the full period allowed by law for 

infringement of the ‘517 Patent. 

COUNT X 

DIRECT INFRINGEMENT OF U.S. PATENT NO. 6,618,588 

122. On September 9, 2003, United States Patent No. 6,618,588 (“the ‘588 Patent”) 

was duly and legally issued by the United States Patent and Trademark Office for an invention 

entitled “Methods and Systems for Implementation of the Calling Name Delivery Service 

Through Use of a Location Register in a Network Element in a Wireless Network.” 

123. Far North Patents is the owner of the ‘588 Patent, with all substantive rights in 

and to that patent, including the sole and exclusive right to prosecute this action and enforce the 

‘588 Patent against infringers, and to collect damages for all relevant times. 

124. NEC made, had made, used, imported, provided, supplied, distributed, sold, 

and/or offered for sale products and/or systems including, for example, its NEC UC Desktop 

Suite, NEC UNIVERGE SV8100, NEC UNIVERGE SV9100, and NEC SL2100 families of 

products that include calling name services for mobile phones (collectively, “accused products”): 
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(Source : https://www.nuteltech.com/productcatalog/nec/pdf/uc_desktop_suite.pdf) 

 

(Source : https://www.nuteltech.com/productcatalog/nec/pdf/uc_desktop_suite.pdf) 
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(Source : https://my.nec.com/en_MY/products/iptelephony/univerge/sv8100.html) 

 

(Source : http://www.armstrongtelecom.com/download/nec_sv8100_applications/Mobile-

Extension.pdf) 

 

(Source : https://www.nec-

enterprise.com/documents?id=184&hash=4989c54687f461d54abc78924731d802254ef35934ce2

f644990fd5afea9bac9) 

Case 4:19-cv-00943   Document 1   Filed 12/26/19   Page 162 of 181 PageID #:  162

https://my.nec.com/en_MY/products/iptelephony/univerge/sv8100.html
http://www.armstrongtelecom.com/download/nec_sv8100_applications/Mobile-Extension.pdf
http://www.armstrongtelecom.com/download/nec_sv8100_applications/Mobile-Extension.pdf
https://www.nec-enterprise.com/documents?id=184&hash=4989c54687f461d54abc78924731d802254ef35934ce2f644990fd5afea9bac9
https://www.nec-enterprise.com/documents?id=184&hash=4989c54687f461d54abc78924731d802254ef35934ce2f644990fd5afea9bac9
https://www.nec-enterprise.com/documents?id=184&hash=4989c54687f461d54abc78924731d802254ef35934ce2f644990fd5afea9bac9


163 
  

 

(Source : https://www.necam.com/docs/?id=503D8D78-200D-482A-B35C-7AA272208D22) 

 

(Source : https://www.nec-

enterprise.com/documents?id=1293&hash=abbed09d1528bc3940f5e6b93fd529e4b03d9f97e8abf

b785ca4854be7eb3758) 
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(Source : 

https://www.nec.com/en/global/solutions/univerge/support_downloads/pdf/SL2100_Brochure_N

EC_UNIVERGE_eng.pdf) 

125. By doing so, NEC has directly infringed (literally and/or under the doctrine of 

equivalents) at least Claim 5 of the ‘588 Patent.  NEC’s infringement in this regard is ongoing.  

126. NEC has infringed the ‘588 Patent by using the accused products and thereby 

practicing a method for a location register (LR) of a network element in a wireless network to 

provide information associated with a wireless unit including causing the LR to include a 

plurality of entries with each entry including a mobile identity number (MIN) and/or a mobile 

directory number (MDN) and corresponding respectively to a wireless unit, each MIN and/or 

MDN of an entry being associated with information corresponding respectively to the wireless 

unit, wherein the information comprises a presentation allowance with respect to a name, the 

MIN and/or the MDN.  For example, the accused products provide a unified communications 

solution designed to increase efficiency of enterprise communications.  UC Desktop Suite uses 

Univerge SV8100 communication server. SV8100 provides a mobile extension feature to extend 

the capabilities of desktop application to mobile phones. Further, SV8100 can be integrated with 
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CRM applications, to retrieve a caller’s information from a database (location register). The 

database comprises multiple users’ information (plurality of entries). Each mobile extension of a 

user is associated with caller ID (Mobile Identification Number (MIN)). When a call is placed 

from a mobile phone to any desk phone, the caller ID (MIN) is used to search (query) for caller 

name (information associated with MIN) in the database. Here, caller has an option to choose 

whether to show caller id details to other users (presentation allowance).   

 
(Source: https://cdn2.hubspot.net/hub/219364/file-302961996-

pdf/documents/Brochures/UC_Desktop_Suite.pdf) 

 

(Source: https://cdn2.hubspot.net/hub/219364/file-302961996-

pdf/documents/Brochures/UC_Desktop_Suite.pdf) 
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(Source: http://www.armstrongtelecom.com/download/nec_sv8100_applications/Mobile-

Extension.pdf) 
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(Source: http://www.armstrongtelecom.com/download/nec_sv8100_applications/Mobile-

Extension.pdf) 

 

 
(Source: http://www.portal-comms.co.uk/sites/default/files/SV8100_web.pdf) 
 

 
(Source: https://cdn2.hubspot.net/hub/219364/file-302961996-

pdf/documents/Brochures/UC_Desktop_Suite.pdf) 

 
(Source: http://www.armstrongtelecom.com/download/nec_sv8100_applications/Mobile-

Extension.pdf) 

Case 4:19-cv-00943   Document 1   Filed 12/26/19   Page 167 of 181 PageID #:  167

http://www.armstrongtelecom.com/download/nec_sv8100_applications/Mobile-Extension.pdf
http://www.armstrongtelecom.com/download/nec_sv8100_applications/Mobile-Extension.pdf
https://cdn2.hubspot.net/hub/219364/file-302961996-pdf/documents/Brochures/UC_Desktop_Suite.pdf
https://cdn2.hubspot.net/hub/219364/file-302961996-pdf/documents/Brochures/UC_Desktop_Suite.pdf
http://www.armstrongtelecom.com/download/nec_sv8100_applications/Mobile-Extension.pdf
http://www.armstrongtelecom.com/download/nec_sv8100_applications/Mobile-Extension.pdf


168 
  

 

(Source: http://www.armstrongtelecom.com/download/NEC-SV8100-Manual/nec-sv8100-

general-description-manual.pdf) 

 
(Source: http://www.portal-comms.co.uk/sites/default/files/SV8100_web.pdf) 
 

 
 

(Source: http://www.portal-comms.co.uk/sites/default/files/SV8100_web.pdf) 

 
 

(Source: https://www.southern-comms.co.uk/wp-content/uploads/2015/09/nec-ucb-console.pdf) 
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(Source: https://www.manualslib.com/manual/1207495/Nec-Univerge-Sv9100.html?page=620) 

127. The methods practiced by NEC’s use of the accused products include causing the 

LR in response to receipt of a query including the MIN and/or the MDN to use the MIN and/or 

the MDN to find an entry having the MIN and/or the MDN in common with the query and 

checking that the information associated with the MIN and/or the MDN of the entry comprises 

the presentation allowance.  For example, the mobile extensions of users are associated with their 

corresponding caller ID (MIN). When a call is placed from a mobile phone to any desk phone, 

the caller ID (MIN) is used to search (query) for a caller name (information associated with 

MIN) in the database (LR). Here, a caller has an option to choose whether to show caller id 

details to other users (presentation allowance). 

 

(Source: https://cdn2.hubspot.net/hub/219364/file-302961996-

pdf/documents/Brochures/UC_Desktop_Suite.pdf) 
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(Source: http://www.armstrongtelecom.com/download/nec_sv8100_applications/Mobile-

Extension.pdf) 

 

(Source: http://www.armstrongtelecom.com/download/NEC-SV8100-Manual/nec-sv8100-

general-description-manual.pdf) 

 

(Source: http://www.portal-comms.co.uk/sites/default/files/SV8100_web.pdf) 
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(Source: https://www.manualslib.com/manual/1207495/Nec-Univerge-Sv9100.html?page=620) 

128. The methods practiced by NEC’s use of the accused products include, based on 

the information being associated with the MIN and/or the MDN of the entry, causing the LR to 

retrieve the information corresponding to the wireless unit and causing the LR to provide the 

information in a response to the query.  For example, the mobile extensions of users are 

associated with their corresponding caller ID. When a call is placed from a mobile phone 

(wireless unit) to any desk phone, the caller ID (MIN) is used to search (query) for caller name 

(information associated with MIN) in the database and caller ID information gets retrieved 

(retrieval of caller name information). 

 

(Source: https://cdn2.hubspot.net/hub/219364/file-302961996-

pdf/documents/Brochures/UC_Desktop_Suite.pdf) 
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(Source: http://www.armstrongtelecom.com/download/nec_sv8100_applications/Mobile-

Extension.pdf) 
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(Source: http://www.armstrongtelecom.com/download/nec_sv8100_applications/Mobile-

Extension.pdf) 

 

(Source: https://cdn2.hubspot.net/hub/219364/file-302961996-

pdf/documents/Brochures/UC_Desktop_Suite.pdf) 

 

(Source: https://cdn2.hubspot.net/hub/219364/file-302961996-

pdf/documents/Brochures/UC_Desktop_Suite.pdf) 

 

(Source: http://www.portal-comms.co.uk/sites/default/files/SV8100_web.pdf) 
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(Source: https://www.southern-comms.co.uk/wp-content/uploads/2015/09/nec-ucb-console.pdf) 

129. Far North Patents only asserts method claims from the ‘588 Patent. 

130. NEC has had knowledge of the ‘588 Patent at least as of the date when it was 

notified of the filing of this action. 

131. Far North Patents has been damaged as a result of the infringing conduct by NEC 

alleged above.  Thus, NEC is liable to Far North Patents in an amount that adequately 

compensates it for such infringements, which, by law, cannot be less than a reasonable royalty, 

together with interest and costs as fixed by this Court under 35 U.S.C. § 284. 

132. Far North Patents and/or its predecessors-in-interest have satisfied all statutory 

obligations required to collect pre-filing damages for the full period allowed by law for 

infringement of the ‘588 Patent. 

ADDITIONAL ALLEGATIONS REGARDING INFRINGEMENT 

133. NEC has also indirectly infringed the ‘105 Patent, the ‘437 Patent, the ‘230 

Patent, the ‘053 Patent, the ‘702 Patent, the ‘797 Patent, the ‘770 Patent, the ‘802 Patent, the 

‘517 Patent, and the ‘588 Patent by inducing others to directly infringe the ‘105 Patent, the ‘437 

Patent, the ‘230 Patent, the ‘053 Patent, the ‘702 Patent, the ‘797 Patent, the ‘770 Patent, the 

‘802 Patent, the ‘517 Patent, and the ‘588 Patent.  NEC has induced the end-users, NEC’s 

customers, to directly infringe (literally and/or under the doctrine of equivalents) the ‘105 Patent, 
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the ‘437 Patent, the ‘230 Patent, the ‘053 Patent, the ‘702 Patent, the ‘797 Patent, the ‘770 

Patent, the ‘802 Patent, the ‘517 Patent, and the ‘588 Patent by using the accused products. 

134. NEC took active steps, directly and/or through contractual relationships with 

others, with the specific intent to cause them to use the accused products in a manner that 

infringes one or more claims of the patents-in-suit, including, for example, Claims 1 and 23 of 

the ‘105 Patent, Claim 9 of the ‘437 Patent, Claim 1 of the ‘230 Patent, Claims 1 and 14 of the 

‘053 Patent, Claim 27 of the ‘702 Patent, Claim 30 of the ‘797 Patent, Claim 1 of the ‘770 

Patent, Claim 5 of the ‘802 Patent, Claim 7 of the ‘517 Patent, and Claim 5 of the ‘588 Patent.   

135. Such steps by NEC included, among other things, advising or directing customers 

and end-users to use the accused products in an infringing manner; advertising and promoting the 

use of the accused products in an infringing manner; and/or distributing instructions that guide 

users to use the accused products in an infringing manner.  

136. NEC has performed these steps, which constitute induced infringement, with the 

knowledge of the ‘105 Patent, the ‘437 Patent, the ‘230 Patent, the ‘053 Patent, the ‘702 Patent, 

the ‘797 Patent, the ‘770 Patent, the ‘802 Patent, the ‘517 Patent, and the ‘588 Patent and with 

the knowledge that the induced acts constitute infringement.   

137. NEC was and is aware that the normal and customary use of the accused products 

by NEC’s customers would infringe the ‘105 Patent, the ‘437 Patent, the ‘230 Patent, the ‘053 

Patent, the ‘702 Patent, the ‘797 Patent, the ‘770 Patent, the ‘802 Patent, the ‘517 Patent, and the 

‘588 Patent. NEC’s inducement is ongoing. 

138. NEC has also induced its affiliates, or third-party manufacturers, shippers, 

distributors, retailers, or other persons acting on its or its affiliates’ behalf, to directly infringe 

(literally and/or under the doctrine of equivalents) the ‘105 Patent, the ‘437 Patent, the ‘230 
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Patent, the ‘053 Patent, the ‘702 Patent, the ‘797 Patent, the ‘770 Patent, the ‘802 Patent, the 

‘517 Patent, and the ‘588 Patent by importing, selling or offering to sell the accused products.   

139. NEC has at least a significant role in placing the accused products in the stream of 

commerce in Texas and elsewhere in the United States. 

140. NEC directs or controls the making of accused products and their shipment to the 

United States, using established distribution channels, for sale in Texas and elsewhere within the 

United States. 

141. NEC directs or controls the sale of the accused products into established United 

States distribution channels, including sales to nationwide retailers. 

142. NEC’s established United States distribution channels include one or more United 

States based affiliates (e.g., at least NEC Corporation of America). 

143. NEC directs or controls the sale of the accused products in nationwide retailers 

such as CDW, including for sale in Texas and elsewhere in the United States, and expects and 

intends that the accused products will be so sold. 

144. NEC took active steps, directly and/or through contractual relationships with 

others, with the specific intent to cause such persons to import, sell, or offer to sell the accused 

products in a manner that infringes one or more claims of the patents-in-suit, including, for 

example, Claims 1 and 23 of the ‘105 Patent, Claim 9 of the ‘437 Patent, Claim 1 of the ‘230 

Patent, Claims 1 and 14 of the ‘053 Patent, Claim 27 of the ‘702 Patent, Claim 30 of the ‘797 

Patent, Claim 1 of the ‘770 Patent, Claim 5 of the ‘802 Patent, Claim 7 of the ‘517 Patent, and 

Claim 5 of the ‘588 Patent.   

145. Such steps by NEC included, among other things, making or selling the accused 

products outside of the United States for importation into or sale in the United States, or knowing 
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that such importation or sale would occur; and directing, facilitating, or influencing its affiliates, 

or third-party manufacturers, shippers, distributors, retailers, or other persons acting on its or 

their behalf, to import, sell, or offer to sell the accused products in an infringing manner.   

146. NEC performed these steps, which constitute induced infringement, with the 

knowledge of the ‘105 Patent, the ‘437 Patent, the ‘230 Patent, the ‘053 Patent, the ‘702 Patent, 

the ‘797 Patent, the ‘770 Patent, the ‘802 Patent, the ‘517 Patent, and the ‘588 Patent and with 

the knowledge that the induced acts would constitute infringement.   

147. NEC performed such steps in order to profit from the eventual sale of the accused 

products in the United States.   

148. NEC’s inducement is ongoing. 

149. NEC has also indirectly infringed by contributing to the infringement of the ‘105 

Patent, the ‘437 Patent, the ‘230 Patent, the ‘053 Patent, the ‘702 Patent, the ‘797 Patent, the 

‘770 Patent, the ‘802 Patent, the ‘517 Patent, and the ‘588 Patent.  NEC has contributed to the 

direct infringement of the ‘105 Patent, the ‘437 Patent, the ‘230 Patent, the ‘053 Patent, the ‘702 

Patent, the ‘797 Patent, the ‘770 Patent, the ‘802 Patent, the ‘517 Patent, and the ‘588 Patent by 

the end-user of the accused products.   

150. The accused products have special features that are specially designed to be used 

in an infringing way and that have no substantial uses other than ones that infringe the ‘105 

Patent, the ‘437 Patent, the ‘230 Patent, the ‘053 Patent, the ‘702 Patent, the ‘797 Patent, the 

‘770 Patent, the ‘802 Patent, the ‘517 Patent, and the ‘588 Patent, including, for example, Claims 

1 and 23 of the ‘105 Patent, Claim 9 of the ‘437 Patent, Claim 1 of the ‘230 Patent, Claims 1 and 

14 of the ‘053 Patent, Claim 27 of the ‘702 Patent, Claim 30 of the ‘797 Patent, Claim 1 of the 
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‘770 Patent, Claim 5 of the ‘802 Patent, Claim 7 of the ‘517 Patent, and Claim 5 of the ‘588 

Patent.  

151. The special features include advanced quality monitoring capabilities, advanced 

quality of service capabilities, advanced presence information capabilities, and calling name 

services for mobile phones, used in a manner that infringes the ‘105 Patent, the ‘437 Patent, the 

‘230 Patent, the ‘053 Patent, the ‘702 Patent, the ‘797 Patent, the ‘770 Patent, the ‘802 Patent, 

the ‘517 Patent, and the ‘588 Patent.  

152. The special features constitute a material part of the invention of one or more of 

the claims of the ‘105 Patent, the ‘437 Patent, the ‘230 Patent, the ‘053 Patent, the ‘702 Patent, 

the ‘797 Patent, the ‘770 Patent, the ‘802 Patent, the ‘517 Patent, and the ‘588 Patent and are not 

staple articles of commerce suitable for substantial non-infringing use.  

153. NEC’s contributory infringement is ongoing. 

154. Furthermore, NEC has a policy or practice of not reviewing the patents of others 

(including instructing its employees to not review the patents of others), and thus has been 

willfully blind of Far North Patents’ patent rights.  See, e.g., M. Lemley, “Ignoring Patents,” 

2008 Mich. St. L. Rev. 19 (2008). 

155. NEC’s actions are at least objectively reckless as to the risk of infringing valid 

patents and this objective risk was either known or should have been known by NEC. 

156. NEC has knowledge of the ‘105 Patent, the ‘437 Patent, the ‘230 Patent, the ‘053 

Patent, the ‘702 Patent, the ‘797 Patent, the ‘770 Patent, the ‘802 Patent, the ‘517 Patent, and the 

‘588 Patent. 
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157. NEC’s customers have infringed the ‘105 Patent, the ‘437 Patent, the ‘230 Patent, 

the ‘053 Patent, the ‘702 Patent, the ‘797 Patent, the ‘770 Patent, the ‘802 Patent, the ‘517 

Patent, and the ‘588 Patent. 

158. NEC encouraged its customers’ infringement. 

159. NEC’s direct and indirect infringement of the ‘105 Patent, the ‘437 Patent, the 

‘230 Patent, the ‘053 Patent, the ‘702 Patent, the ‘797 Patent, the ‘770 Patent, the ‘802 Patent, 

the ‘517 Patent, and the ‘588 Patent is, has been, and/or continues to be willful, intentional, 

deliberate, and/or in conscious disregard of Far North Patents’ rights under the patents. 

160. Far North Patents has been damaged as a result of the infringing conduct by NEC 

alleged above.  Thus, NEC is liable to Far North Patents in an amount that adequately 

compensates it for such infringements, which, by law, cannot be less than a reasonable royalty, 

together with interest and costs as fixed by this Court under 35 U.S.C. § 284. 

JURY DEMAND 

Far North Patents hereby requests a trial by jury on all issues so triable by right. 

PRAYER FOR RELIEF 

Far North Patents requests that the Court find in its favor and against NEC, and that the 

Court grant Far North Patents the following relief: 

a. Judgment that one or more claims of the ‘105 Patent, the ‘437 Patent, the ‘230 

Patent, the ‘053 Patent, the ‘702 Patent, the ‘797 Patent, the ‘770 Patent, the ‘802 Patent, the 

‘517 Patent, and the ‘588 Patent have been infringed, either literally and/or under the doctrine of 

equivalents, by NEC and/or all others acting in concert therewith; 

b. A permanent injunction enjoining NEC and its officers, directors, agents, 

servants, affiliates, employees, divisions, branches, subsidiaries, parents, and all others acting in 
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concert therewith from infringement of the ‘105 Patent, the ‘437 Patent, the ‘230 Patent, and the 

‘053 Patent; or, in the alternative, an award of a reasonable ongoing royalty for future 

infringement of the ‘105 Patent, the ‘437 Patent, the ‘230 Patent, and the ‘053 Patent by such 

entities; 

c. Judgment that NEC account for and pay to Far North Patents all damages to and 

costs incurred by Far North Patents because of NEC’s infringing activities and other conduct 

complained of herein, including an award of all increased damages to which Far North Patents is 

entitled under 35 U.S.C. § 284; 

d.  That Far North Patents be granted pre-judgment and post-judgment interest on the 

damages caused by NEC’s infringing activities and other conduct complained of herein; 

e. That this Court declare this an exceptional case and award Far North Patents its 

reasonable attorney’s fees and costs in accordance with 35 U.S.C. § 285; and 

f.  That Far North Patents be granted such other and further relief as the Court may 

deem just and proper under the circumstances. 

Dated: December 26, 2019   Respectfully submitted, 
 

/s/ Zachariah S. Harrington  
 Matthew J. Antonelli  
 Texas Bar No. 24068432  
 matt@ahtlawfirm.com 

      Zachariah S. Harrington  
      Texas Bar No. 24057886 

zac@ahtlawfirm.com 
      Larry D. Thompson, Jr. 
      Texas Bar No. 24051428 
      larry@ahtlawfirm.com 

Christopher Ryan Pinckney 
Texas Bar No. 24067819 
ryan@ahtlawfirm.com 
 
ANTONELLI, HARRINGTON  
& THOMPSON LLP 
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      4306 Yoakum Blvd., Ste. 450 
      Houston, TX 77006 
      (713) 581-3000 
 

Attorneys for Far North Patents, LLC 
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