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Plaintiff HT Window Fashions Corp. (‘HTW”) complains against Defendant
Ren Judkins (*Judkins™) as follows:

The Parties

1, Plaintiff HTW is a corporation organized under the laws of the State of
California, having its principal place of business and corporate headquarters located

at 770 S. Epperson Dr., City of Industry, California, 91748.

2. Upon information and belief, Defendant Ren Judkins is a nonresident
individual who is a citizen and resident of the State of Pennsylvania and may be

found at 46 Newgate Road, Pittsburgh, Pennsylvania 1520z.
Jurisdiction_ and Venue

3. This Court has subject matter jurisdiction over this action pursuant to
28 U.S.C. § 1332 in that this action is between citizens of different states and the

matter exceeds, exclusive of interest and cost, the sum of $75,000.

4, Additionally, this Court has subject matter jurisdiction over this action
pursuant to 28 U.S.C. §§ 1331 and 1338(b) in that this is ar_action for declaratory
relief under 28 U.S.C. §2201, and the Patent Laws of the United States, 35 U.S.C.
§§ 271, et seq. This is also an Unfair Competition action arising under the
Trademark Laws of the United States, 15 U.S.C. § 1125(a). The Court has
jurisdiction pursuant to 28 U.S.C. §§ 1338(b) and 1367(a) for state law claims.

5. This Court has in personam jurisdiction over Defendant Judkins, infer

alia, pursuant to California Code of Civil Procedure Section 410.10 and Rule 4(e)
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Fed. R. Civ. P. because, inter alia, Defendant committed ar. act with the intent to

cause a tortious effect within the State of California.
6. Venue is proper pursuant to 28 U.S.C. § 1391(b) because a substantial
part of the property that is the subject of the action is situated in this Judicial

District.

Factual Background

7. Based in the City of Industry, California, Plain:iff HTW distributes
custom window coverings, including a product line of doutle cell window
coverings called POLARIS®. HTW has contracts to sell the POLARIS® product

and other products to various customers throughout the United States.

8. Worldwide Window Fashions is a potential HI'W customer. HTW has
made and is currently making efforts to sell Worldwide Window Fashions its

various custom window covering products.

9. HTW has a reasonable probability of expanded business and additional

contracts with various entities throughout the United States.

10. Defendant Judkins is the named inventor on ce-tain U.S. patents related
to window coverings. Upon information and belief, Judkins does not manufacture
or distribute any window covering products. Instead, Judkins earns much of his

living extracting patent licensing fees from companies that manufacture and
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11.  Lynnl. Alstadt, Esq. (“Alstadt”) is an attorney practicing at Buchanan
Ingersoll & Rooney, 301 Grant Street, Pittsburgh, PA, who has filed and prosecuted
various U.S. Patents on which Judkins is the named inventcr. Buchanan Ingersoll

& Rooney also has offices in California.

12. Nien Advanced Solutions (“NAS”) is a company present in California
that sells window coverings, and, upon information and belief, has obtained

licenses to certain U.S. Patents issued to Judkins.

Threats Based upon the Issued ‘634 Patent

13.  On March 31, 2005, Judkins, by and through atorney Alstadt, sent a
letter to Plainuff HTW stating that HTW’s “tabbed cellular products” made with a
single cell will infringe an unidentified and unissued patent once that patent issues,

A true and correct copy of that letter is attached hereto as Exhibit A.

14.  Judkins, at trade shows and similar venues, told customers and
potential customers of HTW that he was seeking a patent that would be infringed

by the tabbed single cell products.

15.  Over one year later, Judkins, through his attorrey Alstadt, sent a letter

on June 2, 2006 to HTW attaching the allowed but unissued claims of U.S. Patent

Application No. 09/017,392 (the “ ‘392 Application™). A true and correct copy of
that letter is attached hereto as Exhibit B. The letter again accused HTW’s “tabbed
- cellular products” made with a single cell of infringing the claims of this unissued

\ patent.
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16.  As aresult of this threat, HTW was forced to adopt a new design for its
single cell products. An example of this new single cell prcduct was sent to Alstadt
for review, along with an explanation of why it did not infringe the claims of the

‘392 Application.

17.  On July 24, 2006, Judkins, through attorney Alstadt, responded to
HTW's explanations and agreed that the new single cell prcducts did not infringe,

but warned that HTW could not sell its prior design for tabted single cell products.

18. The ‘392 Application issued on January 9, 2007 as U.S. Patent No.
7,159,634 (the “ ‘634 Patent”). A true and correct copy of the ‘634 Patent is
attached hereto as Exhibit C.

19.  HTW still wishes to sell its prior tabbed single cell products in the

United States.

20. Based upon the threats contained in Judkins’ letters related to the ‘392
Application, HTW has a reasonable apprehension that if its prior tabbed single cell
products are again sold in the United States, Judkins will bring an action for

infringement of the ‘634 Patent.

Judkins’ False Representations related to the ‘372 Application

21. Judkins claims to be the applicant of U.S. Patent Application serial No.
09/703,372 (the “ *372 Application™).

22.  Furthering his pattern of sending threatening letters to HTW related to

the unissued patent, on January 26, 2007, Judkins, through attorney Alstadt, sent a
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846588 v | - 4 - PATENT INVALIDITY, NONINFRINGEMENT AND

UNENFORCEABILITY; UNFAIR COMPETITION




Rows, Thxon & S, 110

oaznn

A Ningg whu

Ak

Iwwing, L

Case 2:07-cv-00693-GLL Document 38-2 Filed 05/23/07 Page 6 of 55

N’ N

letter to HTW alleging that the claims of the ‘372 Application cover HTW’s double
cell POLARIS® product. A true and correct copy of that letter is attached hereto as
Exhibit D.

23.  On February 9, 2007, HTW was informed by irs customer Worldwide
Window Fashions that it had been given a letter dated February 7, 2007 (the “Feb. 7
letter”) signed by Alstadt. This letter is addressed “To Whom it May Concem” and |
first discusses the ‘634 Patent. The Feb. 7 letter goes on to state, inter alia, that
“[r]ecently, the United States Patent and Trademark Office allowed Mr. Judkins’
patent application for a tabbed double cell product” and “[i|n our opinion, HT’s
‘Polaris’ product falls within one or more of those allowed claims.” A true and

correct copy of that letter is attached hereto as Exhibit E.

24, Kevin C. Huang, Director of Marketing of Nie1 Advanced Solutions,
based in California, provided Robert Caplan of Worldwide Window Fashions with
the Feb. 7 letter.

25.  Upon information and belief, a similar letter was provided to B.D.D.,

Inc., a customer of HTW.

26.  Upon information and belief, Judkins, through his attorney Alstadt, is
distributing or is planning to distribute additional letters like the “To Whom it May
Concemn” Feb. 7 letter to potential HTW customers throughout the window

covering industry.

27.  Upon information and belief, Judkins knows of contracts between

HTW and various customers for the purchase of the POLARIS® product.
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28. The 634 Patent and ‘372 Application are part of a chain of patent
applications that were obtained by committing a fraud on a United States District

Court and the United States Patent and Trademark Office (“PTO”).

29.  The subject matter of the ‘634 Patent and the 372 Application was
abandoned, suppressed and/or concealed by Judkins in violation of 35 U.S.C. §§
102{c) and (g).

30. The “634 Patent and any patent issuing from the ‘372 Application

would be invalid and unenforceable.
31. Judkins has knowledge that any patent issuing from the ‘372
Application would be invalid and unenforceable, and knowingly made statements to

HTW customers that the POLARIS® would infringe this invalid patent.

32, Judkins statements have injured HTW by loss of actual and potential

sales and by a lessening of goodwill associated with HTW’s products.

Background of the ‘372 Application

33.  Judkins obtained the family of patents on which the ‘634 Patent and the

| *372 Application is based by filing sham litigation in the United States District

" Court for the Western District of Pennsylvania.

34. The window covering claimed in the ‘634 Patent and the ‘372
Application is created using a process in which strips of material are folded back
upon themselves, glued to create a figure-eight structure, stacked on top of other

similarly formed figure-eight structures, and cut through the middle (the “T19
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Process”).

35.  Judkins claims that he conceived the T19 Process in 1990. A true and
correct copy of the January 20, 1998 Declaration of Ren Judkins under 37 C.F.R. §
1.131 is attached hereto as Exhibit F.

36. Judkins claims that a drawing illustrating the T19 Process (the “T19

Drawing™) was created on or around February 25, 1991. (/d.)

37. Judkins met with attorney Alstadt on or around March 19, 1991 to
discuss patenting the T19 Process. During this meeting a model was created using

the T19 Process.

38. Alstadt and his associates drafted a patent application disclosing the
T19 Process, and forwarded the application to Judkins on or around July 26, 1991.

This patent application was not filed at that time.

39.  On information and belief, between 1992 and 1996 Judkins attempted
to commercialize the T19 Process, and marketed the T19 Process to manufactures
such as Verosol, Hunter Douglas, Graber, Joanna, Levolor, Carey-McFall, Blind
Design, and Seco Supply. None of these manufacturers agreed to commercialize

the T19 Process.

40. On August 19, 1996, U.S. Patent Application serial No. 08/699,593

was filed in the name of James Arthur Ford, et al. This patznt eventually issued on

December 2, 1997 as U.S. Patent No. 5,692,550 entitled Cellular Shade Material
(the “Ford ‘550 Patent”). The Ford ‘550 Patent was assignad to Newell Window
Furnishings, Inc. (“Newell”) on December 18, 1997,
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41. On November 25, 1996 Judkins, through attorney Altstadt, filed U.S.
Patent Application serial No. 08/756,282 (the “ ‘282 Application”), over four years

after the Patent Application was first drafted.

42.  On February 2, 1998 Judkins, through attorney Alstadt, requested that
the PTO declare an interference between the Judkins ‘282 Application and the Ford
‘550 Patent. The requested interference was declared and titled Patent Interference

No. 104,329,

43.  On September 28, 2001, the Board of Patent Appeals and Interferences
(the “Board”) found that Judkins had suppressed or concealed the invention
described in the ‘282 Application within the meaning of 35 U.S.C. § 102(g). Asa
result, the Board ruled that Judkins was not entitled to a patznt on his 282
Application. See Judkins v. Ford, 73 USPQ2d 1038, 1039 (Bd. Pat. App. & Int.
2004). A true and correct copy of that opinion is attached hereto as Exhibit G.

44. While Patent Interference No. 104,329 was perding, the Ford ‘550
Patent was also the subject of litigation pending in the United States District Court
for the Northern District of Illinois. In case number 3:98-CV-5003 captioned
Newell Window, et. al v. Springs Window (filed on January 5, 1998), Plaintiffs
alleged that the Defendant Springs infringed the Ford ‘550 2atent.

45. On Qctober 7, 1999, the Northern District of Illinois ruled that the Ford
‘550 Patent was invalid. See Newell Window v. Springs Window, 53 USPQ2d
1302, 1999 WL 1077882 (N.D. I1l. 1999). A true and correct copy of that ruling is
attached hereto as Exhibit H.

COMPLAINT FOR DECLARATORY JUDGMENT OF
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46. The Northern District of Illinois further ruled that Judkins had
abandoned, suppressed or concealed the invention of the T19 Process. In particular,
the Northern District of Illinois ruled: “The 49-month delay in filing [the Patent
Application] raises an inference of intent to abandon, suppress, or conceal the T19
invention; this inference is supported by Mr. Judkins' statec policy of delaying
filing until he has gained financial backing. The inference shifts the burden to
Springs to justify part or all of that delay with further efforts by Mr. Judkins to
perfect the invention. The only justifications offered, however, relate to efforts by
Mr. Judkins and Mr. Coleman to engineer and finance commercial production of
the invention; these efforts do not constitute further experimentation or testing that
might excuse part or all of the delay between reduction to gractice and filing of the
patent application. Without any grounds to delay, the court must conclude that the

T19 was abandoned, suppressed, or concealed.” (/d. at 1323.)

47. Attorney Alstadt provided testimony in the Northern District of Illinois
case regarding the issue of whether Judkins suppressed or concealed the T19

Process.

48. Neither Alstadt nor Judkins disclosed to the PTO, during the pendency
of the ‘282 Application or the ‘372 Application, the Northern District of Illinois’s
judicial finding that Judkins had abandoned, suppressed, or concealed the T19

Process.

49. Attorney Alstadt has personal knowledge of facts related to the issue of

- whether Judkins suppressed or concealed the T19 Process.

50. On July 2, 2001, the Federal Circuit affirmed the District Court’s
finding that the Ford ‘550 Patent was invalid. See Newell Window v. Springs

COMPLAINT FOR DECLARATORY JUDGMENT OF
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Window, 15 Fed. Appx. 836, 2001 WL 744460 (Fed. Cir. 2001).

51.  As of July 2001, Judkins could not obtain a patent on the T19 Process,
because the Board had ruled that he had suppressed or concealed the invention and
the Ford ‘550 Patent had priority. At the same time, Newell (the owner of the Ford
‘550 Patent) had no enforceable patent, because the Ford ‘550 Patent had been

ruled invalid.

52.  Upon information and belief, in or around November 2001, Judkins
and Newell conspired to file a fraudulent lawsuit in the Western District of
Pennsylvania for the purpose of obtaining a patent on the T19 Process that could be
used by both Judkins and Newell.

53.  On November 21, 2001, Judkins filed Civil Action 01-2211-GLL
captioned Judkins v. Newell Window Furnishings, Inc. in the Western District of
Pennsylvania, seeking review of the Board’s ruling in Patent Interference No. 104,

329 (the “Pennsylvania Action™).
54. Upon information and belief, Judkins failed to disclose in the
Pennsylvania Action the existence of the Northern District of Illinois’s ruling that

Judkins abandoned, suppressed or concealed the T19 Process.

55.  Upon information and belief, in or around September 2003, Judkins

- and Newell conspired to file fraudulent papers with the Western District of

Pennsylvania. Specifically, Newell agreed not to contest Judkins’ summary
judgment motion asking the Court to overturn the Board’s interference ruling and
allow Judkins to obtain a patent for the T19 Process. In retarn, Judkins agreed to

license to Newell any patent he obtained for the T19 Proces:s.
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56. On September 11, 2003, Judkins filed an uncontested summary
judgment motion asking the Western District of Pennsylvania to vacate the Board’s
finding that Judkins suppressed or concealed the subject matter of the ‘282

application.

57.  On September 23, 2003, the Western District of Pennsylvania signed a
one page Proposed Order granting Judkins’ September 11, 2003 motion for

summary judgment.

58. The September 23, 2003 Order is the same as the Proposed Order
submitted by Judkins as part of the September 11, 2003 summary judgment motion,
except that the word “Proposed” in “Proposed Order” has been stricken to read

“Order.” A true and correct copy of the Order is attached hereto as Exhibit 1.

59. The Order of the Western District of Pennsylvania states: “The Court
having reviewed Plaintiff's Motion for Summary Judgment and having received no
opposition thereto finds that Judkins did not suppress or conceal the invention of
the Count in each of Patent Interference Nos. 104,328 and 104,329. There being no
issues of material fact, and it being apparent that Plaintiff is entitled to relief, IT IS
ORDERED THAT: Plaintiff's Motion for Summary Judgment is granted. That
portion of the judgment of the Board of Patent Appeals and Interferences 104,328
and 104,329 finding that Judkins is not entitled to a patent containing claims 12-47
of Application No. 08/756,282, filed November 25, 1996, is vacated. Priority is
awarded to Judkins as to the Count in each of Patent Interference Nos. 104,328 and
104,329." Judkins v. Ford, supra, 73 USPQ2d, at 1040.

60. On October 1, 2003, the Board received a copy of a “Notice of Filing

Settlement Agreement and District Court Judgment” in Patent Interference No.

COMPLAINT FOR DECLARATORY JUDGMENT OF
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104,329. (Id. ).

61. The Board determined that the proposed Motion for Summary
Judgment was attached to the settlement agreement and the -efore known to Ford
and Newell prior to entering into the agreement. Ford and Newell had full

knowledge of what facts would be presented to the District Court. (Zd. at 1043.).

62. The Board determined that a reasonable construction of the Settlement
Agreement suggests that if the District Court vacates the Board’s suppression or
concealment holding, Ford would otherwise not contest priority being awarded to

Judkins. (/d. at 1043-44.)

63. Judkins failed to notify the Board about the pendency of the
Pennsylvania Action as required by 37 C.F.R. § 1.660(d). (/d. at 1040.)

64. Upon information and belief, Judkins intentionally failed to provide the

| required notice to the Board in furtherance of his efforts to commit a fraud on the

| Court and fraudulently obtain a patent covering the T19 Prccess. Specifically,

Judkins intentionally failed to notify the Board of the Pennsylvania Action in order

to prevent the Board from intervening in the Pennsylvania Action.

65. The Board determined that the Western District of Pennsylvania Court
did not have jurisdiction to require that the PTO grant a patent to Judkins for the
T19 process. Instead, the Pennsylvania District Court only had jurisdiction to
vacate the Board’s final decision that Judkins suppressed or concealed, and remand

for further proceedings. (/d. at 1042-43.)

COMPLAINT FOR DECLARATORY JUDGMENT OF
816388 v | -12 - PATENT INVALIDITY, NONINFRINGEMENT AND
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66. Nonetheless, during an April 20, 2003 confererice call with the Board,
Newell and Ford informed the Board that they no longer coatested priority being
granted to Judkins in Interference No. 104,329. The Board therefore had no choice
but to grant Judkins priority in Interference No. 104,329, (id. at 1039.)

67. The ‘372 Application that is the subject of the FFeb. 7 letter claims
priority to the ‘282 Application that was the subject of Pateat Interference No.
104,329,

68.  On information and belief, the ‘372 Application that is the subject of

the Feb. 7 letter claims, inter alia, a window shade made by the T19 Process.

69. On information and belief, Judkins has knowledge that any patent

claims based upon the T19 Process are invalid or unenforceable.

Count 1
Declaratory Judgment of Invalidicy

70.  The allegations of paragraphs 1 through 69 above are incorporated by

reference as if set forth fully herein.

71. Plaintiff has a tabbed cellular product that it desires to market in the

United States.

72.  Judkins has previously accused certain of HTW’s tabbed cellular

products of infringing the claims of the ‘634 Patent.
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73.  HTW reasonably apprehends that Judkins will assert the ‘634 Patent
against HTW’s new tabbed cellular product design.

74.  The ‘634 Patent is invalid because it was obtained through a fraud on
the PTO and a fraud on the courts. The ‘634 Patent is further invalid because it

fails to meet one or more of the requirements of 35 U.S.C. §§ 102, 103 and 112.

75.  Accordingly, Plaintiff HTW is entitled to a declaratory judgment that
the *634 Patent is invalid.

Count 11

Declaratory Judgment of Noninfringement

76.  The allegations of paragraphs 1 through 75 above are incorporated by

reference as if set forth fully herein.

77. Plaintiff has a tabbed cellular product that it desires to market in the

" United States.

78.  Judkins has previously accused certain of HTW's tabbed cellular
products of infringing the claims of the ‘634 Patent.

79.  HTW reasonably apprehends that Judkins will assert the ‘634 Patent

against HTW’s new tabbed cellular product design.

80. HTW’s new tabbed cellular product does not infringe the ‘634 Patent.

COMPLAINT F DR DECLARATORY JUDGMENT OF
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81.  Accordingly, Plaintiff HTW is entitled to a declaratory judgment that
the HTW’s new tabbed cellular product design does not infringe the ‘634 Patent,

COUNT 111
Declaratory Judgment Of Unenforceability

82. The allegations of paragraphs 1 through 81 abcve are incorporated by

reference as if set forth fully herein.

83. Plaintiff has a tabbed cellular product that it desires to market in the

United States.

84. Judkins has previously accused certain of HTW’s tabbed cellular

products of infringing the claims of the ‘634 Patent.

85. HTW reasonably apprehends that Judkins will assert the ‘634 Patent

against HTW’s new tabbed cellular product design.

86. The ‘634 Patent is unenforceable because it was obtained through a
fraud on the PTO and a fraud on the courts, as discussed in detail above. The ‘634
Patent is further unenforceable because of the delays in both filing the application
and prosecuting the application leading to prosecution estoppel. The ‘634 Patent is
further unenforceable because Judkins committed patent misuse by attempting to
improperly broaden the actual scope of his patent rights with anti-competitive

effect.

87. Accordingly, Plaintiff HT'W is entitled to a declaratory judgment that

the ‘634 Patent is not enforceable.
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Count IV
Unfair Competition under § 43(a) of the Lanham Act

88. The allegations of paragraphs | through 87 above are incorporated by

reference as if set forth fully herein.

89. Plaintiff HTW has existing contracts and potential future contracts for
the sale of its POLARIS® product to various customers throughout the United

States.

90. Upon information and belief, Judkins, by and tarough his attorney
Alstadt, has made false and misleading statements to potential and existing HTW
customers about HTW’s POLARIS® product. Specifically, Judkins has stated that
the POLARIS® product infringes the claims of the ‘372 Application. These
statements are false because, inter alia, any patent that may issue from the ‘372

Application 1s invalid and unenforceable.

91. The false statements made by Judkins actually deceive and/or have the

tendency to deceive a substantial segment of the intended audience.

92. The deception created from Judkins’ false statements is material, in
that it is likely to influence the purchasing decisions of HT'W’s potential and

existing customers.

93, Judkins has caused his false statements to ente:- interstate commerce.

94.  HTW has been or is likely to be injured by Judkins’ false statements by

direct diversion of sales from HTW to Judkins (and companies affiliated with

COMPLAINT FOR DECLARATORY JUDGMENT OF
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Judkins) and by a lessening of goodwill associated with HT W and its products.

95. Judkins has made his false statements in bad faith by, inter alia,
representing to the marketplace that HTW infringes claims of a patent application

that he knows to be invalid.

Count 'V

Violation of California’s Unfair Competition Act

96. The allegations of paragraphs 1 through 95 above are incorporated by

reference as if set forth fully herein.

97. The actions of Judkins alleged herein, including false statements
regarding HTW’s double cell POLARIS® product and misleading HTW’s potential
customers into believing that HTW’s double cell POLARIS® product was
infringing on Judkins’ ‘372 Application, constitute unfair, unlawful, and/or
fraudulent business practices in violation of Sections 17200, et seq. of the

California Business and Professions Code.

98. Judkins is engaged in unfair, unlawful, and/or raudulent business
practices by, among other things, making numerous misrepresentations regarding
his claim that his ‘372 Application covers HTW’s double cz1l POLARIS® product
and threatening HTW’s potential customers. These unfair business practices have
caused and continue to cause, damage and injury to HTW, ~he exact amount of
which is not presently known. Further, HTW is informed and believes, and on that
; basis alleges, that Judkins has profited as a result of these unfair business practices

L. C
©1n an amount which is presently unknown.

COMPLAINT F DR DECLARATORY JUDGMENT OF
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99.  As adirect and proximate result of Judkins’s actions in violation of
California’s Business and Professions Code, HTW seeks in'unctive relief,
restitution of any wrongful profits and/or damages as permitted by law, in an

amount to be proven at trial.

100. HTW is informed and believes, and on that basis alleges, that Judkins
has acted with oppression, fraud and/or malice towards HT'W, with the intention to

cause 1t injury and with conscious disregard for its rights.

Count VI

Intentional Interference with Prospective Economic Advantage

[01. The allegations of paragraphs 1 through 100 above are incorporated by

reference as if set forth fully herein,

102. Plaintiff HI'W has relationships with various existing and potential
customers which will likely result in future sales of the POLLARIS® product and

other future economic benefit to HTW.

103. Upon information and belief, Judkins has knowledge of these

relationships and has intentionally attempted to disrupt these relationships.

104. Judkins’ conduct has resulted in the actual disruption of relationships

between HTW and existing and potential customers.

105. HTW has suffered and will continue to suffer damages caused by

- Judkins’ conduct.

i
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Count VII

Negligent Interference with Prospective Economic Advantage

106. The allegations of paragraphs 1 through 105 above are incorporated by

reference as if set forth fully herein.

107. Plaintiff HTW has relationships with various existing and potential
customers which will likely result in future sales of the POL.ARIS® product and

other future economic benefit to HTW.

108. Upon information and belief, Judkins has negligently conducted

himself in a manner to disrupt these relationships.

109. Judkins’ conduct has resulted in the actual disruption of relationships

between HTW and existing and potential customers.

110. HTW has suffered and will continue to suffer damages caused by

Judkins’ conduct.

PRAYER FOR RELIEF

Wherefore, Plaintiff HTW prays for judgment as follows:

1. That U.S. Patent No. 7,159,634 is invalid;

2. That U.S. Patent No. 7,159,634 is not infringed by HTW’s
POLARIS® products;

COMPLAINT FOR DECLARATORY JUDGMENT OF
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3. That U.S. Patent No. 7,159,634 is unenforceable;

4. For a temporary restraining order and preliminary and permanent
injunction enjoining Judkins, and those persons acting in active concert or
participation with him, from making any statements to any oarty regarding whether

HTW's POLARIS® infringes any patent on which Judkins is a named inventor;

5. That Judkins’ behavior constitutes unfair competition as defined in
§43(a) of the Lanham Act;
6. That Judkins’ behavior constitutes unfair competition as defined by

California state law;

7. That Judkins intentionally interfered with HT'W’s prospective

economic advantage;

8. That Judkins negligently interfered with HTW’s prospective economic 5

advantage;
9. For all actual damages as allowed by law;
10. For all reasonable attorneys’ fees as allowed by law;
11. For all costs of court; and

12.  For any such other relief that this Court deems just and proper.

COMPLAINT FOR DECLARATORY JUDGMENT OF
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DATED: February|] 4, 2007

B

846588 v 1

S

ARNE M. OLSON
JOSEPH M. KUO
MATTHEW D. KELLAM
OLSON & HIERL, L.TD.

PAUL L. GALE
JENECE D. SOLOMON
ROSS, DIXON & BELL, LLP

bt

ylPaul L. Gale

Attorneys for Plainti-f
HT Window Fashions, Corp.
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DEMAND FOR JURY TRIAL

Plaintiff HTW demands a trial by jury for all claims triable by jury pursuant
to Fed. R. Civ. P. 38 and Civil L.R. 38-1.

ARNE M. OLSON
JOSEPH M. KUO
MATTHEW D. KELLAM
OLSON & HIERL, LTD.

PAUL L. GALE
JENECE D. SOLOMON
ROSS, DIXON & BELL, LLP

DATED: February/4, 2007

B

y'Paul L. Gale
Attorneys for Plaintiff
HT Window Fashiors, Corp.
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Buchaman Ingersoll pc -
ATTORNEYS Ore Oxford &
Lyass J. Alseade 301 Gramt Slmm'h Floor
4125621632 Pitsburgh, FA 15215-1410
slntacti@hipe.com . T 412 562 €800
F 81% 562 104
www_bucharianingersoll. com
March 31, 2005
YIA FACSIMILE: 626-839-8861
AND REGULAR MAIT,
Steve Huang
H T Window Fashions
770 S. Bpperson Drive
Industry, California 91748
Dear Mr. Hoang:

We represent Ren Judkins, the iaventor of tabbed window coverings. It has come to our
attention that your company hes been offering to sell a tabbed cellular product in the
marketplace.

Mr. Judking ewrrently bas several pending patent applications relating to tabbed cellular
window coverings, Action on these applications was delayed by the United States Patent and
Tredemark Office because of a dispute with Newell over whether Mr. Judkings or Yames Ford was
cutitled to a patent on this product. In September 2003, the United States District Cowt in
Pittsburgh determined that Mr. Judkins was the first inventor of the tabbed cellular disclosed in
Mr. Ford's United States Patera Nos. 5,701,940 snd 5,692,550, As a result of the Court decision,
the United States Patent and Trademark Office Bourd of Patent Appeals and Intedferences
recently raled that Mr. Ford is not eatitled o thess patents and has instructed 2 putent examiner
10 review Mr. Judkins' pending application for the tabbed o¢ltular product. I spoice to the patent
-cxaminer a weck. ago about the spplication. Based upon that conversation, I expact that a patent
will issue to Mx. Judidns from this application within a few months.

We have compared the claims of M. Judkins' application to 2 sample and drawings of
your products supplied to us by Mr. Judkins and his licensee Flexo Solutions. Your prodact is
within those claims. Therefore, the sale, offer for sale and use of your tabbed celiulsr products
will infringe the patent that issues to Mr. Judkins.

In the event that you or any of your customers are selling or offering to sall a tabbed
cellular product that is within the claims of the patent that issues to Mr, Judkins, legal action may
be !pitiated without ferther notice against all who are selling the tebbed cellular product to stop
the infringernent.

Pennsylvanja = New York = Washington, DC i Florida : New Jersey = Delawsre n California
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To avoid future liability, we encourage you to cease and desist the sale of the tabbed
~ cellular product,

If you have any questions, please call me.
Veve

s« TOTAL PAGE.E3
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Buchanan Ingersoll pc
ATTORNEYS One Oxford Centre

301 Grant Street, 20th Floor
© Pittsburgh, FA 15219-141C

Lynn J. Alstadt A ;
B
alstadtlj@dipc.com

www.buchananingersoll.com

June 2, 2006 -
Joseph M. Kuo, Esq. RECHVE?
s Waskes Drive JUN 062005
g?]cfglgo Iltinois 60606 OLSON&H[EBL ITD
Dear Mr. Kuo:

On March 31, 2005, 1 wrote to HT Window Fashions advising them that my client had a
pending patent application for a tabbed cellular window covering product. 1 further told your
client that the tabbed cellular products we have seen at the trade show will infringe the claims
which issue from this pending application. I can now advise you that the patent application has
been allowed and the issue fee has been paid. Enclosed are the claims which have been allowed
in the application. We anticipate that the patent will issue within the next few weeks.

In your letter to me dated April 21, 2005, you requested a copy of the prosecuticn history
and the settlement agreement with Ford. That settlement agreement is confideatial and will not
be provided. I am enclosing a copy of the District Court Order awarding prior.ty. I would be
happy to provide the prosecution history of this application if you agree to pay the copying costs.

Upon review of the enclosed allowed claims you will find that your client's tabbed
cellular product is within these allowed claims. We, therefore, demand that ycur client stop
selling and offering to sell tabbed cellular window covering products. The ful iliment of any

orders your client receives now will constitute infringement of the patent when the product is
delivered,

Very truly yours,

LIJAMbem
Enclosures

cc: Ren Judkins

Pennsylvanla :: New York : Washington, DC : Virginia : Florida : New Jersey :* Delaware = Ohio ! California
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United States Patent
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US007159634B1

(12) (10) Patent No.: US 7,159,634 B1
Judkins @s) Date of Patent: *Jan. 9, 2007
(54) PLEATED AND CELLULAR MATERIALS 4,450,027 A * 41984 Celson ....ococonmunveenen.. 1567193
4,673,600 A * 1987 Anderson ... 428'12
(75) lnventor: Ren Judkos. 46 Newgate Rd., 4,676,855 A 61987 Anderson ... o 136193
Pinsturgh, PA {US) 15202 4685986 A &(987 Anderson ............ 1567197
4974,656 A 12/1990 Judking ......... ... 160/84.1
(") Notice:  Subject to any disclaimer, the term of this 4999073 A 31991 Kmoctal ... e 1562197
palent is exiended or edjusted under 33 5018317 A * 51991 Corey el #l. . e 1567197
US.C. 154(b) by 1019 days. 5,043,038 A w1991 Colson .. ..... . 156/193
. . . . . 5106444 A 471992 Corey et ¢l ... e 1564197
This patent is subject to a terminal dis- S.I60.563 A 1111992 Kurchmarsk et al. ....... 156/157
claimer. 5193601 A VIS8 Corey etz wvvmnnnn, 1607841
{(21) Appl. No.: 09/017,392
(22) Fikd: Feb. 2. 1998 FOREIGN PATENT DOCUMENTS
C 2144280 1199
Related U.S. Application Data A 91995
(63) Continuation-in-pan of application No. 08/756.282,
filed on Nov. 25. 1996, which is a continuation of  * ciled by examiner
application No. 08/412,875, filed on Mar. 29, 1995, . . .
now Par. No. 5.630,808, Primary Examiner—Blair M. Johusop
(74) Attorney, Ageni. or Finu—Buchenan Ingersoll PC
(51) Int. C1,
ECGB 1/48 (2006.01) 57 ABSTRACT
(52) US.CL ..o 16078405 156/197: 428/116
(:8) Field of Classification Search .......... 160/84.0), 4 tuhhed honeycomb structure or pleated panel is made from
160/84.04.84.05; 156/193, 197, 420116, 4 ek of collapsed multi-cellular material. The siack s split
. 428118 at bond lines thereby fonming the panels of pleated or
See application file for complete search history. boneycomb material having a joint tib on one face. The
(26) References Cited tabbed, honcycomb material is sitached between a headrail
and a bottomail to form a window covening.
U.S. PATENT DOCUMENTS
2,803.578 A 81957 Holland ....oovoveieerns 1540122 46 Claims, 5 Drawing Sheets
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PLEATED AND CELLULAR MATERIALS

CROSS-REFERENCE TO RELATED
APPLICATIONS

This is a continuation in part of U.S. patent application
Ser. No. 0B/756,282 filed Nov. 25, 1996. which is a con-
tinuation of U.S. patent application Ser. No. 08/412.875,
filed Mar. 29. 1995, and issved as .S, Pat. No. 5,630.898
on May 20, 1997.

BACKGROUND OF THE INVENTION

|, Field of the lavention

This invention relates to a tabbed and pleated cellular
material and method for the manufacture thereof and wore
particularty to a window covering which conlains this
12bbed and pleated cellular matenal.

2. Description of the Prior An

There are two basic types of folded window coverings. A
first pleated type consists of a single layer of corrugaied
material. The other is 2 more complex cellular type where
pleated layers are joined or folded strips arc stacked to form
aseries of collapsible cells. This latter type is known to have
fivorable thermal inswation properties because of the siatic
air mass which is rapped benween (he layers of material
when the cells are in the expanded position. The single-layer
type, on the other hand. is favored for is appearance in some
cases, and is less expensive 10 manufachure. There is also a
tabbed single layer of cormugated material which is disclosed
in my U.S. Pat. No. 4,974,656, The tabbed single layer of
plested material has been sold in window coverings and
been commertially successful. Consequently, there is a
market for a window shade made with a wbbed cellular
material,

Threre are two basic approaches to making cellular prod-
vcts and tabbed panels from a mll of fabric material. The
first nethod pleats or bonds the material transverse to the
length of the roll and the second method pleats or bonds
longinxdinally along its length.

The output of the trensverse method cannot be wider thon
the roll width of the ariginal matenial. The longimdinal
method is himited in the types of parterns that can be printed
on the material because aligmument is randons. The transverse
methods have heen limited to o single layer, a single tabbed
layer or a wiple layer where there are three coatinuous
surfaces that create a panel of double cells.

There is a need 10 have a transverse process that can make
a panet of single cells. There is vlso a need o increase the
speed of production outpwt of single, double and triple
layers.

There are several methods of producing the cellular
shades. Most similar to the pleated, siogle-panel method is
Anderson U.S. Pm. No. 4,685,986. This methed joins

ogether two single-panel pleated lengihs of matenal by s

adbesively bonding them together at opposing pleats. Other
methods depart from this Anderson pateat by joining
logether a series of longitudinaily tolded strips, rather than
continwous sheets of pleated material. Such methods are
shown in Colson U.S. Pat, No. 4,450,027, and in Anderson
U.S. Pat. No. 4.676,855. In the Colson patent, strips of fabric
are Jongitudinally folded into & U-shape and adhered on top
of one another. wheress in the Anderson patent these strips
are Z-shaped and are adhered in an interlocking position.
In U.S_ Pat. No. 5.043.038 Colson discloses 2 method of
cutting a honeycomb structure longitudinally to divide them
o two tabbed single layer pleated panels. That honeycomb
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structure was formed from U-shapec strips as laught in
Colson’s U.S. Par. Ne. 4,450,027 by 1 process of winding
the foldable material around a base apparatus. applying glue
1o one face of the material aad adher ng each layer to the
adjecent layer. This method tends to ca ise the tab to wrinkle
because the stack is wrapped on a slightly curved mandrel.
Alsc, becavse the matenial layers are wound in a stack. the
length of the panels of final product are limited to the height
of the wrapped siack and the ends of the stack are wasled.
Another method for meking cellular shades is disclosed in
U S. Pat. Nos. 5,015,317, 5,106,444 and 5.193,601 1o Corey
el al. In that process fabric meteril is run through o
production line that first screen print: the fabric and then
applies thermoplestic glue lines at selected intervals. The
fabric is then pleated, stacked. and placed in an oven 1o both
set the pleats and bond the manieria! o the glue lines.
There is a need for a melbod 1o wilize the cument
ransverse processing equipment technology 1o make a
larger variety of single and multi-layer panels a1 a faster rate.

SUMMARY OF THE INVENTION

‘The present method avercomes the problers and achieves
the objectives indicated above by providing a method of
manufacturing a pleated shade or a ho eycomb structure by
a means of splimog honeycomb or 1sulticellular material
into two or more tabbed, pleated pancls or tabbed, cellular
panels.

According to the teachings of the present invention, a
stack of folded fabric is bonded to form a honeycomb
structure having a series of cells comected together along
bond lines. An interface region is pre:emt between adjacent
gells which forms the bridge between horizontally adjacent
stacks of cells. At least ope bond ine applied between
adjocent fabric walls defines each in:erface region. These
interface regions are split to form separate tabbed, pleated
panels or separate panels of cells having 1abs on one face
between each pair of plears. These t1as exiending between
each pleated pagel or between individual cells, as the case
may be, extend ot least %" in length. To simplify hendling
and to ereate n uniform eppearance the tabs are identical in
size resulting from a straight-line :plit along a distinct
perpendicular plane. but the invention is not limited to this.

The tabbed cellular material is atta:hed between a head-
rail and a bonomrail 1© form a window covering, Lift cords
are routed from the bottomuail, through the cellular matenial
and through the headrail for raising ¢nd lowering the win-
dow covering,

BRIEF DESCRIFTION OF TEE DRAWINGS

FIGS. 1 and 2 are diagrams showinz how the honeycomb
stack is formed.

F1G. 3 is a diagram showing a triple cell honeycomb stack
being split inta two tabbed honeycon b pancls according to
the teachings of the present iuventior..

FIG. 4 is a diagram showing o dc uble cell honeyconb
stack being split into tabbed panels.

PIG. 5 is a diagram of a five cell honeycomb stack being
split into two double honeycomb panels having tabs which
are formed on one face of both pane s,

FIG. 6 is a side view of a window covering made from
tabbed, single cell material.

FIG. 7 is a side view of similar tv FIG. 6 showing the
lower porticn of a window covering niade from prismatic or
D-shaped, tabbed, single cell matericl.
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FIG. § 15 a side sectional view of another D-shaped.
tabbed. single cell material.

FIG. 2is a side secticoa) view of two tabbed cells showing
anachment of adjaceut cells by a single stip of adhesive,

FIG. 10 is a side sectional view of two tabbed cells
showing attachmen: of adjacent cells by several lines or
beads of adhesive and a preferred location of a lift cord
shown in dotted line.

DESCRIPTION OF THE PREFERRED
EMBODIMENTS

Referring to FIGS. 1 and 2, 1 provide a sheet of pleated
febric 2 which is folded on work surface 1 to form a fabric
siack 10. Pleated fabric 2 is delivered to the work surface by
a sprocket or other feed mechanism 12 which draws the
febric from a source of supply which is not shown. Glue
applicators 14 and 16 apply band lines 18 of hot melt glue
on a surface 4 of the fabric. When the fabric is in the position
shown in FIG. | sweface 4 i3 facing upward. After the fabric
bas been laid from right to left across the length of stack 10,
the fabric is folded as shown in F1G. 2. The movement of the
siack relative to the fabric being supplied folds the fabric 2
back over the stack forming a pleat 8. Now surface 4 is
facing down and opposite surface 6 is facing up. In that
pasilion glue applicator 16 applies lines of glue on surface
6. The fabric is 1aid across the stack from lefi 1o right. The
process is repeated until a complete stack of fabric 10 has
been created. That stack will then have sets of bond lines in
vertical planes tronsverse 1o the pleat faces. Then, the stack
is placed in an oven to melt the glue and bond the pairs of
opposing faces together. If desired, irons could be provided
Io press the pleats afler a selected number of passes.
Although | prefer 1o create bond lines using an adbesive,
partcularly a bot melt adhesive, it is also possible to create
the bond lines using a heal welder, After each pair of
opposed pleat faces is laid they are welded together. [ have
found thar a heat welder will bond two overlying sheets
withou! affecting a third sheel below the sheeis which are
bonded.

1n FIGS. 1 and 2 I show the adbesive lines being applied
to pleated fabric. If desired, cne can apply the adhesive 1o
the fabric first and then pleat the fabric.

Referring now to FIG. 3, a splitter 20 is positioned above
the siack so that blades 21 and 23 arc positioned directly
above adjacent glue lines 18z and 185, Splitter 20 is then
moved through the stack thereby cutting the steck along the
glue lines. These cuis form two single cell honeycomb
panels 24 and 26. Preferably. the knife cuts between two

planes of glve lines A and B so that after cutting the set of 5

glue lines 18a in plane A are in one panel 24 and the set of
ghue lines 18b in plane B are in & secoud panel 26. Alter-
natively, the knife could cut through a plane of ghoe lipes so
that a portion of each glue line is in each panel. Each cell 30

has four primary side walls 11, 32, 33 and 34 and two §

parallel walls to which adjacent cells are attached forming a
six-sided polygon shown in FIG. }. Because of the method
of manufacture a tab 28 has been formed between adjacent
pleat faces or cel) sidewalls 32 and 33 and contrast opposite
side walls 33 and 34 meet 10 form a standard pleat. fold or
crease. Adjacent cells are connected together by glue lines
18¢ and 184 at attachment zopes, or interconpection zones
as shown by FIG. 3. | prefer to provide a standard plea face
of 4" with a %" bridge formed by glue lines 18¢ and 184.
Prefernbly the tab has a width of " creating an averal!
width of 1%". The region between glue lines 18 and 185 is
preferably A" Thus, the width of stack 10 would be 2%4" to

20

A

45

6

-

4

make two panels of this preferred fabni: size. Other standard
sizes of pleat faces muging from 44" to about 1" can easily
be made with this process. Indeed, tlx pleals can be any
desired size.

1 prefer that curter 20 have rwo outside knives 21 and 23
apd one inside knife as shown in FI1G. 3. The use of wo
outside kuives allows for a benter curing of the glue lines
and for a greater tolerance for error of a glue plane place-
ment and thickness. The center knife cv1s the occordion pleat
remnagt in half so that the resulling siraller sirips can easily
be drawn off by vecuum.

FIG. 4 shows n double cell boney:omb stack 3@ being
splil. The cells are formed by sets of g ue lines 182 and 184
in planes A and B. The double cells are spli by knives 21 and
23 along a perpendicular plane throngh the ghue lines. This
method formis two panels of pleated m:terial 32 and 34 each
baving a joint tab 28 on one face tetween each pair of
adjacent pleat faces 36 and 38. The joint rabs 28 extending
between each pair of pleats preferaby should measure a
least Yi¢" in length.

FIG. § is a diagram of a five-cell boncycomb stack 40
being split. The five-cell honeycomb stack is split along a
cutting plane parallel 10 the planes A :nd B containing glue
lines 184 and 185. This method forms two panels 42 and 44
of double cel) boneycomb material hiving tabs 28 on one
face. The splitter shown in FIG. 5. geaerally designated as
20, is comprised of & center blade 22 w hich pierces the stack
40 and two blades 21 and 23 that cut th: interior edge of each
alicmnaling, adhesive bond lines 184 ad 184

Although [ have shown the tabs being formed from a
single glue line, tab 28 may be formex by either means of a
single or a double bond or line of adhesive sometimes called
nn adhesive sirip or glue bead depending upon how the glue
is applied. The joint tabs in the sej-arated pancls in the

5 figures ore the same size. However, this is not aecessary,

Also, | have shown the glue lines extanding to the ends of
the tobs. Bw, this is not necessary.

A major advaniage of the present method over the prior art
is the gluing machine can make rwo, tabbed, pleated layers;
two, tabbed, single-cells; or two tabb:d, doublecell layers
by changing the pump pressure and the: orifice confignration
on the gluc heads. Such a change cap be made in Jess than
bowr, Since tbe splitter is much faster and simpler than the
gluing process, it is a less expensive machine and can handle
the ourpur of 3 or 4 gluing machines.

The stack of the present wventicn can be formed on
several types of prior ar pleating inachines modified ta bave
glue heads and 1o fold the fabric into the stack afier gluing,
or by simply modifying the glue heac.s on machines which
bave them to place more ghie lines at different intervals.
Such modified machines should be eble 10 put out nearly
twice the effective cutpun than they dic prior to modification.

As shown in FIG. 6, a tebbed, cellular pane] 26 is attached
between a headreil 50 and bottomrail 2. The uppermost cell
is aftached to the hesdrail. An insert or slat 56 fits through
the lowermost cell and that assembly s attached to the main
housing 57 of the botomrail 52. Lifl cords or pullcords 51
extend from the botomrail 52, also called the lower rail
assembly through the cellular materal 26 and into the
beadrail 50, alsc called the upper riil assembly. The lift
cords may pass through a cord lock 51 and the front face of
the headrail as shown or may be attached 1o a tube lift (not
shown), Typically, at least two lifl curds are used for cach
window covering. Bach 1ift cord $1 passes through the
centerdine of the cells with the glue lines 76 being approxi-
malely equidistant [rom that centedine. The glue lines
extend the full width of the cellular riaterial and define the
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front and rear limits or edges of the interconnection zones or
the middle sides of the six-sided cells. Adjecent cells may be
atlached by a single strip of adhesive 76 as shown in FIG.
9 or by several ghoe lines 76 as shown in FIG. 10. 1 prefer
lo provide at least two spaced epart glue lines forming at
least two spaced apart sttachment zones so that the 1ifi cord
may pass through holes cut between them as shown in FIGS.
6 and 10. With that armngement drilling the cord holes is
much easier. The hollow drill bit is less likely to become
clogged and the glue lines acl as guides lo direct the dnll bit
through the fabric between them.

The cells may be symmetrical like those shown in FIG. 6
or nonsymmetrical. In the embodiment shown 1n F1G. 7, the
cells have a prismatic shape or D-shape. The interior angle
defined between the fromt upper side 33 and the froni lower
side 34 is less than the interior angle between the rear upper
side 32 and the rear lower side 31. In the symmetrical cells
shown in F1G. §, these angles are approximately equal. The
symmetrical cells in FIG. § are connected so that a centerline
throvgh interconnection zone 54 will be cellinear with a
centerline through the cells. Howevey, in the cell shapes of
FIGS. 7 end 8, a centerline through the intercannection zone
is rearward or forward of a centerline through the cells. The
centerdine through the cells is indicated by dotted line A—A
io FIGS. 7 and B. In all of the cellular structures shown in
the drawings. the interconnection zomes in each cethilar
panel are parsllel 1o ope apother and equal in length.
Consequently, the panel will bave a vniform eppeerance
from top 10 bottom when hung.

A variety of fabrics couk be used to make the cellular
structure. However. the industry bas tended to use less
expensive, non-woven fabrics made from synthetic materi-
ais, particnlarly polyester fabrics. Those skilled in the art
will also recognize that several different adhesives could be
used. One suitable adhesive is moisture cured cross-linking
polyurcthanc edhesive. One could a!so use a hot-melt ther-
moplastic polyester UV-stobilized adhesive.

Even hough I prefer 10 make the tabbed cellular structure
in the manoer illustrated and described here. other lech-
niques could be used. Sonic welding could be used rather
than adhesives, The stack could be constructed and cut to
create only one cellular structure and fabric pieves rather
than two panels of fabric. Strips of a hot melt glie could be
applied 10 the fabric before the fabric is folded to farm the
steck.

Although 1 have shown certain present preferred embodi-
ments of my method and the plested and honeycomb struc-
nres made therefrom, it should be distinctly understood that
my invention is not lLimited thereto, bul may be variously
embodied within the scope of the following claims.

1 claim:

1. A cellular shade for covering a window, said shade
cCOmprising:

a plurality of interconnected fabric cells, wherein each

cell within said plurality of cells is comprised of a s

nonwoven fabric and has:
a front side and a rear side;
a crease forming a tip on said front side;
an upper cell wall extending from said tip and having 2

o

n

L

44

a3

50

rear edge, said upper cell wall having an upper surface 60

and an interjor surface and having a longitudinal cen-
terline equidistant along said upper cell wall from said
tip and from said rear edge of said upper cell wall:

a lower cell wall exlending from said tip and having o rear
edge. said lower cell wall having a lower surface and an
interior surface, said Jower cell wall and said upper cell
wall being substantially equal in length: and

65

6

a fin on said rear side, wherein seid fin is formed by
joining a first portion of said intzrior surfoce of said
upper cell wall adjecent said rear eige of said upper cell
wall with a first portion of said ia:enor snrface of said
lower cell wall adjacent said rear eige of said lower cell
wall;

a high temperature adhesive on substantially all cells of
said plorality of cells, said high tzmperature adhesive
for connecting each ¢ell of said suzstantially all cells 10
an adjacent cell of said plurality >f cells:

an upper rail assembly. said upper il assembly atiached
1o an uppermost cell of said plurlity of cells;

a lower roil assernbly, said lower rail assembly attached 10
a lowermost cell of said plurality of cells: and

a pullcord, said pullcord for raising and Jowering one of
said upper and lower mil assembly in relation to the
other of said upper and lower rail assembly.

2. The cellular shade of claim 1 wherein said high
temperature adhesive extends longiludinally along said
wpper surface of said upper cell wall of said cell.

3. The cellular shade of claim 2, whe rein said first portion
of said interior surface of said upper c:ll wall adjacent said
rear edge of said upper cell wall is joined with said first
pornon of said interior surface of :aid lower cell wall
adjacent said rear edge of said lowe: cell wall by a high
temperarure adhesive.

4. The cellular shade of claim 3, wherein when said
cellular shade is extended, a second portion of said interior
surface of said vpper cell wall and a szcond porion of said
interior surtace of said lower cell wall define a six-sided
polygon, said six-sided polygon bavirg an vpper rear side,
an upper middle side, an upper front sile, a lower front side,
a lower middle side, and a lower rear side.

§_The cellular shade of claim 4, whereia said fin, said
upper middle side and said lower middle side are substan-
tially in parallel arangement.

6. The cellular shade of claim 4, wherein an interior angle
defined by said upper front side and suid lower front side is
less then an interjor angle defined by sz1d upper rear side and
said lower rear side,

7. The cellular shade of claim 4, wherein an interior angle
defined by said upper front side and said lower front side is
approximately equal 1o an interior smgle defined by said
upper rear side and said lower rear side.

8. The cellular shade of claim 5 wherein said upper
middle side is approximatcly equal ir. length to said lower
middle side.

9. The cellular shade of claim &, wherein said high
temperature adhesive on substantially all cells of said plu-
nality of cells is on said upper surface >f said upper cell wall
of each cell of said substantially all cells and defines an
interconnection zone for each cell of said substantially all
cells, said interconnection zone haviig ao interconnection
centerling, and wherein said interconection centerlioe is
located forward of said longitudinal centerline on said upper
surface.

10. A cellular shnde for covenng 2 window, said shade
comprising:

a plunnlity of longitudinally extencing, substantially par-
allel interconnected fabric cells. wherein substantially
all cells within said plusality of ¢cz1ls have for each cell:

a front side and m rear side;

a crease forniing & tip on said frout side;

an upper cell wall extending from :sid crease and having
a rear edge, said upper cell wall having a longitudinal
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center live equidistant akong said upper cell wall from
said crease and from said rear cdge of said upper cell
wall;

a lower cell wall excending from said crease and having

a rear edge, said lower cell wall and said upper cell wall
being substantially equal in lengih, and

a fin on said rear side, wherein said fin is formmed by

joining a portion of said upper c¢ll wall adjacent said
rear edge of said wpper cell wall with a portion of said
lower cell wall adjacent said rear edge of said lower cell
wall: and

material Jocated on at least one of said upper cell wall and

said lower cell wall for stiaching each cell of said
plurality of cells to an adjacent cell of said pharality of
cells.

11, The cellular shade of cleim 10, wherein said material
for attaching includes an adhesive strip.

12. The cellular shade of claim 11, wherein said adhesive
stnip passes through said longitudinal center line of said
upper cell wall.

13, The celluelar shade of claun 10, wherein said material
for attaching includes at least one glue bead.

14, The cellular shade of claim 13, wherein said at least
one glue bead passes through said longitudinal center line of
said upper cell wall.

15. The cellular shade of claim 10, wherein said material
for anaching includes a glue bead on each side of said
longitudinal center line of said upper cell wall.

16. The celiular shade of claim 15, wherein said glue
beads are approximately equidistant along, said upper cell
wall from said longitudinal center line of said upper cell
wall.

17. The cellular shade of claim 10, wherein said portion
of said upper cell wall adjacent said rear edge of said upper
cell wall is joined with said portion of said lower cell wall
adjecent said rear edge of said lower cell wall by a glue bead.

18. The celhilar shade of claim 10, wherein said portion
of said upper cell wall adjacent soid rear ¢dge of said upper
cell wall is joined with said portion of said lower cell wall
adjecent said rear edge of said lower cell wall by an adbesive
stIp.
19. The cellular shade of claim 10, wherein said portion
of said upper cell wall adjacent said rear edge of said upper
cell wall is joined with said portion of said lower cell wall
adjacent said rear edge of said lower cell wall by sonic
welding.

20. The cellular shade of claim 10, wherein when said
cellular shade is extended, the interior surfaces of said upper
cell wall and said lower cell wall defire a six-sided polygon,
said six-sided polygon having an upper rear side. an upper
middle side. an upper front side, a lower fron side. a lower
middle side, and a lower rear side.

21. The cellular shade of claun 20, wherein said fin, said
upper middle side and said lower middle side are subsian-
tially in parallel arrangement.

22. The cellular shade of claim 20, wherein an interior
angle defined by said upper from side and said lower front
side is Jess than an interior angle defined by said upper rear
side and seid Jower rear side.

23, The cellular shade of claim 20. wherein said upper
auddle side is approximately equal in length to said lower
middle side.

24. A cellular shade for covering a window, said shade
comprising:

a plurality of longitudinally extending interconnected

fabric cells, wherein each cell within sad plurality of
cells has:

0
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a front side and a rear side:

a crease forming » tip on said fron side;

an upper cell wall extending from vaid 1ip and haviug a
rear edge, said upper cell wall ha/ing an upper surface
and an interior surface and having a longitudinal center
line equidistant along said upper 21l wall from said tip
and from said rear edge of said upper cell wall;

a lower cell wall extending from sak! tip and having a rear

edge, said Jower ¢ell wall having ¢ lower surface and an

interior surface, said lower cell wall and said npper cell

wall being substantially equal in Jength; and

fin on said rear side, wherein sqid fin is formed by

joining a first portion of said in erior surface of said

upper cell wall adjacent said rear edge of said upper cell

wall with a first portion of said iilerior surface of said

lower cell wall adjacent said rear cdge of said lower cell

wall:

an adhesive on subsiantially all cells of seid plurality of

cells, said adhesive for connect:ng ¢ach ccll of said
substantially &ll cells to an adjacent ¢ell of said plural-
ity of cells; ’

en upper rail assembly, said upper roil assembly attached

fo an uppermost cell of said plwality of cells;
# lower rail assembly, said lower rai assembly attached to
a lowermnos! cell of said pluralit of cells; and

a pullcord, said pullcord for raising and lowering one of
said upper and lower rail assembly in relation to the
other of said upper apd lower ra.l assembly,

25. The cellular shede of claim 24, -vherein said adhesive
includes an adhesive strip on said \pper surface of said
upper wall.

26. The cellular shade claim 25. vsherein said adhesive
strip passes through said longitudin: ] center line of said

& upper cell wall,

27. The cellular shade of claim 24, -vherein said adhesjve
includes an edhesive strip on said |ower surface of said
lower cell wall.

28. The celluler shade of claim 24, ‘¥herein said adhesive
includes a glue beed on said upper sur face of said upper cell
wall,

29. The cellular shade of claim 28, v/herein said glue bead
passes through said longitudinal cen er line of said upper
cell wall.

30. The cellular shade of claim 24, wherein said adhesive
includes a first glue bead on said uppe - surface of said upper
cell wall and a second pglue bead on said npper surface of
said upper cell wall, said first and srid second plue beads
being on opposite sides of said long rudinal center line of
snid upper cell wall.

31. The cellular shade of clsim 30, wherein said first and
said second ghx: beads extend longitudinally along said
upper surface of said upper cell wall of said cell.

32. The cellular shade of claim 11, wherein said first
porticn of said interior surface of said upper cell wall
adjacent said rear edge of said upper cell wall is jomed with
said first portien of said interior surface of said lower cell
wall adjacent sad rear edge of said lower cell wall by an
achesive,

33. The cellular shade of claim 32. wherein when said
cellular shade is extended, a second portion of said interior
surface of said upper cell well and & iecond porion of said
interior surface of said lower cell wal! define a six-sided
polygon, said six-sided polygon haviag an upper rear side,
an upper middle side, an upper front side, a lower fronl side,
e lower middle side, and a lower rear side.
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34. The celtular shade of claim 33, wherein seid fin, said
upper middle side nnd said lawer middle side are substan-
tially in parallel arrangemeat.

35. The cellular shade of ¢laim 33, wherein ap interior
aogle defined by said upper front side and said lower front
sile 15 less than an interior angle defined by said upper rear
side and said jower rear side.

36. The cellular shade of claun 35, wherein said first and
said second glue beads are approximately equidistont along
said upper cell wall lrom said longitudinal center line of said
upper cell wall.

37. The cellular shace of claim 36, wherein said first glue
bead is proximale 1o a front end of said upper middle side
and said second glue bead is proximate to a rear end of said
upper middle side.

38. The cellular shade of claim 37, wherein said upper
nuddle side is approximately equal in length to seid lower
middle side.

39. The cellular shade of claim 24. wherein said adhesive
inchudes a first ghoe bead on said lower surface of said lower
cell wall and a second glie bead on said lower surface of
said lower cell wall.

40. The cellular shade of claim 39, wherein when said
celhular shade is extended. a second portion of seid interior
surface of said upper cell wail and a second portion of said
interior surface of said lower cell wall define a six-sided
polygon, said six-sided polygon baving an wpper rear side,

10

ao upper middle side. an upper frout side, o lower front side,
a lower nuddle side, and a lower rear side.

41. The cellular shade of claim 40, -»herein said fin, said
upper middle side and said lower middle side are substan-
tielly in parallel arrangement.

42, The cellular shade of claim 39. wherein an ioerjor
apgle defined by seid upper front side and said lower frant
side is less than an imerior angle definsd by said upper rear
side and said lower rear side.

43, The cellular shade of claim 39. wherein said upper
middle side is approximately equal in length (o said lower
middle side.

44. The cellular shade of claim 43, v/herein said first glue
bead is proximate tc a front end of szid lower middle side
and said second glue beads is proxiimate to a rear end of said
lower middle side.

48. The cellular shade of claim 44, »herein said first and
said second glue beads extend long tudinally along said
lower surface of said lower cell wall of said cell.

46. The cellular shade of claim ¢5 wherein said first
partion of said interior surface of uaid upper cell wall
adjacent said rear edge of said upper c:ll wall is joined with
said first portion of said interior surfzce of said lower cell
wall adjacent said rear edge of said lower cell wall by an
adbesive.
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January 26, 2007

Ame M. Olson, Esq.
Olson & Hierl, LTD.
20 North Wacker Drive
36th Floor

Chicago, Illinois €0606

Re:  Patent Infringemen HT Window Fashions
Dear Mr._Olson:

As you know from our correspondence last year concerning your client HT Window
Fashions, we represent Ren Judkins, the inventor of tabbed window coverings. Recently, the
United States Patent and Trademark Office allowed Mr, Judkins' patent application for a tabbed
double cell product. We have paid the issue fee and expect the patent to issuc io March.
Enclosed is a copy of the allowed claims,

You should be aware that your client HT Windoew Fashions has been selling and offering
lo sell tabbed double cell window coverings under the "Polaris" name. We have compared the
allowed claims of Mr. Judkins' tabbed double cell application to a sample of the Polaris tabbed
double cell product. That product is within those claims. Therefore, the sale, ¢ fier for sale and

use of the Polaris tabbed double cell products will infringe the patent that soon will issue to Mr.
Judkins.

Please tell your client about this patent which will soon issue and let me know whether
your client will stop selling and offering its tabbed double cell product for sale. Indeed, you
should encourage HT Window Fashions to stop selling the product now to ave:d future liability.

It is our intent to notify others in the industry of the patent that will soox issue and our
determination that use, sale and offer for sale of the tabbed double cell product currently being
marketed by your client will infringe that patent. Furthermore, we intend to vigorously enforce
the patent.

Pennsylvania :: New York :: Washington, DC :: Virginia = Florida :: New Jersey :: Delaware :: Chio i California
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I look forward to receiving your reply advising whether HT Window Fashions has or will
cease and desist the sale of the tabbed double cell product.

Very truly yours

St
Lynn J. Alstadt

LJA/bem

Enclosure

cc: Ren Judkins
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In re application of
REN JUDKINS . TABBED MULTI-CELLULAF. SHADE

MATERIAL
Serial No. 09/703,372 :

Filed October 31, 2000

Allowed January 8, 2007

ALLOWED CLAIMS

1.(11)} A multicellular pleated shade for covering a window having a front surface and a
back surface opposed to one another comprising:

a series of front cells each cell having an outer wall and an inner wall, “he outer wall
folded back to form a pleat and the front cells being connected to one another in a manner so that
the pleats of all fro.nt cells are parallel and the outer walls of the front cells form at least a portion
of the front surface;

a series of back cells connected to the front cells, each back cell having an cuter wall and

an inner wall and a tab extending from the outer wall away from the inner wall; the back cells
being connected to one another in a manner so that the tabs are parallel and thz outer walls of the

rear cells form at least a portion of the back surface.

2. (12) The muiti-cellular pleated shade for covering a window of claim 1 wherein the

inner wall of at least one front cell is also the inner wall of at least one back cell.
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3. (13) The multi-cellular pleated shade for covering a window of claim 1 wherein the

front cells and the rear cells form a double cell honeycomb material.

4. (14) The multi-cellular pieated shade for covering a window of claim 1 wherein each
back cell is comprised of two strips of shade material bonded together to form the tab and the

outer wall.

J.(15) The multi-cellular pleated shade for covering a window of claim 4 also

comprising an adhesive bonding the fwo strips of shade material together.

6. (16) The multi-cellular pleated shade for covering a window of claini 1 wherein each
tab is formed by separate picces of fabric bonded together by one of an adhesive, a hot melt

achesive and an ultrasonic bond.

7.(17)y The multi-cellular pleated shade for covering a window of clain 1 wherein each

tab has a width of at least 1/16 inch.
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Re:  Tabbed Collular Window Cov ering Patents
and HT Window Fashlons

To whom it may concern!

We represent Ren Judking, inventor oftabbed single and double cell window coverings.
On January 9, 2007, Mr. Judkins received United States Patent No. 7,159,634 1or & mbbed single
cell product. Recently, the United States Palentand Trademark Office allowed Mr. Judkins'
patent application for a tabbed double cclf producl. We have paid the issue fee and expect the
palent for the tabbed double cell produet to iswe sometime in March or shortly thereafter, The
refcrenced patent (and application) has been Licensed to certain major manufactures of cellutar
window coverings.

As you may knmow, HT Window Fashions has been selling and offering to sell double cell
window coverings under the "Polaris” npame. Other manufacturers have also b:en selling double
cell window coverings. HT Window Fashiort and some of these other manufucturers do not,
however, have 8 license from Mr. Judking to e above-referenced patent/application. We have
compered the allowed claims of Mr. Judking' |mbbed double ccll patent application to a sample of
the "Polaris" tabbed double cell product. [nour opinion, HT's "Polaris” product falls within one
or more of those allowed claims. Therefore, we also are of the opinion that the: sale, offer for
sale and usc of the "Polaris” tabbed double cell products as of the issue date w Il infringe the
patent once he patent issues.

If you ar¢ not currently setfing tabbed cellular products and have no intention of doing so,
this letter does not appiy 1o you,

Ren Judkins is an independent inventar who has over 100 patents for inventions in the
window covering {icld. He cams much of hisliving from license fees that he receives from
window covering manufacturers. Consequenfly, we intend to vigerously enfarce the rabbed
double cell palent a3 soon as il issues,

1F you or your counsel have any questions, please call e directly or send me an e-mail,
Very iruly yours,

Calemets

Istadt

p2/02

Pennsylvanla :: New York 5 Washluigton, DC :: Virgiala = Florida o New Jersey i Delanave @ Ohio 7 California
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N THE UNITED STATES PATENT AND TRADEMARK OFFICE .

Group Ant Unit 3101
Examintr Blafy Jobnson
In re appiication of
PLEATED AND CELLULAR
REN JUDKINS : H MATERIALS AND METHOD FOR
THE MANUFACTURE THER]:OF
Serial No, 08/756,282 ; USING A SPLITTER .
Filed November 25, 1996

I, REN JUDKINE, hereby declares s follows:

1. Iunthehvmorpfthembjmmuohhn.bow-thkdappﬁmim Al leagt
as carly as 1990 1 conocived of a tabbed boneyeomb matevial for tse in celular pleated shades. |
cavisioaed that such a shade coul be made by spliting dooble cel or triple cal structure 1o
create one or two stacks of siagle cell tabbed boneycomb. Each cell of this boneycomh would be
madc of strips of inaterial fokded Jengthwise 10 forn 20 upper cell wall amd a lower celf wall
Then, the froe edges would be connected together by adhesive or by welding to form « tab or fn.
This cethular raeria) would be anached between & beadrail end a bottomeail and have lift cords as
in other types of pleated shades. |

2. Prior to March 1994 obteined samples of mtiple cell waterial muafactured
by at lenst two different mamdactarers, I cut thar material to form ome g7 two stacks of singke cell
materisl. Each #iack consisted of a serits of tabbed cells, cach cell attached at its upper edge and
a2 its lower edge to ity edjacent cells.
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3. Oun February 25, 1991, during the ordinary course of business ] erested 8
cotputer drawing of my tabbed celllar uctare, . A copy of tha drwing abeled T1 9
sttachid hercto, The document pumber 910225A cotains the date 910225 and a fexier indicating
i wasthe first drewing dome thet day,

4. Since originally conoeiving of the tabbed cellular structure I have been diligent
in testing various fabrics mnd adhesives, in seeking licensees for this inveation and in s srehing for
amhauﬂaawbmuum-mmmumumumwmu

structure.

Id@mmwmhm'wdmmudmmm-on
information and belief arc betieved 10 truz, and, further, that these stetements were made with the
Imowiedpe that willful falsc statementy and the Bke 50 madc are punishable by fme, oy risozment,
of both, under Section ) 001 of Title 18 of the United States Code, and thet any false sarements
tosy jeopardize the validity of a patem which issues from the above-identificd patemt apsplication,

Jan 30,1993
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it is fikely 1o succced in proving likelihood of
corfusion at trial. Though there are problems
with both sides’ expert reports, on the whole,
1 find Fisher-Price’s survcys mors persuasive.
Moreover, the burden of proof is on PCA.
and, cven without the counter evidence of
Fisher-Price’s surveys, [ do not think the Ost-
berg Study establishes likelihood of confu-
sion. :

D. Balance of Harms

Because | analyzed PCA's cvidence to de-
termine *likelihood of success,” [ must con-
sider the possibility that, even if that smndard
is not met, PCA may still: have demonsirated
sufficiently serious questions- on the merits
plus a balance of hardships tipping decidedly
in its favor. Puiting aside the question whether
PCA hes presented enough evidence to dem-
onatrare “sufficienty serious questions” de-
spite not showing "likelibood of uceess,” I
find tht it has not shown & balance of hard-
ships tipping decidedly in its favor.

[4]3 do ot doul that, if PCA is ulGmately
suceessful, it will have suffered harm. Fisher-
Price is certainly a significant competitor, and
1 am sure PCA cen ill afford to lose any
chance at a competitive edge. Nevertheless, an
injunction against Fsber-Price, particutarly
just before the holiday shopping scason, could
be devastatipg to the success of ils new
Doodle Pro product. Accordingly, on balance,
1 cannot say that the balance of hardships tips
ont way or the other; T certainly cannot say
that it tips decidedly in PCA’s favor.

The plaintif’s motion for preliminary in-
junction {doc. # 4) 1 DENIED,

1t is so ordered. )

Judkins v. Ford

USS. Patens and Trademark Office
Board of Patent Appeals aod Interferences

Interfereoce Nos, 104,328 and 104,329
Decided April 23, 2004
(Noni:raced;el;x-inl)

PATENTS |
m Pﬂcﬂamd pmedu.n'. ln Patent and
Trademark Office — Interferemce —

Rales and rules sractice (§ 110.1704)

Practice and procedure in Patent and
Trademark Offie — Interference —
PlesdIngs nd submissions 3

(3§ 110.1706) . ;
Requirement, in 37 CER. § 1.660(d), that
party provide Board o Paient Appeals and In-
terferences with notice of civil action under

35 US.C. § 146 advises Director of US,

Patent and Trademark Office that judicial re-

view of interference decision is being sought,

allows director 1o prevent eotry of notce of
sbandonment of applicant’s claims if appli-
cant loses interfercaes, and provides director
with opportunity t0 dstermine whether to in-
tervene in civil action; in present case, junior
party applicant™s falure 10 provide Rule
£60(d) notice is prob: bly harraless, since dis-
wict court’s order, in which court appeared to
rule on isswes not fina ly decided by board and
not properly before court, will be inwerpreled
as vacating aod rema xing board's final deci- ¢
sion that junior party suppressed or concealed  §
invention of Epplical on, vacatng final deci-
sion that priority shculd be awerded against
junior party, end giv ng advisory opiion on
reduction 10 practice.

[2] Practice aid procedure In Patent and
Trademark Ofiice — Interference —
In general (§ no.1701)

JUDICIAL FPRACTICE AND
PROCEDURE

Procedure — Setflement agreements; 8
consent decree: (§ 410.43) .
Sendement agrezm:mt between partes (o in-
\erference. filed in U §. Patent and Trademark
Office after Goal ordir of federal district court
in action seeking review of intorfereace deci-
sion under 35 U.5.C. § 146, can be n:-,asonahly
construed Lo indicale senior parTy's intent nol
10 otherwise contes! priority ifldisu-icl court
vacates board's hold ng that junior party Sup-
pressed or concealed inventdon of applicalion;
however, board wil examine othex grounds
for refysing to granl patent §Q jumm party, n-
cludjng, junior party’s allegations that seniof
party is co-inventor, prior &r thel wes previ-,
ously beld 0 invalidae claims of seniof par-
y's involved paenis, and possible sale or
public usc more Lhao onc year pnot to fling
dale of junior perty’s spplication. e

o

L
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Paient interfercnees between jumior perty
Ren Judkins (applicaticn no. 08/756,282), and
senior party James A. Ford, Don L. Boitva,
James M. Keanedy, end Ronald 1. Presdorf
(patent nos. §,701,940 and 5,692,550; Newell
Window Pumishings Inc., real pasty in inger-
est). On Taal Section’s consideration of deci-
sion entered in civil action by the U.5. District
Court for the Western District of Penosylve-
nia. Junior party is ardered to file certified
copy of complaint filed in district court, to file
certibed copy of any judgment cotored ia thet
action, and 1o file bri¢f addressing outstanding
issues.

[Editor’s Note: The Board of Patent Ap-
peals and Interferences has stared that this
opinionisnotbimﬁngprmdmlnfmeboam.j

Lynn J. Alstact, of Buchanan Ingersoll,
Pinsburgh, Pa., for junior party. N

George E- Quillin and David R. Cohen, of
Foley & Lardnar, Washington. D.C., for sentor
parTy.

McKelvey, 5.

ORDER—Rule 610(e)

A. Background

These interferences are before the Trial
Section of the Board of Paient Appeals and In-
tecferences followmg catry of what sppears to
have been a final decision of the Uniled States
Diswict Coun for the Westem District  of
Pennsylvanis in a civil action uader 35 US.C.
§ 146,

A conference call was beld at approxi-
mately 9:40 am. on 20 Apdl 2003 involving
Lynn ), Alstadt, Esq. (comnsel for Jndkins),
David R. Cohen, Esg. (counse for Newcll
Window Pumishings, Inc., Ford's real party in
interest) and Senior Administrative Patcat
Judge Fred E. McKelvey, Relevant discussion
which took place during the conference call is
mentioned in the body of this order.

B. Findings of fact

The record supports the following findings
of fact by at least A preponderance of the evi-
dence. To the extent any finding is & concle-
sion of lew, the finding may be treated 35 &
conclusion of Jaw.

1. A merits panel of the Board of Pateat Ap-
peals and Inlerferences (“board™) entered fi-
nal decisions (37 CFR § 1.658(a) (2001)] in

Interference 104,328 and Interfercnce 104,329
on 28 September 2001 (Paper 130/119).

2. Tn its final decision, the board decided in-
ter alia that (Paper 1307119, page 34):

‘(1) pricrity as lo Count } in Jnterference
' 104,328 is swarded against Judkins;
(2} priority as to Couat | in Intcrference

. 104329 is awarded against Judkins

(3) Judkins is not entitled to & patent
containing ¢laima 1247 of Judkins
application 08/756,282, filed 25 No-
vember 1996. ’

3. Before the board, Judkins alleged three
actual reductions 1o prectice;

(1) a first in February of 1990,

(2) a second on 19 March 1991 and

(3) .8 third on 28 October 1993.

4. In the opinion of the board, the third al-
\eged actual reduction to prectice on 28 Geto-
ber 1993 would appear to have beeq imolevant
pecause the bosrd held that Ford established
an actugl reduction lo practice in Jume of
1993, . :

-5, In an opicion in support of its decision,
the board assumed arguendo that Judkins ac-
umllymdumdmpracﬁueonrhcdmsital-
leged, but determined that Judking had sup-

or concealed . the invention within the
meaning of 35 U.S.C. §102(g) (Paper 130/

119, page 9, finding 36 and pages 16-26).

6. Hence, in the opinion of the boerd, Jud-
kins was ot cotitled (o rely on those assmmed
sctual roduttions to practive. Paulit w Riz-
katia, 760 F2d 1270, 226 USPQ 224 {Fed.
Cir. 1983). .

7. Judicial review waa sought by civil ac-
tion under 35 US.C. § 146 filed in the Uniwed
States Distict Court for the Western District
of Peansylvania (“District Court™). Judkins v.
Newell Window Furnishings, Inc., Civil Ac-
tion 01-2211-OLL 2 (WD. Pa) (“civil ac-
ticn"). ’

B. The record does not reveal the date on
which a compluint was filed in the Diswict
Court.

! The reference (o papers mc (Papor # ln Iuorfereace
104,328/Paper # in Toerference 104.329). Hence, “Pa-
per L3119 rofens o Paper 130 i Inzerference
104,328 wod Paper 119 in Interfereoce 104,329,
1AL refers o U.S. Dismict Jodge Gary Lo Lane
caster. '
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9. Presumably the civil action was filod
within the time required by 35 U.S.C. § 146
and 37 CFR § 1.304(=) (2001).

10. On 01 October 2003, the board received
a copy of & “NOTICE OF FILING SETTLE-
MENT AGREEMENT AND DISTRICT
COURT JUDGMENT™ (“Notice™) (Paper
1317120).

11. Attached to the Notice was a copy of &
“Seutlement Agreement” (Notice, Exhibit A).

12. The Setlement Agrecruent is said 10
have been filed pursumnt w0 35 U.S.C
§ 135(c).

13. Also attached to the Scutlement Agree-
ment were copies of:

(1) PLAINTIFF'S MOTION FOR
SUMMARY JUDGMENT,

(2) PROPOSED ORDER and

(3) PLAINTIFF'S BRIEF IN SUPFORT
OF MOTION FOR SUMMARY
JUDGMENT, including certain affi-
davils.
[Secstiement Agreement, Exhibit A],

14, The motion for summary judgment is
said to have been filed in the District Court an
11 Septzmber 2003 pursuant 1o the Settlement
Agreemeqt (Settleroem Agrecment, Exhibit A,
MOTION, page | and BRIEF, page 2).

15. Also attached as Exhibit B to the Settle-
menl Agreement was an ORDER [“Final Or-
der”’] which appesrs to have been entered by
the District Count on 23 Sepiember 2003,

16. The Fnal Order is the samc as the
PROPOSED ORDER * submitted by Judkins,
through counsel, to the District Court, except
that the word PROPOSED ia PROPOSED
ORDER bhas been stricken (0 read ORDER.

17. The District Counl’s Final Order states:

The Count having reviewed Plaintiff's
Motion for Summary Judgmest and having
recgived o0 opposition therete finds that
Judidns did not suppress or conceal the in-
vention of the Coant in cach of Patent In-
terference Nos. 104,328 and 104,329, There
being no issues of material fuct, and it be-

~ ing appatent that Plainiiff is entitled to re-
lief, IT 1S ORDERED THAT:

Plaindff"s Motion for Sunmary Judg-
moul is grantod. .
' That pordon of the judgment of the
‘Board .of Patent Appeals and Interferences

3 Finding 13(2).

104,328 and 14,329 finding that Judkins is
pot entitled 1o & patent containing clams
12-47 of Application No. 08/756,282, fled
November 25, 1996, is vacated. Priocrity ic
awarded 1o Juiking as o the Count in cach
of Patent Interference Noe. 104,328 and
104,329,

There being, no further issues prescated
in the pleadings, Final Judgment shall be
satered in fevoe of Plainnfl,

18. According to the Fimal Order, the Dis-
trict Court

(1) vacated the board's decision award-

ing pricrity againg Judkins and

(2) determi ved that Jodkins was entitled

10 prior 1y vis-a-vis Ford,
[Notice, Exhibit B]. '

19. Also submittcd with the Senlement
Agreement was £ copy of an unsigned STIPU-
LATION AND ORDER OF DISMISSAL
(“Dismissal Ord:r"} preseated ro the District
Court (Notice, E chibit B).

20. The unsigred Dismissal Order states:

IT 1S HERZBY STIPULATED by and
between the undersigned coumsel for the
partics that pu suam 1o Rule 41¢a) [Xii) of
the Federal Rides of Civil Procedurs, any
and all claims thal were asserted by either
party end wen: not decided by the Court's
deacision on Plaintiff's Motion for Summary
Judgmeat, shell be, and hereby are, dis-
missed with prejudice and forever barred,
with each part/ to bear its own costs.

21. Roturning o the Settlement Agreement,
a support siaff :mployes of the board sc-
knowiedged receipt of the Serlement Agree-
ment in & commic nication entered on 24 Octo-
ber 2003 (Paper 132/121).

22. The inrerference rules require that “[a]
party in &n intcef wence shall notify the Board
promptly of am/ litigation related to amy
paient of gppliceion involved in an imesfer-
ence, including amy civil action commenced
under 35 U.S.C. 146." (Emphasis added). 37
CFR § 1.660(d) (2001).

23, The record does not reveal that Judking
promptly gave tie potice required by Rule
660(d). -

24. The rccord suggedts that there are sev-
enral poientia! grounds upon which it could be
determined thet e Fodkins claims involved in
the interference ¢re unpstentable vis-a-vis the
public. '
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. - 25. Those grounds include-

EL - (1) 35 US.C. § 102(f): buised on allega:
: tons made by Judking during the in-
terference that Ford is 2 co-inventor
along with Judids; ‘

{2) 35 U.S.C. § 102/103: based on prior
wt * which the United Staes Count
of Appeals for Federal Cirouit beld
was - sufficient to render claim 1 of

y cach of the involved Ford patents in-

3 valid [Newell Window Furnishings

i Inc. v. Springs Window Fashlons Di-

: vision, Inc., 2001 U.S, App. LEXIS

15489, Appeal Nos. 00-1079, 0C-

1099 (Fed. Cir, 2001)1.

{3 35 US.C. § 102(bM103: basad on a
possible “on sake” or “public use”
doe o activities by Judking to com-
rocrcially exploit the inyention more
than ome year prior io the daie of a
Judkins priority benefit application
08/412,875 was filked. on 29 March
1995, Pfaff w. Wells Electronics, Inc.,
525 US. 35, 119 §.Cu 304, [48
USPQ2d 1641) (1999).

C. Discussion

L. Nofice reguired by Ruié 660(d)

{1] The record does not reveal that Judkins
gave the notice required by Rule 660(d).*
The notice required by Rule 660(d) is in ad-
dition to any nctice a clerk of a district court
may be required 1o give purssant to 35 U.S.C.
§ 146 The notice normally provided by a
clerk of s district court is (1) peperally the
Same &5 3 notice given under § 290 when an
infringement ¢ivil action is filed, (2) ad-
dressed generally 10 the Patent and Trademark
Office and (3) mot forwarded 10 the board,;
rather, it is forwarded to the involved paten
file. The notice required by Rule 660(d), on
* The prior art is 3aid o have inchuded & “roseac”.
* The record does reveal Dt notice Was given pir-
wuanl 0 Ruke 660(d) of n Federsi Circait decision In.
volving ciaim | of cach of the iavolved Ford pacat
{(Papes 126/118). The Federal Circuil decision b dis-
R cussed later i this opinion,
- “'The Dircctor * * * chall be notified of the Aling
- of the zun by the ckak of e [distiict) coun io which
** * Jthe civil acticn] is filed™ 35 U.S.C, § 146, sec-
and peragrach. See also 15 US.C § 290 relating W oc-
e required 1o b given by the clerk in pateny infringe-
Teul cased.

the other hand, (1) is addressed to the board,
(2) is routed 10 the board and placed in the in-
terference file and (3) becomes a paper in Lhe
interference Gle. In the normal course of busi-
ness, the board receives the Rule 660(2) no-
tice Jong before any clegk's notice is msmched
with the pateat file, !

The votice required by Rale 66((d) serves
several useful parposes. '

a "

- One purpose is to adviso the Direcior
judicial review is being sought in & district
court, In the case of u direct appeal b the U.S.
Court of Appeals for the Pedermal Circuit under
35 US.C. § 141, the notice of appsal is filed
in the Patent and Tradernark Office [generally
with the Office of the Soliciter—37 CFR
$ 1.302(c)-(2003)] and it is placed in the inter-
ference file afier a cestified list. is sent 1O the
court. However, a complaint commencing &
civil action is fled in a district courl and is
served on other parties in the interferencey 1t
is not filed in the Patenl and Trademark Of-
fice, .
Once the agency is on notice that judicial
review has been sought, it generily takes no
further subsmntive nction in the interfercnce.
In other words, the ageacy does not imple-
ment the judgment of the board. On the other
hand, if notce of judicial réview-is not re-
ceived by the board, the judgment of the
board is implemenied. - .

Iniplementation of a judgment, when a pat-
cntee Joses the interference, includes provid-
ing ootice that involved claims of an invoived
patcat heve been cancelled. 35 US.C.
§ 135(2). Implementarion also includes taking
up for further appropriate ex parte sction any
mpplication involved in the interference. 37
CPR § 1.664(a) (2003). Tuking prompt appro-
priste ex parte ection evoids unn
Patent tero adjustment due to unusual delays.

If a judgment is ndverse to an applicant and
all the spplicant’s claims are involved in the
interference, the cxaminer may coter a Boticc
of ebandonment. In fac, in this very cass the
examiner entered a Notice pf Abandoonment
(Judkins application, Paper 11) holding the in-
volved Judkins application abacdoned, ‘“be-
cause the period for secking court review of
the (board's] decision [in the interfercaccs)
has expired and there are no allowed claims.”"
Entry of the Notice of Abandonment would
not hiave been nectysary, and probably would
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not have occurred, had Judkins given the no-
tice required by Rube 860(d).

b.

Anothcr purpose is Lo give the Direotor an
opportaxity Lo detrmine whether intervention
in the civil action is appropriate. In other
words, Rule 660(d) notice impleynents that
portion of the sccond peragreph of 35 US.C,
§ 146 which provides that **The Director shall
oot be a necessary party but he * * * shall
have the right to interveno.” The Director
docs not intervene in every civil action fAled
under § 146. . However, Urire are circwm-
stances where the Direclor may clect 10 intor-
vene. . . -
A decision whether 10 intervepe is made on
n case-by-case basis with the view (o mini-
mizing any additional burden iniervention
may place on the parties and the district court.
Cases in which the Director may clect to in-
tervene include, but are nol limited 10, cases
where: :

(1) the lawfulness of & rule of the Patent
and Trademark Office, including a
rule goveming interferences, s
plated in isspe before a district

* cout; T

(2) ao interpretation given a rle of the
Patent and Trademark Cffice, includ-
ing a rule governing interferences, is
challenged before & district court; or

(3) an uncpposed, or consented to, mo-

+ tion is flled, the granting of which
would result in a final decision being
entcied by a district court end the fi-
nal decision is contrary to the result
reached by the board, partcularly on

- issues such as patentsbitity and
whether an “interference-in-fact" ex-
ists.

Ordinarily, the Director does not intervene
where the sole {sspe before the distriet court
is priovity. An interference can involve ques-
tons ‘of priority and patentability. 35 US.C.
§ 135(a). While priority is ltself & kind of par-
entability issue, for the pwposcs of ap inter-
ference the law treats priority issues as dis-
ina from parmablity issues. 33 US.C

T & B US.C. § 2403(n) recuiring notice to the At-
mrncy Goneal when the constirotionality of soy Aci of
Congress is chaféaged ia 1 civil acrion whu!d\en\l
tamey. General-1s bot a party.

84 6(a) and 135(:) and {d). A question of pri-
ority is an issve vhich Congress has indicated
can be the sobject of arbitranen. 35 U.SC.
§ 135(d). Arbitration docs not preclode the Di-
rector from determining questions of patent- f:
ability. /d., 37 CFR § 1.690(d) (2003), A ques-
tion of patentability, or 10 usc the statotory
language of § 13:(d), “pamntability of the -
veation involved in the interference,” would 5
generally involve any ground, other than pri- 5
ority, upon which & claim of an application or :
patent jnvolved ia the interference might be
held to be unpatentable.

2. Effect in this case of no prompt
Rule 660(d) notice

At will be seen, when the Final Order of
the District Coun is properly: consmued in
light of the facts of this case, Judkin's fagure
to give prompt Rile 660(d) notlee is probably
hammless. :

The board assumed, but did not decide, that i
Judldns had acmilly reduced to peactice (1) in 3
February of 1990 and (2) on 19 March 991,
Accordingly, a fital decision with respect 1o
Judiins' actuel re Juction to practice has never
been made by tx: board, However, the board
awarded priority against Judkina because it
held that Judkins had suppresszd or concealed
those assumed aoal reductions W practice. [
Accordingly, the board made & final decision -
on suppression a1d concealment. The board's 5
priovity judgmen! against Judkins was based
solely on Judkim: having suppressed or con- ]
cealed actus} reductions to practice which ¥
were assumed Lo have taken place.

Judkins sought jedicial review. Only e final
decision of the board is subject 1o judicial re-
view. Copelands’ Enterprises, Inc. v. CNV,
Inc., 887 B2d 1065, 12 USPQ2d 1562 (Fed.
Cir. 1989) (in baxc). Hence, the only "“prior-
ity issue proper y before the Diswrict Coun
on judicial revies: was whether Judking sup-
pressed or conceeled. The issue of whether
Judkins had acmu:lly redoeed to practice was
not resolved by e board and therefore could
not have heen before the court. Federal courts
do not render advisory opinions. #uskrar v
United States, 213 U.S. 346 (1911), A viable
argument can be 1nade that any opinion by the
Disrict Court in this case on the issuc of
whether Judkins scmally reduced to practice
may have been an advisory opinion.

The PROPOSID ORDER pmesenied by
counsel for Judkdns, along with the motion for
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snnmary jodgment, asked the District Courl
to 30 more thaa it had jurisdiction to do, What
e PROPOSED ORDER shouid have re-
quested was thal the suppression and conceal-
ment A Bdverse priceity award be vacated
and that the mattes be remanded for further
proceedings mol inconsistznt with the District
Court's opinion.

Given the District Court's Anicle I and
samory jurisdiction ov:nh:ms:.apmpcr
imerpreastion of the Fisal Order is thar the
District Court:

(I} vacated the board's final decision
tha Judkins wyuppressed or coo-
cealed, -

{2} vacated the board's final decision
that priority shouid be awarded
ageing Jodidins aod

(3) remanded for further procesdings
consistent with its bolding tha Jud-
kins had pot suppressed or con-
cealed

The Final Order did not “authorize the Direc-
1or 10 issue ® * * [a] patent [0 Judking) on fil-
ing in the Patent and Trademark Ofice a cer-
aficd copy of the judgment * * *.”” 35 US.C.
§ 145, second paragraph.

In mn effort 10 (1) clarify the record, (2) ex-
pedite furtber proceedings in thes interference
and any ex perte examinanon of the Judkids
application and (3) give weight and effect 10
the Final Order and the spirit of (he Sattiament
Agreement, considercd as a whole, the earlier-
meutioned conference call took place. During
the cooference call, Mr. Alstadt, counsel. for
Judidins, called attention to thag portion of the
Final Order which reads; “Priority is aswarded
10 Judkins m¢ to the Counl in each ***
[interference]” (see also Finding 17). Mr. Co-
hen, counse! {or Newell, Ford's assignee, in-
dicared that Newell and Ford were satisfied
with the above-quoted statement in the Final
Order and had o inlerest in contesting that
stamement,

. 3. The Senlement Agreemens

The District Court entersd (s Final Order
on 29 Sceptember 2003. The Sculement Agree-
ment was filed in the Patent and Tradermark
office on 01 October 2003,

A scitlement agreetpent cnlered into prior to
termimtion of an intexference is required by
law 1o be filed with the Paiznt and Trademark

Office.- 35 U.8.C. §125(c). Section 125(c)
provides, inter alia, for (1) puulnes for-net
timely filing scttlement agretments * mnd (2)
wheg: requesied, maintaining the sgrecment
“separate from the file of the imerfarence, and
made available only to Governmen! ugeucies
onwnu:umqucst.mwmypcmonona
showing of good cavse."”

{2] The Settlement Agreemen! in this case
is dared in September of 2003, a date on
which the civil action was pending in the Dis-
wmict Coon. Without revealing. more then nec-
essary,'® it is manifest that it was the intenticn
of the. parties. that the Settlement Agreement
“suttle their differonces :on amiceble s
that will resull in sciting aside that portion of
the judgmeat of the Board in the "328 and '329
Interferences awarding priority against JUD-
KINS for the Count din e¢ach Interference
(Setlement  Agresment, page 2 last
WHEREAS clause), Judkins was io file a Mo-
tion for Surnmary Judgment in the District
Court - (Settlement Agrecment, page 2, 9 1).
Ford, and Newe)l agreed not w contest any
fact in the Motion for Summary Judgmenl
(Settlement Agreement, page 3.9 2)."' More-
over, Ford and Newell do 'not object 10 entry
of summary judgment vecating the Board's
* ¥ & gwarding pricrity to JUDKINS™ (id.).
The Final Order was nol catered pursuant to
the Scttlement Agreernent; rather, it was en.
tered because the District Court agreed with
a.nd gnnted ludkms: motion for summary

Apgr Was
thex filed in the Patent and Trademark Office
while the interference was again pending be-
fore the board. A reasomable constiction of
Ihe Settlement-Agreement suggests that if the
District Court vacatces the board’s suppression
or conceaiment holding, Ford would other-
wise not conlesi priority being awarded

" See Unixys Corp. v Comomissioner, 39 USPQ2d
1842 (D.D.C. 1993), mesttioned In § 6 of the NOTICE
DECLARING INTERFERENCE (Paper 111). .

¥ The agreemont is datod 04 September 2003 on be-
balf of Judkins and 10 September 200000 behalf of
Ford and Newell,

(Y. Former Employess of Barry Calicbaur w
Chao, 357 F34 1377, 1379 n.2 (Fed. Cir. 200M) (ute of
brackeicd characterizsiion 1o discuss confidentinl infor-
mation).

' The proposed Moton for 5 y Judgment was
hed w the Agr and [
known Lo Ford sod Newrll pnut 10 enlening iolo Lhe

0 other words, Ford and Newell had fol)

agreemeny |
knawledpe of what facts would be prescated to the Dis-

trict Count,
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Judkins. Cf 37 CFR §1.662(s) (2003) (a
party may abandon a prionity contest). In this
case, thers is no occasioa to delermine the
precise basis on which priority should be
awarded 10 Judkios, Cf. 35 U.S.C. § 135(d).
Suffice it to say that the Distict Court thought
pricrity should be awarded to Judkins and
even if the District Court did not have author-
ity to award priority to Judkins, Ford has
mage it clear that it now does nol contest pri-
ority being awarded 1o Judkins s indicated in
the Final Order of the District Court. A re-
vised judgment awarding priority agminst
Focd, in favor of Judidns, and consistent with
the Final Order, will be entered in due course
by the boerd afier consideration of other is-
sucs raised in this opinion.

For the reasons given, the Settlemem
Agreement Falls within the scope of 35 US.C.
§ 135(c) and will be weared 8s an agreement
timely filed under § [35(c). If a settlement
-agreement does nol fall within the scope of
§135(c),'? end is Aled with the Purent and
Tradernmk Office, there can be no essuramce
that the egreement would not be available to
the ?ublic under the Freedom of Information
Act)? Cf. R & W Flammann GmbH v. United
Siazes, 339 F.34 1320 (Fed. Cir. 2003) (discus-
sion of (1) Trade Secrets Act, 18 US.C.
§ 1905 and (2) Exemption 4 of FOLA).

4, Orther grounds for refusing a
patent to Judkins

Priority of invention vis-a~vis Ford is bul
one ground for possibly refusing to gram a
pateat to Judkins. There is no reason 1o further
pursue that ground, priority having now been
scitled as between Judking and Pord,

However, the mere fect that Judking suc-
ceeded in having the suppression and conceal-
ment boldings of the board vacawed by the
District Court, does pot mean that other
groonds for refusing a patent should not be
considered. Indeed, they should. Nor does the
"favorable™ ruling by the District Court pre-
clude the board from looking into other
grounds for refusing a patent w0 Judkins. See

'* An sgrosmient which setiles a civil action onder 35
USC $146 would oot b an wmder 33

aAgTCTIocTt
US.C 1 135c) Johnston w Bracky; 60 USP(r2d 1584,
1588-90 (Bd. PaL App. & Int. 2001) (Trial Section en
"' The Sefilement Agreement may have beert Blad

Haover w Coe, 325 1).8, 79, 65 5.C1. 955, 65
USPQ 180 (1945). In re Ruschig. 379 F2d
990, 154 USPQ 113 (CCPA 1967).

There are ot Jeast thyee possible grounds for
refosing to grant a Hatent to Judkins based on
the involved application which are in need of
investigation. See Finding 25.

a.

A first possible ground is based on allega-
tons made by Judkins during the interference
thet Pord is & co-inveutor slong with Judkins.
35 U.S.C. § 102(F). It may well be that the al-
legations were basid on thie propositon that
Judkins believes the: Ford petents should have
named Judkins as an additionel co-inventor
and pot that Judkins and Ford are co-
inventors. Judking vvill bave an opportunity o
clear up this mafte- when résponding to this
order.

b.

A second possibl: ground is based on pricr
art ™ which the United States Court of Ap-
pesls for Federal Circuit held was sufficient to
render claim | of cach of the involved Ford
pateats invalid [Newell Window -Furnishings
Inc. v. Springs Window Fashions Division,
Inc,, 2001 U.S. App. LEXIS 15489, Appeal
Nos. 00-1C79, 00-1099 (Fed Cir. 2001)).
Claim | of each of the Ford paients was the
count in each inkrference. All of Judkins
claims were designited, some a1 Judkins' re-
quESL. as comesponcing ta the those counts, A
claim is designated as corrcsponding to a
count only if it is directed to the same patent-
able invention & the count. 37 CFR

$% 1.601(3) [definition of interfercnce-in-fact];

1.606 {last sentence| (2003). Facially it would
appear that if claim | of each Ford patent is
“invalid” over the price art, then all.of the
Judkins claims cor-espording to the counts
might also be unpat:ntable.

[X

A third possible jround is based on & pos-
sible “on sale” or "'public use" based on ac-
tivities by Judkins i commercially exploit the
inventibn more thar one year prior to the fl-
ing date of Judkins™ priority bencfit applica-
tion 08/412,875, fikd on 29 March 1995, 35
U.S.C. §§ 102(b)1C3; Ffaff v Wells Electron-

“andcy scal”’ with the District Coaut. Scti
ment. ¥ 16,

Agree-

W Segn3.
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ict, e, 525-U.8. 55 119 S.Cu 304 [48
USPQ2d 1641] (1998), Judkins alleges that
Judkins conceived and sctuaily reduced to
practice the mvention more than one year
prior %o the filing date of the involved Judkins
spplication. Hence, the invention eppears lo
‘bave been ready for palenting more than one
year prior to the filing date of the involved
Judking patend. [t also appesrs that more than
one year prior 10 the invention Judidns ar-
wmpied to financially exploit the inventon

D. Order

Upon consideration of the record. and for
the rcasons give, it is

ORDERED tha; receipt of the Settlement
Agreement filed with the board on 01 October
2003 is sgain acknowlcdged.

FURTHER ORDERED that the Settléinent
Agreement will be kept separare from the io-
aference fiks as requesied by Judking. 35
US.C §1350c).

FURTHER ORDERED on or- before I0
May 2004 Judkins shall file a certified copy of
(1) the complaint filed in the United States
Didrict Court for the Western Diswict of
Peousylvapza in Civil Action 01-2211-GGL
md (2) any docoment submmnd with or at-
iched 10 that complaint.'*

FURTHER ORDERED that on or before /0
May 2004 Judking shall filed & certified copy
of (1) the judgroemt emered by the United
States Digirict Cowt for twe Western District
of Penosylvania in Civil Action 01-2211-GLL
md(?gmyopﬁ\ioninsuppm of that judg-
meot

FURTHER ORDERED that on or before 28
June 2004 Judkins shall file & single “Brie™
(there is po page limitation) addressing the
following:

(1) in Part A, & discussion and argument
with reference 10 evidence in the interfercnces
85 to why a holding of unpapntability- under
335 D.5.C. § 102(f) should not be made on the
ground thet Judkins and Ford arc coinventors;

(2) in Part B, & discussion of why the prior
arnt relied upoa by the Federal Circuit in New-

" These documernts am needed o estblich on tha
Yecord that the Civil bction Was Lmaly flled In the Dis-
trict Cowrt, 35 U.S.C. § 146; 37 CFR § 1304 (2001).

" These documenus ere needed becase 35 US.C.
¥ 146 {second paragraph, st setwmaca] requires (e fU-
&flmﬁeﬂm;dhjﬂmld&&ﬁna

ell Window Furnishings Inc. v Springs Win-
dow Faghions Divisien, Inc., 2001 US. App
LEXIS 15489, Apg.ll Nos. D0-1079, 00-109%
(Fed. Cir. 2001) " docs not render any in-
volved Judking claim unpatentable undar 35
USC 51020035 US.C. 8103,

(3) in Pant C, a discussion of whether the
activitles which 100k place after Judkins may
have conceived and/or actaally reduced to
practice should be held to be &n on saie or
public nse bar under 35 U.S.C. § 102(b); '8

(4) in Parr D, n discussion of whether the
board should mke action under 37 CFR
4 1.641 (2003) (unpatentability discoversd by
the hoard') ur3'i CFR § 1.65%(a) (2003) (rec-
i for rejecting

claims) or some o!hcr action and

(5) in Part E any edditiona] maner which
Judikins would like to address.

FURTHER ORDERED that on or before 28
June 2004, Judkins is also authorizad to file
such additional evidence as Judkins believes
appropriatc in support of any srgument made
in response to this order.'®

FURTHER ORDERED that any evidencs
filed by Judkins in response to this order, in-
cluding copics of any documents filed in the
District Court, shall comply with the exhibit
requirements of the STANDING QORDER.

FURTHER ORDERED that the Brief shall
not incorporme by reference any ergument
made in & peior paper filed in either interfer-
ence.

17 Judkins shogld file copies of the relevant papers
from the rocomd of Newel! Window Fumnishings inc.
Springs Window Feshions Division, Inc.. 2001 U.S.
App- LEXIS 15489, Appcal Noa, -00-1079, 00-109%
(Fed. Cir. 2001), which would assist the Paieri and
Trademark Office in determining whether arry Judkins
dﬂmumpamnbhw:t(l)u:pnormrehedupm
in Mawell or (2) thal prior art in comhination with oy
o relevanl prica wn ¥mowao 1 Judking or the Palent
and Trademark Office. 37 CFR § ) 5612003).

18 fudkine akeo should provide all informatien and
mdﬂmwlr.hminpmmnmwpmmﬂ:mym
ruake na informed decision on any “on sale" or “pub-
tic uss" issue. J7 CFR § 1.56 (2003).

* One of the consequences of Judking B0t providing
the notice mquued hy Rule 660(d} Ic that the interfer.
encs is ,Le,, the np ion i senl o the
examiner, paunlsmmumcdmpltuu flea and the in-
terfercace fike ia sent wo the warchousg. Exhibity can be-
corat losl in the process and, in any event, diticalt 1o
ratzieve. It would be helplul when answering this order
o Judkins would ulln wubrail & copy of wny exhibit
Todidne wishas. considered .In reaolving ths. possible
patcability issucs raised berein.
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Rossi v Mbotion Picture Association of America Inc.

FURTHER ORDERED thai any document
filed md\escmmfumshallbemadm
Ford,

FURTHER ORDERED that on or b:fom 26
July 2004 Ford is authorized to file a response
1o any submissions made by Judkins.2

FURTHER ORDERED thet & copy of this
order shall be placed in the file of Judkins ap-
plication 08/736,282, filed 25 November
1996,

Rossi v. Motion Picture Assoclation of
AmericaInc.

US. Court of Appesals
Ninth Circait

No. 03-16034
Decided December 1. 2004

COPYRIGHTS

(1] Rights in copyright; infringement — In
geoeral (§ 213.01)

lofringement pleading and practice —
Defenses — In general (§ 217.0601)

Requirernent in 17 U.S.C. § 512(c)3INA)
(v) that copyright owner heve ' good faith be-
lief* that Web sitc is inftinging copyrighted
works in order to have site shut down by In-
lemet service provider imposes subjecdve,
rather than objective, standard on copyright
owner, since “good faith,” as used in federal
statutes, bas traditionally been interpreted as
encompassing subjective standard, since U.S.
Congress understands distinction betiveen ob-
Jective reasonableness standard and subjective
good faith standard, and fact that Congress dic¢
nol adopt former stardard in cnacting Digital
Millenniwm Copyright Act indicates iment to
sdhere to subjective standard traditionally as-
socisted with good faith requirement, . apd
since overall structure of statute supports con-
chusion that Section S12(cH3NANV) lmpnses
subjective good faith requircment.

”hﬂuweuhdahmmmmpmdhmmb—
mission made by Jodkint, the board would appreciam
receiving notics to that efect.

[2] Rights in copyilght; Infringement — In
- pencral-(§ 213 01) h
JUDICIAL I.’RACTICE
PROCEDURE :

Procedure — l)denys — In peneral
(4 41p.1801)

+Plaintiff Tailed to raise wriebie issue of fact
as (0 whether deferdant’ moton picture amde
asgociation had “'geod faith belicl™ that plain-
Uif's Web site was infringing copyrighted ma.
terinls when defendant sought 10 have sie
shut down by Interuct service provider pursu-
ant 0 “pofice ang tzkedown ™ provisions of
Digital Millepniltn Copyfight Act, even
though defendant d d not attempt to download
any movies from p.aintiffs.site or Investigate
links to site. since explicit statements on
pleintiffs sm:. mcpdmg “Join. to downioad
foll length ne nowl” and “Full
-L,engl.h .Down| oadable, ovies,” compel Find-
ing that employee who reviewed site for de-
fendant concluded in good faith, that mation
pletures owned by defendant's members were
available for immedinte downloudmg from
plnnuﬂ‘s site.

COPYRIGHTS

{31 Rights In coprright; infringement ~— In
general (§ 213.01) i

AND

TRADEMARKS AND UNFAIR TRADE
FRACTICES

- Unfalr comipetition — State and common

hiw (§ 395.& )
IU'DIC]AL AND
PROCEDURE

Procedure — Defenses . — In geueral
(§ 410.1801)

Pedcral disttict court properly granted sum-
mary judgment fo- défendant on claims of lor-
tous imarference with contractual relations
and prospective cconomic advantage, libel
and defarmation, wd-intentional inflicticn of
emotiopa) disges:, in action in which defen-
dant ceused Iptervel service provider to shot
-down:plaintiffs Web site becanse of content
on site tha alleg dly infringed copyright in
motion  pictures, since defendant’s . conduct
was “justificd,”” in that defcndans coruplied
with "potice anc takedown” procedures de-

PRACTICE
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Newell Window Furnishings v. Springs Window Fashions

53 USPQ2d

U.S. Distsicl Cowrt
Nortbern District of 1llinois

Newell Window Furnishings Ine. v. Springs
‘Window Fashions Division Inc.

No. 98 C 50003
Decided Cetober 7, 1999

PATENTS

1. Patent construction — Claims — Process
(§125.109)

Claim limitation directed to strip of shade
maicrial “folded™ lengthwise in patents for
cellular window shades requires only that
fnal product contain strip of maitcrial with
fold in it, and is not process limitation, since
grammatical structure of clsims suggesis
that they be read as product claimy, since
spplications originally conwined both prod-
uct and method claims but wers resiricted to
product claims pursuant to restriction re-
quirement, since reading limitetion at issue
8y process limitation sirains langusge of
claims beyond their most natural meaning,
and since construing this limitation a5 prod-
et limitation does not result in surplusage.

2. Palentability,/Yalidity — Anticlpation —
Prior att (§115.0703)

“Appreciation” requircrnent for anticipat-
ing prior arl invention concerns realization
that invented device has come into existence,
not appreciation of device's povelty or pat-
enlability; thus, contention that prior art
inventor belicved physical structure of device
10 be neither novel nor patentable does not
merit finding that device does not anticipalc
invention ol patent in suit, since this legsl
judgment, cven if mistaken, doos not ncgate
conclusion that inventor fully concmved
physical structure of iovention.

3. Pateniability/ Valifity — Date of inveo-
tton — oa or comceslment
{($115.8407)

PateatzblBty/Validity — Awticipation —
Prior art {: ll5.0733) .

Delay of 49 months between reduction to
practice ued filing of patent application for
allegedly snlicipuﬁnunvenlion reises infer-
ence of intenl to abandon, suppres, and
conceal, which is further supported by inven-
tor’s stated policy of delaying filing until
financial backing is cbtained, and Lhis infer
ence shifis burden to infringement defendunt
1o justfy pert or all of deley with Turther
efforts of inventor to perfect invention; de-
fendant has failed (0 mect that burden, since
only justifications offered relate to efforts to

coglocer and £ nance commercial production
of invention, » hich do not constitute furlher
txperimentation or testing thal might excuse
part or all of celay.

4. Patentabfliiy/ Validity — Anticipation —
Prior art §115.0703)

Infringemer t plaintiffs are not entitled to
secondary presamplion of validity that arises
when cxaminer issues palent over prior art
refercnce that is later alleged 10 invalidate
patent in suit, wen though reference in ques-
lion was discksed to same examiner during
parailel proscuution of related mpplication,
sinck there wai no judgment by cxamiocr as
1o impact of reerence upon subject miniter of
patent in suit, since related patent contains
additional sub ect matter not found in patent
at issue, and tince defercnce to caaminer’s
cxpertise (hat underlies secondary presump-
Lion is not war amed il examines basnot had
opportunily to apply thal experiise.

5. Putcatabiliiy/Validity — Aniicipation —
Ideatity of elements (3115.0704)

Prior art window shade material antici-
pates asseried claim of patent-for collular
window shade, since prior art shade predates
patent, and since it meets “ocliular plcated
shade membe-" limitation, as well es all
remaining lim' tations of asscrted claim.

6. Patentability /Validity — Anticipation —
Identity of clements (§115.0704)

Prior arl wi dow shade malerial docs not
anticipate asserted claim of patent for cellu-
lar shade matcrial, since claim requires that
each cell wall in material be altached to
adjoining ccil wall at ro fewer than two
attachment zupes, end since materiel of
prios art shads bas only one attachment zone
on each cell wil), and thus fails to mect this
limitation. :

7. Patentabilily /Validity — Obriousaess —
Peson of osdinary skill m  art
(F115.0902)

Art pertineit 1o invention of patont for
cellular windo'v shade matevial is art of cell
struciure, rather than manufectusing, and
level of ordine -y skill in art docs nol include
engincering lkgll necessary to develop and
implement me nufaciuring processes, since
patent containi only product claims covering
pariicular ccll and shades incorporating that
cell, and since this result is consistent with
skill lcvela of inventors of patent, insofar as
their educational ba nds are cop-
cerned; one of ordipary skill in art of develap-
ing window cwering desigos must .
thorough knoviedge of existing products,
patenty, and p -lqr art.
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L. Prteatabifity [ VaBdity — Obriomsass —
Sexosdary comsideratioms  gemerally
(§135.0507)

License and consent judgment ciled by
pisintiffs, apd alicged commercial succcss
apd long-fclt but unmet need, are of caly

limited value as indicia of non-cbviousness of

invention of patcat for cellular window shade
malerial, since record shows that licensce
epicred inte seitlement to aveid costs of
future Litigation, and did 30 on very favorable
terms, and Sipoc-any mexwy between inven-
tion of patent and commercial success and
fong-felt but unovet peed is weak, in that
primary obstacle to commercializing new
cellular shades was development of manufac-
turing process, whereas pateat in suit daims
cellular gruciore anly, and bas ne process
claims.

9. Patemtabillty /Validity — Obriousness —
Redevamt priev art — Particuler j
tiows (§115.0903.03)

Asscricd claim of patent for cellular win-
dow shade material is obvigus aver prior an
window shade material, since prior art mate-
rial meeta all limitations of claim exceps that
requiring cach cell wall to be atta: te
adjoining cell wail at po fewer than two
sttachment zoncs, since usc of dual gloz lines
was taaght in'prior wrt, and since secondary
considenations of nom-obviowaneas cited by
plaintifi ar¢ catithed to little weight.

10, Practice sad procedure in Patesl snd

-+ Tredemwk Office — Prosecation —
Duty of camdor —  In pemernl
{§110.0903.01)

Finding of deceplive inrent is not pro-
chuded by “facially legitimate” reasons for
challenged actidny, since “facial legitimacy™

doct oot immubize party agalnst finding of

inequitsbie conduct.

11. Practice and procedure in Putont asd
Dy ol oxndor L Matermlity

of casdor — Malcriali
(§110.0902.04) - . -

Infringement action brought by third
party agaiost patent applicant was not mate-
rial to patentability of inventicn of patent in
suit, since litigation involved anomaious
samptes that resulted from bad production
run, and charges leveled in that litigation
thus had no tearing upon patcntcs’s truc
product, and since ingistence, by plaiotiff in
that litigation, that infrin;ing samples be
replaced by true product implies that troe
product was not infriging.

mren-

12, Practice and procedure in Patent and
Trademark Office — Prosccution —
Dty of camdor — Materislity
(§110.0903.64)

Applicant’s failure 10 diyclose pricr ar
did not constitule inequitable con-
duct in prosecution of patents n suil, since
ocess claims in applications were tual-
y restricted out, and process prior art in
qucstion is matenial ooly to those initisl pro-
cess claims, since patents in suit are purc
uct claims that do not count process
claims as antecedents, since claims
must be considered “entirely different inven-
tions” from peients in suil insolar as they
were restricted out at examiner’s behest, and
since prescot case thug lacks “intimate rele-
tion" among related patents that can spread
taint of inequitable conduect.

13. Practice and procedure in Patent and
Tradewayk Office — Prosecetion —
Duty ~ of candor  —  Maierinlity
(§110.0%03.04)

Applicant's [ailure to disclose third party's
claim of prier invention to examiner did not
constitutc intquitable conduct in prosecution
of patents in suit, since prior invention claim
had pot been corroborated, and duty of can-
dor ru,ujns applicant cnly 1o be forthright
in skaring pertincat knowledge with examin-
er, and since attorpey thus did not beasr
affirmative dity to disclose claim of prior
invention in uncorroborated form, or lo sock
corroboration for it.

14. ‘Practice and procedwie In” Patcat nad
Trademarh Office — Prosecution —
Dl? of candor — . In  gememal
($110.0903.01)

Apolicant, in prosecuting patents in suit,
was not sequired, to disclose caistence of
license taken by defendan: in infringement
litigation, sincs, standing slonc, liccnse was
favorable evidence of patentability of inven-

tion of patents in suit, and since, consiment .

with duty of candor, material favorable to
tentability need wot be disclosed to US.
Rlenl and Trademark Office.

15. Practice and procedure in Patent and
Tradema

rk Office — Prosecution —
Du? of candor — Materhality
{2110.0903.04)

Applicant was required to disclose order
denying prcliminary injupction in related
litigation during prosecution of patents in
suif, sincc order s fatly inconsistent with
applicant's srguments during prosecution
thal patents were valid over certain prior art
references, and thus is “material” within
meaning of 37 C.ER. }.56(b}(2), since dis-
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