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David S. Stone 
Robert A. Magnanini 
BOIES, SCHILLER & FLEXNER LLP 
150 John F. Kennedy Pky., 4th Floor 
Short Hills, NJ 07078 
Telephone:  973.218.1111 
Fax:  973.218.1106 
dstone@BSFLLP.com 
rmagnanini@BSFLLP.com 
 
D. Michael Underhill 
Eric J. Maurer 
BOIES, SCHILLER & FLEXNER LLP 
5301 Wisconsin Avenue, NW 
Washington, DC 20015 
Telephone:  202.237.2727 
Fax:  202.237.6131 
E-mail:  munderhill@BSFLLP.com 
E-mail:  emaurer@BSFLLP.com 
 
Attorneys for Plaintiff Church & Dwight Co., Inc. 
 

IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF NEW JERSEY 

 
  
CHURCH & DWIGHT CO., INC., 
 
 Plaintiff, 
 
  vs. 
 
RANDALL S. ASHER, 
 
 Defendant. 
 

) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 

 
 
Civil Action No.: _______________  
 
 
COMPLAINT 

 
Plaintiff Church & Dwight Co., Inc. (“Church & Dwight”), for its claims 

against Defendant Randall S. Asher (“Asher”), alleges: 
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THE PARTIES 

1. Church & Dwight is a corporation with its principal place of business 

in this district at 469 North Harrison Street, Princeton, NJ 08543-5297. 

2. Upon information and belief, Asher is an individual residing at 50 

Falcon Hills Drive, Highlands Ranch, Colorado 80126, and engaging in the 

practice of dentistry in Englewood, Colorado. 

FACTUAL BACKGROUND AND JURISDICTION 

3. United States Patent No. 5,735,011 (“the ‘011 Patent”) names Asher 

as the sole inventor, and on its face indicates that it issued on April 7, 1998.  The 

‘011 Patent is attached as Exhibit A. 

4. On or about April 30, 1999, Asher executed an assignment (hereafter 

“the First Assignment”) in which he assigned all right, title and interest in the ‘011 

Patent to Asher Innovations, Inc. (“Asher Innovations”). 

5. On or about May 3, 1999, Asher recorded the First Assignment with 

the United States Patent and Trademark Office (“USPTO”).   

6. On or about August 7, 2007, Asher Innovations executed an 

assignment (hereafter “the Second Assignment”) that purports to transfer all right, 

title and interest in the ‘011 Patent to Asher. 

7. On or about August 9, 2007, Asher recorded the Second Assignment 

with the USPTO. 
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8. Prior to August 7, 2007, Asher attempted to enforce the ‘011 Patent 

against several companies that sell toothbrushes in this district and/or that are 

headquartered or have a principal place of business in this district.  Asher contends 

that those toothbrushes infringe the ‘011 patent. 

9. On or about January 23, 2004, Asher filed suit against Johnson & 

Johnson for alleged infringement of the ‘011 patent based upon, inter alia, its 

manufacturing, use, sale, offer for sale, and importation of various toothbrushes. 

10. On information and belief, Johnson & Johnson (“J&J”) has a principal 

place of business in, resides in, and transacts substantial business in this district.  

On information and belief, the J&J toothbrushes accused by Asher of infringement 

were sold in this district. 

11. On information and belief, Asher (or his representatives) negotiated 

with J&J (or its representatives) for a license to the ‘011 Patent in this district.  

Asher did so at a time when Asher Innovations and not Asher owned the ‘011 

Patent. 

12. On information and belief, Asher has licensed the ‘011 Patent to 

encompass activities in this district, including to J&J. 

13. On information and belief, the licensees of the ‘011 Patent, including 

J&J, transact business in this State and in this district.   

14. On or about August 9, 2005, counsel representing Asher sent a letter 

Case 3:07-cv-04216-FLW -JJH   Document 1    Filed 09/05/07   Page 3 of 14 PageID: 4



4 

to Unilever, which is located in this district, asking Unilever to engage in licensing 

negotiations in connection with the ‘011 Patent and the MENTADENT White & 

Clean toothbrush. 

15. Asher or his representatives have sent similar letters regarding 

opening licensing negotiations related to the ‘011 patent for the sale of certain 

toothbrushes.  On information and belief, those toothbrushes are sold in this 

district. 

16. On or about August 23, 2005, a representative of Unilever sent a letter 

in response to the letter dated August 9, 2005. 

17. On or about August 31, 2005, a representative of Church & Dwight 

sent a letter to counsel for Asher informing counsel that, among other things, 

Church & Dwight currently sells the MENTADENT White & Clean toothbrush, 

and that the toothbrush does not practice the ‘011 patent. 

18. Church & Dwight has a warehouse in North Brunswick, New Jersey.  

It has stored a substantial number of MENTADENT White & Clean Toothbrushes 

at that warehouse that were later distributed, offered for sale, and/or sold 

throughout the United States. 

19. Church & Dwight conducts substantial activities related to the 

marketing, sale, offer for sale, distribution, purchase and importation of the 

MENTADENT White & Clean Toothbrushes from this district, including from its 
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headquarters at 469 North Harrison Street, Princeton, NJ 08543-5297. 

20. Asher or his representatives and Church & Dwight and its 

representatives have exchanged communications related to the grant of a release 

and/or license under the ‘011 patent. 

21. On February 16, 2007, Asher filed a patent infringement action in the 

District of Colorado alleging that Church & Dwight infringes the ‘011 patent by, 

inter alia, manufacturing, distributing, advertising, marketing and selling the 

MENTADENT White & Clean Toothbrush (hereinafter, “the Colorado action”).  

The suit also named The Procter & Gamble Co., Conair Corporation, and 

GlaxoSmithKline as defendants, and accused those other defendants of infringing 

the ‘011 patent based upon activities related to toothbrushes other than the 

MENTADENT White & Clean Toothbrush.  On information and belief, some or 

all of the accused toothbrushes are marketed, offered for sale, and sold in this 

district.  Asher Innovations was not named as a party in that action. 

22. On March 2, 2007, Asher filed an amended complaint in the District 

of Colorado alleging that Church & Dwight infringes the ‘011 patent by, inter alia, 

manufacturing, distributing, advertising, marketing and selling the MENTADENT 

White & Clean Toothbrush. 

23. On information and belief, Asher did not have standing to bring the 

Colorado action, because at the time that action was filed, Asher did not own all 
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right, title and interest in the ‘011 Patent.  On information and belief, Asher 

Innovations owned all right, title and interest in the ‘011 Patent at the time the 

Colorado action was filed. 

24. Under controlling law, the standing deficiency in the Colorado action 

cannot be corrected through amendment.  Church & Dwight and The Procter & 

Gamble Co. have moved to dismiss the Colorado action for lack of subject matter 

jurisdiction. 

25. This is a declaratory judgment action arising under the patent laws of 

the United States.  This Court has jurisdiction over the claims in this action under 

the Declaratory Judgments Act, 28 U.S.C. §§ 2201 and 2202, and under 28 U.S.C. 

§§ 1331 and 1338(a), and can properly preside over the parties to this action, see 

28 U.S.C. § 1391(b). 

26. A justiciable controversy exists between the parties as to whether 

Church & Dwight infringes the ‘011 patent, and as to whether the patent is valid 

and enforceable.  Church & Dwight contends that it had and continues to have the 

right to engage in the conduct Asher accuses of infringing the ‘011 patent, and that 

the ‘011 patent is invalid and unenforceable. 
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COUNT I 

(Declaratory Judgment of Non-Infringement, Invalidity, and 

Unenforceability) 

27. Church & Dwight hereby refers to and incorporates by reference 

Paragraphs 1-26 above, as if fully set forth herein. 

28. Church & Dwight has not infringed, and does not infringe, the ‘011 

patent by making, using, selling, offering to sell, or importing the MENTADENT 

White & Clean toothbrush. 

29. Church & Dwight has not indirectly infringed, and does not indirectly 

infringe, the ‘011 Patent by performing any activities related to the MENTADENT 

White & Clean toothbrush. 

30. The claims of the ‘011 Patent are invalid, inter alia, for failure to 

comply with one or more of the provisions set forth in the Patent Laws of the 

United States Code, Title 35. 

31. The ‘011 Patent is unenforceable by virtue of various legal and 

equitable doctrines, including, but not limited to, laches, equitable estoppel, and/or 

patent misuse. 

32. Any damages that Asher alleges he is owed related to the ‘011 Patent 

and the MENTADENT White & Clean toothbrushes are limited by the doctrines of 

laches, equitable estoppel, patent misuse, and/or 35 U.S.C. § 287.  
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PRAYER FOR RELIEF 

Church & Dwight respectfully prays that the Court: 

A. enter a declaratory judgment pursuant to 28 U.S.C. § 2201 that 

Church & Dwight has not infringed any claim of U.S. Patent No. 5,735,011; 

B. enter a declaratory judgment pursuant to 28 U.S.C. § 2201 that the 

claims of U.S. Patent No. 5,735,011 are invalid; 

C. enter a declaratory judgment pursuant to 28 U.S.C. § 2201 that U.S. 

Patent No. 5,735,011 is unenforceable; 

D. enter a declaratory judgment pursuant to 28 U.S.C. § 2201 that 

Church & Dwight does not owe Asher any damages for any activities related to the 

MENTADENT White & Clean toothbrush; 

E. enjoin Asher from asserting infringement of U.S. Patent No. 

5,735,011 against Church & Dwight; 

F. adjudge and decree that this case is exceptional and award Church & 

Dwight its reasonable attorneys’ fees, expenses and costs in this action; and 

G. grant Church & Dwight such other and further relief that this Court 

deems just and proper. 

L.Civ.R. 11.2 CERTIFICATION 

Currently pending in the District of Colorado is a patent infringement action 

entitled, Randall S. Asher v. GlaxoSmithKline, The Proctor & Gamble Company, 
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Conair Corporation, and Church & Dwight Co., Inc., Civil Action No. 07-cv-

00339-WYD-KLM (D. Col.).  In that action, the issues of whether the ‘011 patent 

is infringed, valid, and enforceable are in dispute.  Because Church & Dwight 

believes that Randall S. Asher did not have standing to bring suit in that action, a 

motion to dismiss has been filed. 

 

Dated:  September 5, 2007 

Respectfully submitted, 

/s/ Robert A. Magnanini 

David S. Stone 
Robert A. Magnanini 
BOIES, SCHILLER & FLEXNER LLP 
150 John F. Kennedy Pky., 4th Floor 
Short Hills, NJ 07078 
Telephone:  973.218.1111 
Fax:  973.218.1106 
dstone@BSFLLP.com 
rmagnanini@BSFLLP.com 
 
D. Michael Underhill 
Eric J. Maurer 
BOIES, SCHILLER & FLEXNER LLP 
5301 Wisconsin Avenue, NW 
Washington, DC 20015 
Telephone:  202.237.2727 
Fax:  202.237.6131 
E-mail:  munderhill@BSFLLP.com 
E-mail:  emaurer@BSFLLP.com 
 
Attorneys for Plaintiff Church & Dwight 
Co., Inc. 
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EXHIBIT A 
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