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IN THE UNITED STATES DISTRICT COURT

FOR THE DISTRICT OF DELAWARE

~ -
&
S
]
LabelSDollars, Corp., ) ™~
) 5
Plaintiff, ) =
V. % C.A. No. 06- = =
Premark FEG L.L.C,, )
)
Defendants. )
COMPLAINT

Plaintiff Label$Dollars, Corp. (“Label Dollars”), hereby demands a trial by jury on all

issues so triable and, for its complaint against Defendant Premark FEG, LLC (“Premark’), through

its attorneys, states the following:

NATURE OF THE ACTION

1. In this action, Label Dollars seeks a declaratory judgment that U.S. Patent No.

7,099,038 (“the ‘038 Patent” or “patent-in-suit”) is invalid and not infringed, and in the event it is

found to be valid, it is owned by Label Dollars, either solely or jointly with the defendant.

PARTIES

2. Label Dollars is a corporation organized and existing under the laws of the State of

Delaware and maintains its principal place of business at 8§70 Post Road East, Westport, CT 06880.

Label Dollars is a promotion company that offers manufacturers and retailers in-store redeemable

coupons for supermarket, meat, deli and bakery products. Label Dollars has conducted and is

conducting business in interstate commerce and in this judicial district.
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3. On information and belief, defendant Premark FEG L.L.C. (“Premark”) is a
corporation organized and existing under the laws of the State of Delaware and maintains its
principal place of business at 1300 Market St., Wilmington DE 19801. On information and belief,
Premark has conducted and is conducting business in interstate commerce and in this judicial
district. On information and belief, Premark is a patent holding company subsidiary of Illinois Tool
Works, Inc. (“ITW?).

JURISDICTION AND VENUE

4. This action arises under the Patent Laws of the United States, Title 35 of the United
States Code. This Court has original jurisdiction over the parties and over the subject matter under
28 U.S.C. §§ 1331, 1338, 2201 and 2202 and under the doctrines of pendent and supplemental
jurisdiction.

5. Venue is proper in this district under 28 U.S.C. §§ 1391 (b) and (c).

EXISTENCE OF AN ACTUAL AND JUDICIAL CONTROVERSY

6. There is an actual controversy between the parties within the jurisdiction of this Court
under 28 U.S.C. §§2201 and 2202 concerning the validity, infringement, inventorship and ownership
of the ‘038 Patent.

FACTS COMMON TO ALL CLAIMS

7. On September 15, 2000, Robert J. Schuller (“Schuller”) filed a patent application in
the United States Patent and Trademark Office (“Patent Office”) that matured into U.S. Patent No.
7,026,556 (“the ‘556 Patent”) on April 11, 2006, entitled, “Method and System for Controlling
Messages Printed by an In Store Label Printer and Related Label Structure.” Schuller was and is the
General Manager of Hobart Corporation (“Hobart”). On information and belief, Hobart also is a

subsidiary of ITW. The ‘556 Patent was assigned by Schuller to Premark. The specification of the
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‘556 Patent describes the invention as “a method for selectively printing different messages on labels
printed by an in-store scale [that] involves providing an in-store scale including a label printing
mechanism with a supply of labels and a communications link for receiving information from a site
external to the store.” Column 2, lines 33-38. Attached hereto as Exhibit A is a copy of the ‘556
Patent.

8. Before May 21, 2002, Lawrence Mortimer (“Mortimer”) conceived of a method and
system for providing pre-point-of-sale incentive marketing with pre-printed coupons and on that date
filed a provisional application with the Patent Office relating thereto. Specifically, the system and
method relates to label coupons that include a product selection information portion and one or more
pre-printed coupons implementing incentive offers for selected products. On December 24, 2002,
Mortimer filed a complete application, Serial No. 10/328,928 (“the ‘928 Application”) claiming
priority on the provisional application. The ‘928 Application was published on November 27,2003
under Pub. No. 2003/0218330. Mortimer has assigned his rights in the ‘928 Application to Label
Dollars. Attached hereto as Exhibit B is a copy of the published ‘928 Application.

9. In late 2002, Mortimer on behalf of his company Label Dollars approached Safeway,
Inc. (“Safeway”), a large supermarket chain, inquiring about testing his system in the Safeway
supermarkets. Label Dollars could not test its system as a standalone product and needed to use
weighing scales, supplied by Hobart, at the Safeway supermarkets in order to conduct its testing. As
aresult, Mortimer and Label Dollars contacted Schuller and Hobart and entered into a Nondisclosure
Agreement with Hobart on January 28, 2003, by which Label Dollars disclosed to Hobart
confidential information relating to Label Dollars’ invention. Attached hereto as Exhibit Cis a copy

of the Nondisclosure Agreement.
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10.  After learning about Label Dollars’ invention, Schuller filed a continuation
application on March 14, 2003 -- Serial No. 10/389,474 (“the ‘474 Application”) -- claiming priority
on the ‘556 Patent and adding claims having no support in the specification, but rather, purporting to
cover the invention conceived by Mortimer and Label Dollars and disclosed in confidence to
Schuller and Hobart. The ‘474 Application still is pending in the Patent Office. Schuller similarly
assigned the ‘474 Application to Premark.

11. On October 18, 2004, Schuller filed another continuation application, which issued as
the ‘038 Patent. As was the case with the ‘474 Application, the ‘038 Patent claims priority on the
*556 Patent and also adds claims having no support in the specification but rather claims directed to
the invention conceived by Mortimer and Label Dollars and disclosed in confidence to Schuller and
Hobart. Once again, Schuller assigned the ‘038 Patent to Premark. Attached hereto as Exhibit D is
a copy of the ‘038 Patent.

12. On November 18, 2004, Schuller and Premark petitioned the Patent Office to make
the application of the ‘038 Patent “special” on the ground of an actual infringement by a system
implemented in a “Dominick’s” grocery store located on Dundee Road in Northbrook, Illinois. This
system was a Label Dollars system. Based on statements in the petition, Premark has created in
Label Dollars a reasonable apprehension that it will initiate a patent infringement suit against Label
Dollars, alleging that Label Dollars infringes the patent-in-suit. Attached hereto as Exhibit E is a
copy of the November 18, 2004 Petition To Make Special.

13.  Anactual and justiciable controversy exists between Label Dollars and Premark as to
whether the patent-in-suit is invalid and/or non-infringed and, if the patent-in-suit is determined to be

valid, whether Mortimer of Label Dollars should be added as a named inventor to the patent-in-suit,
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and/or whether Schuller of Hobart should be removed as a named inventor, and whether Label
Dollars is the true owner of the patent-in-suit.

COUNT1I
(DECLARATORY JUDGMENT OF INVALIDITY)

14. Label Dollars repeats and reasserts all allegations in paragraph 1-13 above as if they
are stated in full herein.

15.  Schuller is not the inventor of the subject matter claimed in the ‘038 Patent, but
rather, derived the invention from Mortimer.

16.  The ‘038 Patent is invalid and void as a result of Schuller’s failure to comply with
one or more provisions of Title 35 of the United States Code related to patentability of an invention,
including but not limited to §§ 102, 103, 112, and 132.

17.  Label Dollars is entitled to a declaratory judgment that the ‘038 Patent is invalid and
void.

18.  Absent a declaration by this Court, Premark has and will continue to wrongfully
assert the ‘038 Patent against Label Dollars and thereby cause Label Dollars irreparable injury and
damage.

COUNT II
(DECLARATORY JUDGMENT OF NON-INFRINGEMENT)

19.  Label Dollars repeats and reasserts all allegations in paragraph 1-18 above as if they
are stated in full herein.

20.  Label Dollars has not infringed any valid claim of the ‘038 Patent.

21. Label Dollars has not induced, nor does it now induce, infringement of any valid

claim of the ‘038 Patent.
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22.  Label Dollars has not contributorily infringed, nor does it now contributorily infringe,
any valid claim of the ‘038 Patent.

23.  Label Dollars is entitled to a declaratory judgment that it has not directly,
contributorily, or by inducement, infringed any valid claim of the ‘038 Patent.

24.  Absent a declaration by this Court, Premark has and will continue to wrongfully
assert the ‘038 Patent against Label Dollars and thereby cause Label Dollars irreparable injury and
damage.

COUNT 1II
(DECLARATORY JUDGMENT OF SOLE INVENTORSHIP)

25.  Label Dollars repeats and reasserts all allegations in paragraph 1-24 above as if they
are stated in full herein.

26.  Mortimer was the first to conceive and reduce to practice all of the subject matter of
the claims issued in the ‘038 Patent.

217. Schuller, the named inventor, did not conceive of the subject matter of the claims
issued in the ‘038 Patent, but rather derived the claimed invention from Mortimer.

28.  Inventorship of the ‘038 Patent should be corrected, pursuant to 35 U.S.C. §256, to
show Mortimer as inventor of the ‘038 Patent and to delete Schuller as a named inventor.

29. Label Dollars is entitled to a declaratory judgment that the named inventor, Schuller,
of the ‘038 Patent should be removed and that Mortimer should be added as the sole inventor of the
‘038 Patent.

30.  Asadirect and proximate result of the wrongful acts of Schuller and Premark alleged
above, Label Dollars has suffered and will continue to suffer injury to its business, including but not

limited to monetary damage in an amount that cannot presently be ascertained.
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COUNT IV
(DECLARATORY JUDGMENT OF JOINT INVENTORSHIP )

31.  Label Dollars repeats and reasserts all allegations in paragraph 1-30 above as if they
are stated in full herein.

32. Mortimer was the first to conceive and reduce to practice the subject matter of one or
more of the claims issued in the ‘038 Patent.

33.  Inventorship of the ‘038 Patent should be corrected pursuant to 35 U.S.C. §256, to
show Mortimer as an inventor of the ‘038 Patent.

34.  Alternatively, Label Dollars is entitled to a declaratory judgment that Mortimer
should be added as a named joint inventor of the ‘038 Patent.

35.  Asadirect and proximate result of the wrongful acts of Schuller and Premark alleged
above, Label Dollars has suffered and will continue to suffer injury to its business, including but not

limited to monetary damage in an amount that cannot presently be ascertained.

COUNT YV
(CONSTRUCTIVE TRUST)

36.  Label Dollars repeats and reasserts all allegations in paragraph 1-35 above as if they
are stated in full herein.

37.  Mortimer of Label Dollars was the first to conceive and reduce to practice all of the
subject matter of the claims issued in the ‘038 Patent. As aresult, Label Dollars is the owner of all
rights in and to the ‘038 Patent.

38. Schuller of Hobart, the named inventor, did not conceive of the subject matter of the
claims issued in the ‘038 Patent, but rather derived the invention from Mortimer. As a result,

Premark does not own any rights to and to the ‘038 Patent.
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39.

Since the ‘038 Patent is owned by Label Dollars, the Court should impose a

constructive trust and order Premark to assign its alleged rights in the ‘038 Patent to Label Dollars,

and award to Label Dollars any profits, revenues, royalties or other benefits obtained by Premark

relating to the ‘038 Patent.

REQUEST FOR RELIEF

WHEREFORE, Label Dollars respectfully requests that judgment be entered in its favor as

follows:

DB01:2199590.1

Declaring that each of the claims of the ‘038 Patent is invalid and/or not
infringed by Label Dollars;

Declaring that Label Dollars has not contributorily infringed the ‘038 Patent,
and has not induced others to infringe the ‘038 Patent;

Declaring that the named inventor, Schuller, of the ‘038 Patent should be
removed and that Mortimer should be added as the sole named inventor of
the ‘038 Patent;

Alternatively, declaring that Mortimer should be added as a named joint
inventor of the ‘038 Patent;

Finding that this is an exceptional case pursuant to 35 U.S.C. §285 and
awarding attorneys’ fees, costs and expenses to Label Dollars in connection
with this case;

Imposing a constructive trust for the benefit of Label Dollars and ordering
that Premark assign all rights in the ‘038 Patent to Label Dollars, and
awarding any profits, revenues, royalties or other benefits obtained by

Premark relating thereto;
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7. Awarding damages to Label Dollars as compensation for defendant’s

unlawful acts; and

8. Awarding such further and additional relief as the Court deems just and

proper.

Dated: September 25, 2006

DB01:2199590.1

YOUNG, CONAWAY, STARGATT &
TAYLOR, LLP

Obodl,

. Ingersoll (No. 1088)
Jo . Shaw (No. 3362)
The Brandywine Building
1000 West Street, 17" Floor
P.O. Box 391
Wilmington, DE 19899-0391
(302) 571-6600
jshaw@ycst.com

— and —

Norman H. Zivin

Tonia A. Sayour

COOPER & DUNHAM LLP

1185 Avenue of the Americas
New York, New York 10036

(212) 278-0400

Attorneys for Plaintiff Label$Dollars,
Corp.
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1 .

METHOD AND SYSTEM FOR
CONTROLLING MESSAGES PRINTED BY
AN'IN STORE LABEL PRINTER AND
RELATED LABEL STRUCTURE

FIZLD OF THE INVENTION

‘The present invention relates generally to in-siore prinier
mechanisms uvtilized for printing labels appl;ed to products
and to lsbel structures utilized by such printer mechanisms,
and more particularly, (0 2 method and system for control-
hng messages prxmed on labels by an in-store scale for
increasing marketing and promotional oppormnities.

BACKGROUND OF THE INVENTION

The perishable foeds sections of most supermarkets and
grocery stores such as the meat department, bakery, deli and
pmduc\. dcpanmc'n typically include one or more in-store
pnntc.r% for printing labels with item name, weight or count,
aad price information. The labels are then applied 1o the
packaged items. Many such printers are provided as part of
in-store scales or systems including scales. FIG. 94 repre-
sents a front surface view of a typical pre-printed label 200

which muay be wtilized in the scale. The Jubel 200 is often

times pre-printed with store-specific information such as the
store name and/or logo ina predetermtined portion 202 of the
label and a remaining pnmm 204 of the label is left blank
to permit the scale printer to print pmducr name, weight,
price information, and product bar code in such space. FIG.
98 represents @ front surface view of another label 210
which has been used in the past and which is pre-printed
with store-specific information such as the store aame andfor
fogoina predz:tennined portion 212 and is also pre-priated
in label portioa 214 with an advertisernent m&hagu!ogo
which may relate 10 any cther product- soid in the store.
chmmng portion 216 is leRt biank to permit the scale
printer to print pro:hu.( name, weight, price information, and
pmduc.’ bar code in such space. The problem with the
pre-printed advertisement s that it is permanent and cannot
be adjusted at the slore.

Increasingly, in-store equipment such us scales/scale sys-
tems may include a communications link for receiving
information externally of the store. As used herein (he tenn

" scale system refers 10 any scale device or any larger device
which includes a scale, such as a weigh/wrap machine. For
example, pnor art ct,aie systems exist in which pricing
information in the goods dawmbase is updated remotely from
a central location so that all related stores in a chain use the
same priciag scheme. Chain personnel can also use com-
munications links with in-store scale systems lo monitor
scale status/function. Stull further, prior ant in-store scale
syslems exist which are capable of pnmmg two labels, one

* which includes the product and price information and
another which prints a marketing message. An example of
such a prior art system is illustrated in FIG. 10 where a store
300 is shown and externa) site 302 is'shown. A scale system
304 including 1 controller 306 and associated printer 308 is
located in the store 302, along with a second printer 318
which is connected to controller 306 for control thereby. The
controller 306 is also connected via communications Hink
312 10 3 computer 314 at external site 302. In the illustrated
system, computer 314 has been used 1o control pricing
information used by scale 304 for printing on a first label by
printer 308, and o alsa control merchandising messages
printed on a second, separate label by printer 310, where the
pricing information printed by printer 308 and the merchan-
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dising informatjon printed by printer 310 related 1o the same
product. Examples of merchandxsxng messages printed on
the second label by printer 310 include “Great For The Grll”
or *100% Pure Ground ‘Beef” or *50¢ Of”". Such prior art
systems have also been used o print similar merchandising
messages, rcgarcmv. the product to which a pricing label i 1S
applied, on the pricing {abel iiseif.

Product manufacturer:,, distributors, advertisers and store
operators are mmmuall) looking for new and improved
ways to market and advertise products within the store.
Accondingly, given the numbcr of labels printed on a daily
busis by such scales, and the fact that the packages contain-
ing such labels are 1ypxcally placed directly i fromt of
consumers or imo the c(mxu*ner s hands, it would be desir-
able to utilize such scales to deliver marketing and promo-
tional messages for aumcrous products in a controlled
manner. !

in the label pnnuro' field it is also known to provide
coupons on labels which are applied to preducts. For
example, U.S. Pat. No. S 578,797 prov'dcs a label structure
which includes both a pmduu bar code and a coupon bar
code on a front surface of the label. The coupon portion of
the label is designed 1o be torn off by the cusiomer. However,
some customers may not tear off the coupon. In such cases,
thix Jubel structure cun be problematic because checkout
scanpers can be confuséd by the presence of two bar codes
on the label. Accordmgiy, it would also ke desirable to
provide a label structure which provides coupon capability
svhile overcoming the dfcrz.mcmmncd problem.

StiM MARY} OF THE INVENTION

In one aspect of the present invention, a methed for
selectively printing different messages on labels primed by

s anin-store scale mvoivas providing sn jn-store scale includ-

ing a label pnmmg mcchamsm with 2 supply of labels and
a communications link for receiving information from a site
external to the store. The scale label printing mechanism is
cenﬁgurcd in a first s{duz and, during the first state, simul-
tancous printing of two ;rvpcs of information on a first label
1akes place. In particular, bath (3) preduct information for a
specified product to which the first label will be apphcd and
(i) a first message pertaining lo a product which is different
than the specified product to which the first label will be
apphcd are printed on the first jabel. The in-store scale
receives a message control signal via the communications
link which conﬁgur:s the scale label printing mechanism in
a second state, During t}xe second state, simultaneons print-
ing of two types of information on a second label takes
place. In particular, both (i) product information for a
specified product to whu.h the second abel will be applied
and (ii) a second message, different than the first message,
and also pertaiging to a produet which is different thaa the
specified product to which the second Jabel will be applied,
arc printed on the second label. Thus, the method cnables
messages imprinted on Idbels to be selectively controlled by
parties such as the manufacturer or distributor of the pre-
determined product, or an advertising agency charged with
increasing sales of the prmdc\nrfxﬁred product,

In one variation of the method, the first and second
messages relate to coupon discount amounts for the prede-
lermmed produu In connection with this variation, another
aspeet of the jnvention ‘provides o lebel structure iocluding
a base paper having ffont and rear surfaces, al lesst one
pre-printed mforzmtmmrcgmn toward the renr surface of the
base paper. The pre-printed information region is formed by
an adhesive layer adjacent the rear surface ofthe base paper,
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an adhesive deadening layer overlaying the adhesive layer in
a defined area, and 2 laver of priated information overlaying
at least portions of the adhesive deadening layer. The layer
of prmlcd information may include a coupon bar code which
can be tied te the coupon discount information to be printed
on the front surface of the label. Because the coupon bar
code is provided on the rear surface of the label, it will face
inward against a package and will not cause confusion with
the pmduu har code on the front surface of the lubel during
scanning, in the event the customer does not detach the
coupon before checkout.

Still a further aspect of the invention provides a method
for controlling an in-store label coupon printing system
involves providing an in-store label printing mechanism

including a controller and associated mewory, and a user !

input device. A supply of labels is also provided for the
in-store printing mechanism, cach label including a pre-
printed coupon bar code on a rear surface portion thercof,
‘The user input device is selectively utilized to establish 2
coupon message 1o be printed on a front surface of the labels
hy the in-store prining mechanism. A stored discount
amount associated with the coupon bar code is provided in
at least one of an in-store poini-of-sale computer system
memorsy and 2 store computer system memory, The stored
discount wmount is adjusled as needed to coincide with
changes made in the coupon message printed by the in-store
label printing mechanism.
BRIEF DESCRIPTION OF THE DRAWINGS

FIG. 1 is a schematic diagrom of one embodiment of a
label printing system in accordance with the present inven-
tion;

FIG. 2 is a schematic diagrem of a scale mechanism
including a label printer;

FIG. 3 is a flowchart of steps according to one embodi-
men: of a method of the present invention;

FiGS. 4A and 4B show front and rear surface views of one
cmbodiment of a label structure according to the lnvention;

FIG. § is a cross sectional view along line 5—5 of FIG.
4A;

FIG. 6 is a side view of a supply roll of labels;

FIGS. A and 7B shaw front and rear surface views of a
printed label;

FIG. 8 is a perspective view of a labeled package assem-
bly;

FIGS. 9A and 9B show front and rear surface views of
prior art labels: and”

FIGS. 10 is a schematic diagram of a prior art systom.

DETAILED DESCRIPTION OF THE
EMBODIMENTS

Referring to dmwing FiG. 1, 2 schemalic diagram of a §

system 14 usefn] in carrying out the present invention
includes a store 12, a communications path 14, and a retail
headquarters, product manufaciurer, distributor or advertis-
ing agency location 15. The store includes scale system 16
which is connected 1o the communications path 14 vis
communications link 18 for receiving externally generated
messages. such ss those generated by a computer 20 af
location 15. The store 12 also includes a store computer
system 22 which may be used {or tracking and maintaining
inventory and @ point-oi-sale (POS) computer system 24
which is utilized for cusiomer checkout and xyp)cally
includes a plurality of bar code scanners. Communications
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link 26 between the seal¢ system 16 and POS system 24 may
be provided and commumcamm link 28 between the store
computer system 22 and scale system 16 may also be
provided. While the use ot’ communications fink 18 1o enable
the scale to receive exiernal messages is preferred, it is
recognized that the wcak could receive such externally
generated messages via'indirect links such as a communi-
cations fink comprised of link 30, store computer system 22
and link 28. Links 18, 26, 28 and 30 wre preferably hard-
wired Jinks such as typical telephone line or coax links, but
it is recognized that wireless links could also be utilized.
Communications path 14 may preferably be an Internet link
but might also be 2 dedicated type lisk. In either case the
path may be formed by any one of hard-wired, fiber-optic or
wireless type arrangements, and combinations of the same.

As shown in FIG. 2, the scale system 16 includes a
controller 40 with an assotisted conmunications intecfuce
42, The controller 40 typically includes associated memory
for storing firmware, sofiware and data as needed. At least
one load cell and associated circuitry 44 arc provided for
delivering weight information to the controller 46. The
controller 40 is connected for controlling a display 46 such
as an LED or LCD, and also for controliing a printing
mechanism portion which includes print head 48, label
supply 50, and mechanism such as a motor drive (not
shown) for moving labci stock past the print head 48 along
a predefined pa(h 52. A user input device 54 such as a3
plurality of user input keys or a touch screen arrangement
associated with the display 46 enubles a user 1o input
information such as the product type and cast per pound or
product code, as well asother information, to the controlier
40.

Scale system 16 may be representative of the typical scale
system utilized in one or more of the pmsh’lb}cs depari-
ments of a supermarket or grocery store for printing labels
which arc then applicd to products. For example, stand alone
scales in the deli department print labels which are typically
applied to luach meats,jcheeses, side salads and the like.
Such scales can alse beutilized in the produce depariment
or meat and fish departments. Weigh/wrap type machines are
also commonly used. Regardiess of where the scale system
is located, the present invention eaables it to be wilized in
a new and improved manner for selective control of mes-
sages printed oi labels. |in particular, referring to the flow
chart 60 of FIG. 3, exemplary steps in one embodiment of
the message control method of the presens invention are
shown. 1t is assumed at 1'nmal step 62 that the in-store scale
system 16 including Tt printing mechanism 48, supply of
labels 50, and communications link 18 for receiving infor-
maticn frem a site external to the store is configured in a first
state, At Step 64 a specified product {e.g. lunch meat) is
weighed and price caléulatcd At step 66 simultaneous
printing of two types of information on a first label takes
place In particular, both! (i product information {name and
price) for the specified prodhct to which the first label will
be applied and (ii) a ﬁm message pertaining 1o a product
{e.g. potto chips) w‘hxch is different than the specified
product, are printed on lhc first lubel. Thereafter, ut step 68
a stand by for the next wmg,h and print is indicatwed. 1 there
is po change from the first state of the scale systiem printer

then path 70 will be fo]lownd and the next label will be
simulianeously xrnprmrcd with specified product informa-
tion and the frst mtsaag,e However, if there is a change from
a first state of the scale nnmu 10 a second state of the scale
system priater, then path 72 will be followed and the next
scale weigh operation will 1ake place at step 74 and at step
76 simulareons printing of tve types of information on a

H
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second label takes place. In particular, both (i) product
information {name and price) for the specified product to
which the second label will be applied and (ii) a second
message, different than the first and pertaining fo the 2
product which is different than the specified product, are
printed on the second label. A new standby state 78 s then
shown, with optional paths 80 and 82 according to whether
a state change in the scale system printer occurs.

As used herein, the terminology “simuliancous printing”
of information on a label refers to printing which takes place
on the label as it passes by the printhead in a single pass, and
encompasses, without limitation, both side-by-side printing
of information and printing first information on a first
portion of the label as the first portion passes by the print
head and, subsequently, printing second informatios on a
second portion of the label as the second portion of the label
pusses by the print head.

The state change of the scale sysiem printer may be
contralled by receipt by the in-store scale of a message
control signal via the communications link which configures
the scale label printer in a second state. In one embodiment
the scale 16 includes a stored table of selectable message
options, each including an associated message indicator as
shown in representative Table 1 below:

TABLE 1

STORED MESSAGE OFTIONS TABLE

Message Indicator Messape Optinn

50 Conts OF - Expires MM/DDIYY

13 e¢]

{001 25 Cents OF - Expites MM/DDIYY

0310 10 Cents OF - Valit MMDDYY-MMDD/YY
Go1l 2 For 1 Spesial - Valid MM/DDIYY-MM/DDIYY
6100 Try New (BRAND) Chips - Now With Less Fal
0101 Try (BRAND)'s New Barbecue Style

In this arrangement, the scale system also includes a
memory focation including a selected message indicator.
Thus, in state 1 of the example described above the stored
selected message indicator could be *0000” in which case
during the printing opcration of step 66 the scale controller
references stored message options Table 1 and retrieves the
50 Cents Of—Expires MM/DD/YY™ message for printing.
The control message received via the communications ok
to cause the state change will be another message indicator
such as “0010™ which in turn is automatically and imnmedi-
ately overwritien into the selecied message indicator
memory location. Thereafter, during the prinfing operation
ol step 76 the scale controller references stored message
options Table 1 and retrieves the “10 Cents Off—Valid
MM/DD/YY -~ MM/DD/YY" message for printing.
Alternatively, the contro! message received via the commu-
nications link may include 3 new message indicator and
associated time or date at which such new message indicator
is 1o be utilized as the sclected message indicator. In such
cases the data structure storing the selected message indi-
eator may also comprise a table such as Table 1l below:

TABLE 1l
SELECTED MESSAGE INDICATORS
Stan Oate Yeiectad Message Indicator
MNFDDAYY o000
MMDDIYY 001¢
MMWDDIYY G100

1n this arrangement the scale system controller is configured
1o uiilize a running time clock 1o determine when 1o change
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the scale system printer state and begin using a acw message
indicator. Thus, externally generated message conirol sig-
nals can be utilized to establish a future message selection
pattern as desired. . .

Utilizing the stored message table technique enables the
store ewnerfoperator dnd the outside entity (product
manufactarer, distributof or advertiser) o agree upon per-
missible messages in advance, However, an shtermalive
embodiment in which the scale system merely stores the
mzssage to be printed fot state 1 in memory and 1o which the
mussage conwrol signal received by the scale comains the
new message for printing {as opposed 0 a message
indicator) in state 2 is contemnplated. Still further, where the
stored message table arrangement is wiilized, it is possible
that the communication% fink could be utilized to update or
revise the stored message table in memory of the scale. In
cither embodiment, thelsystem and method enables mes-
sages printed on labelslin the store to be selectively con-
volled by partics such as chain personeel at retail
headquarters, the manufacturer or distributor of the prede-
termined product, or ag advertising agency charged with
increasing sales of the predetermined product.

It is recognized that iTable 1 is merely representative of
one type of message options table and that others could be
utilized. For example, a"n alternative message options table
is set forth below as Taple 1

TABLE 1]

STORED MESSAGE OFTIONS TABLE

Messags

Indicator Message Opticn «Paxs 1 Message Option - Part 2

DOCO 50 Cents OF Expires MM/DDYYY
0001 25 Couts OF Expires MMDDYY
W0 10 Cents OF Valid MM/DDIY Y MUDDIYY

30t 2 For 1 Spemial Vatid MM/DIYYY-MMDDIYY
0100 Try New (BRAND) Now With Less Fat

Chips
0101 {BRAND)’s Barbecue Preforred 2 10

Siyke

Notably, Table I1 includes two message option parts which
the controller can retrieve for printing at different locations
on the label. 1t is also contemplated that a three-dimensional
message table or map could be utifized. Such a table could
store messages as & function of message indicator and
specified product to which a label is 1o be applied, so that the
message is varjed acooxfding to selected message indicator
aud the product to which the Jabel is to he applied. For
example, if steak is puéchased & message for one product
might be printed while if hot dogs are purchased o message
for another product might be printed.

As demonstrated by jthe last two messages in each of
Tables ] and 111, the messages which are selected for printing
may be non-coupon messages. However, in a preferred
arrangement the messages which are selectedt for printing on
fabels output by the scale system relate to coupon discount
information for the predetermined product. For example, as
indicated in Table 1 ahove the message muy he an amount

off,a 2 for 1 type speein

, or might also be a percent off type

coupon discount amount. In this regard, a preferred label
structure 90 for use in cambination with the message control

method is illustrated in
tively in FIGS. 4A and
front face 92 having

ront and rear surface views respec-
4B. Label structure 90 includes a
a storc namef/logo 94 pre-printed

thereon, a central regiorn

96 defined by a separation line 98

and a lower region 100 defined by the edges of the label and

separation line 102. Se

paration lines 98 and 102 may be
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formed by any known means including perforation or other
weakening cf the base paper. The region between store
rame/logo 94 and the separation line 102 will be used during
a printing operation of the scale system to print name and
price information and/or product bar code for the spacified
product to which the label is to be autzched. The region
below separation line 102 will be used during a printing
operation of the scale system to print the message informa-
tion for the predetennined product. In this regard, the lower
region may include 2 pre-printed name and/or design ele-
ment of the predetermined product in region 104, with the
selectable message then being printed to the right of region
164,

Where the selectable message is 3 coupoa discount
message, the label structure rear surface 119 preferably
includes a pre-printed coupon bar code 112 on the lower
portion of the labet so that when the lower portion of the
label is detached, the coupon bar cade stays with the coupon
messuge printed on the front side. On the rear side of the
region defined by scparation line 98, other pre-printed
mformation may be provided such as recipe type informa-
tion. Where the selectable message information is 2 caupon
diseount message, a Turther step is in order to corrclaie the
change in coupcn discount information to the coupon bar
code which will be scanned m check-omt by the PO.S.
computer system 24 (FIG. 1). One or toth of the RPOS.
computer system 24 and the store computer system 22 will
include a stored discount amount associated with the coupon
bar code 112. When the coupon discoun: message is
changed, the stored discount amount associated with bar
code 112 will also need to be changed at some point in the
fure. Generally, the stored” discount amount associated
with har code 112 will be changed at a time corresponding
to both the expiration of the valid period for coupoas having
a first coupen message and the beginning-of the valid period
for other coupons having a second coupon message. Links
26 and 28 facilitate adjustment of the swred discount
amount associated with the coupon bar code 112 as needed.
The cxpirntion date of a given coupon discount is printed on
the froni of the label (sec Tables 1 and 11J) to prevemt
problems with customers attempting t¢ use a coupon after
the stored amount has been changed.

Referding again to FIGS. 4A and 48, an important dis-
linction exists between pre-printed information provided on
2 Jabel and information which is printed by the in-store scale
systert. In particular, “pre~printed” information exists on the
labels when supplicd to a store and therefore cannot be
changed or modified by the store unless 3 different label
format is chosen/selected or unless an attempt is made to
overwrite or black outa pre-printed message on the front of
a label. Referring to the cross-sectional view of FIG. § the
label structure 90 is formed by a base paper 114, "loward the
front surface side of the base paper.a layer 116 formed by a
thermally sensitive composition is first provided and atop
the thermal layer 116 u Juyer or costing 118 of a sealing
composition is provided 1o provent oss of the thermal layer
116, Atop the sealing layer 118 an ink-based layer 120 of
pre-printed information is provided in those regions where
such pre-printing is desired. When indicia 122 {c.g. select
zble messages) are printed by the thermal print head of the
scale, such messages are formed in the thermal layer 116 but
are visible through rhe clear sealing layer 118. Toward the
rear side of the base paper 114 a layer 124 of an acdhesive
composition is provided for securing the label to a product
package. In those regions where pre-printed information is
provided on the rear surface of the label 90, the adhesive
layer 124 is covered by an adhesive deadening layer 126 so

US 7,026,556 Bl

“

=]

i

1
S

tw
[V

3

by

50

e
n

Case 1:06-cv-00594-JJF Document 1 Filed 09/25/06 Page 21 of 25 PagelD #: 54

8

: lubel can be removed from the
package easily. The adhésive deadening layer may typically
he formed by a layer of White ink applied over the adhesive.
An ink-based layer 128 of pre-printed information {e.z.
coupon bar code ar recipe) is then applied over the adhesive
deadening layer. Referning to FIG. 6 a representative supply
roll 130 of label structores 90 is shown. The supply roll
includes a liner 132 having 2 silicone release layer 134
applied therete such that when the adhesive side of label
structures 90 is applied 1o the liner they can be easily
removed for dispensing{from the scale and applicaticn (0 &
praduct package.

‘The manufacturing method for producing such label siock
involves starting with a Wide roll of stock with label material
with adhesive side attached to the release surface base paper.
"The label material is then re-applied 1o the base paper. The
label material is then die cut 1o form individual labels and
length cut to form muliple Jabal supply rolls.

After printing product intormation and message informa-
tion on a label as degeribed above, the resulting label
structure may be that shawn in FIGS. 7A and 7B where front
and rear surface portions of a printed Jabel structuce 140 are
shown. In particular xhe% front surface 142 of printed label
structure 140 includes a product bar code 144 thercon as
printed by the scale pri:it head. The rear sucface 146 of the

that that portion of th

s label structure inctudes the pre-printed coupon bar code 148.

This arrangément eliminates the possibility that the POS.
scanners will confuse the wo bar codes during check-out.
Because the coupon portion of the label might be removed
by the consumer prior o Ichcck-cmt, the praduct bar code 146
on the front surface is preferably positioned at a location
spaced from but prosimate 10 a focation of the scannable
coupen informaticn bar code. In this regard, the term
“proximate” is used to fefer to o location which results in
positioning of the product bar code 142 toward the same side
150 (FIG. 8) of a product package 152 as the coupon bar
code 148 when the label Is applied to the product package
forming a label and package assembly 154.

Although the invention has been described and illustrated
in detail it is to be clearly undersiood that the same is

intended by way of illus
intzaded to be taken by
Far example, while
described method provid
distdbutors and advertis

ration and example only and is not
way of limitation,

s major wdvantage of the shove-
¢s retailers, product manufacturers,
ers the ability to selective control

messages printed on labels printed in s store, itis recognized
that the user input device 54 may be used to sclectively

cantrol messages as wel
in-store label coupon p
invalves providing aa

includinga controller a
input device, and providi
ponting mechanism, eac

. Thus, a method for controliing an
rinting system is provided which
in-stare label printing mechanism
nd associated memory, and a user
ng a supply of fabels for the in-store
h Jabel inclnding a pre-printed cou-

pon bar code on a rear surface pottion thereof. The user input

device is selectively util
1o be printed on a {ront
printing mechanism, A
with the coupen bar cod
in-store point-of-sale co

zed to establish a coupon message
urface of the labels by the la-store
stored discount amount associated
e is provided in at least one of an
mputer system memory and 2 store

computes system memory. The stored discount amount can

be adjusted 10 coincide

pwith changes made in the coupon

essupe printed by the m-store label printing mechanism.
“Further, while the use ofa scale system with an assaciated

print head is primarily di}

scussed herein, i is recognized that

other in-store label printing mechanisms could also be used
for selective control of messages printed on labels.

Accordingly, the spirit and scope of the invention are 0
be limited only by the térms of the appended claims.



US 7,026,556 Bl

9

What is claimed is:

1. A method for selectively printing different messages on
labels printed by an in-store scale system, the method
comprising the steps oft

{a) providing an -store scale system including a label

printing mechanism with a supply of labels, and
communications link for receiving information from a
site external to the store;

(h) configuring the scale system label printing mechanism

in a first state;

(¢) during the first state, for cach label output by the scale

system Jabel printing mechanism, printing both:
(i) at lcast onc of product fame and price information
for a product to which the label will be zpplied. and

{i1) a first message pertaining to a predetermined prod- |

<t which is different than the product to which the
lahct will be applicd,

{d) receiving, by the scale sysiem, a message conirol
signal via the communications link which configures
the scale system label printing mechanism in a second
state; and

(&) during the second state, for euch label output by the
scale system label printing mechanism, printing both:
(1) at least one of product pame and price information

for a product to which the label will be applied, and ;

(ii) # second message, different than the first message,
and also pertaining lo the predetermined product
which is different than the product to which the label
will be applied.

2. The methed of claim 1 wherein step (1) includes
providing at least one of a pre-printed name and design
element of the predetermined product on each label.

3. The method of claim 1 wherein step {a) includes
providing a pre-printed scannable coupon bar code on each
label, and in steps (c)(ii) and (e)(ii) the first and second
messages each comprise at least respective coupon discount
amounis for the predetermined product.

4. The method of claim 3 wherein the pre-printed coupon
bur code is associsted with a stored discount amount in al
least one of an in-store point-of-sale system and a store
computer system, the method comprising the further step of:

(f) adjusting the stored discount amount associated with

the pre-printed conpoa bar code fo correspond to the

coupon discount a:nount printed in step (e)(ii).

5. The method of claim 3 wherein in steps (cXii) and
(€)(i1) the first and second messages each further comprise
coupen validisy information.

6. The method of claim § wherein the pre-printed coupon
bar code is associated with a stored discount amount in at
least one of an in-store point-of-sale system and a store
computer system, the method comprising the further step of:

{N adjusting the stored discountt amount associated with

the pre-printed coupon bar code-at a time which cor-

responds to expization of the first coupon message and
beginning of a validity period of the second coupen
message.

7. The method of claim 3 wherein the pre-prinied coupon
bar vode is provided on a rear surfuce portion of the labels,
and the first and second messages are printed on an opposed
front surface of the labels.

8. The method of claim 1 wherein step (a) includes
providing a stored table of message options in memory of
the scale system, each message option having an associated
respective message indicator, and in step {d) the message
control signal received via the communications link com-
prises at least one message indicator associated with one of
the message options stored in memory of the scale system.
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9. The method of claim 1 wherein step (=) includes
pmviding the first message at a storage location in memory
of the scale system, and in step {d) the message conirol
signal received via the jcommunications link comprises at
least the second message, the methed including storing the
received second message in memory of the scale system.

10. The method of claim 1 wherein in step (d) the message
control signal received Yia the communications link is sent
hy one of a marm!‘acuirer of the predetermined product,
distributor of the predetermined product or advertiser of the
predetermined product.

11. The method of claim 10 wherein step {a) includes
providing a stored table, of predetermined message options
in memory of the scale system, the table associating a
particular message indicator with each message optivn, and
in step {d) the message control signal received via ibe
communicatioas link comprises at least one message indi-
cator associated with one of the message options stored in
memeory of the scale system.

12. The method of ¢laim 1 wherein subsequent to steps (c)
and (e) the printed labels are applied to product packages.

13. The method of claim 1 wheretn step {d) occurs
subsequent 10 step {c).

14. An in-store labell printiag arrangement adapted for
printing coupon information on labels to be applied 10
packages, comprising:

an in-store scale system including a print head and a

supply of fabels movable along a izbe) path past the
print head for having indicia printed on front surfacas
thereof the labels each including a coupon bar cade on
its rear surface, a controller operatively connected for
controlling the print head, memory having a tbdle of
message options st:r.amd'therein, each message option
having an associated respective message indicaton

a comununications link associated with the coatroller of

the scale system fo

external to the store;

r receiving information from a site

]

wherein in a first scale system configuration the controller

is aperable to effec
mation of a product
(i) 2 first coupon

printing of both (i) product infor-
1o which a label is to be applied and
message according (o a sclected

message indicator slored in memory, the finst coupon
message relating o a product which is different than the
product to which the label is to be applied;
wherein the selected n';msage indicator stored in memory
is changed according to a message control signal
received via the cormumunications link, placing the scale
system in a secondlconfiguration; and
wherein in the sccond scale sysiem configuration the
controller is operable 1o effect printing of beth (3)
product information of a product 1o which a label is 10
be applied and (i) &'second coupon message according
to the change d selected message indicator stored in
memory, the second coupon message also relating 10 a
product which is different than the product to which the
label is to be applied.
15. A method for printing coupon messages on labels by
an in-store scale system, where the coupon messages are sst
by a manufocturer, distributor or advertiser of a cerlain
product or certain preducts to which the covpon messages
apply, the method comprising the steps of:
providing an in-store scale system in & perishables depart-
ment of a store, the in-store scale system including a
iabel printing mechanism and a communications link
for receiving information established by the
manufacturer, distributor or adverntiser;
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providing a supply of lubels in asscciation with the
in-stoce scale system label printing mechanism;

responsive to input of codes identifying products for
weighing operations, accessing a table of predater-
mined message oplions and retrieving coupon mes-
sages {rom the able using message indicators associ-
ated with the codes identifying the products and
priniing, with the in-store scale system label printing
mechanism, the retrieved coupon messages on labels,
wherein the messages are printed on a front surface of
the labels and comprise at least coupon discount
amounts and coupoa validity information; and

receiving, at the in-store scale system via the communi-
cations link, at least ope message control signal estab-
lished by the manufacwrer, distributor or advertiser, the
message control signal identifying at least ane message
indicator change far at least oae product, enabling the
manufacturer, distributor or advertiser Io selectively
contred which of the predetermined message options.is
printed on labels by the in-store scale system label
printing mechanism.

16. The method of claim 15 wherein an operator or ¢wner
of the store and the manufacturer, distributor or advertiser
agree upon the predetermined message options prior o the
step of providing the table of predetermioed message
options.

17. A method for conmrolling an in-store scale system lo
print coupon labels, the method comprising the steps oft

providing an in-store scale system with a label printing

mechanism, @ controller aad associated memory, and a
user input device,
providing a supply of labels for the in-store seale system
label printing mechanism, each of the labels including
a pre-printed coupon bar code on a. portion thercof;

selectively utilizing the user input device to change 2
coupon message to be printed on a front surface of the
labels by the in-store scale system label printing
mechanism;

providing a stored discount -amount associated with the

coupon bar code in at least one of an ig-store point-
of-sale systein memory and a siore computer system
memory; and |

adjusting the stored discount amount 1o coincide with

changes made in the coupon message printed by the
in-store scale system label printing mechanism.

18. The method of claim 17 wherein the pre-printed
coupon bar code is located on a rear portion of each label.

19. A method for selectively printiag different messages
on labels output by an in-store scale system label printing
mechanism, the method comprising the steps of:

providing an in-store scale system label printing mecha-

msm with a supply of lubels, and a communications

link for receiving information from a site extemal o the

store;
printing on a first label both:

(i) at least one of product pame and price information
for a weighed product to which the first label will be
applied, and

(i) » first message pertaining to a product which is
difierent than the weighed product to which the fimst
label will be applied,

receiving, by the in-stere scale system label printing
mechanism, a message contol signal via the commu-
nications link; and

o
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printing en a second {label both:

(i) at least one of product name and price information
for a weighed product 10 which the second label will
te applied, and

(it} a second message, different than the first message
and established| by the received message control
signal, and alsy, pertaining o a product which is
different than the weighed product to which the
secand label will be applied.

26. A methed for selectively printing messages on a label
aulput by an in-stare scale system label printing mechunism,
the method comprising jthe steps oft

providing an in-store|scale system labe! printing mecha-

nistn with a supply of labels, and a communications

fiak for receiving information from a site external to the
store;

receiving, by the instore scale system label printing

mechanism, & message control signal via the commu-

nications link; .

subsequent to recciving the message control signal, print-

ing on a label botH:

(i} at least one of product name and price information
for a weighed produet to which the first label will be
applied, and

(ii) a message peraining to a predetermined product
whieh is different than the weighed product 1o which
the first Jabel will be applied, the message corre-
spoading to the message control signal received in
step (b). |

21, The method of claim 18 whercin the first specified
product ard the second specified product are a same product.

22. The method of claim 18 wherein the perishables
department s a deli dep‘anmcnt.

23. The method of claim 13 wherein the perishables
departnent is a meat dc'pamncm.

24, The method of claim 18 wherein the in-store scale
system comprises a weighiwrap machine,

25. The method of claim 18 wherein each label of the
supply of lubels includes & pre-printed coupon code thereon,

26. A method for sclcetively printing different messages
on labels output by an in-store scale system label printing
mechanism, the methodjcamprising the steps of:

providing an in-store scale system including a label

printing mechanism with o supply of labels und a

corunuaications link for reeeiving control information,

the in-store scalesystom located in a perishables
department of a stare;

specifying a first product to be weighed;

printing, by the in-Store scale system label printing

mechanism, on  label a first coupon message pertain-

ing to a product that is different than the specified
product, the first coupon message established based at
teast in part based upon the specified first product;
receiving, by the in-store scale system, a control signal via
the communicationd link, the contral signal containing
coupon message control information generated from a
_site extemal to the Store;
specilying a second product to be weighed; and
printing, by the in-store scale system label printing
mechanism, on a subsequent label of the supply of
labels a second coupon message different than the fisst
toupon message and corresponding to the message
coniro! informationicontained in the received message
control signal, the second coupon message pertaining

10 a product that 15 different than the second product

and established based at least in part upon the specified

second product.
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27. The methed of claim 26 wherein both the specified subsequent to specifying the first product, caleulating o
product and the subsequent product are specified by entering price for the first product based upon weight; and

a correspending product code via a user input device.

28. The methed of claim 26 wherein the control signal is A .
reccived from an in-store computer system, the message subscq}xcnt to specifying the second product, cal)culalmg
control information generated from the site exiernal to the a price for the second product based upon weight.
store being initially passed to the in-store computer system. :

29, The methed of claim 26, comprising the further steps
of: o ox ¥ %
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