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JOSEPH E. THOMAS (State Bar No. 101443) 
jthomas@twtlaw.com 
WILLIAM J. KOLEGRAFF (State Bar No. 183861) 
bkolegraff@twtlaw.com 
KERRI A. RICH (State Bar No. 239667) 
krich@twtlaw.com 
THOMAS WHITELAW & TYLER LLP 
18101 Von Karman Avenue, Suite 230 
Irvine, California  92612-7132 
Telephone: (949) 679-6400 
Facsimile: (949) 679-6405 
 
Attorneys for Plaintiff SANSAY, INC.  
 
 
 
 

UNITED STATES DISTRICT COURT 

SOUTHERN DISTRICT OF CALIFORNIA 

 

SANSAY, INC., 
 

Plaintiff, 
 

vs. 
 
RATES TECHNOLOGY INC., 
 

Defendant. 
 
 

 CASE NO. 10cv2248 JLS AJB 
 
FIRST AMENDED COMPLAINT FOR 
DECLARATORY JUDGMENT 
 
JURY TRIAL DEMANDED 

 

Plaintiff Sansay, Inc. (“Sansay”), for its Complaint for Declaratory Judgment against 

defendant Rates Technology Inc. (“RTI” or “Defendant”), alleges as follows:  

NATURE OF ACTION 

1. This action arises under the laws of the United States and, in particular, Title 35 of 

the United States Code.  Defendant has asserted rights under U.S. Patent Nos. 5,425,085 (“the 

‘085 patent”) (see Exhibit A) and 5,519,769 (“the ‘769 patent”) (see Exhibit B) (collectively the 

“patents-in-suit”) based on certain of Sansay’s ongoing activities.  Sansay contends that it has the 

right to engage in such activities without the need for a license from Defendant.  Sansay thus seeks 

a declaration that it does not infringe the patents-in-suit, that the patents-in-suit are invalid and/or 
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that the patents-in-suit are unenforceable. 

2. Sansay is a provider of voice over IP (“VoIP”) technical solutions.  The company is 

a California corporation with its headquarters and a principal place of business in San Diego, 

California.   

3. On information and belief, RTI is a corporation organized and existing under the 

laws of the state of Delaware and having a place of business at 50 Route 111, Suite 210, 

Smithtown, New York 11787.  RTI is listed as the assignee of the patents-in-suit.  Each of the 

patents-in-suit lists Gerald J. Weinberger (“Weinberger”) and Robert C. Lee as inventors.  

Weinberger represents himself to be RTI’s president.   

JURISDICTION AND VENUE 

4. This civil action regarding allegations of patent infringement and validity arises 

under Title 35 of the United States Code (35 U.S.C. § 1, et seq.) and the Declaratory Judgment Act 

(28 U.S.C. §§ 2201 and 2202).  Sansay seeks a declaration that it does not infringe any of the 

patents-in-suit, that the patents-in-suit are invalid and/or that the patents-in-suit are unenforceable.  

The Court has jurisdiction over the subject matter of this action pursuant to 28 U.S.C. §§1331, 

1337, 1338 and 1367.   

5. An actual controversy exists between Sansay and RTI through RTI’s assertion of 

rights under the patents-in-suit based on certain of Sansay’s ongoing activities.  In particular, RTI 

contends that Sansay’s VoIP services and systems infringe the patents-in-suit.   

6. Sansay contends that it has the right to make, use, sell and/or offer to sell its 

products and services in the United States, or import them into the United States, including its 

VoIP services and systems without license from RTI under any of the patents-in-suit.   

7. RTI conducts continuous and substantial business in California.  RTI has 

intentionally engaged in contacts with California involving the patents-in-suit.  On information 

and belief, these contacts include directing multiple written and oral communications to persons 

and companies located in Southern California and in this district regarding the patents-in-suit and 

entering into contracts with companies in California with respect to the patents-in-suit.  As held in 

at least one decision, RTI is subject to personal jurisdiction in California with respect to the 
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patents-in-suit.  Alcatel Internetworking Inc. v. Rates Technology, Inc., Case No. CV 03-9449 ER 

(C.D. Cal.) (Order filed as doc. no. 109 on Feb. 2, 2005).  Further, RTI initiated infringement 

actions involving the patents-in-suit in California courts.  See Rates Technology Inc. v. Shoretel 

Inc., Case No. CV 07-1830 MHP (N.D. Cal.) (Complaint filed on April 2, 2007).  RTI’s president 

expressly agreed in communications with Sansay representatives that RTI was willing to litigate 

the infringement and validity of the patents-in-suit in the Southern District of California.  

FACTUAL BACKGROUND 

8. The ‘085 patent is entitled “Least Cost Routing Device for Separate Connection 

into Phone Line.” The face of the ‘085 patent states that it issued on June 13, 1995 and was 

assigned by the named inventors to RTI.  A true and correct copy of the ‘085 patent is attached as 

Exhibit A. RTI claims ownership of all right, title and interest in and to the ‘085 patent and 

contends that the patent is valid.   

9. The ‘769 patent is entitled “Method and System for Updating a Call Rating 

Database.” The face of the ‘769 patent states that it issued on May 21, 1996 and was assigned by 

the named inventors to RTI.  A true and correct copy of the ‘769 patent is attached as Exhibit B.  

RTI claims ownership of all right, title and interest in and to the ‘769 patent and contends that the 

patent is valid. 

10. RTI contends that Sansay products and services—including at least Sansay’s VoIP 

services and systems—that are made, used, sold and/or offered for sale in the United States, or that 

are imported into the United States, infringe the claims of the patents-in-suit.  Sansay denies RTI’s 

contentions.  Sansay contends that any relevant claims of the patents-in-suit are invalid and/or that 

Sansay products and services do not directly or indirectly infringe any claim of the patents-in-suit 

(to the extent any such claims are valid).  In addition, Sansay contends that each patent-in-suit is 

unenforceable through inequitable conduct before the U.S. Patent and Trademark Office, 

committed by RTI and Weinberger (among others).  An actual controversy thus exists as to 

whether Sansay’s manufacture, use, sale, offers to sell, and/or importation of its products and 

services—including, without limitation, Sansay’s VoIP systems and services—infringes any valid 

and enforceable claim of the patents-in-suit.  Absent a declaration of noninfringement, invalidity 
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and/or unenforceability, RTI will continue to wrongfully assert the patents-in-suit against Sansay, 

causing Sansay irreparable harm.   

FIRST CLAIM FOR RELIEF 

(Declaratory Judgment of Noninfringement of the ‘085 Patent) 

11. Sansay incorporates by reference its allegations contained in paragraphs 1 through 

10 as though fully set forth here.  

12. As set forth above, an actual controversy exists as to whether Sansay’s accused 

products infringe any valid and enforceable claims of the ‘085 patent.   

13. Sansay seeks and is entitled to a judgment that it has not infringed and is not 

infringing, directly or indirectly, any claim of the ‘085 patent.   

SECOND CLAIM FOR RELIEF 

(Declaratory Judgment of Invalidity of the ‘085 Patent) 

14. Sansay incorporates by reference its allegations contained in paragraphs 1 through 

13 as though fully set forth here.   

15. As set forth above, an actual controversy exists as to whether any claims of the 

‘085 patent are valid.  

16. Sansay seeks and is entitled to a judgment that the claims of the ‘085 patent are 

invalid.   

THIRD CLAIM FOR RELIEF 

(Declaratory Judgment of Noninfringement of the ‘769 Patent) 

17. Sansay incorporates by reference its allegations contained in paragraphs 1 through 

16 as though fully set forth here.   

18. As set forth above, an actual controversy exists as to whether Sansay’s accused 

products infringe any valid and enforceable claims of the ‘769 patent.   

19. Sansay seeks and is entitled to a judgment that it has not infringed and is not 

infringing, directly or indirectly, any claim of the ‘769 patent.   
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FOURTH CLAIM FOR RELIEF 

(Declaratory Judgment of Invalidity of the ‘769 Patent) 

20. Sansay incorporates by reference its allegations contained in paragraphs 1 through 

19 as though fully set forth here.   

21. As set forth above, an actual controversy exists as to whether any claims of the 

‘769 patent are valid.   

22. Sansay seeks and is entitled to a judgment that the claims of the ‘769 patent are 

invalid.   

FIFTH CLAIM FOR RELIEF 

(Unenforceability of U.S. Patent Nos. 5,425,085 and 5,519,769) 

23. Sansay incorporates by reference its allegations contained in paragraphs 1 through 

22 as though fully set forth herein.   

24. The ‘085 and ‘769 patents are unenforceable through RTI’s inequitable conduct 

before the United States Patent and Trademark Office (“PTO”).  RTI, its attorneys, the named 

inventors, and all other individuals associated with the filing and prosecution of the applications 

that led to the ‘085 and ‘769 patents (collectively “Applicants”) had a duty to prosecute the 

applications with candor, good faith, and honesty (“duty of candor”).  That duty of candor existed 

with respect to each pending claim until the claim was cancelled or withdrawn from consideration, 

or the application became abandoned.  That duty also existed during the reexaminations of the 

‘085 and ‘769 patents.  Upon information and belief, Applicants violated that duty as to the 

patents-in-suit.   

25. On information and belief, during the prosecution and reexamination of the ‘085 

and ‘769 patents, Applicants knowingly failed to cite to the PTO several references and other prior 

art that were material to the claimed subject matter of the ‘085 and ‘769 patents and that were 

known to Applicants, as detailed below.   

Failure to Disclose the Alpha-LCR Prior Art 

26. Applicants failed to cite a prior art technology called “Alpha-LCR.” RTI has 

previously been accused of failing to disclose Alpha-LCR to the PTO.  See Open LCR.com v. 
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Rates Technology, Inc., 112 F. Supp. 2d 1223 (D. Col. 2000) (the “Open LCR litigation”).   

27. As early as 1987, one of Open LCR.com’s founders had participated in the 

invention of a technology, called “Alpha-LCR,” for routing calls from a telephone device to 

selected low-cost carriers.  Id at 1225.   

28. In 1994, Weinberger fled applications for the ‘085 and ‘769 patents.  On 

information and belief, at least Weinberger was aware of Alpha-LCR technology at this time.  

Weinberger did not disclose the Alpha-LCR technology to the PTO.   

29. Sworn declarations filed in the Open LCR litigation state that in or about March 

1999, Weinberger contacted Open LCR.com in an attempt to enforce the ‘085 and ‘769 patents 

against that company.  Open LCR.com told Weinberger that one of its co-founders had invented 

the Alpha-LCR technology in Japan.   

30. On August 31, 1999, a third party requested that the PTO reexamine the ‘085 and 

‘769 patents based on prior art material to patentability.  The PTO granted each request and 

reexamination commenced.   

31. On information and belief, on or about February 2, 2000, while the reexamination 

proceedings were pending, Sharp Corporation (later a co-defendant in the Open LCR litigation) 

sent RTI and Weinberger user manuals documenting the Alpha-LCR prior art.  On or about 

February 8, 2000, Open LCR sent RTI and Weinberger user manuals from Sharp, Sanyo, 

Panasonic, Kenwood, and Japanese telecommunications firm DDI, documenting the Alpha-LCR 

prior art.  At no time before, during, or after the reexamination proceedings for the patents-in-suit 

did RTI, Weinberger or any of the other Applicants disclose the Alpha-LCR technology to the 

PTO—despite that technology’s materiality to the patentability of the ‘085 and ‘769 patents.   

Failure to Disclose Material Information Regarding the Mediacom Litigation 

32. During reexamination proceedings for the ‘769 patent, Applicants failed to disclose 

to the PTO material facts from a declaratory judgment action filed by Mediacom Corporation 

against RTI on March 10, 1997 (the “Mediacom litigation”).   

33. During the reexamination proceedings for the ‘769 patent, Applicants contended 

that the patent’s claims were not invalid in view of the “Callmiser prior art.” On page 3 of paper 
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#6 in the re-examination proceedings for the ‘769 patent, received by the PTO on January 4, 2000, 

Applicants argued that “[t]he rate information in these [Callmiser prior art] systems was 

apparently updated monthly, via mail.  Hence, these routers were not updated by connecting to the 

rate provider.”   

34. Almost one year earlier, however, Applicants had received information that the 

Callmiser prior art systems in fact could be updated by “connecting to the rate provider.” On or 

about February 19, 1999, Mediacom had moved for summary judgment of invalidity and 

noninfringement of the ‘769 patent.  In connection with its motion, Mediacom filed and served 

sworn declarations (including the Declarations of John M. Lull and Michael T. Finnin) and 

accompanying evidence (collectively the “Mediacom Declarations”) showing that the Callmiser 

prior art in fact was capable of being updated by modem.  Because the Mediacom Declarations 

bore directly on the scope of Callmiser prior art, the Mediacom Declarations were material to the 

reexamination proceedings for the ‘769 patent.  Applicants were obligated by their duty of candor 

to disclose the Mediacom Declarations to the PTO in the reexamination.  On information and 

belief, Applicants willfully failed to do so.  Applicants made their arguments about Callmiser prior 

art to avoid a determination by the PTO that the ‘769 patent’s claims were invalid.  On 

information and belief, Applicants failed to disclose the Mediacom Declarations received almost 

one year earlier because they contradicted Applicants’ arguments about the Callmiser prior art.  

On information and belief, Applicants therefore withheld disclosure of the Mediacom Declarations 

so that they could deceive the PTO examiner responsible for the reexamination.   

35. During reexamination proceedings for the patents-in-suit, Applicants failed to 

inform the PTO about Applicant’s claim construction arguments — and the court’s Orders related 

thereto — in the Mediacom litigation.  See MediaCom Corp. v. Rates Tech., 4 F. Supp.2d 17 (D. 

Mass. 1998); and MediaCom Corp. v. Rates Tech., 34 F. Supp.2d 76 (D. Mass. 1998).   

Failure to Disclose Prior Art Cited in European Search Reports 

36. Applicants wrongfully failed to disclose to the PTO, during initial prosecution of 

the applications that led to the ‘769 and ‘085 patents (and during later reexaminations of the 

patents themselves), prior art cited in two European, search reports dated July 19, 1995 and 
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August 2, 1995 (“European Prior Art”).  The European Patent Office (“EPO”) issued the search 

reports during the prosecution of two European patent applications that claimed priority to the 

same applications that led to the ‘769 and ‘085 patents, respectively.  The European search report 

compiled the prior art deemed by the EPO examiner to be material (or at least potentially material) 

to the patentability of the counterpart patent applications.  The European Prior Art included, 

among other references, WO-A-92 11725, GB-A-2 128 451, and GB-A-2 218 595.   

37. From their personal involvement in prosecution of the applications that led to the 

‘085 and ‘769 patents, Applicants had personal knowledge that the European Prior Art had not 

been disclosed to or cited by the PTO during initial prosecution of the patents-in-suit.  Yet 

Applicants did not disclose the European Prior Art, despite the fact that Applicants knew or should 

have known that the PTO examiner during initial prosecution—and later during reexamination—

would have considered that prior art material to the issue of patentability.   

38. Applicant’s omissions and/or misleading statements alleged above were, as a 

matter of law, material to the patentability of the ‘769 and ‘085 patent.   

39. On information and belief, the omissions and/or misleading statements were made 

with the intent to mislead or deceive the PTO.   

40. As a result of inequitable conduct before the PTO, the ‘769 and ‘085 patents are 

unenforceable.   

PRAYER FOR RELIEF 

WHEREFORE, Sansay prays for a declaratory judgment against RTI as follows: 

(i) Judgment against RTI that Sansay does not infringe the ‘085 patent; 

(ii) Judgment against RTI that any relevant claims of the ‘085 patent are invalid; 

(iii) Judgment against RTI that Sansay does not infringe the ‘769 patent; 

(iv) Judgment against RTI that any relevant claims of the ‘769 patent are invalid; 

(v) Judgment that the ‘085 and ‘769 patents are unenforceable as a result of inequitable 

conduct during the prosecution and/or reexamination of the ‘085 and ‘769 patents;  

(vi) A declaration that Sansay’s case against RTI is exceptional within the meaning of 

35 U.S.C. §285;   
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(vii) An award of Sansay’s attorneys’ fees and related costs incurred in this action; and 

(viii) Such other and further relief as the Court deems reasonable and just.   

DEMAND FOR JURY TRIAL 

Pursuant to Federal Rule of Civil Procedure 38(b), plaintiff respectfully demands a trial by 

jury of any and all issues so triable.   

DATED:  March 10, 2011 THOMAS WHITELAW & TYLER LLP 
 

 By:   /s/ William J. Kolegraff 
 JOSEPH E. THOMAS 

WILLIAM J. KOLEGRAFF 
KERRI A. RICH 
Attorneys for Plaintiff SANSAY, INC.  

Case 3:10-cv-02248-JLS -MDD   Document 8    Filed 03/10/11   Page 9 of 40



Case 3:10-cv-02248-JLS -MDD   Document 8    Filed 03/10/11   Page 10 of 40



Case 3:10-cv-02248-JLS -MDD   Document 8    Filed 03/10/11   Page 11 of 40



Case 3:10-cv-02248-JLS -MDD   Document 8    Filed 03/10/11   Page 12 of 40



Case 3:10-cv-02248-JLS -MDD   Document 8    Filed 03/10/11   Page 13 of 40



Case 3:10-cv-02248-JLS -MDD   Document 8    Filed 03/10/11   Page 14 of 40



Case 3:10-cv-02248-JLS -MDD   Document 8    Filed 03/10/11   Page 15 of 40



Case 3:10-cv-02248-JLS -MDD   Document 8    Filed 03/10/11   Page 16 of 40



Case 3:10-cv-02248-JLS -MDD   Document 8    Filed 03/10/11   Page 17 of 40



Case 3:10-cv-02248-JLS -MDD   Document 8    Filed 03/10/11   Page 18 of 40



Case 3:10-cv-02248-JLS -MDD   Document 8    Filed 03/10/11   Page 19 of 40



Case 3:10-cv-02248-JLS -MDD   Document 8    Filed 03/10/11   Page 20 of 40



Case 3:10-cv-02248-JLS -MDD   Document 8    Filed 03/10/11   Page 21 of 40



Case 3:10-cv-02248-JLS -MDD   Document 8    Filed 03/10/11   Page 22 of 40



Case 3:10-cv-02248-JLS -MDD   Document 8    Filed 03/10/11   Page 23 of 40



Case 3:10-cv-02248-JLS -MDD   Document 8    Filed 03/10/11   Page 24 of 40



Case 3:10-cv-02248-JLS -MDD   Document 8    Filed 03/10/11   Page 25 of 40



Case 3:10-cv-02248-JLS -MDD   Document 8    Filed 03/10/11   Page 26 of 40



Case 3:10-cv-02248-JLS -MDD   Document 8    Filed 03/10/11   Page 27 of 40



Case 3:10-cv-02248-JLS -MDD   Document 8    Filed 03/10/11   Page 28 of 40



Case 3:10-cv-02248-JLS -MDD   Document 8    Filed 03/10/11   Page 29 of 40



Case 3:10-cv-02248-JLS -MDD   Document 8    Filed 03/10/11   Page 30 of 40



Case 3:10-cv-02248-JLS -MDD   Document 8    Filed 03/10/11   Page 31 of 40



Case 3:10-cv-02248-JLS -MDD   Document 8    Filed 03/10/11   Page 32 of 40



Case 3:10-cv-02248-JLS -MDD   Document 8    Filed 03/10/11   Page 33 of 40



Case 3:10-cv-02248-JLS -MDD   Document 8    Filed 03/10/11   Page 34 of 40



Case 3:10-cv-02248-JLS -MDD   Document 8    Filed 03/10/11   Page 35 of 40



Case 3:10-cv-02248-JLS -MDD   Document 8    Filed 03/10/11   Page 36 of 40



Case 3:10-cv-02248-JLS -MDD   Document 8    Filed 03/10/11   Page 37 of 40



Case 3:10-cv-02248-JLS -MDD   Document 8    Filed 03/10/11   Page 38 of 40



Case 3:10-cv-02248-JLS -MDD   Document 8    Filed 03/10/11   Page 39 of 40



1

2

3

4

5

6

7

8

9

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28

 

107915  10cv2248 JLS AJB
FIRST AMENDED COMPLAINT FOR DECLARATORY JUDGMENT 

 

PROOF OF SERVICE 

STATE OF CALIFORNIA, COUNTY OF ORANGE 

At the time of service, I was over 18 years of age and not a party to this action.  I am 
employed in the County of Orange, State of California.  My business address is 18101 Von 
Karman Avenue, Suite 230, Irvine, California 92612-7132. 

On March 10, 2011, I served the following document(s) described as FIRST AMENDED 
COMPLAINT FOR DECLARATORY JUDGMENT; DEMAND FOR JURY TRIAL on the 
interested parties in this action as follows: 

ROBERT L. EPSTEIN 
repstein@ipcounselors.com 
EPSTEIN DRANGEL LLP 
One Grand Central Place 
60 East 42nd Street, Suite 2410 
New York, NY  10165 
Telephone: (212) 292 5390 
Facsimile: (212) 292 5391 
 

Attorneys for Defendant RATES 
TECHNOLOGY INC. 

BY MAIL:  I enclosed the document(s) in a sealed envelope or package addressed to the persons 
at the addresses listed in the Service List and placed the envelope for collection and mailing, 
following our ordinary business practices.  I am readily familiar with Thomas Whitelaw & Tyler’s 
practice for collecting and processing correspondence for mailing.  On the same day that the 
correspondence is placed for collection and mailing, it is deposited in the ordinary course of 
business with the United States Postal Service, in a sealed envelope with postage fully prepaid. 

I declare under penalty of perjury under the laws of the United States of America that the 
foregoing is true and correct and that I am employed in the office of a member of the bar of this 
Court at whose direction the service was made. 

Executed on March 10, 2011, at Irvine, California. 

   /s/ William J. Kolegraff 
 WILLIAM J. KOLEGRAFF 
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