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AMENDED COMPLAINT  

Plaintiff Volkswagen of America, Inc. (“VW”), for its complaint against defendants 

MHL Tek LLC; Animatronics, Inc.; McLaughlin Electronics, Inc.; Michael Handfield; and 

Helene Laliberte, avers as follows: 

1.  This action arises under the Declaratory Judgment Act, 28 U.S.C. §§ 2201 and 

2202, the patent laws of the United States, Title 35 U.S.C., the Lanham Act, Title 15 U.S.C., as 

well as under the common law of the State of Michigan.  This Court has subject matter 

jurisdiction pursuant to 28 U.S.C. §§ 1331, 1338(a), 1338(b), and 1367.  In particular, this court 

has subject matter jurisdiction under 28 U.S.C. § 1338(a) over plaintiff’s claims under the 

common law of the State of Michigan, since plaintiff's right to relief under these claims 

necessarily depends on resolution of substantial issues of patent law (see Hunter Douglas, Inc. v. 

Harmonic Design, Inc., 153 F.3d 1318 (Fed. Cir. 1998)). 
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DEFENDANTS’ PATENTS AND MHL’S TEXAS LAWSUITS 

The Parties 

2.  Defendants Handfield and Laliberte are the inventors named on U.S. Patent No. 

5,663,496 entitled “Tire Monitoring Via an Electromagnetic Path Including the Ground Plane of 

a Vehicle” (“the ’496 patent”), U.S. Patent No. 5,731,516 entitled “System and Method for 

Monitoring a Pneumatic Tire” (“the ’516 patent”), and U.S. Patent No. 5,741,966 entitled 

“Method and System for Monitoring a Parameter of a Vehicle Tire” (“the ’966 patent;” 

collectively, these three patents are “the patents-in-suit”).  Defendants MHL, Animatronics, and 

McLaughlin each had, have or purport to have an interest in the patents-in-suit. 

3.  VW’s principal place of business is in Auburn Hills, Michigan.  VW distributes  

Volkswagen vehicles in the United States, and, doing business as Audi of America, Inc., 

distributes Audi vehicles in the United States. 

4.  Handfield and Laliberte both reside in Rochester, Michigan.  MHL’s principal place 

of business is in Rochester Hills, Michigan.  Animatronics’s principal place of business is in 

Rochester Hills, Michigan. 

The First Texas Litigation 

5.  Despite the fact that VW, MHL, Handfield, Laliberte, and Animatronics are all 

present in this District, on July 13, 2007, defendant MHL filed suit against VW and several other 

defendants in the United States District Court for the Eastern District of Texas, Marshall 

Division.  In its complaint, MHL alleged that VW is infringing the three patents-in-suit.  The 

action is now captioned MHL Tek, LLC v. Nissan Motor Co., et al., case no. 2:07-cv 289 (the 

“Texas Case”).   

6.  However, VW has not infringed any of the patents-in-suit; the claims of the patents-
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in-suit are invalid; and the patents-in-suit are unenforceable, as described in exemplary detail in 

the following paragraphs 7  through 74 below.   

Non-Infringement of the Patents-In-Suit 

Non-Infringement of the ’496 Patent 

7.  The VW and Audi products do not include at least the following elements of the 

claims of the ’496 patent: 

• “transmitting the generated signal along the electromagnetic 
path by introducing the generated signal to the electromagnetic 
path first end wherein the electromagnetic path includes a 
ground plane of the vehicle” 

• “receiving a path signal at the electromagnetic path second end, 
the path signal being responsive to the generated signal” 

• “monitoring the tire parameter by monitoring the path signal” 

• “an electromagnetic path being formed of a plurality of 
conductive components of the vehicle including a ground plane 
of the vehicle, the electromagnetic path having first and second 
ends; a transmitter, in electrical communication with the sensor 
and with the electromagnetic path first end, for transmitting the 
generated signal along the electromagnetic path” 

• “a receiver, in electrical communication with the 
electromagnetic path second end, for receiving a path signal at 
the electromagnetic path second end, the path signal being 
responsive to the generating signal” 

• “a monitor, in electrical communication with the receiver, for 
monitoring the tire parameter by monitoring the path signal” 

• “an electromagnetic path being formed of a plurality of 
conductive components of the vehicle ground plane including a 
wheel rim for the tire, one or more wheel bearings for rotatably 
supporting the wheel on a non-rotating member, and the non-
rotating member, the electromagnetic path having first and 
second ends; a transmitter in electrical communication with the 
sensor and with the electromagnetic path first end, for 
transmitting the generated signal along the electromagnetic 
path” 
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8.  As a further example, claim 1 of the ’496 patent requires, 

A method for monitoring a parameter of a tire for a vehicle having 
a plurality of conductive components which form an 
electromagnetic path with first and second ends, the method 
comprising the steps of:  

generating a signal indicative of a parameter of the tire using a 
sensor disposed within the tire;  

transmitting the generated signal along the electromagnetic path by 
introducing the generated signal to the electromagnetic path first 
end wherein the electromagnetic path includes a ground plane of 
the vehicle;  

receiving a path signal at the electromagnetic path second end, the 
path signal being responsive to the generated signal; and  

monitoring the tire parameter by monitoring the path signal ... . 

(Emphasis added). 

9.  Claim 7 of the ’496 patent specifically requires,  

A system for monitoring a parameter of a tire for a vehicle, the 
system comprising: 

a sensor, disposed within the tire, for generating a signal indicative 
of the parameter of the tire; 

an electromagnetic path being formed of a plurality of conductive 
components of the vehicle including a ground plane of the vehicle, 
the electromagnetic path having first and second ends; 

a transmitter, in electrical communication with the sensor and with 
the electromagnetic path first end, for transmitting the generated 
signal along the electromagnetic path;  

a receiver, in electrical communication with the electromagnetic 
path second end, for receiving a path signal at the electromagnetic 
path second end, the path signal being responsive to the generating 
signal; and  

a monitor, in electrical communication with the receiver, for 
monitoring the tire parameter by monitoring the path signal ... . 

(Emphasis added). 
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10. And claim 17 of the ’496 patent further requires,  

A system for monitoring a parameter of a tire for a vehicle, the 
system comprising: 

a sensor, disposed within the tire, for generating a signal indicative 
of the pressure of the tire; 

an electromagnetic path being formed of a plurality of conductive 
components of the vehicle ground plane including a wheel rim for 
the tire, one or more wheel bearings for rotatably supporting the 
wheel on a non-rotating member, and the non-rotating member, 
the electromagnetic path having first and second ends; 

a transmitter, in electrical communication with the sensor and with 
the electromagnetic path first end, for transmitting the generated 
signal along the electromagnetic path; 

a receiver, in electrical communication with the electromagnetic 
path second end, for receiving a path signal at the electromagnetic 
path second end, the path signal being responsive to the generating 
signal; and  

a monitor, in electrical communication with the receiver, for 
monitoring the tire parameter by monitoring the path signal ... . 

(Emphasis added). 

11. In the specification of the ’496 patent, the inventors, Michael Handfield and Helene 

Laliberte, distinguished, and specifically disclaimed as their invention, automatic tire pressure 

monitoring systems including a communications link between the transmitter and receiver of the 

system that uses airwave signal transmission; for example, at col. 1, l. 27–col. 2, l. 8 of the ’496 

patent the inventors explained that: 

Prior art devices have attempted to resolve [the problem of 
operating tires at improper inflation levels] by providing an 
automatic tire pressure monitoring system for monitoring the 
pressure within the tires and providing an indication to the vehicle 
operator when one or more of the tires reaches a condition of 
improper inflation. One class of such tire pressure monitoring 
systems includes a tire pressure sensing apparatus as well as a 
transmitter contained within each of the tires. The tire pressure is 
monitored and transmitted to a central receiving unit which in turn 
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provides an indication to the vehicle operator. 

The use of airwave communications between the transmitter and 
receiver creates a host of problems.  With the transmitting unit 
wholly contained within a particular tire, relatively weak signals 
are transmitted since the transmitter must rely upon a battery as a 
source of power. Further, the metallic configuration of a vehicle 
frame and body is not generally conducive to the transmission of 
signals from the wheel wells of a vehicle to a centrally located 
monitor. Further, as the wheel rotates, a transmitted tire pressure 
signal is subjected to a doppler shift based upon this rotation if the 
transmitter antenna is not oriented in a fashion such that its center 
of mass lies along the axis of rotation of the wheel. 

(Emphasis added). 

12. In the specification of the ’496 patent, for example, at col. 2, l. 19–col. 3, l. 35, the 

inventors also specifically explained their claimed improvements over that prior art: 

A further object of the present invention is to provide a tire 
pressure monitoring system whereby the vehicle ground provides 
an electromagnetic path for RF signals between a tire pressure 
monitoring sensor located within a tire and a central receiving 
unit. 

... In carrying out the above objects, the present invention provides 
a method for monitoring a parameter of a tire for a vehicle having 
one or more conductive components which form an 
electromagnetic path with first and second ends.  

... In further carrying out the above objects, the present invention 
provides a system for monitoring a parameter of a tire for a 
vehicle.  

This system comprises a sensor, disposed within the tire, for 
generating a signal indicative of the parameter of the tire, an 
electromagnetic path being formed of a plurality of conductive 
components of the vehicle, the electromagnetic path having first 
and second ends, a transmitter, in electrical communication with 
the sensor and with the electromagnetic path first end, for 
transmitting the generated signal along the electromagnetic path, a 
receiver, in electrical communication with the electromagnetic path 
second end, for receiving a path signal at the electromagnetic path 
second end, the path signal being responsive to the generating 
signal, and a monitor, in electrical communication with the 
receiver, for monitoring the tire parameter by monitoring the path 
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signal.  

Moreover, in carrying out the above objects, the present invention 
provides a system for monitoring a parameter of a tire for a 
vehicle.  

The system comprises a sensor, disposed within the tire, for 
generating a signal indicative of the pressure of the tire, an 
electromagnetic path being formed of a plurality of conductive 
components of the vehicle including a wheel rim for the tire, one or 
more wheel bearings for rotatably supporting the wheel on a non-
rotating member, and the non-rotating member, the 
electromagnetic path having first and second ends, a transmitter, in 
electrical communication with the sensor and with the 
electromagnetic path first end, for transmitting the generated signal 
along the electromagnetic path, a receiver, in electrical 
communication with the electromagnetic path second end, for 
receiving a path signal at the electromagnetic path second end, the 
path signal being responsive to the generating signal, and a 
monitor, in electrical communication with the receiver, for 
monitoring the tire parameter by monitoring the path signal.  

(Emphasis added). 

13. Moreover, claims 1, 7 and 17 were amended by the inventors during prosecution of 

the ’496 patent, by an Amendment dated June 28, 1996, to specifically include the limitation 

“wherein the electromagnetic path includes a ground plane of the vehicle,” and the limitation “an 

electromagnetic path being formed of a plurality of conductive components of the vehicle 

including a ground plane of the vehicle,” and the limitation “an electromagnetic path being 

formed of a plurality of conductive components of the vehicle ground plane,” in order to 

overcome rejections by the patent examiner of the inventors’ claims as unpatentable over the 

prior art.   

14. In that same Amendment dated June 28, 1996, the inventors also argued that claims 

1, 7 and 17 of the ’496 patent were patentable because,  

One of the key features of Applicants’ invention is the use of an 
electromagnetic path which includes a plurality of conductive 
components of a vehicle.  Applicants have amended independent 
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claims 1, 7, and 17 to further indicate that the electromagnetic path 
includes the ground plane of the vehicle ... Applicants respectfully 
submit that none of the art of record discloses or suggests using 
conductive components of the vehicle to transmit a pressure or 
temperature signal as claimed by Applicants. 

(Emphasis added). 

15. Subsequently, in an Appeal Brief dated January 30, 1997, the inventors again 

argued that claims 1, 7 and 17 of the ’496 patent were patentable because,  

Neither of the references applied by the Examiner address the 
problem solved by Applicants’ invention: communicating a 
relatively weak signal from a sensor disposed within a pneumatic 
tire to a centrally located receiver ... There is no disclosure of an 
electromagnetic path which includes a plurality of conductive 
components in the ground plane of the vehicle as described and 
claimed by Applicants ... .  

Similarly, Merz ’208 also discloses a contactless transmission path.  
... a radio frequency transmitter is used to transmit signals to an 
operator station ... There is no disclosure of transmitting the signal 
along an electromagnetic path which includes a plurality of 
conductive components and also the ground plane of the vehicle. 

(Emphasis added). 

16. The VW and Audi products do not include, for example, an electromagnetic path 

which includes a plurality of conductive components in the ground plane of the vehicle as a 

communications link between a transmitter in a tire unit and a centrally located receiver for 

transmitting signals along the electromagnetic path, as required by the claims of the ’496 patent.  

Non-Infringement of the ’966 Patent 

17. In addition, the VW and Audi products do not include at least the following 

elements of the claims of the ’966 patent: 

“a programmable processor, in electrical communication with the 
sensor for determining status of the tire parameter by comparing the 
tire parameter to a selected threshold” 

“a transmitter, in electrical communication with the processor for 
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transmitting a status signal indicative of the status of the tire 
parameter along a first communications link” 

“a monitor, in communication with the first communications link, 
for monitoring the status of the tire parameter” 

“a remote controller, positionable for communication with the 
communication unit via a second communications link, for 
initiating the processor control command” 

 “a transmitter, in electrical communication with the sensor for 
transmitting the generated signal along a first communications link” 

“a monitor, in communication with the first communications link, 
for monitoring the tire parameter by receiving the generated signal” 

“a programmable processor, in electrical communication with the 
monitor for determining an alarm condition based upon the 
monitored tire parameter” 

“a remote controller, positionable for electrical communication with 
the communication unit along a second communications link, for 
initiating the processor control command” 

“a piezo-electric element, for supplying power to the transmitter 
independent of inflation pressure of the tire” 

“a capacitive element connected to the piezo-electric element for 
storing energy and providing power to the transmitter when the 
inflatable tire is stationary” 

18. As a further example, claim 1 of the ’966 patent specifically requires, 

A system for monitoring a status of a parameter of a tire for a 
vehicle, the system comprising:  

a sensor, disposed within the tire, for generating a signal indicative 
of the parameter of the tire independently of magnitude of the 
parameter;  
 
a programmable processor, in electrical communication with the 
sensor for determining status of the tire parameter by comparing 
the tire parameter to a selected threshold;  

a transmitter, in electrical communication with the processor for 
transmitting a status signal indicative of the status of the tire 
parameter along a first communications link;  
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a monitor, in communication with the first communications link, 
for monitoring the status of the tire parameter;  

a communication unit in electrical communication with the 
processor having a first receiver for receiving a processor control 
command; and  

a remote controller, positionable for communication with the 
communication unit via a second communications link, for 
initiating the processor control command. 

(Emphasis added). 

19. Claim 12 of the ’966 patent specifically requires, 

A system for monitoring a parameter of a tire for a vehicle, the 
system comprising: 

a sensor, disposed within the tire, for generating a signal indicative 
of the parameter of the tire;  

a transmitter, in electrical communication with the sensor for 
transmitting the generated signal along a first communications link;  
 
a monitor, in communication with the first communications link, 
for monitoring the tire parameter by receiving the generated signal;  
 
a programmable processor, in electrical communication with the 
monitor for determining an alarm condition based upon the 
monitored tire parameter;  

a communication unit in electrical communication with the 
processor having a first receiver for receiving a processor control 
command; and  

a remote controller, positionable for electrical communication with 
the communication unit along a second communications link, for 
initiating the processor control command. 

(Emphasis added). 

20. And claim 13 of the ’966 patent specifically requires, 

A system for monitoring a parameter of an inflatable tire for a 
vehicle, the system comprising:  

a sensor, disposed within the tire, for generating a signal indicative 
of the parameter of the tire;  
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a transmitter, in electrical communication with the sensor for 
transmitting the generated signal along a first communications link;  
 
a piezo-electric element, for supplying power to the transmitter 
independent of inflation pressure of the time;  

a capacitive element connected to the piezo-electric element for 
storing energy and providing power to the transmitter when the 
inflatable tire is stationary; and  

a monitor, in communication with the first communications link, 
for monitoring the tire parameter by receiving the generated signal. 

(Emphasis added). 

21. In the specification of the ’966 patent, the inventors, Michael Handfield and Helene 

Laliberte, again distinguished, and specifically disclaimed as their invention, automatic tire 

pressure monitoring systems including a communications link between the transmitter and 

receiver of the system that uses airwave signal transmission, as well as battery-powered 

transmitters, and pressure sensor-transmitter units within a tire that require dismounting of the 

tire for reprogramming or testing; for example, at col. 1, l. 27–col. 2, l. 8 of the ’966 patent the 

inventors explained that: 

Prior art devices have attempted to resolve this problem by 
providing an automatic tire pressure monitoring system for 
monitoring the pressure within the tires and providing an 
indication to the vehicle operator when one or more of the tires 
reaches a condition of improper inflation... .  

The use of airwave communications between the transmitter and 
receiver creates a host of problems... . 

The reliance upon a battery in these prior art systems provides a 
further problem, that of limited battery life. If a battery is installed 
in a tire pressure monitoring system within a tire, that battery will 
require replacement at some point which could require the 
dismounting of the vehicle tire from the wheel ... .  

A further problem with prior art tire pressure monitoring systems 
where a pressure sensor and transmitter unit is contained within a 
tire is that reprogramming or testing of the unit requires 

Case 2:08-cv-00405-TJW   Document 10    Filed 01/25/08   Page 11 of 46



 

 - 12 -  

dismounting of the tire. This is an inconvenient and expensive 
process. 

(Emphasis added). 

22. In the specification of the ’966 patent, for example, at col. 2, l. 19–col. 4, l. 15, the 

inventors also explained that: 

A further object of the present invention is to provide a tire 
pressure monitoring system whereby the vehicle ground provides 
an electromagnetic path for RF signals between a tire pressure 
monitoring sensor located within a tire and a central receiving 
unit.  

... An object of the present invention is also to provide a 
communication link between a detector/transmitter unit disposed 
within a tire and a remote controlling unit for storing the various 
parameters of the detector/transmitter unit, for reading the status 
and operational parameters of the unit, and for initiating a test of 
the sensor.  

... In carrying out the above objects, the present invention provides 
a method for monitoring a parameter of a tire for a vehicle having 
one or more conductive components which form an 
electromagnetic path with first and second ends.  

... In further carrying out the above objects, the present invention 
provides a system for monitoring a parameter of a tire for a 
vehicle.  

This system comprises a sensor, disposed within the tire, for 
generating a signal indicative of the parameter of the tire, an 
electromagnetic path being formed of a plurality of conductive 
components of the vehicle... .  

In carrying out the above objects, the present invention also 
provides a system for monitoring the status of a parameter of a tire 
for a vehicle.  

The system comprises a sensor, disposed within the tire, for 
generating a signal indicative of the parameter of the tire, a 
processor, in electrical communication with the sensor for 
determining the status of the tire parameter by comparing the tire 
parameter to a selected threshold, a transmitter, in electrical 
communication with the processor for transmitting a status signal 
indicative of the tire parameter status along a first communications 
link, a monitor, in communication with the first communications 
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link, for monitoring the status of the tire parameter, a 
communication unit in electrical communication with the 
processor having a first receiver for receiving a processor control 
command, and a remote controller, positionable for electrical 
communication with the communication unit along a second 
communications link, for initiating the processor control command. 

In addition, in carrying out the above objects, the present invention 
provides a system for monitoring a parameter of a tire for a 
vehicle.  

The system comprises a sensor, disposed within the tire, for 
generating a signal indicative of the parameter of the tire, a 
transmitter, in electrical communication with the sensor for 
transmitting the generated signal along a first communications link, 
a monitor, in communication with the first communications link, 
for monitoring the tire parameter by receiving the generated signal, 
a processor, in electrical communication with the monitor for 
determining an alarm condition based upon the monitored tire 
parameter, a communication unit in electrical communication with 
the processor having a first receiver for receiving a processor 
control command, and a remote controller, positionable for 
electrical communication with the communication unit along a 
second communications link, for initiating the processor control 
command.  

In carrying out the above objects, the present invention further 
provides a system for monitoring a parameter of an inflatable tire 
for a vehicle.  

The system comprises a sensor, disposed within the tire, for 
generating a signal indicative of the parameter of the tire, a 
transmitter, in electrical communication with the sensor for 
transmitting the generated signal along a first communications link, 
a piezo-electric element, for supplying power to the transmitter 
independent of the inflation pressure of the tire, a monitor, and in 
communication with the first communications link, for monitoring 
the tire parameter by receiving the generated signal.  

(Emphasis added). 

23. In addition, during prosecution of the application for the ’966 patent, in an 

Amendment dated October 19, 1995, the limitation “programmable processor” was added to 

original claims 24 and 35 (issued claims 1 and 12 of the ’966 patent) in response to a rejection of 
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the inventors’ claims as unpatentable over the prior art.  In the Amendment, the inventors also 

argued that these claims were patentable because the prior art did not describe a remote 

controller communicating with a programmable processor to exchange information such as a tire 

identification code, or to program the selected threshold: 

... Applicants have amended the claims to more particularly point 
out and distinctly claim that which they regard as their invention 
while also distinguishing over the prior art of record.  

Applicants' claims in this divisional application are directed toward 
a system for monitoring a parameter of a tire as described in detail 
on page 28 beginning at line 8 and extending through page 31, line 
14 [’966 patent, col. 12, l. 1–col. 13, l. 25].  

... Furthermore, Applicants' invention includes a remote controller 
which communicates with the programmable processor to 
exchange information such as a tire identification code, or to 
program the selected threshold.  

24. The claimed system for monitoring a parameter of a tire described on page 28 

beginning at line 8 and extending through page 31, line 14 of the application for the ’966 patent 

[’966 patent, col. 12, l. 1–col. 13, l. 25] referred to by the inventors in the Amendment of 

October 19, 1995, describes the detector/transmitter unit of the system, located in the tire, as 

including the programmable processor; for example, at col. 5, ll. 4-9 and col. 12, l. 1–col. 13, l. 

25, the inventors explained that: 

FIG. 7 presents a combination schematic/block diagram of one 
embodiment of the detector/transmitter unit of the tire parameter 
monitoring system of the present invention;  

FIG. 8 presents a block diagram of the supervisory link interface 
for the detector/transmitter of one embodiment of the present 
invention ... . 

Turning now to FIG. 7, a combination schematic/block diagram of 
a detector/transmitter unit 10 is presented. A detector processor 
logic array 200 is shown as a series of functional sub-blocks 212 
through 236 ... .  
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Induction coil 244 is placed so as to provide an inductively 
coupled communication link between induction coil 244 and a 
separate, remotely place [sic] coil. This inductive link provides a 
source of communication between the detector/ transmitter unit 10 
and a remote controller for remote controlling and monitoring of 
the unit. This inductive link 242 is connected to service detector 
222 of processor 200 via voltage doubling diodes 241.  

... Turning now to FIG. 8, a block diagram of the supervisory 
feature of the detector/transmitter unit 10 of the present invention 
is shown. Detector processor 200 is connected to detector ROM 
304 and detector RAM 306. Further, the processor 200 
communicates with a remote control device shown over 
supervisory link 300 via decoder/encoder 302. In the preferred 
embodiment, supervisory link 300 is implemented by the inductive 
link described in conjunction with FIG. 7. Unique 4-bit patterns 
initiate the functions of dumping and storing various system 
parameters including the tire number, transmitter unit ID number, 
and also including the various pressure and temperature thresholds 
and nominal values, if applicable. Further, remote control via the 
supervisory link may allow the user to change the controller 
configuration, for example, switch the processor from receiving 
inputs from one A to D converter to another. In addition, by remote 
control a test program could be initiated for determining whether 
or not the sensor or alternately the battery is operating properly.  

Moreover, via remote control the user could dump the system 
ROM or RAM or alternately store additional data in the system 
RAM. In addition, the remote user could dump additional system 
information including the vehicle number, the serial number, the 
production date of the software in the ROM or other system 
information. 

25. Moreover, in an Appeal Brief dated July 1, 1996, the inventors argued that their 

claims were patentable over the prior art because,  

Applicants disclose and claim a system for monitoring a pneumatic 
tire which includes a remote controller which communicates with a 
tire pressure and/or temperature sensor for exchanging various 
control commands with the processor of the sensor... .  

As described on page 3, lines 13–18, locating the pressure sensor 
and transmitter unit inside of the tire requires dismounting of the 
tire to reprogram or test the unit in prior art devices.   

As such, the present invention attempts to overcome these 
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programs [sic] found in prior art devices... .  

The present invention also provides a communication link between 
a remote controller and the detector/transmitter disposed within the 
tire so that dismounting of the tire for reprogramming or testing is 
no longer required ... . 

None of the references cited by the Examiner recognize the 
problem of programming a tire pressure and/or temperature sensor 
which is mounted within a pneumatic tire.  As such, none of the 
references cited by the Examiner teach or suggest a remote 
controller which may be used to exchange information with the 
sensor unit such as system parameters, thresholds, and the like ... .  

(Emphasis added). 

26. Also, during prosecution of the ’966 patent, in an Appeal Brief dated July 1, 1996, 

the inventors, arguing the reasons why application claim 36 of the ’966 patent was patentable 

over the prior art, stated, 

Because none of the art cited recognized the problem associated 
with prior art piezo-electric elements used in tire monitoring 
applications, none of them disclose or suggest a piezo-electric 
element which supplies power independent of inflation pressure by 
being mounted on a weighted member which vibrates when the tire 
spins and by including a capacitive element to store power for use 
when the tire is stationary.  

(Emphasis added). 

27. Subsequently, in an Amendment dated January 15, 1997, in response to a rejection 

of the inventors’ application claim 36 by the patent examiner as unpatentable over the prior art, 

the limitation “a capacitive element connected to the piezo-electric element for storing energy 

and providing power to the transmitter when the inflatable tire is stationary” was added by the 

inventors, and issued as ’966 patent claim 13.  In that January 15, 1997, Amendment, the 

inventors again stated that they were revising their claims “such that all of the pending claims are 

now believed to be allowable over the prior art of record.” 

28.  The VW and Audi products do not include, for example, an electromagnetic path 
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which includes a plurality of conductive components in the ground plane of the vehicle as a 

communications link between a transmitter in a tire unit and a centrally located receiver for 

transmitting signals along the electromagnetic path, as required by the claims of the ’966 patent. 

29. The VW and Audi products do not include, for example, a remote controller which 

communicates with a programmable processor in the detector/transmitter unit of a tire to 

exchange information such as tire identification code, or to program the selected threshold, as 

required by the claims of the ’966 patent. 

30. The VW and Audi products also do not include, for example, a piezo-electric 

element for supplying power to the detector/transmitter unit, including a capacitive element 

connected to the piezo-electric element for storing energy and providing power to the transmitter, 

as required by the claims of the ’966 patent. 

Non-Infringement of the ’516 Patent 

31. As another example, the VW and Audi products do not include at least the 

following elements of the claims of the ’516 patent: 

“a cylindraceous housing…, the housing including an elongate 
portion…, the housing also including a conductive portion, the 
elongate portion being sized to allow the conductive portion of the 
housing to contact the conductive wheel to allow transmission of 
the signal using the conductive wheel” 

“at least one conductive elastomeric seal surrounding a region of 
the elongate portion of the housing, the seal for contacting the 
conductive portion of the housing and the conductive wheel to 
provide an electric path therebetween ... .” 

“a cylindraceous housing…, the housing including an elongate 
portion…, the housing also including a conductive portion, the 
elongate portion being sized to allow the conductive portion of the 
housing to contact the conductive wheel to allow transmission of 
the signal using the conductive wheel as an antenna” 

32. As another example, claim 1 of the ’516 patent specifically requires, 
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Apparatus for monitoring inflation pressure of a pneumatic tire 
mounted on a conductive wheel, the apparatus comprising: a 
cylindraceous housing having a passage to allow air ingress and 
egress to and from the pneumatic tire, the housing including an 
elongate portion adapted for extension through an aperture of the 
wheel, the housing also including a conductive portion, the 
elongate portion being sized to allow the conductive portion of the 
housing to contact the conductive wheel to allow transmission of 
the signal using the conductive wheel ... . 

(Emphasis added). 

33. Claim 7 of the ’516 patent specifically requires, 

Apparatus for monitoring inflation pressure of a pneumatic tire 
mounted on a conductive wheel, the apparatus comprising:  
 
a cylindraceous housing having a passage to allow air ingress and 
egress to and from the pneumatic tire, the housing including an 
elongate portion adapted for extension through an aperture of the 
wheel, the housing also including a conductive portion, the 
elongate portion being sized to allow the conductive portion of the 
housing to contact the conductive wheel to allow transmission of 
the signal using the conductive wheel ... . 

(Emphasis added). 

34. And claim 10 of the ’516 patent specifically requires, 

a cylindraceous housing having a passage to allow air ingress and 
egress to and from the pneumatic tire, the housing including an 
elongate portion adapted for extension through an aperture of the 
wheel for threaded engagement with a valve cap, the housing also 
including a conductive portion, the elongate portion being sized to 
allow the conductive portion of the housing to contact the 
conductive wheel to allow transmission of the signal using the 
conductive wheel as an antenna ... . 

(Emphasis added). 

35. In the specification of the ’516 patent, the inventors, Michael Handfield and Helene 

Laliberte, distinguished, and specifically disclaimed as their invention, automatic tire pressure 

monitoring systems including a communications link between the transmitter and receiver of the 

system that does not use the vehicle wheel as an antenna for signal transmission; for example, at 
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col. 1, l. 65–col. 3, l. 4 of the ’516 patent the inventors explained that: 

A number of prior art devices have attempted to solve the problem 
of improperly inflated vehicle tires by providing an automatic tire 
pressure monitoring system. Typically, these systems monitor tire 
parameters, such as temperature and pressure, and provide an 
indication to the vehicle operator if any of the vehicle tires are 
improperly inflated or a potential safety hazard exists due to severe 
under inflation (which may be a flat tire or a blow-out). Many of 
the prior art systems provide a remote sensor within each of the 
tires in addition to a transmitter for transmitting a signal to a 
centrally located receiving unit. However, each of the prior art 
systems has succumbed to at least one of the many varied 
challenges imposed upon a sensor subjected to the incredibly harsh 
operating environment of a vehicle tire.  

A typical vehicle operating environment is not particularly 
amenable to the transmission and reception of digital or analog 
signals. Since the transmitter is often located entirely within a 
vehicle tire, powered by a battery separate from the vehicle battery, 
the receiver must be especially sensitive to the detection of 
relatively weak signals present in an electrically noisy milieu. 
Furthermore, the various electrically conductive components found 
on a typical vehicle may facilitate electrical communication but 
tend to hinder radio wave transmissions. For example, while a 
steel-belted tire resists penetration by sharp objects, a signal 
transmitted from within the tire maybe severely attenuated by 
those very same steel belts.  

Another problem associated with a transmitter disposed upon or 
within a vehicle tire is that rotation of a transmitting antenna 
induces a Doppler frequency shift in the transmitted signal if the 
antenna is not oriented with its center of mass along the axis of 
rotation of the vehicle tire. Thus, systems which utilize the valve 
stem of a tire as the transmitting antenna must provide complex 
detection circuitry to compensate for the Doppler shift. 
Alternatively, such systems may dramatically increase the 
redundancy of transmissions since much of the information will be 
filtered out as noise.  

... If a sensor is externally mounted, or has an externally mounted 
antenna, it is subjected to even greater requirements due to 
exposure to the elements including water, mud, snow, ice, and the 
like. Thus, an externally mounted component must resist 
contamination by dirt and debris while also functioning reliably 
under conditions adverse to radio frequency (RF) transmissions. 
For example, an externally mounted antenna should transmit a 
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detectable signal while immersed in water, snow, or mud, 
especially for commercial applications which frequently encounter 
such unfavorable conditions.  

36. In the specification of the ’516 patent, for example, at col. 3 l., 62–col. 4., l. 62, the 

inventors further explained that: 

Another object of the present invention is to provide a pneumatic 
tire monitoring system which utilizes a wheel rim as an antenna to 
communicate between a centrally located processing unit end 
remotely located vehicle tire sensing units.  

... In carrying out the above objects in addition to other 
unenumerated objects, the present invention provides a method for 
monitoring a parameter of a vehicle tire. The method comprises 
generating a signal responsive to a parameter of the tire and 
conditioning the generated signal for transmission from the 
conductive wheel. The method further comprises transmitting the 
conditioned signal via the conductive wheel so as to reduce a 
frequency shift induced by rotation of the wheel, receiving the 
transmitted signal, and monitoring the tire parameter by 
monitoring the received signal.  

(Emphasis added). 

37. During prosecution of the ’516 patent, the inventors specifically limited the claims 

of this patent to the use of a conductive wheel as an antenna for the transmission of a tire 

pressure signal.  More specifically, during prosecution, the inventors added the claim limitation 

“the housing also including a conductive portion, the elongate portion being sized to allow the 

conductive portion of the housing to contact the conductive wheel to allow transmission of the 

signal using the conductive wheel” to original claim 1, and to newly submitted claims 7 and 10, 

in an Amendment dated June 18, 1997, in response to the rejection by the patent examiner of 

original claim 1 as unpatentable over the prior art.  Moreover, in that Amendment, the inventors 

expressly stated that they were revising their claims “to more particularly point out Applicants’ 

invention ... .”. 

38. The VW and Audi products do not include, for example, a pneumatic tire 
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monitoring system which utilizes a conductive wheel rim as an antenna to communicate between 

a centrally located receiver and remotely located vehicle tire sensing units, as required by the 

claims of the ’516 patent. 

Invalidity of the Patent-In-Suit 

Invalidity of the ’496 Patent Over the Prior Art 

39. Claims 1, 7 and 17 of the ’496 patent were amended by the inventors during 

prosecution, by an Amendment dated June 28, 1996, to specifically include the limitation 

“wherein the electromagnetic path includes a ground plane of the vehicle,” and the limitation “an 

electromagnetic path being formed of a plurality of conductive components of the vehicle 

including a ground plane of the vehicle,” and the limitation “an electromagnetic path being 

formed of a plurality of conductive components of the vehicle ground plane,” in order to 

overcome rejections by the patent examiner of the inventors’ claims as unpatentable over the 

prior art.   

40. In that same Amendment dated June 28, 1996, the inventors also argued that claims 

1, 7 and 17 of the ’496 patent were patentable because,  

One of the key features of Applicants’ invention is the use of an 
electromagnetic path which includes a plurality of conductive 
components of a vehicle.  Applicants have amended independent 
claims 1, 7, and 17 to further indicate that the electromagnetic path 
includes the ground plane of the vehicle ... Applicants respectfully 
submit that none of the art of record discloses or suggests using 
conductive components of the vehicle to transmit a pressure or 
temperature signal as claimed by Applicants. 

41. Subsequently, in an Appeal Brief dated January 30, 1997, the inventors again 

argued that claims 1, 7 and 17 of the ’496 patent were patentable because,  

Neither of the references applied by the Examiner address the 
problem solved by Applicants’ invention: communicating a 
relatively weak signal from a sensor disposed within a pneumatic 
tire to a centrally located receiver.  Gerresheim et al. repeatedly 
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referred to a non-contact transfer or contactless transmission.  The 
non-contact transmission is used to communicate between the 
sensor which is located within the tire and a receiver located in 
close proximity.  The signals are then transmitted by ‘lines or 
conduits,’ presumably wires, to the central processor.  There is no 
disclosure of an electromagnetic path which includes a plurality of 
conductive components in the ground plane of the vehicle as 
described and claimer by Applicants.  In contrast, Applicants’ 
conductive components necessarily require contact as compared to 
contactless transmission as taught by Gerresheim et al... .  

Similarly, Merz ’208 also discloses a contactless transmission path.  
... a radio frequency transmitter is used to transmit signals to an 
operator station ... While the RF signal may pass through various 
components of the vehicle, the electromagnetic path is essentially 
free space.  The conductive components actually interfere with 
(alternate) the transmitted signal.  There is no disclosure of 
transmitting the signal along an electromagnetic path which 
includes a plurality of conductive components and also the ground 
plane of the vehicle. 

(Emphasis in original.)   

42. For example, the claims of the ’496 patent are invalid under 35 U.S.C. § 102 and/or 

§ 103 in view of the prior art, including, for example, U.S. Patent No. 5,231,872 to Bowler et al., 

issued on August 3, 1993 (“Bowler ’872 patent”).  The Bowler ’872 patent describes a tire 

monitoring system using conductive components of the vehicle including the vehicle ground 

plane for signal transmission.  See, e.g., col. 1 ll. 5–15 and col. 7 l. 56 – col. 8 l. 2. 

Invalidity of the ’516 Patent Over the Prior Art 

43. During prosecution of the ’516 patent, the inventors specifically limited the claims 

of this patent to the use of a conductive wheel as an antenna for the transmission of a tire 

pressure signal.  During prosecution, the inventors added the claim limitation “the housing also 

including a conductive portion, the elongate portion being sized to allow the conductive portion 

of the housing to contact the conductive wheel to allow transmission of the signal using the 

conductive wheel” to original claim 1, and added the same limitation to newly submitted claims 
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7 and 10, in an Amendment dated June 18, 1997, in response to the rejection by the patent 

examiner of original claim 1 as unpatentable over the prior art.  Moreover, in that Amendment, 

the inventors expressly stated that they were revising their claims “to more particularly point out 

Applicants’ invention ... .” 

44. The claims of the ’516 patent are also invalid under 35 U.S.C. § 102 and/or § 103 in 

view of the prior art, including, for example, U.S. Patent No. 4,717,905 to Morrison et al., issued 

on January 5, 1988 (“Morrison ’905 patent”).  The Morrison ’905 patent describes a system for 

monitoring tire pressure using a conductive wheel as an antenna for signal transmission.  See, 

e.g., col. 1 ll. 15–17 and col. 6 ll. 12–30. 

Invalidity of the ’966 Patent Over the Prior Art 

45. During prosecution of the application for the ’966 patent, in an Amendment dated 

October 19, 1995, the limitation “programmable processor” was added to original claims 24 and 

35 (issued claims 1 and 12 of the ’966 patent) in response to a rejection of the inventors’ claims 

as unpatentable over the prior art.  In the Amendment, the inventors also argued that these claims 

were patentable because the prior art did not describe a remote controller communicating with a 

programmable processor to exchange information such as a tire identification code, or to 

program the selected threshold: 

... Applicants have amended the claims to more particularly point 
out and distinctly claim that which they regard as their invention 
while also distinguishing over the prior art of record.  

Applicants' claims in this divisional application are directed toward 
a system for monitoring a parameter of a tire as described in detail 
on page 28 beginning at line 8 and extending through page 31, line 
14 [’966 patent, col. 12, l. 1–col. 13, l. 25].  

... Furthermore, Applicants' invention includes a remote controller 
which communicates with the programmable processor to 
exchange information such as a tire identification code, or to 
program the selected threshold.  
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46. Moreover, in an Appeal Brief dated July 1, 1996, the inventors argued that their 

claims were patentable over the prior art because,  

Applicants disclose and claim a system for monitoring a pneumatic 
tire which includes a remote controller which communicates with a 
tire pressure and/or temperature sensor for exchanging various 
control commands with the processor of the sensor... .  

As described on page 3, lines 13–18, locating the pressure sensor 
and transmitter unit inside of the tire requires dismounting of the 
tire to reprogram or test the unit in prior art devices.   

As such, the present invention attempts to overcome these 
programs [sic] found in prior art devices... .  

The present invention also provides a communication link between 
a remote controller and the detector/transmitter disposed within the 
tire so that dismounting of the tire for reprogramming or testing is 
no longer required ... . 

None of the references cited by the Examiner recognize the 
problem of programming a tire pressure and/or temperature sensor 
which is mounted within a pneumatic tire.  As such, none of the 
references cited by the Examiner teach or suggest a remote 
controller which may be used to exchange information with the 
sensor unit such as system parameters, thresholds, and the like ... .  

(Emphasis in original). 

47. Furthermore, the claims of the ’966 patent are invalid under 35 U.S.C. § 102 and/or 

§ 103 in view of the prior art, including, for example, the Bowler ’872 patent, which also 

describes a tire monitoring system including a programmable processor and a remote controller 

communicating with the programmable processor.  See, e.g., col. 1 ll. 5–15, col. 31 ll. 22–40, 

col. 31 l. 50 – col. 42 l. 45, and col. 36 l. 61 – col. 37 l. 54. 

48. Also, during prosecution of the ’966 patent, in an Appeal Brief dated July 1, 1996, 

the inventors, arguing the reasons why application claim 36 of the ’966 patent was patentable 

over the prior art, stated, 

Because none of the art cited recognized the problem associated 
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with prior art piezo-electric elements used in tire monitoring 
applications, none of them disclose or suggest a piezo-electric 
element which supplies power independent of inflation pressure by 
being mounted on a weighted member which vibrates when the tire 
spins and by including a capacitive element to store power for use 
when the tire is stationary.  

49. Subsequently, in an Amendment dated January 15, 1997, in response to a rejection 

of the inventors’ application claim 36 by the patent examiner as unpatentable over the prior art, 

the limitation “a capacitive element connected to the piezo-electric element for storing energy 

and providing power to the transmitter when the inflatable tire is stationary” was added by the 

inventors, and issued as ’966 patent claim 13.  In that January 15, 1997, Amendment, the 

inventors again stated that they were revising their claims “such that all of the pending claims are 

now believed to be allowable over the prior art of record.” 

50. Furthermore, the claims of the ’966 patent are invalid under 35 U.S.C. § 102 and/or 

§ 103 in view of the prior art, including, for example, U.S. Patent No. 4,163,208 to Merz, issued 

on July 31, 1979 (“Merz ’208 patent”).  The Merz ’208 patent describes a transmitter power 

supply for an automatic tire pressure monitoring system that is energized by tire rotation and 

includes a capacitive element for storing energy generated by the power supply for use by the 

transmitter. 

Invalidity of the ’496, ’516 and ’966 Patents  
for Indefiniteness and Non-Enablement 

51. The claims of the ’496, ’516 and ’966 patents are in addition invalid under 35 

U.S.C. § 112 as indefinite and as not being supported by an enabling patent specification.   

52. For example, the terms “first communications link,” “second communications link,” 

“communication,” “communications unit,” “monitor,” “monitoring” and “positionable” used in 

the claims of the ’496, ’516 and ’966 patents fail to meet the requirements of 35 U.S.C. § 112 

that “the specification shall contain a written description of the invention, and of the manner and 
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process of making and using it, in such full, clear, concise, and exact terms as to enable any 

person skilled in the art to which it pertains, or with which it is most nearly connected, to make 

and use the same, and shall set forth the best mode contemplated by the inventor of carrying out 

his invention” and that “the specification shall conclude with one or more claims particularly 

pointing out and distinctly claiming the subject matter which the applicant regards as his 

invention.”  

Unenforceability of the Patents-In-Suit 

53. 37 C.F.R. § 1.56 states that  

Each individual associated with the filing and prosecution of a 
patent application has a duty of candor and good faith in dealing 
with the [Patent and Trademark] Office, which includes a duty to 
disclose to the Office all information known to that individual to 
be material to patentability as defined in this section…. , 

and that, 

information is material to patentability when it is not cumulative to 
information already of record or being made of record in the 
application, and  

(1) It establishes, by itself or in combination with other 
information, a prima facie case of unpatentability of a claim; or  

(2) It refutes, or is inconsistent with, a position the applicant takes 
in: (i) Opposing an argument of unpatentability relied on by the 
Office, or (ii) Asserting an argument of patentability. 

54. The ’496, ’516 and ’966 patents are unenforceable for inequitable conduct because 

during prosecution of the applications leading to the issuance of those patents, Michael 

Handfield, Helene Laliberte, and/or their attorneys and agents, and/or others associated with the 

inventors, with their assignees or with persons to whom there was an obligation to assign the 

applications for the patents-in-suit, and who were substantively involved in the prosecution of 

the applications leading to issuance of the patents, breached their duty of candor and good faith 
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in dealing with the Patent and Trademark Office, and misled the Patent and Trademark Office, 

by failing to disclose to the Office all information known to those individuals to be material to 

patentability of the claims of the patents. 

55. U.S. Patent No. 5,231,872 to Bowler et al. issued on August 3, 1993 (“Bowler ’872 

patent”).  The Bowler ’872 patent describes a tire monitoring system using conductive 

components of the vehicle including the vehicle ground plane for signal transmission.  See, e.g., 

col. 1 ll. 5–15 and col. 7 l. 56 – col. 8 l. 2.  The Bowler ’872 patent also describes a tire 

monitoring system including a programmable processor and a remote controller communicating 

with the programmable processor.  See, e.g., col. 1 ll. 5–15, col. 31 ll. 22–40, col. 31 l. 50 – col. 

42 l. 45, and col. 36 l. 61 – col. 37 l. 54. 

56. U.S. Patent No. 4,163,208 to Merz issued on July 31, 1979 (“Merz ’208 patent”).  

The Merz ’208 patent describes a transmitter power supply for an automatic tire pressure 

monitoring system that is energized by tire rotation and includes a capacitive element for storing 

energy generated by the power supply for use by the transmitter. 

57. U.S. Patent No. 4,717,905 to Morrison et al. issued on January 5, 1988 (“Morrison 

’905 patent”).  The Morrison ’905 patent describes a system for monitoring tire pressure using a 

conductive wheel as an antenna for signal transmission.  See, e.g., col. 1 ll. 15–17 and col. 6 ll. 

12–30. 

Unenforceability of the ’496 and ’966 Patents – Bowler ’872 

58. The inventors named in the ’496 and ’966 patents, Michael Handfield and Helene 

Laliberte, and/or their attorneys and agents, and/or others associated with the inventors, with 

their assignees or with persons to whom there was an obligation to assign the applications for the 

patents-in-suit, were aware of the Bowler ’872 patent, and aware that Bowler describes a tire 
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monitoring system using conductive components of the vehicle including the vehicle ground 

plane for signal transmission, and a tire monitoring system including a programmable processor 

and a remote controller communicating with the programmable processor, during prosecution of 

the ’496 and ’966 patents. 

59. For example, during the prosecution of the parent application, serial no. 101,379, of 

the ’496 and ’966 patents, the inventors, in an Amendment arguing that the rejections of the 

patent examiner in that parent application, that claims describing the user interface for the tire 

pressure monitoring system described in the ’496 and ’966 patents were unpatentable over the 

Bowler ’872 patent, were incorrect, argued that “[a]pplicants respectively submit that Bowler, et 

al. do not disclose, either explicitly or implicitly, any of the five steps of Applicants' claimed 

method” for providing a user interface for a tire parameter monitoring system for a plurality of 

tires of a vehicle. 

60. Claims 1, 7 and 17 of the ’496 patent were amended by the inventors during 

prosecution, by an Amendment dated June 28, 1996, to specifically include the limitation 

“wherein the electromagnetic path includes a ground plane of the vehicle,” and the limitation “an 

electromagnetic path being formed of a plurality of conductive components of the vehicle 

including a ground plane of the vehicle,” and the limitation “an electromagnetic path being 

formed of a plurality of conductive components of the vehicle ground plane,” in order to 

overcome rejections by the patent examiner of the inventors’ claims as unpatentable over the 

prior art.   

61. In that same Amendment dated June 28, 1996, the inventors also argued that claims 

1, 7 and 17 of the ’496 patent were patentable because,  

One of the key features of Applicants’ invention is the use of an 
electromagnetic path which includes a plurality of conductive 

Case 2:08-cv-00405-TJW   Document 10    Filed 01/25/08   Page 28 of 46



 

 - 29 -  

components of a vehicle.  Applicants have amended independent 
claims 1, 7, and 17 to further indicate that the electromagnetic path 
includes the ground plane of the vehicle ... Applicants respectfully 
submit that none of the art of record discloses or suggests using 
conductive components of the vehicle to transmit a pressure or 
temperature signal as claimed by Applicants. 

(Emphasis added). 

62. Subsequently, in an Appeal Brief dated January 30, 1997, the inventors again 

argued that claims 1, 7 and 17 of the ’496 patent were patentable because,  

Neither of the references applied by the Examiner address the 
problem solved by Applicants’ invention: communicating a 
relatively weak signal from a sensor disposed within a pneumatic 
tire to a centrally located receiver ... There is no disclosure of an 
electromagnetic path which includes a plurality of conductive 
components in the ground plane of the vehicle as described and 
claimed by Applicants ... .  

Similarly, Merz ’208 also discloses a contactless transmission path.  
... a radio frequency transmitter is used to transmit signals to an 
operator station ... There is no disclosure of transmitting the signal 
along an electromagnetic path which includes a plurality of 
conductive components and also the ground plane of the vehicle. 

(Emphasis added). 

63. In addition, during prosecution of the application for the ’966 patent, in an 

Amendment dated October 19, 1995, the limitation “programmable processor” and other limiting 

language was added to original claims 24 and 35 (issued claims 1 and 12 of the ’966 patent) in 

response to a rejection of the inventors’ claims as unpatentable over the prior art.  In the 

Amendment, the inventors also argued that these claims were patentable because the prior art did 

not describe a remote controller communicating with a programmable processor to exchange 

information such as a tire identification code, or to program the selected threshold: 

... Applicants have amended the claims to more particularly point 
out and distinctly claim that which they regard as their invention 
while also distinguishing over the prior art of record.  
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Applicants' claims in this divisional application are directed toward 
a system for monitoring a parameter of a tire as described in detail 
on page 28 beginning at line 8 and extending through page 31, line 
14 [’966 patent, col. 12, l. 1–col. 13, l. 25].  

… Furthermore, Applicants' invention includes a remote controller 
which communicates with the programmable processor to 
exchange information such as a tire identification code, or to 
program the selected threshold.  

64. Moreover, in an Appeal Brief dated July 1, 1996, the inventors argued that their 

claims were patentable over the prior art because,  

Applicants disclose and claim a system for monitoring a pneumatic 
tire which includes a remote controller which communicates with a 
tire pressure and/or temperature sensor for exchanging various 
control commands with the processor of the sensor... .  

As described on page 3, lines 13–18, locating the pressure sensor 
and transmitter unit inside of the tire requires dismounting of the 
tire to reprogram or test the unit in prior art devices.   

As such, the present invention attempts to overcome these 
programs [sic] found in prior art devices... .  

The present invention also provides a communication link between 
a remote controller and the detector/transmitter disposed within the 
tire so that dismounting of the tire for reprogramming or testing is 
no longer required ... . 

None of the references cited by the Examiner recognize the 
problem of programming a tire pressure and/or temperature sensor 
which is mounted within a pneumatic tire.  As such, none of the 
references cited by the Examiner teach or suggest a remote 
controller which may be used to exchange information with the 
sensor unit such as system parameters, thresholds, and the like ... .  

65. The inventors, and/or their attorneys and agents, and/or others associated with the 

inventors, with their assignees or with persons to whom there was an obligation to assign the 

applications for the ’496 and ’966 patents, knew, or should have known, that Bowler was 

material to the patentability of the claims of the ’496 and ’966 patents, because it was not 

cumulative to information already of record or being made of record in the application for the 
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patents, and (1) it established, by itself or in combination with other information, a prima facie 

case of unpatentability of a claim of the patents; or (2) it refuted, or was inconsistent with, a 

position the inventors took in (i) opposing an argument of unpatentability relied on by the Patent 

Office, or (ii) asserting an argument of patentability; yet the inventors, and/or their attorneys and 

agents, and/or others associated with the inventors, with their assignees or with persons to whom 

there was an obligation to assign the applications for the patents, failed to point out the material 

teachings of the Bowler ’872 patent to the patent examiner, and furthermore deliberately hid 

those teachings during prosecution from the examiner, and thereby misled the patent examiner, 

with an intent to deceive the Patent and Trademark Office. 

Unenforceability of the ’966 Patent – Merz ’208 

66. The inventors named in the ’496 and ’966 patents, Michael Handfield and Helene 

Laliberte, and/or their attorneys and agents, and/or others associated with the inventors, with 

their assignees or with persons to whom there was an obligation to assign the applications for the 

patents-in-suit, were aware of the Merz ’208 patent, and aware that Merz describes a transmitter 

power supply for an automatic tire pressure monitoring system that is energized by tire rotation 

and a capacitive element for storing energy generated by the power supply for use by the 

transmitter, during prosecution of the ’496 and ’966 patents. 

67. During prosecution of the ’966 patent, in an Appeal Brief dated July 1, 1996, in 

which the inventors argued that the rejections of patent examiner, finding that application claim 

36 of the ’966 patent was unpatentable over the prior art, were incorrect, the inventors stated, 

Because none of the art cited recognized the problem associated 
with prior art piezo-electric elements used in tire monitoring 
applications, none of them disclose or suggest a piezo-electric 
element which supplies power independent of inflation pressure by 
being mounted on a weighted member which vibrates when the tire 
spins and by including a capacitive element to store power for use 
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when the tire is stationary.  

68. Subsequently, in an Amendment dated January 15, 1997, in response to a rejection 

of the inventors’ application claim 36 by patent examiner as unpatentable over the prior art, the 

limitation “a capacitive element connected to the piezo-electric element for storing energy and 

providing power to the transmitter when the inflatable tire is stationary” was added by the 

inventors, and issued as ’966 patent claim 13.  In that January 15, 1997 Amendment, the 

inventors again stated that they were revising their claims “such that all of the pending claims are 

now believed to be allowable over the prior art of record.” 

69. During prosecution of the ’496 patent, in an Appeal Brief dated January 30, 1997, 

in which the inventors argued that the rejections of the patent examiner, finding that the claims 

of the application for the ’496 patent were unpatentable over the prior art, were incorrect, they 

stated that the Merz ’208 patent describes 

... a tire pressure sensor which uses a radio frequency transmitter to 
transmit signals to an operator station. The transmitter receives its 
power from an electromagnetic coil energized by rotation of the 
vehicle's wheel. As disclosed in col. 3, lines 18-22, the Merz 
invention transmit signals from the tires to the operator station by 
means of radio frequency signals. The radio frequency transmitter 
is powered by rotation of the wheels such that batteries or 
electrical power is eliminated. 

70. The inventors, and/or their attorneys and agents, and/or others associated with the 

inventors, with their assignees or with persons to whom there was an obligation to assign the 

applications for the ’496 and ’966 patents, knew, or should have known, that Merz was material 

to the patentability of the claims of the ’966 patent, because it was not cumulative to information 

already of record or being made of record in the application for the patents, and (1) it established, 

by itself or in combination with other information, a prima facie case of unpatentability of a 

claim of the patents; or (2) it refuted, or was inconsistent with, a position the inventors took in (i) 
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opposing an argument of unpatentability relied on by the Patent Office, or (ii) asserting an 

argument of patentability; yet the inventors, and/or their attorneys and agents, and/or others 

associated with the inventors, with their assignees or with persons to whom there was an 

obligation to assign the applications for the patents, failed to point out the material teachings of 

the Merz ’208 patent to the patent examiner, and furthermore deliberately hid those teachings 

during prosecution from the examiner, and thereby misled the patent examiner, with an intent to 

deceive the Patent and Trademark Office. 

Unenforceability of the ’516 Patent – Morrison ’905 

71. The inventors named in the ’516 patent, Michael Handfield and Helene Laliberte, 

and/or their attorneys and agents, and/or others associated with the inventors, with their 

assignees or with persons to whom there was an obligation to assign the applications for the 

patents-in-suit, were aware of the Morrison ’905 patent, and that Morrison describes a system for 

monitoring tire pressure using a conductive wheel as an antenna for signal transmission, during 

prosecution of the application for the ’516 patent. 

72. During the prosecution of the parent application, serial no. 332,200, of the ’516 

patent, the inventors, in an Amendment arguing that the rejections of the patent examiner in that 

parent application, that claims describing the tire pressure monitoring system described in the 

’516 patent were unpatentable over the Morrison ’905 patent, were incorrect, argued that  

None of the references cited by the Examiner disclose a tire 
pressure monitoring system which transmits a signal via a 
conductive wheel, i. e. which use a conductive wheel as an 
antenna. While Morrison, Jr., et a1 ’905 recognized the problems 
associated with a rotating antenna (Column 6, lines 27-42) 
Morrison solved the problem using a loop antenna which is 
concentrically mounted with respect to the wheel.  

73. During prosecution of the ’516 patent, the inventors specifically limited the claims 

of this patent to the use of a conductive wheel as an antenna for the transmission of a tire 
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pressure signal.  During prosecution, the inventors added the claim limitation “the housing also 

including a conductive portion, the elongate portion being sized to allow the conductive portion 

of the housing to contact the conductive wheel to allow transmission of the signal using the 

conductive wheel” to original claim 1, and added the same limitation to newly submitted claims 

7 and 10, in an Amendment dated June 18, 1997, in response to the rejection by the patent 

examiner of original claim 1 as unpatentable over the prior art.  Moreover, in that Amendment, 

the inventors expressly stated that they were revising their claims “to more particularly point out 

Applicants’ invention ... .” 

74. The inventors, and/or their attorneys and agents, and/or others associated with the 

inventors, with their assignees or with persons to whom there was an obligation to assign the 

applications for the ’516 patent, knew, or should have known, that the Morrison ’905 patent was 

material to the patentability of the claims of the ’516 patent, because it was not cumulative to 

information already of record or being made of record in the application for the patent, and (1) it 

established, by itself or in combination with other information, a prima facie case of 

unpatentability of a claim of the patent; or (2) it refuted, or was inconsistent with, a position the 

inventors took in (i) opposing an argument of unpatentability relied on by the Patent Office, or 

(ii) asserting an argument of patentability; yet the inventors, and/or their attorneys and agents, 

and/or others associated with the inventors, with their assignees or with persons to whom there 

was an obligation to assign the applications for the patents-in-suit, failed to point out the material 

teachings of the Morrison ’905 patent to the patent examiner, and furthermore deliberately hid 

those teachings during prosecution from the examiner, and thereby misled the patent examiner, 

with an intent to deceive the Patent and Trademark Office. 
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The Second Texas Litigation 

75. On November 21, 2007, VW filed an Answer to MHL’s complaint in the Texas 

Case stating in detail the reasons why VW has not infringed any of the patents-in-suit; why the 

claims of the patents-in-suit are invalid; and why the patents-in-suit are unenforceable.   

76.  For example, in its Answer, VW explained, as described in more detail above, 

that the claims of the ’496 and ’966 patents describe the use of a ground-plane communications 

link composed of conductive components of a vehicle (not an airwave signal transmission link) 

between a tire-pressure sensor and a receiver; that the claims of the ’516 patent similarly 

describe a tire-pressure sensor that uses a conductive vehicle wheel or any other conductive 

component of a vehicle to transmit a signal; and that VW does not sell any tire-pressure sensor 

that uses such a ground-plane link or that uses a vehicle wheel to transmit a signal; instead, the 

tire-pressure sensors used in VW and Audi vehicles transmit signals using airwave links. 

77.  On November 27, 2007, defendant MHL filed another suit against VW and 

several other defendants in the United States District Court for the Eastern District of Texas, 

Marshall Division.  In its complaint, MHL again alleged that VW is infringing the ‘496 and ‘966 

patents-in-suit.  The action is now captioned MHL Tek, LLC v. Nissan Motor Co., et al., case no. 

2:07-cv-516 (the “Second Texas Case”). 

COUNT I 
UNFAIR COMPETITION  

UNDER MICHIGAN COMMON LAW 
 

78. VW realleges and incorporates herein the allegations of paragraphs 1 through 77 

above. 

79. Furthermore, the tire-pressure sensors that VW sells are publicly available.  Any 

interested person could obtain samples of these sensors at any authorized VW or Audi 
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dealership. 

80. None of the defendants examined a VW or Audi tire-pressure sensor before MHL 

filed suit against VW in the Texas Case, or in the Second Texas Case (the “Texas Cases”).  

81. Despite the fact that VW has not infringed any of the patents-in-suit, the claims of 

the patents-in-suit are invalid, and the patents-in-suit are unenforceable, for example, for the 

reasons stated in exemplary detail in paragraphs 7 through 74 above, and that none of the 

defendants examined a VW or Audi tire-pressure sensor before MHL filed suit against VW in 

the Texas Case, or in the Second Texas Case, MHL nevertheless deliberately publicized its 

accusations of infringement to customers and potential customers of the defendants in the Texas 

Cases, including customers and potential customers of VW.  For example, on November 28, 

2007, Portfolio Media, Inc. published an article on its IP LAW360 Web site discussing the Texas 

Cases based on an interview with MHL’s trial counsel, which included the following statements 

concerning the patents-in-suit and the Texas Cases: 

Car Cos. Hit With Suit Over Tire Monitoring Patents 

By Ron Zapata, ron.zapata@portfoliomedia.com 

Wednesday, Nov 28, 2007 --- A Michigan-based patent-holding 
company has sued several major auto makers, including Nissan 
Motor Co., Porsche AG and BMW of North America LLC, for 
allegedly infringing patents that are purportedly needed to meet 
new government regulations for tire monitoring systems. 

MHL Tek LLC filed the suit on Monday in a Texas federal court 
against Nissan, Porsche, BMW, Hyundai Motor Co., Kia Motors 
Corp., Audi AG, Isuzu Motors Ltd., Subaru of America Inc., 
Volkswagen AG and their respective subsidiaries. MHL asserted 
that the two patents cover tire pressure monitor systems, or TPMS. 

“The perceived damages are very large. All vehicles going forward 
will have to have TPMS systems, and many vehicles in the past 
have had them,” said David C. Doyle, an attorney for MHL Tek. 
“Twenty million vehicles sold in the U.S. will have these systems 
and each will have a system that is potentially subject to the 
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patents.” 

The suit seeks a permanent injunction from further alleged 
infringement and trebled damages. 

Doyle said the estimated damages in the case could be in the 
“hundreds of millions of dollars,” or more. He said MHL had 
previous discussions with one of the defendants regarding the 
patents prior to the suit which were not successful. Doyle would 
not comment on whether the company would assert the patents 
against other automakers. 

... The suit is an offshoot of another complaint filed by MHL Tek 
in July in the Eastern District of Texas against the same companies 
over the same patents, as well as three other tire monitoring 
patents. 

... The two patents asserted in the new and old suit are titled “tire 
monitoring via an electromagnetic path including the ground plane 
of a vehicle,” and method and system for monitoring a parameter 
of a vehicle tire.” 

Doyle said the patents are the “pioneering” and “key patents” in 
the TPMS field which cover both the sensors in tires that monitor 
pressure as well as the communication system that informs drivers 
about the tire conditions.  

“Tire monitoring systems have been identified by all safety 
agencies of the U.S. government associated with vehicles and 
highway safety as having a very important safety significance,” 
Doyle said. “These tire pressure monitoring systems are going to 
save thousands of lives and that's another reason I think these 
patents are very significant and very important.”  

...The patents in the latest suit are U.S. Patent Number 5,663,496 
and 5,741,966. 

82. The publicizing of the Texas Cases during the interview with Portfolio Media, Inc., 

and MHL’s statements that “[a]ll vehicles going forward will have to have [tire pressure 

monitoring systems];”  that “[t]wenty million vehicles sold in the U.S. will have these systems 

and each will have a system that is potentially subject to the patents;” that “[t]he perceived 

damages are very large;” and that its patents are “pioneering” and “key patents” covering tire 

pressure monitoring technology and “very significant and very important,” despite the fact that 
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none of the defendants examined a VW or Audi tire-pressure sensor before MHL filed suit 

against VW in either of the Texas Cases, were false, and misleadingly imply that MHL holds the 

exclusive rights to make, use and sell tire pressure monitoring systems and that none of the 

companies accused of infringement in the Texas Cases, including VW, could have designed 

around the asserted patents, despite earlier statements of Mr. Handfield and Ms. Laliberte more 

than a decade ago to the United States Patent and Trademark Office, during the prosecution of 

another patent both had applied for, that the field of tire pressure monitoring systems is a 

“relatively crowded” technical field, and despite being aware that VW has not infringed any of 

the patents-in-suit, that the claims of the patents-in-suit are invalid, and the patents-in-suit are 

unenforceable, for, among others, the reasons stated in paragraphs 7 through 74 above. 

83. In the Texas Cases and in its public statements, MHL has falsely accused and 

continues to falsely accuse VW and other companies of infringement of the patents-in-suit, and 

has misleadingly implied and continues to misleadingly imply by its statements that MHL holds 

the exclusive rights to make, use and sell tire pressure monitoring systems and that none of the 

companies accused of infringement in the Texas Cases, including VW, could have designed 

around the asserted patents, knowing of the falsity of those accusations and misleading nature of 

its assertions, and in bad faith, and not for any legitimate purpose but for the purpose of 

harassing VW and others, interfering with their business, and coercing them to accept a license 

under the patents-in-suit, and further deceiving a substantial number of automobile 

manufacturers, suppliers, and re-sellers, including customers and potential customers of VW,  

into believing that they need to obtain a license from MHL (or supply to or purchase from 

automobile manufacturers which have a license) in order to offer tire pressure monitoring 

systems.  On information and belief, Animatronics, McLaughlin, Handfield and Laliberte have 
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acted in concert with MHL and have knowingly acquiesced to the assertion by MHL of the 

patents-in-suit against VW.   

84. The assertion by MHL of these accusations that it knows to be objectively baseless 

and its misleading statements, in bad faith, are unfair methods of doing business that constitute 

unfair competition under the common law of the State of Michigan, involving substantial issues 

of patent law. 

85. As a result of the defendants’ unfair methods of doing business, VW has been 

injured and will continue to be injured, unless MHL is enjoined by this Court. 

COUNT II 
DEFAMATION AND TRADE DISPARAGEMENT  

UNDER MICHIGAN COMMON LAW 
 

86. VW realleges and incorporates herein the allegations of paragraphs 1 through 85 

above. 

87. MHL’s false and defamatory public statements concerning VW and its products, 

which MHL made in bad faith, and knew to be false, misleading, objectively baseless, and 

damaging to VW’s business, constitute defamation and trade disparagement under the common 

law of the State of Michigan, involving substantial issues of patent law. 

COUNT III 
ABUSE OF PROCESS  

UNDER MICHIGAN COMMON LAW 
 

88. VW realleges and incorporates herein the allegations of paragraphs 1 through 87 

above.  

89. MHL was incorporated in Texas shortly before it filed the Texas Case and for the 

sole purpose of enforcing the patents-in-suits in that State, even though the Texas Cases could 

have been filed in this district.  MHL's litigation was part of a scheme to institute and pursue, 
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willfully and in bad faith, multiple costly and objectively baseless patent infringement lawsuits 

against VW and numerous other automobile manufacturers, intended to coerce those 

manufacturers, and others, using the threat of costly and inconvenient litigation, to accept 

licenses under the patents-in-suit.  As part of its scheme, MHL deliberately publicized its 

baseless accusations of infringement and misleading statements to the public, including 

customers and potential customers of VW and the other defendants in the Texas Cases.  MHL’s 

actions constitute abuse of process under the common law of the State of Michigan, involving 

substantial issues of patent law. 

COUNT IV 
VIOLATION OF SECTION 43(a) OF  

THE LANHAM ACT, 15 U.S.C. § 1125(a) 
 

90. VW realleges and incorporates herein the allegations of paragraphs 1 through 89 

above.  

91. Furthermore, before any of the three patents-in-suit had issued, Handfield and 

Laliberte had assigned all of their rights in those patents to defendant Animatronics.  For 

example, on August 5, 1993, Michael Handfield and Helene Laliberte assigned all of their rights 

in United States Patent Application No. 08/101,379 (from which the ’496 and ’966 patents were 

obtained) to defendant Animatronics.  At the time Handfield and Laliberte assigned their patent 

rights to Animatronics, Handfield was the president of Animatronics. 

92. On November 1, 1993, Animatronics assigned right, title, and interest in the 

“inventions and discoveries” described in United States Patent Application No. 08/101,379 to 

defendant McLaughlin.  In the November 1, 1993, assignment agreement, Animatronics 

purported to retain rights to certain aspects of the technology described in United States Patent 

Application No. 08/101,379. 
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93. More than thirteen years later, on June 6, 2007, Handfield formed defendant MHL 

as a Texas LLC.  Handfield is MHL’s manager. 

94. On June 7 and July 6, 2007, Handfield and Laliberte signed documents in which 

they purported to assign each of the patents-in-suit (which they had previously assigned to 

Animatronics, and Animatronics had assigned to McLaughlin) to MHL.  In the Texas Cases, 

MHL claims to own all right, title, and interest in the patents-in-suit. 

95. However, because Handfield and Laliberte had assigned their rights in the patents to 

Animatronics (and Animatronics to McLaughlin) years before they purported to assign them to 

MHL, MHL does not have any right to assert the patents-in-suit.   

96. In its public statements, which entered interstate commerce through distribution on 

the internet, MHL has falsely accused and continues to falsely accuse VW of infringement of the 

patents-in-suit, when in fact, VW’s products do not infringe the patents-in-suit, and the patents-

in-suit are invalid and unenforceable. 

97. MHL has further misleadingly implied and continues to misleadingly imply by its  

statements that MHL holds the exclusive rights to make, use and sell tire pressure monitoring 

systems and that none of the companies accused of infringement in the Texas Cases, including 

VW, could have designed around the asserted patents, when in fact, MHL does not own the 

patents-in-suit, the patents-in-suit are invalid and unenforceable, and the field of tire pressure 

monitoring systems is a “crowded” technical field. 

98. MHL’s statements tend to deceive substantial segments of the general public into 

believing that VW’s products infringe the patents-in-suit, and are material and likely to influence 

the general public’s purchasing decisions concerning VW’s products. 

99. MHL’s statements further tend to deceive a substantial number of automobile 
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manufacturers, suppliers, and re-sellers, including customers and potential customers of VW, 

into believing that they need to obtain a license from MHL (or supply to or purchase from 

automobile manufacturers which have a license) in order to offer tire pressure monitoring 

systems, and are material and likely to influence their decision to obtain such a license. 

100. MHL knew of the falsity of those accusations and misleading nature of its 

statements, and acted in bad faith, and not for any legitimate purpose but for the purpose of 

harassing VW, and to create confusion, mistake and deception among a substantial segment of 

the intended audience, and interfere with VW’s business, and coercing it to accept a license 

under the patents-in-suit.  On information and belief, Animatronics, McLaughlin, Handfield and 

Laliberte have acted in concert with MHL and have knowingly acquiesced to the assertion by 

MHL of the patents-in-suit against VW.   

101. The assertion by MHL of accusations that it knows to be objectively baseless and 

its misleading statements, in bad faith, are unfair methods of doing business that constitute unfair 

competition under Section 43(a) under the Lanham Act, Title 15 U.S.C. § 1125(a).   

102. As a result of the defendants’ unfair methods of doing business, VW has been 

injured and will continue to be injured, unless MHL is enjoined by this Court. 

COUNT V 
DECLARATORY JUDGMENT OF NON-INFRINGEMENT 

 
103. VW realleges and incorporates herein the allegations of paragraphs 1 through 77 

above. 

104. There is an actual controversy between VW, on the one hand, and the defendants, 

on the other hand, as to infringement of the patents-in-suit.   

105. VW has not infringed and is not infringing any of the patents-in-suit, either literally 

or under the doctrine of equivalents.  Furthermore, the defendants are precluded under the 
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doctrines of disclaimer and prosecution history estoppel from asserting a scope for the claims of 

the ’496, ’516 and ’966 patents that would encompass any VW or Audi products. 

106. Pursuant to the Federal Declaratory Judgment Act, 28 U.S.C. § 2201 et seq., VW 

requests a declaration by the Court that it does not infringe any claim of the patents-in-suit, either 

directly, contributorily, or by inducement. 

COUNT VI 
DECLARATORY JUDGMENT OF PATENT INVALIDITY 

 
107. VW realleges and incorporates herein the allegations of paragraphs 1 through 77 

above. 

108. There is an actual controversy between VW, on the one hand, and the defendants, 

on the other hand, as to the validity of the patents-in-suit.   

109. The ’496, ’516 and ’966 patents are invalid for failing to comply with Title 35 of 

the Patent Laws of the United States, including but not limited to 35 U.S.C. §§ 102, 103 and 112. 

110. Pursuant to the Federal Declaratory Judgment Act, 28 U.S.C. § 2201 et seq., VW 

requests a declaration by the Court that the claims of the patents-in-suit are invalid. 

COUNT VII 
DECLARATORY JUDGMENT OF PATENT UNENFORCEABILITY 

 
111. VW realleges and incorporates herein the allegations of paragraphs 1 through 77 

above.  

112. There is an actual controversy between VW, on the one hand, and the defendants, 

on the other hand, as to the enforceability of the patents-in-suit. 

113. The ’496, ’516 and ’966 patents are unenforceable for inequitable conduct because 

during prosecution of the applications leading to the issuance of those patents, Michael 

Handfield, Helene Laliberte, and/or their attorneys and agents, and/or others associated with the 
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inventors, with their assignees or with persons to whom there was an obligation to assign the 

applications for the patents-in-suit, and who were substantively involved in the prosecution of 

the applications leading to issuance of the patents, breached their duty of candor and good faith 

in dealing with the Patent and Trademark Office, and misled the Patent and Trademark Office, 

by failing to disclose to the Office all information known to those individuals to be material to 

patentability of the claims of the patents. 

114. Pursuant to the Federal Declaratory Judgment Act, 28 U.S.C. § 2201 et seq., VW 

requests a declaration by the Court that the claims of the patents-in-suit are unenforceable.  

JURY DEMAND 

VW demands a trial by jury. 

PRAYER FOR RELIEF 

WHEREFORE plaintiff Volkswagen of America, Inc. respectfully requests that the Court 

enter judgment against defendants MHL Tek, LLC, Animatronics, Inc., McLaughlin Electronics, 

Inc., Michael Handfield and Helene Laliberte, including: 

a. an injunction prohibiting defendants from further engaging in unfair methods of doing 

business and unlawful and deceptive trade practices; including prohibiting defendant 

from making further false accusations and misleading statements concerning its patents 

and alleged infringement by plaintiff’s vehicles, and ordering defendants to have 

corrective statements published; 

b. a declaration that VW has not infringed, and is not infringing, the ’496 patent, the ’516 

patent, and the ’966 patent;  

c. a declaration that each of the claims of the ’496 patent, the ’516 patent, and the ’966 

patent are invalid; 
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d. a declaration that the ’496 patent, the ’516 patent, and the ’966 patent are 

unenforceable; 

e. an injunction prohibiting defendants from alleging infringement of the ’496 patent, the 

’516 patent, and the ’966 patent by VW; 

f. an award of damages VW has sustained, and that such damages be enhanced; 

g. an award of punitive damages; 

h. an award of defendant’s profits obtained by their unlawful acts; 

i. a declaration that this case is an “exceptional case” within the meaning of 35 U.S.C. 

§ 285 due to, inter alia, the above actions of defendants; 

j. an award of costs and attorneys fees and other expenses VW has been forced to incur; 

and 

k. such further relief as the Court may deem just and proper. 

    

 s/Catherine T. Dobrowitsky  
 Miller, Canfield, Paddock & Stone, P.L.C. 
 Attorneys for Plaintiff 
 150 West Jefferson, Suite 2500 
 Detroit, MI  48226 
 (313) 963-6420 
 dobrowitsky@millercanfield.com 
 (P63245) 

 
KENYON & KENYON LLP 
Michael J. Lennon 
Jeffrey M. Butler 
Mark A. Hannemann 
One Broadway 
New York, NY 10004 
Tel. 212-425-7200 
Fax 212-425-5288 

DATED:   January 25, 2008. 
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CERTIFICATE OF SERVICE 
 

I hereby certify that on January 25, 2008, I electronically filed 
  the foregoing document with the Clerk of the Court using the ECF 
  system. 
 

 s/Catherine T. Dobrowitsky 
 Miller, Canfield, Paddock & Stone, P.L.C. 
 150 West Jefferson, Suite 2500 
 Detroit, MI  48226 
 (313) 963-6420 
 (P63245) 
 dobrowitsky@millercanfield.com 
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