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IN THE UNITED STATES DISTRICT COURT
FOR THE SOUTHERN DISTRICT OF FLORIDA
F.L.A. ORTHOPEDICS, INC., a

Q=606 Y
Florida Corporation, -

Plaintiff, JUDGE:

i\
Magistrate: C“\’URAHAN‘
VS, -
MARK W. POWELL., an individual, and s
WILLIAM R. POST, an individual,
Defendants. VERIFIED COMPLAINT FOR
/ DECLARATORY JUDGEMENT

COMES NOW._ F.LA. ORTHOPEDICS, INC., (heremnafter “F.L.A. ORTHOPEDICS™)
and sues MARK W. POWELL (hercmafter "POWELL™) and WILLIAM R. POST

(“hereinafter POST™) alleging as follows:

INTRODUCTION

I This is, 1nter alia, an action for a declaratory judgment of invalidity and non-
mfringement by Plaintiff, F.L.A. ORTHOPEDICS, of United States Patent

5,887,591, 1ssued to Defendants, POWELL and POST.



Case 0:04-cv-60610-DLG Document 1 Entered on FLSD Docket 05/07/2004 Page 2 of 25

X9

tn

0.

PARTIES
Plaintiff, F.L.A. ORTHOPEDICS, is a Florida corporation, having its principal
place of business at 2881 Corporate Way, Miramar, Florida 33025.
Upon information and beliet, Defendant POWELL is an individual residing in
Arkansas.
Upon information and belicef, Defendant POST is an individual residing in West
Virginia.
POWELL and POST are the named inventors on U.S. Patent 5,887,591

(hereinafter The “S91 Patent™).

JURISDICTION AND VENUE
This Complaint arises under the Federal Declaratory Judgment Act (28 U.S.C. §
2201) and the patent laws of the United States, specifically, it is an action arising
under the acts of Congress relating to Patents 35 U.S.C. Sections 271, 281, et. seq.
This Court has jurisdiction over the subject matter of this action pursuant to 28
U.S.C. § 1338(a) relating to original jurisdiction with respect to patents, and
pursuant to 28 U.S.C. § 1331 for a federal question arising under the laws of the
United States.

Venue properly lies in this district pursuant to 28 U.S.C. § 1391(b)(2); Defendants’
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9.

wrongful assertion of a patent they knew or should have known to be invalid
occurred, in substantial part, in this venuc. Upon information and belief, both
POWELL and POST are subject to personal jurisdiction in this judicial district.
Upon information and belief, Defendants’ exclusive licensee does business in this
district on an ongoing and systematic basis and both Defendants’ and their licensee
attempted to enforce the improperly obtained patent in this district. Plaintiff’s

damage from Defendants’ tort occurred in this jurisdiction.

FACTS COMMON TO ALL COUNTS
The use of stock Ankle Foot Orthosis™ (AFO’s) and multi-purposc AFO™s as night
splints potentially curative to the plantar fasciitis condition was discovered in the
mid to late 1980's.
The seminal article on the use of night splints “The Use of Night Splints for
Treatment of Recalcitrant Plantar Fasciitis” was published in Foot & Ankle. Vol.
12, #3, December 1991.
AFO’s to be used in connection with the treatment of plantar fasciitis were brought
to market by several major manufacturers of orthopedic goods in the mid 1990's.
Upon information and belief, Orthomedics advertised and sold its “Stretch and
Heel Splint” since at least early 1995 or before. That AFO contained “metatarsal

foam pads for additional stretch on the Plantar Fascia.” Exhibit A.
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Upon information and beliet, the “Universal Plantar Fasciitis Orthosis™ by
Orthomerica Products Inc., which features a standard AFO with “foam wedges™ to
increase the plantar fasciitis stretch, was advertised and offered for sale in 1995.
Exhibit B.

Upon information and belief, POWELL and POST as doctors, lecturers and writers
in the field were familiar with the extant literature on the subject and with the
products on the market.

Defendants knew or should have known that the ‘591 Patent was invalid based on
the products available in the marketplace prior to their application, the existing
publications and/or cxisting patents.

Upon mftormation and beliet, the Provisional Application, Scrial No. 60/035,055,
upon which the “391 Patent is based, was tiled in January 1997, more than one (1)
year after the advertising and sales of the Orthomedics and Orthomerica AFO’s
featuring toe wedges for treatment of plantar fasciitis.

Upon information and belief, POWELL and POST exclusively licensed Alimed,
[nc. under the *591 Patent.

Upon information and belief, said exclusive licensee, actively markets its
orthopedic products in Florida, on an ongoing, systematic basis.

In January 2001, F.L.A. recetved a letter from President of Alimed, Inc., claiming

infringement of the ‘591 Patent by the HEALWELL Night Splint. Exhibit C.
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19.  President of F.L.A. promptly responded, asserting that the use of a toe wedge 1s
disclosed in prior art which pre-dates the *591 Patent. Exhibit D. F.L.A. asked
that they be advised within 14 days if the assertion of the ‘591 Patent was to be
maintained. No further response occurred.

20.  Defendants were on further notice of the invalidating prior art as a result of
F.L.As letter to Alimed.

21, InJanuary 2004, some of F.L.A.’s distributors received phone calls from
POWELL and POST’S attorneys seeking information on the manutacturer of the
HEALWELL Night Splint, the president’s name and the address.  This
mformation was provided. Exhibit E.

22, Notwithstanding Defendants” knowledge that F.L AL is the manufacturer and
supplicr ot the HEALWELL Night Splints, Defendants sent F.L.A."s dealers and
distributors cease and desist letters asserting infringement of the *591 Patent in
April 2004. Composite Exhibit F.

23, Deflendants™ contact of F.L.A.’s dealers and distributors is in bad faith given that
Defendants knew or should have known about the invalidating prior art.

24, This contact of dealers and distributors rather than the known source of the
allegedly infringing product is a harassment tactic engineered to interfere with
F.L.A’s relationships with its retailers and distributors.

25. The cease and desist letters demanded that the distributors cease and desist
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immediately and provide and accounting of sales and inventory.

26.  The letters stated that if the distributors did not respond within two (2) weeks of
the date of the letter “we will advise our client to take all available action to
remedy your past infringement and enjoin all future infringement under the ‘591
Patent.”

27.  The letters also purport to learn the identity of the manufacturer although that
information was previously provided.

28.  F.L.A. Orthopedics itself did not receive such a cease and desist letter, although
the Defendants were well aware that F.L.A. ts the manufacturer of the
HEALWELIL Night Splint and had all necessary contact information.

29. As a direct result of Defendants™ letters to F.L.A.’s distributors, F.L.A. had to
undertake to indemnify said distributors in the event of litigation.

As a result of the most recent cease and desist letters, F.L.A. has a current. real

‘od
=
Z

apprehension that Defendants will file suit against it.

COUNT |
DECLARATORY JUDGMENT FOR
PATENT INVALIDITY/NON-INFRINGEMENT

31, F.L.A. ORTHOPEDICS alleges and incorporates by reference, as if fully set forth
herein, all of the allegations contained in paragraphs [ - 30 of the Complaint.

32. By letters to F.L.A. ORTHOPEDICS’ dealers and distributors, dated April 19,

)
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2004, Defendants, though their attorneys, charged that F.L.A. ORTHOPEDICS®
sales of its HEALWELL Night Splint infringe U.S. Patent 5,887,591 (hereinafter
the **591 Patent”).

33, Said letters conclude with a threat to “take all available action to remedy [the] past
infringement and enjoin all future infringement under the ‘591 Patent” should
F.L.A. Orthopedics’s distributors fail agree to cease and desist within two (2)
weeks of the date of the letter.

34.  Plaintiff has a current, real apprehension and belief that Defendants will file suit
against it and/or its retailers in the near future if F.L.A. ORTHOPEDICS continues
to manufacture and sell the HEAT WET T Night Splint.

35 Asaresult of Defendants™ allegations contained in the April 19, 2004 letters, an
actual controversy now exists regarding the validity and/or intringement of the
‘591 Patent.

36.  Patent 5,887,591 is invalid for failing to meet one or more of the conditions of
patentability specified in Title 35 of the U.S. Code.

37.  Defendants’ Patent 1s pre-dated by publications and goods in the market place at
least one year before Defendants’ application for patent.

38.  No claims of the *591 Patent can be validly construed to be infringed by F.L.A.
ORTHOPEDICS® HEALWELL Night Splint, which is the equivalent of the carlier

market predecessors heretofore mentioned.
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WHEREFORE, Plaintiff, F.L.A. ORTHOPEDICS requests that judgement be entered
against POWELL and POST and in F.L.A. ORTHOPEDICS’ favor as follows:

(A) Declaring that United States Patent No. 5,887,591 is invalid and void in law;

(B) Declaring that United States Patent No. 5,887,591 is, as to each of the claims
therein, not infringed by the F.L.A. ORTHOPEDICS” HEALWELL Night Splint.

( C) Awarding reasonable attorney’s fees pursuant to 35 U.S.C. 285;

(D) Any other relief and awards that this Court may deem just and equitable.

COUNT I
PATENT MISUSE
39, F.LAORTHOPEDICS alleges and incorporates by reference, as if fully set forth
herein, all of the allegations contained in paragraphs 1 - 30 of the Complaint.

40.  F.L.A. had a business relationship with its distributor Advanced Brace concerning
the sale of the HEALWELL Night Splint.

41, Delendants knew or should have known that the *591 Patent is invalid based on
prior art, products on the market and publications available over one (1) year prior
to Defendants’ filing date.

42.  Defendants wrongfully asserted the *591 Patent against F.L.A.’s distributor.

43.  As aresult of Defendants’ unjustified threats to its distributor, Plaintiff was forced

to commit to indemnify the distributor.
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44,  The unlawlul, inequitable and intentional actions of Defendants may continue to
be ongoing as F.L.A. has numerous distributors and dealers and F.L.A. has no
adequate remedy at law to prevent future interference with business relationships.

WHEREFORE, Plaintiff, F.L.A. ORTHOPEDICS requests that judgement be entered

against POWELL and POST and in F.L.A. ORTHOPEDICS" favor as follows:

(A) Enjoin Defendants from further contacting F.L.A. Orthopedics dealers and
distributors with assertions of patent infringement.
(B) Requiring Defendants to issue a letter of retraction to counteract the effects of

the April 19, 2004 letter send to dealers and distributors of F.L.A.
£ ) Any other reliet and awards that this Court imay deeni just and equitable,

mcluding trebled monctary damages should Plaintift begin to suffer monctary losses as a

result of Defendants™ actions

COUNT 111
DECLARATORY JUDGMENT OF ESTOPPEL

45.  F.L.A. ORTHOPEDICS alleges and incorporates by reference, as if fully set torth
herein, all of the allegations contained in paragraphs 1 - 28 of the Complaint.

46.  The Defendants through misleading conduct, led F.L.A. to reasonably infer that
the Defendants did not intend to enforce the ‘591 Patent after the January 2001

correspondence.

9
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47.  F.L.A. relied on the silence following F.L.A.’s demand for a response within two
weeks to the January 2001 Ietter.

48.  Due to its reliance, F.L.A. will be materially prejudiced in that its profits from
sales of the HEALWELL Night Splint have incrcased in the last three and a half
years.

49, WHEREFORE, Plaintift, F.L.A. ORTHOPEDICS requests that judgement be
entcred against POWELL and POST and in F.L.A. ORTHOPEDICS’ favor as
follows:

(A) Declaring that Defendants arc estopped from pursuing their infringement claim
agamst B 1A Orthopedies and 1ts distributors.
(B) Any other rehiet and awards that this Court may deem just and equitable.

TRIAL BY JURY IS DEMANDED OF ALL ISSUES TO TRIABLE

Respectfully submitted,

N———

Lee Anne LeBlanc; Esquire

Fla. Bar No. 985,414

LAW OFFICE OF LEE ANNE LEBLANC
1835 E. Hallandale Beach Blvd. #344
Hallandale, FI. 33009

Telephone: (954) 646-1175

Fax Line: (954) 927-6077

e-mail: ipfirm@aol.com
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STATE OF FLORIDA )
SS
COUNTY OF BROWARD)

BEFORE ME. the undersigned authority, personally appeared E.G.
SLAUTTERBACK. who, after being duly sworn upon oath, deposes and says that I have
authorized and directed the filing of this action. that 1 have read the foregoing Veritied
Complaint and know the contents thereof, that I belief the same to be true of my own
knowledge, except as to matters therein stated to be alleged upon information and beliet.
and as to those matters, that [ have good faith beliet that they are true.

SWORN TO and subscribed before me, the undersigned authority. this 4th  Day
of' May. 2004.

E.G. Slautterback
President, F.LL.A. Orthopedics. Inc.
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8016 S A Qe Printed name of Notary Public

Mg

i Personally Known to Me or Gfroduced Identification.
Type of identification:_Aimse (£ .
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STRETCH AND HEEL SPLINT

Orthomedics’ Stretch and Heel is the
ideal splint for alleviating Plantar
Fasciitis, Achilles Tendinitis and other
lower extremity overuse injuries.
Easy to put on and adjust. it simplifies

treatment with unique features like:

Convenient. adjustable, velcro

stretch straps — no tools needed.

¢ ivietatarsai foam pads tor aaditional

stretch on the Plantar Fascia.

% Variable stretch adjustment allows

total ankle flexibility.

# The most efficient healing at the

lowest cost.

Available in S/M and M/L.
“For sub-acute and the Stretch and Heel Splint
chronic injuries,
daily use of the
Stretch and Heel
Splint, several min-
utes to overnight,

resolved discomfort
and disability.” Call Orthomedics. the

fits either foot — and comes
with Orthomedics’ guaran-
teed quality, fast turnaround
and outstanding service to

simplity your life as well.

Mol i Alleen, \LD V14 largest, most experienced

Ve Chieen i S

rehabilitation products

company in the country

— where the art of patient caring is
simply the best: 800-733-6999.

i
i
i
!
X

180 North San Gabriel Boulevard, Pasadena. California
PO. Box 5030 81107-0030. USA
Phone - 818 -796-8733 Fax: 818 -786-9913

PLAINTIFFS

'i—u o, 5113

S
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Stretch & Heel Night Splint

Orthomedics Stretch & Heel Night Splint, developed for the patient with Plantar Faciitis, is made to help alieviate this
condition, as well as other lower extremity overuse injuries. The splint design places a consistent stratch on the soft
tissue of the calf, achilles, and plantar fascia. The physiology of tendon/soft tissues show healing may occur more
efficiently under slight tension. Flexibility also improves, reducing risk factors common to re-injury.

Indications

o Plantar Fasciitis — acute to chronic states

o Calf strains/tight calf muscles - acute to recurrent episodes
o Achilles Tendinitis — sub-acute and chronic conditions
)

Post-operative contractures or stiffness

Features

o 10 degrees of dorsifiexion built into splint with the ability to adjust
the amount of stretch desired

o Foam buttresses can.be added to maximize Plantar Fascia stretch
2 Lightweight, comfcrtable to wear
0 Stretch velcro positioning straps secure splint to leg

o Available in two sizes, fit both maie & female

o Optional T-bar assembly, attaches to bottom of foot plate to
control rotation

o Comes compiete with two foamn buttresses and adhesive-backed
velcro to secure buttresses to foot plate

0 Also available in a neutral (90 degree) design

Stretch & Heel Night Splint & Foam Buttresses

Model Size Ladies’ Shoe Sizes Men’s Shoe Sizes
4J0271 Small/Medium Uptosize 9 Up 1o size 8
4J0272 Medium/Large 9 1/2 and larger 8 7z and arger
4J0276 T-Bar Assembly (one size)

6M0860 1 1/8" Foam Wedge Pad

6M0861 1 1/8” Half Circle Foam Pad J

Your Local Distributor is: 52704

PLAINTIFF'S

g

; )
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e




Case 0:04-cv-60610-DLG Document 1  Entered on FLSD Docket 05/07/2004 Page 14 of 25

Designed for maximum effectiveness, patient comfort and ™
compliance, the Universal Plantar Fasciitis Orthosis (UFO™)

incorporates a removable, washable Coolfoam™ liner that

actively wicks moisture away from the skin for enhanced

hygiene. UNIVERSAL PLANTAR FASCHTIS QRTHOSIS

The UFO™ is built with approximately 5° dorsiflexion, which
can then be increased to the desired degree through the foam
wedges included with each orthosis and positioning of the

bilateral dorsiflexion assist straps. Breatheable replaceable,

washable foam lining

Flexible one piece

plastic superstructure
Attractive embossed

webbing with padding
on tibial crest

Adjustable bilateral
dorsiflexion assist straps

Fadded strap for comfort

Fadded "open” calf area
for ventilation, better fit

Extended footplate

Fo

Adjustable heel orientation ——_ \;& k =
strap with easy-to-use )
Click 'n’ Close™ closure

UNIVERSAL SIZING - FITS LEFT OR RIGHT

Brace
Size Model No. Shoe Size Height
Small 3620 Men 5-7, Women -6 13»

A

: X _
Medium 3621 Men 7 1/2-10, Women 6 1/2+ 14” RTHOMRIC A

Large 3622 Men 10 1/2+ 15” 0 2

PRODUCTS,INC.

CALIFORNIA FLORIDA

800.637.4500 800.446.6770

.4501 Fax 800.638.9259

E-mail: orthomer@ix.netcom.com
hip:/ /www.orthomerica.com

For replacement liners add .01 suffix, (e.g. 3620.01)

PLAINTIFF'S
EXHIBIT

= mierg Mo $113
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KN\ AliMed inc.

297 High Street
Dedham, MA 02026 January 8, 2001

Mr. Slautterback
President

FLA Orthopedics, Inc.
2881 Corporate Way
Miramar, rl. 33027

Re: US Taicin 8588 7351

Dear Mr. Slautterback:

I have noticed in a recent issue of Biomechanics News that you are offering a Plantar
Fascutis Night Splint that seems to incorperate a toe wedge. This letter 1s te advise you that -
AliMed is the exclusive licensee of US Patent #5388 7391. Please note that the subiject patent
covers the use of'a tee wecge 1n conjunction with a nigh: splint.

It would appe:ar that there mighi be some coutlict witli this patent ared your product as
advertised m Biomechanies Magazine 1t 13 AliMezd7s policy to protect its patents righi
vigoiously

Also. we are very aware of the extreme costs ol intigation i wday s environment

Theretore. betore turning this matter over to our mitellectual property attorneys, [ would
be pleased to discuss the matter with you personally to see it we can resolve the issue.

May | hear from you within fourteen days of the date of this letter in order 10 mitigate any
further action.

Sincerely.

. / .
Jultan H. Uhé@dbmx
President

JHC/jmf

PLAINTIFF'S
EXHIBIT

C

(7813 329-2900 » tax: (781) 329-8392 » alimed.com
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F-L-A
— ORTHOPEDICS -
INC.

January 17, 2001

Mr. Julian H. Cherubini
Alimed® inc.

297 High Street
Dedham. MA 02026

Dear Mr. Cherubinti:

3

This is in regard to your letter of January 8, 2001 suggesting that FLA Orthopedics
infringes your U.S. Patent 5887591.

FI.A performed a patent review prior to producing its night splint product. The
use of a toe wedge is disclosed in much of the prior art which pre-date your
position. See Stano Patent 57996359 as but one cxample. urther, we are aware ol
product(s) on the market utilizing simitar wedges to ours which pre-date your
patent as well.

Please advise within fourteen (14) days that you contemplate no action against
FLA Orthopedics, Inc., in this matter.

Sincerely,

e
E.G. Slautterback
President

cc:  Lee Anne LeBlanc, Esquire

PLAINTIFF'S
EXHIBIT

D

2881 CORPORATE WAY - MIRAMAR, FLORIDA 33025 « TEL (305) 820-1900 - FAX: (305 820-1990 - WATS 800-826-2984
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DocOrtha.com

Confidential Memo

Date: January 26, 2004

To: File

From:  Charles ] Plesher k>

Subject: Telephone Call R ing Night Spluit Patent Infringement
cc: E. G. Slautterback - FLA Orthopedics, Inc.

On Tuesday moming, January 13, 2004, Judy picked up a telephone message from a woman named
Lynn at (304) 368-2022 asking for information on the HealWell Night Sphint, When Judy retumed the
call, she was asked the following:

Who manufactures the HealWell Night Splint? Judy replied FLA Orthopedics, Irc.
Name and address for the presidents of FLA Orthopedics, Inc. and DocOrtho.com

At this point Judy asked the woman why she needed this information and was told that she was calling
regarding a patent infringement. Judy piaced the call on hold, told me about it and I picked up the call |
asked how I could be of assistance. She said that she was asked (o obtain the name and address of the
presidents of DocOrtho.com and other companies that were sellmg the HealWell Night Splint. This
mformation wes necded because of a patent infringement. [ told ber that we did not manufacture the
product, just distributed it. She said that she was given a list of companies to call by her boss. She
asked if I was the president of DocOrtho.com. | replied that [ was the General Manager. She asked for
the spelling of my name and to confirm my mailing address. She said that a letter would be sent
regarding a patent infringement related to this product. I asked if she could shage the patent number that
wis being infringed. She told me that this information was in her hoss’s office and the door was locked.
1asked for the name of the law firm and was told Jackaon Kelly LP. [ asked where she was located and
was told Fairmont, WV. She asked if I knew the name of the president of FLA Orthapedics and the
address. I gave her Jerry’s name and the corporate address in Miramar. 1 asked if she could provide me
with any other informationregarding this matter and was told that a fetter from her boss would follow.

When I hung up the phone I noticed that it was just befors nvon (lunchtime). [ waited till just after 1:00
and called Jerry to fill him in on the phone call.

PLAINTIFF'S
EXHIBIT
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JACKSg#\ﬂQELLY

ATTORNEYS AT LAW & PLLC
1000 TECHNOLOGY DRIVE, SUITE 1310 « FAIRMONT, WYV 26554 - TELEPHONE: 304-368-2000 * TELECOPIER: 304-368-2020
www.jocksonkally.com
WRITER'S DIRECT DIAL
(304) 284-4109
WRITER'S E-MAIL ADDRESS
clondon@jacksonkelly.com

April 19, 2004

CERTIFIED MAIL - RETURN RECEIPT REQUESTED #7002 0510 0000 8102 7872

Advanced Brace
1619 W. Irving Blvd., Ste. 2
Trving, TX 75061-7226

Re:  U.S. Patent No. 5,887,591

Dear Sit/Madam:

Our clients, William Post and Mark Powell, recently learned that your company 1s
making, offering for sale and/or selling foot orthotic restraints which include all of the elements
of many of the claims of, and therefore infringe, their U.S. Patent No. 5,887,591 (the “'591
Patent”), a copy of which is enclosed. Also enclosed are copies from the websitcs www.ankle-
foot.com and www.bracesupport.com showing some of these infringing products manufactured
and/or sold by your company.

Specifically, your company’s products appear to infringe many if not all of the
Claims of the '591 Patent directed to a foot orthotic restraint that retains the foot and phalanges in
a predetermined dorsiflexion position and a method for treatment of recalcitrant plantar fasciitis.
The broadest claims of the patent are Claim !, for the product, and Claim 18, for the method,
each of which is recited below:

Claim 1: A restraint for retaining a generally planar foot in a
predetermined dorsiflexion position comprising:

o afoot plate;
¢ a lifting member located atop said foot plate; and

e means for attaching said foot plate to an underside of a
foot;

wherein said lifting member fixedly positions toes of the foot at a -
greater slope thao the generally planar underside of the foot.

Claim 18: The method for treatment of recalcitrant plantar fasciitis
comprising the steps of:

o placing a lifting member on a foot plate;

e strapping said foot plate to a bottom of f foot; and

Washingtan, DC. ¥ Denver. CO » Lexington. KY + Charleston. WV « Martinsburg WV « Wheeling. WV + Margantown, WV + New Martinsville, WV » Parkersburg, WY

FO339855 2 PLAINTIFF'S
4 EXHIBIT
CONRATE
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Advance Brace

April 19, 2004
Page 2

{F0339855.1)

» varying a degree of dorsiflexion of metatarsalphalangeal
joints by placing differently sized said lifting members
on said foot plate;

wherein said lifting member fixedly positions toes of the foot at a
greater slope than the generally planat underside of the foot.

P%%é9 é); 25
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From the pictures on the webpages, it is clear that your company’s products
include all of the elements of Claim 1 of the '591 Patent, and therefore infringe the broadest
claim of the patent. Furthermore, by selling these products to consumers, the company is
inducing infringement of the patent as the consumer, in using your company’s products, engages
in each of the steps of the method claimed in Claim 18 of the '591 Patent. Many if not all of the
remaining claims which are dependent on Claim 1 of the '591 Patent are similarly infringed by
your company’s products.

Title 35 of the United States Code, Section 271, defines the infringement of a
patented invention as encompassing any of the following actions:

(@) .. .whoever without authority makes, uses, offers to sell, or
sells any patented invention, within the United States, or imports
into the United States any patented invention during the term of the
patent therefor, infringes the patent.

(b) Whoever actively induces infringement of a patent shall be
liable ag an infringer.

(©) Whoever offers to sell or sells within the United States or
imports into the United States a component of a patented machine,
manufacture, combination, or composition, or a material or
apparatus for use in practicing a patented process, constituting a
material part of the invention, knowing the same to be especially
made or especially adapted for use in an infringement of such
patent, and not a staple article or commodity of commerce suitable
for substantial non-infringing use, shall be liable as a contributory
infringer. . .«.

o Whoever without authority supplies or causes to be
supplied in or from the United States all or a substantial portion of
the components of a patented invention, where such components
are uncombined in whole or in part, in such manner as to actively
induce the combination of such components outside of the United
States in a manner that would infringe the patent if such
combination occurred within the United States, shall be liable as an
infringer. '

2) Whoever without authority supplies or causes to be
supplied in or from the United States any component of a patented
invention that is especially made or especially adapted for use in
the invention and not a staple article or commodity of commerce
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suitable for substantial noninfringing use, where such component
is uncombined in whole or in part, knowing that such component is
so made or adapted and intending that such component will be
combined cutside of the United States in a manner that would
infringe the patent if such combination occurred within the United
States, shall be liable as an infringer. . . .

Title 35, Section 281 of the United States Code grants each patentee the rigbt and
remedy of a civil action for infringement of his patent, which includes the right to enjoin an
infringer (§ 283), and the right to receive from the infringer compensatory damages (no less than
a reasonable royalty) plus interest and costs, subject to trebling (§ 284), aud in exceptional cases,
attorneys’ fees (§ 285).

We demand that your company immediately cease and desist from further
infringement of our clients’ patent. Furthermore, we demand a complete accounting of all
infringing products sold by your company, and an accounting of all such products still in
inventory. Also, if your company is obtaining these products from another source, you must
identify the source so our client can take appropriate action.

If we do not hear from you by May 3, 2004, we will advise our client to take all
available action to remedy your past infringement and enjoin all future infringement under the

'591 Patent.

Sincerely,

Eric H. London
Enelosures

{F0339855.1)
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Plantar Fasciitis Night Splint

The HealWell Night Splint can be
used for the following conditions:
Plantar Fasciitis, Achilles

T endinitis, Plantarflexion
Contractures, Heel Spurs,

E quinous Conditions, Pronation

Syndromes, Muscle Tightening
and Runner's Cramp

The HealWell Night splint is designed to comfortably position the foot in a controlled
amount of dorsiflexion to provide a gentle stretch to the plantar fascia and Achilles Tendon.
This gentle stretch helps reduce the muscle contracture, inflammation and associated pain.
It has also been clinically proven to reduce symptoms of plantar fasciitis.

The HealWell Plantar Fasciitis Night Splint should not be used in the

following conditions:
= Plantarflexion Contracture Greater than 10 degrees
= Uncontrollable, Severe Plantarflexion Spasticity
» Weight Bearing Activities
Features of the Night Splint

Comfortably positions the foot in a controlled amount of domsiflexion (0°-10°)

Adustable bilateral dorsiflexion straps

Easy push lock buckes

Three strategically placed comfortable padded straps

Removable foam wedge provides additional toe extension

Removable C3 liner with Orthowick to help wick moisture into the Microban foam inner layer
Strong Kydex plastic helps prevent torquing at critical areas

liner is treated with Microban Antimicrobial Protection, an agent that is part of the liner's
molecular structure and helps to provide continuous control over the growth of certain odor and
stain causing acteria, yeast and fungi

» Lxghtwelght, low- proﬁle

» Made of spring-action plastic with ventilated calf area to allow for comfort and breathability

htte- /v hraceannnort cnm/nlantarfageiitic/healweall-enecial him AIRINA
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CERTIFIED MAIL — RETURN RECEIPT REQUESTED #7002 0510 0000 8102 7797

American Orthopedic Supports
21000 Boca Rio Road, Ste A-16
Boca Raton. FL 33433

Re:  U.S. Patent No. 5,887,591

Dear Sir/Madam:

Our clients, William Post and Mark Powell, recently learned that your company is
making, offering for sale and/or selling foot orthotic restraints which include all of the elements
of many of the claims of, and therefore infringe, their U.S. Patent No. 5,887,591 (the ‘'591
Patent”), a copy of which is enclosed. Also enclosed are copies from the websites:
www.plantarfasciitisbrace.com and www.americanorthopedics.com showing some of these
infringing products manufactured or sold by your company.

Specifically, your company’s products appear to infringe many if not all of the
Claims of the '591 Patent directed to a foot orthotic restraint that retains the foot and phalanges in
a predetermined dorsiflexion position and a method for treatment of recalcitrant plantar fasciitis.
The broadest claims of the patent are Claim 1, for the product, and Claim 18, for the method,
each of which is recited below:

Claim 1: A restraint for retaining a generally planar foot in a
predetermined dorsiflexion position comprising:

o afoot plate;
¢ alifting member located atop said foot plate; and

e means for attaching said foot plate to an underside of a
foot;

wherein said lifting member fixedly positions toes of the foot at a
greater slope than the generally planar underside of the foot.

Claim 18: The method for treatment of recalcitrant plantar fasciitis
comprising the steps of:

¢ placing a lifting member on a foot plate; BCAINTIEE'S
e strapping said foot plate to a bottom of a foot; and EXHIBIT

CoMPaTE
2

Washington, DC. » Denver, CO * Lexington, KY * Charlestan, WV * Martinsburg, WV « Wheeling, WV = Morgartown, WV » New Martnsvlle, WV ¢ Parkersburg, WV
{F0339910.1}
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claim of the patent.

e varying a degrec of dorsiflexion of metatarsalphalangeal
joints by placing differently sized said lifting members
on said foot plate;

wherein said lifting member fixedly positions toes of the foot at a
greater slope than the generally planar underside of the foot.

Page 23 of 2B
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From the pictures on the webpages, it is clear that your company’s products
include all of the elements of Claim 1 of the '591 Patent, and therefore infringe the broadest

Furthermore, by selling these products to consumers, the company is

inducing infringement of the patent as the consumer, in using your company’s products, engages
in each of the steps of the method claimed in Claim 18 of the '591 Patent. Many if not all of the
remaining claims which are dependent on Claim 1 of the 'S91 Patent are similarly infringed by
your company’s products.

Title 35 of the United States Code, Section 271, defines the infringement of a
patented invention as encompassing any of the following actions:

{F0339910.1)

(a) . . .whoever without authority makes, uses, offers to sell, or
sells any patented invention, within the United States, or imports
into the United States any patented invention during the term of the
patent therefor, infringes the patent.

(b) Whoever actively induces infringement of a patent shall be
liable as an infringer.

(c) Whoever offers to sell or sells within the United States or
imports into the United States a component of a patented machine,
manufacture, combination, or composition, or a material or
apparatus for use in practicing a patented process, constituting a
material part of the invention, knowing the same to be especially
made or especially adapted for use in an infringement of such
patent, and not a staple article or commodity of commerce suitable
for substantial non-infringing use, shall be liable as a contributory
infringer. . . .

® @ Whoever without authority supplies or causes to be
supplied in or from the United States all or a substantial portion of
the components of a patented invention, where such components
are uncombined in whole or in part, in such manner as to actively
induce the combination of such components outside of the United
States in a manner that would infringe the patent if such
combination occurred within the United States, shall be liable as an
infringer.

(2)  Whoever without authority supplies or causes to be
supplied in or from the United States any component of a patented
invention that is especially made or especially adapted for use in
the invention and not a staple article or commodity of commerce
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suitable for substantial noninfringing use, where such component
is uncombined in whole or in part, knowing that such component is
so made or adapted and intending that such component will be
combined outside of the United States in a manner that would
infringe the patent if such combination occurred within the United
States, shall be liable as an infringer. . . .

Title 35, Section 281 of the United States Code grants each patentee the right and
remedy of a civil action for infringement of his patent, which includes the right to enjoin an
infringer (§ 283), and the right to receive from the infringer compensatory damages (no less than
a reasonable royalty) plus interest and costs, subject to trebling (§ 284), and in exceptional cases,
attorneys” fees (§ 285).

We demand that your company immediately cease and desist from further
infringement of our clients’ patent. Furthermore, we demand a complete accounting of all
infringing products sold by your company, and an accounting of all such products still in
inuentory. Also, if your company is obtaining these products from another source, you must
identify the source so our client can take appropriate action.

If we do not hear from you by May 3, 2004, we will advise our client to take atl
available action to remedy your past infringement and enjoin all future infringement under the

‘591 Patent.

Sincerely,

Eric H. London
Enclosures

{F0339910.1}
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