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Tina M. Pivonka, CSB #090268

MULVANEY, KAHAN & BARRY e L
401 West A Street, 17th Floor ' g .
San Diego, CA 92101-7994 Ok JUiv 2l PHI2: 12
Telephone: 619 238-1010 T 0 e niar ey
Facsimile: 619 238-1981 “ew it ST e CALFCRRG
Attorneys for Plaintiff PHOENIX FOOTWEAR e 0EPL
GROUP, INC. Y
UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF CALIFORNIA /
PHOENIX FOOTWEAR GROUP, INC., CASE NO
a Delaware corporation, '04CV 12 Ul JM (RBB)
. COMPLAINT FOR PATENT
Plaintiff, INFRINGEMENT
V.
MARK TUCKER, INC., a New York [DEMAND FOR JURY TRIAL]

corporation; SAKS INCORPORATED, a
Tennessee corporation; SAKS &
COMPANY, a New York corporation;
SACKS FIFTH AVENUE
ENTERPRISES, INC., a New York
corporation; SEARS, ROEBUCK AND
CO., a New York corporation; and
DOES 1 through 20, inclusive,

Defendants.

Plaintiff PHOENIX FOOTWEAR GROUP INC. ("Phoenix Footwear") alleges as
follows:
PARTIES
1. Plaintiff Phoenix Footwear is a Delaware corporation having its principal
place of business at 5759 Fleet Street, Suite 220, Carlsbad, California 92008.
2. Upon information and belief, De}endant MARK TUCKER INC. ("Mark
Tucker"} is a New York corporation having places of business at 1 Penn Plaza, Suite

1602, New York, New York 10119-1603, and 2525 Main Street, Santa Monica,
California 90405, I
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3. Upon information and belief, Defendant SAKS INCORPORATED ("Saks
Inc.") is a Tennessee corporation having its principal place of business at 750
Lakeshore Parkway, Birmingham, Alabama 35211.

4, Upon information and belief, Defendant Saks & Company ("Saks & Co.")
is @ New York corporation having a place of business at 12 East 49th Street, 19th Floor,
New York, New York 10017.

5. Upon information and belief, Defendant SAKS FIFTH AVENUE
ENTERPRISES, INC. ("SFAE") is a New York corporation having a place of business at
12 East 49th Street, 19th Floor, New York, New York 10017.

6. Upon information and belief, Defendant SEARS, ROEBUCK AND CO.
("Sears") is a New York corporation having its principal place of business at 3333

Beverly Road, Hoffman Estates, lllinois 60179.
JURISDICTION

7. This is an action for patent infringement under Title 35 of the United States
Code, Chapter 28, Section 271 for patent infringement. This Court has jurisdiction over
this civil action under Title 28 of the United States Code, Chapter 85, Sections 1331 and
1338.
VENUE

8. Venue is proper in this judicial district by virtue of Title 28 of the United
States Code, Chapter 87, Sections 1391 and 1400, in that, upon information and belief,
this is a district in which defendants Mark Tucker, Saks Inc., Saks & Co., SFAE, and
Sears are subject to personal jurisdiction and therefore reside.

FIRST COUNT

(Patent Infringement)

9. United States Letters Patent No. 6,675,501 ("the '501 patent"), entitled
"Insole Construction for Footwear,” duly and legally issued to Wilhelm Pfander on
January 13, 2004. A copy of the '501 patent is attached hereto as Exhibit A.

1
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10. The '501 patent is valid and in full force and effect, and products produced
under the claims of the '501 patent have enjoyed substantial commercial success and
recognition in the trade.

11.  Phoenix Footwear is the owner of all rights, title and interest in the ‘501
patent.

12. Mark Tucker has infringed, and continues to infringe, the ‘501 patent
directly, contributorily andfor by inducement by making, using, offering to sell, selling
andfor importing into the United States without authority products that embody the
inventions claimed in the '501 patent, literally or by equivalents.

13.  Upon information and belief, Mark Tucker's infringement of the '501 patent
has been willful and will continue unabated unless enjoined by this Court.

14.  Saks Inc. has infringed, and continues to infringe, the '501 patent directly,
contributorily and/or by inducement by making, using, offering to sell, selling and/or
importing into the United States without authority products that embody the inventions
claimed in the '501 patent, literally or by equivalents.

15.  Upon information and belief, Saks Inc.'s infringement of the '501 patent
has been willful and will continue unabated unless enjoined by this Court.

16. Saks & Co. has infringed, and continues to infringe, the ‘501 patent
directly, contributorily and/or by inducement by making, using, offering to sell, selling
and/or importing into the United States without authority products that embody the
inventions claimed in the '501 patent, literally or by equivalents.

17.  Upon information and belief, Saks & Co.'s infringement of the '501 patent
has been willful and will continue unabated unless enjoined by this Court.

18.  SFAE has infringed, and continues to infringe, the '501 patent directly,
contributorily and/or by inducement by making, using, offering to sell, selling and/or
importing into the United States without authority products that embody the inventions
claimed in the '501 patent, literally or by equivalents.

i
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19.  Upon information and belief, SFAE's infringement of the '501 patent has
been willful and will continue unabated unless enjoined by this Court.

20. Sears has infringed, and continues to infringe, the ‘501 patent directly,
contributorily and/or by inducement by making, using, offering to sell, selling and/or
importing into the United States without authority products that embody the inventions
claimed in the '501 patent, literally or by equivalents.

21.  Upon information and belief, Sears' infringement of the '501 patent has
been willful and will continue unabated unless enjoined by this Court.

22.  Phoenix Footwear has been damaged and irreparably injured by
defendants’ infringing activities and will continue to be so damaged and irreparably
injured unless defendants' infringing activities are enjoined by this Court.

WHEREFORE, Plaintiff PHOENIX FOOTWEAR GROUP, INC. demands:

a. An injunction against defendants enjoining each from continued
infringement of the ‘501 patent;

b. An award to Phoenix Footwear of damages, not less than a
reasonable royalty and including prejudgment interest, adequate to fully
compensate Phoenix Footwear for the defendants' infringement of the '501
patent complained of herein, together with interest and costs as affixed by the
Court, pursuant to 35 U.S.C. § 284,

c. An award to Phoenix Footwear of exemplary damages and
attorneys fees from defendants pursuant to 35 U.S.C. §§ 284 and 285; and,

d. Such other and further relief as this Court deems just and proper.
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JURY DEMAND

, 2004

GEN.800.120370.1

Pursuant to Rule 38(b) of the Federal Rules of Civil Procedure and the 7th
Amendment to the Constitution of the United States, Phoenix Footwear demands a trial

by jury of all issues triable as of right by jury in the above action.

MULVANEY, KAHAN & BARRY

s Ci/ P

TiRa M. Pivonka
Attorneys for Plaintiff PHOENIX
FOOTWEAR GROUP, INC.

JOSEPH S. PRESTA

FRANK P. PRESTA

JONATHON T. REAVILL

NIXON & VANDERHYE P.C.
1100 North Glebe Road, 8th Floor
Arlington, Virginia 22201-4714
Teiephone: (703) 816 4000
Facsimile: (703) 816 4100

Attorneys for Plaintiff
PHOENIX FOOTWEAR GROUP INC.

COMPLAINT FOR PATENT INFRINGEMENT
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a» United States Patent o) Patent No.:  US 6,675,501 B2
Pfander s) Date of Patent: *Jan. 13, 2004
|
{54) INSOLE CONSTRUCTION FOR FOOTWEAR 3252231 A 5/1966 Gilkerson
341873t A 121968 Anciaux
(75) Inventor: Wilhelm Pfander, Brewer, ME (US) 4223455 A * 9/1980 Vermeulen |
4,674,203 A * 6&/1987 Goller
(73) Assignee: Phoenix Footwear Group, Inc., Old 4733483 A 31988 Lin !
' 4999931 A * %1991 Vermenien
. o
(*) Notce:  This patent issued on a cominued pros- gggg&g 2 . ;ﬁgg; gxiwy el
ecution appllcauon filed under 37 CFR 5222311 A 61953 Lin
1.53(d), and is subject to the iwenty year 5233767 A * 81993 Kramer
patent term provisions of 35 U.S.C. 5255451 A 10/1993 Tongetal,
154(a)(2). 5400526 A * V1595 Sessz
5542196 A #1996 Kantro
" Subject to any disclaimer, the term of this 5619,809 A * 41997 Sessa
patent is extended or adjusted under 35 g;%g:; 2 . ;:;ggg l:;‘:“fm
S.C 154 . 4199, yris
U.S.C. 134(b) by 195 days 5815949 A * 10/1998 Sessa
5845418 A 12/1998 Chi
(21) Appl. No.: 09/360,155 5,983,524 A * 11/199% Polegaio
(22) Filed:  Jul. 26, 1999 _ * cited by examines
(65) Prior Publication Data
Primary Examiner—Anthony D. Stashick
US 2001/0001905 A1 May 31, 2001 - (14) Attorney, Agent, or Firm—Nixon & Vanderhye, P.C,,
(51} Int. CL7 wvcvorvisvereinnn. A43B 13/18; A43B 13/38;  Frank P. Presta
A43B 13/20; A6IF 5/14
(52) US. Clh oo 36028, 3604; 3673 B, O ABSTRACT
36/141; 36/30 R An insole construction for footwear comprising a base
(58) Field of Search .o 36/11.5, 44, 43, member, an intermediate member formed of a soft fpam and

36/28,30R, 29,31,3R,3 B,25R, 7.5,  having a plurality of substantally uniformly spaced raised
78,141  cushioning elements on the upper surface therecf, and a
flexible cover member surrounding the intermediale mem-

(56) References Cited ber and extending bencath the base member. The interme-

diate member preferably is formed of a foam such as

US. PATENT DOCUMENTS polyurethane foam having a density rating of approximately

578,794 A N1B97 Wamer 60-90. The raised cushioning elements are of a height of

895,950 A ®&/1908 Voo Brachi approximately 6 millimeters above the upper surface of the

1540430 A 6/1925 Sims intermediate member and are spaced approximaiely 10-30

1931300 A 11/1934 Berg millimeters from each other. The thickness of the interme-
2164877 A 71939 Le Clair digte member is approximately 6 millimeters.

2,184,637 A * 3/1940 Burger
2,237,190 A 4/194) McLeod

2457944 A * 1/1949 Viastos 16 Claims, 4 Drawing Sheets
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{a

US 6,675,501 B2

1
INSOLE CONSTRUCTION FOR FOOTWEAR

BACKGROUND

The present {nvention relates generally 1o an insole con-
struction for footwear and, more panicularly, to such an
insole construction which provides increased comfort and
support for the fuat of the wearer.

Recent efforts t provide footwear which is both com-
foriable and anatomeally beneficial to the wearer have

“resulted in many concepts having varying degress of effec-
tiveness. Most of these concepis are merely variations of
other concepts which have been around for years.
Hisworically, there have been a wumber of awempts W
jserease the cushioning and support of footwear by making
modifications 1o the insole or midsole, These altempts have
been subject to one or mose of the following disadvaniages:

1. They have been complicated in constructon;

2. They have been difficult to manufarmre;

3. They have been expensive 1o manufacture;

4. They have not been dusable;

5. They have got been sulficiendy comfortable; and,

§. They have not provided adequate support and stability
for the foot of the wearer,

The insole caustruction of the present invention is not
subject ta any of the above listed disadvantages and provides

§

0

i5

advantages which have not been achieved in prior fostwezs

gonstructions,

SUMMARY OF THE INVENTION

The insgle constructon of the present inventon com.
prises a velatively flat, flexible base member, 4o {ntermediate
member forned of a relatively soft foam such 88 polynre-
thane foum and baving a plurality of upstanding, spaced
raised portions or cushioning elements on the upper surface
thereof, and a flexible cover member which surrounds the
intermoediate member and exlends below and is secured 1o
the base meraber 10 provide a unitary construction,

The base member may be provided with & plurality of
perforations v incrénse the fiexibility thereof The cover
member may be formed of leather and also provided with a
plurality of perforations for the purppse of incréasing the
breathability thereof.,

The intermediate member preferably is formed of a poly-
urethane foam having & density rating so that it is relatively
soft in the nature of foam used for a mantress, upholsered
chair or the like. In 2 preferred ambodiment, the intermedi-
ate member has a thickness of approximately & millimeters
and e raised cushioning ¢lements thereof are approxi-
mately 6 millimeters in height. The raised cushioning ele.
menis preferably are spaced approximately 10-30 millime.
ters from sach other. Because of the fexibility, spaeing and
size of the raised cushioning e¢lements, they provide
enhanced comdort ant support 10 e foot of the wearer and
also are seif-adjusting 1o the wearer's foo1 3p that it does age
slide on the insole and thus is very stable when positioned
thereon during walking or the like.

In the use of the ipsole comstryction of the present
invention, it is preferably mounted on and secured o an
outsole of any suitable anatomical shape and constriction.
The insolz construction of the present invention is especially
advantageous in sandal-type foorwear becanse of the suppon
and stability it provides for the wearer's foot, and i5 also
yseful in gther (ypes of foorwear having a couventional
upper or the like,

3
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BRIEF DESCRIPTION OF THE DRAWINGS

FIG. 1 iz an exploded perspective view of the insole
canstruction of the present invention and an outsole yseahle
therewith;

FIG. 2 is an exploded front view of the insole construction
and oursole shown in FIG. 1;

FIG. 3 is a sectional view of the insele consiuction
showing its components in assembled selation;

FIG. 4 is & plan view of the 10p af the intermediae
member of the insole construction; and

FIGC. § is a pian view of the botomt of a modified
embadiment of the insole construction.

DESCRIPTION OF THE PREFERRED
EMBODIMENTS

Referring to FIGS. 1 and 2, the insole constraction 16 of
the presemt invention generally comprises a base member
12, an intermediate member 14 and a cover merader 16. The
base member 12 preferably is of generally fat construction
and is formed of a suitable flexible marenial, such &s plastic,
leather, fiberboard or the like. Alsa, the base membes 12 may
be provided with 2 plurality of perforstions 13 10 enhance
the fexibility thereof, .

The intermediate member 14 preferably is formed of 2
foam such as polyussthane foam having 2 density rating s
as to be relmively soft in the nature of the foam used for
magiresses, upholsiered furniture or the like. As shown in
FIGS, 1-4, the imerrmediae member 14 comprises z plural-
tty of raised portions ar cushioning slerments 18 af generally
curved shape on the upper sarface théreof, Preferably, the
imtermedigte member is approximacly ¢ millimeters in
thickness and the raised cushioning elements 18 are approxi-
mately 6 millimeters in height above the upper surface of the
intermediate member, Also, the rajsed cushjoning clemenms
18 are substantially uniformly spaczd on the intermediame
member 14 a1 a distance of approximately 10-30 millimeters
from each other,

The cover member 16 may be formed of any suitable
fiexible material such as jeaner and may be of any suitable
consiraction. Preferably, the cover mermber 16 is provided
with a plurality of perforations 20 theretrough for the
purpese of eohanciag the breathability thereof,

As shown in FIG, 3, in assembled form, the cover member
16 surrounds and encloses the intermediate member 14 and
extends beneathy and is secured io the lower surface of the
base member 12 in any suitblt manoer, such a by suitable
adhesive,

As shown in FIGS, 1-3, the insole construction 10 may be
mounted on and secored w an ontsole 22 of any suimble
shape and construction. The outeole 22 may be pravided
with an upstanding rim 24 for enclosing the insole consteue-
tion 20, and alse with a plurality of perforadons 26 for
weight reduction. The outsole may be formed of any suitable
material, such as polyurethane, or the like.

Any suiiable type of upper 28 (shown in broken lines in
FIG. 3) may be utilizad in foorwear constructed in accor-
dance with the present invention. Although the presemt
invention is pasticularly effective in sandal-type footwear, it
may be used i other types of footwear wherelny the upper
encloses all or 2 portiog of the foot of the wearer.

The irsolz ronstruciion 10 of the present invention,
primarily because of the unique construction of the inter-
mediate member 14, provides eahanced apatomical suppar,
stability and comfart far the foot of the wearsr, Because of

EXHIBIT A *”
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the relatively soft foam and the size and spacing of the raised
cushioning clements 18, the insole construction 10 is self-
adjusting to the foot of the wearer such that there is
enhanced support for the foot and it is prevented from
slipping forwardly, rearwardly or sideways on the insole
construction. Accordingly, the insole construction 10 of the
present invention provides new and improved comfor,
support and stability for the foot of the wearer.

FIG. 5 ilustrates 2 modified embodiment of the insole
construction 10 wherein the base member 12 comprises soft,
compressible inserts 30 and 32 of any suitable material or
consiruction in the front and rear portions thereof,
respectively, to provide addilional cushioning in those areas
for the foot of the wearer,

While the invention has been described in connection
with what is presently considered 10 be the most practical
and preferred embodiment, it is 1o be understood that the
invention is not 10 be limited to the disclosed embodiments,
but on the contrary, is intended to cover various modifica-
tions and equivalent arrangements inctuded within the spirit
and scope of the appended claims.

What is claimed is:

1. An insole construction for footwear comprising:

a base member;

an intermediate member formed of 2 soft foam and having

an upper surface and a plurality of raised cushioning
clements on said upper surface thereof; and

a flexible cover member surrcunding said imermediate

member to conform substantially to the shape of said
upper surface and the plurality of raised cushioning
elements thereof, said cover member extending beneath
said base member, and said raised cushioning elements
being of a height, size and spacing so &s to be seif-
adjusting to the foot of the wearer to surround it and
prevent it from slipping thereos;

said raised cushioning elements having 2 height of

approximately 6 millimeters above the upper surface of
said intermediate member and being substantially uni-
formly spaced on said upper surface at 2 spacing of
approximately 10-30 millimeters.

2. The insole of claim 1, wherein said base member is
substantially flat and Aexible, '

3. The insole construction of claim 2, wherein said base
member is provided with a plurality of perforations to
increase the flexibility thersof,

4. The insole construction of claim 1 wherein said foam
is polyurethane foam.

5. The insole construction of claim 1 wherein said inter-
mediate member has a thickness of approximately 6 milli-
MEters.

6. The insole construction of claim 1, wherein said cover
member is perforated.

7. An insole construction for footwzar comprising:

a relatively flat, flexible base member;

an intermediate member formed of 2 soft feam, and
having an upper surfacc and a plurality of raised

]
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cushioning elements substantially uniformly spaced on
said upper surface thereof, said intermediate member
having a thickness of approximately 6 millimeters, and
said raised cushioning ¢lements having a height of
approximately 6 millimeters above the upper surface of
said intermediate member and being. of & size and
spacing to be self-adjusting to the foot of the wearer to
surround it and prevent it from slipping thereon; and

a flexible cover member surrounding said intermediate

member to conform substantially to the shape of said
upper surface and the plurality of raised cushioning
elememts thereof, said cover member extending beneath
said base member.

8. The insole construction of claim 7, wherein said raised
cushioning elements are generally curved in shape and are
spaced at approximataly 10-30 miltimeters from each other.

9. The insole construction of claim 8, wherein said
flexible cover member is perforated and is secured 1o said
base member.

10. The insole construction of claim 9 wherein said base
member is perforated.

11, The inscle construction of ¢laim 7, whercin said base
member comprises soft, compressible inserts in the front and
rear portions thereof to provide additional cushioning for the
foot of the wearer,

12. An erticle of footwear, comprising:
an outsole; and
an insole construction mounted on said outsole and com-

prising a base member, an intermediate member, and a

cover member; ’
said intermediate member being formed of a soft foem

and having an upper surface and a plurality of raised
cushioning elements on said upper surface thereof; and
said cover member being fexible and surrounding said
intermediate member to conform substantially to the
shape of said upper surface and the piurality of raised
cushioning elements thereof, said cover member
extending beneath said base member, and said raised
cushioning elemems being of a height, size and spacing
$0 a5 to be self-adjusting to the foot of the wearer to
surround i and prevent it from slipping thereon; said
raised cushioning elemems having a height of approxi-
mately 6 millimeters above the upper surface of said
intermediate member and being subsiantially uniformly
spaced on said upper surface at a spacing of approxi-
mately 10-30 millimeters,
13. The footwear anicle of claim 12, wherein said inter-
mediate member i3 approximately & millimeters in thick-
ness.

14. The footwear article of claim 12, wherein an upper is
secured (o said outsole. ’

15. The footwenr anticle of claim 12, wherein said outsole
has perforations in the upper surface thercof.

16. The footwear anicle of claim 12, wherein said outsole
has an upstanding rim surrounding said insole construction,

EXHIBIT A
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AO 120 (3/85)

TO: ' REPORT ON THE
Commissioner of Patents and Trademarks FILING OR DETERMINATION OF AN
Washington, D.C. 20231 ACTION REGARDING A PATENT

In compliance with the Act of July 19, 1952 (66 Stat. 814; 35 U.S.C. 290} you are hereby advised
that a court action has been filed on the following patent(s) in the U.S. District Court:

DOQCKET NO. DATE FILED U.S. DISTRICT COURT

04CV1244 JM (RBB) June 21, 2004 United States District Court, Southern District of California
PLAINTIFF DEFENDANT
Phoenix Fodtwear Group, Inc. Mark Tucker, Inc.

PATENT NO. DATE OF PATENT PATENTEE

16,675,501 B2 Jan. 13, 2004 Phoenix Footwear Group, Inc,
2
3
4
5

In the above-entitled case, the following patent(s) have been included:

DATE INCLUDED INCLUDED BY
Amendment D Answer D Cross Bill D Other Pleading
PATENT NO. DATE OF PATENT PATENTEE
1
2
3
4
5

In the above-entitled case, the following decision has been rendered or judgment issued:

DECISION/JUDGMENT

CLERK (BY) DEPUTY CLERK DATE

Copy | - Upon initiation of action, mail this copy to Commissioner Copy 3 - Upon termination of action, mail this copy to Commissioner
Copy 2 - Upon filing document adding patent(s), mail this copy to Commissioner Copy 4 - Case file copy
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G tisn€ . CIVIL COVER SHEET

The JS-44 civii cover sheet and the information contained hersin naither replace nor supplement the filing and service of pleadings or other papers as required
by law, except as provided by local rules of cout This form, approved by Judicial Conference of the United States in September 1674, is required for the use
of the Clerk of Court for the purpose of initiating the civil docket sheet. (SEE INST NS ON THE REVERSE OF THE FORM.)

l. (a) PLAINTIFFS : g:_ DEFENDANTS

PHOENIX FOOTWEAR GROUP, INC., a Delaware 'co?ﬁératlon MARK TUCKER, INC., a New York corporation; SAKS &
COMPANY, a New York corporation; SAKS FIFTH AVENUE

Ob JUN2T PHIZ: th ENTERPRISES, INC., a New York corporation; SEARS, ROEBUCK

3. CISTRICT COUR TAND CO., a New York corporation; and DOES 1 through 20,
SCT QY inclusive,
(b) couNTY OF RESIDENCE OF FIRST LISTED PLAINTIFF

gan_mgﬁo_wbwlﬂ\ COUNTY OF RESIDENGE OF FIRST LISTED DEFENDANT
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