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IN THE UNITED STATES DISTRICT COURT LIOGE PLUNKETT
FOR THE NORTHERN DISTRICT OF ILLINQI§ 2 ? ff‘;“ L

EASTERN DIVISION el Jinos D5 oW
GENERAL INSTRUMENT ) ) @ \
CORPORATION, RENSRY @ 0 6 5
\ -
Plaintiff, ) . _
) Civil Action No. ¢ S
V- ) iz 1
) Jury Demand Requested o
ORBSAK, L.L.C., ) . NI
) SR
Defendant. ) 1)
)

COMPLAINT FOR DECLARATORY JUDGMENT OF ' ﬁfjg‘a’ﬁﬁ
INVALIDITY AND NON-INFRINGEMENT OF PATENT FEB I} 2003

Plaintiff, General Instrument Corporation, for its Compiaint against Defendant

Orbsak, L.L.C., states as follows:
|. THE PARTIES

1. Plaintiff, General Instrument Corporation (“General Instrument”), is a
Deleware corporation with its principal place of business in Horsham, Pennsylvania.

2. Defendant, Orbsak, L.L.C. (“Orbsak”), is believed to be an lllinois
Limited Liability Corporation with its principal place of business in Chicago, lllinais,

Il. JURISDICTION AND VENUE

3. Subject matter jurisdiction is grounded on the presence of an action

arising under the patent laws of the United States, Title 35, United States Code, as

implemented by 28 U.S.C. §1338(a) that gives the federal courts exclusive
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jurisdiction, and on the Federal Declaratory Judgments Act, 28 U.S.C. §2201 and
2202.

4. Upon information and belief, Orbsak is a limited liability corporation
registered in this judicial district and has its principal place of business within this
judicial district; therefore, Orbsak is subject to personal jurisdiction in this judicial
district.

5. Venue properly lies in the Northern District of lllinois pursuant to 28
U.S.C. §1391{b) and (c) because a substantial part of the events giving rise to this
claim occurred in this District.

lll. BACKGROUND TO THE CONTROVERSY

6. General Instrument is in the business of manufacturing and selling
digital television receivers.

7. Upon information and belief, Orbsak is in the business of obtaining and
licensing patents, including a group of patents issued to Lord Samue! Kassatly (“the
Kassatly patents”).

8. On October 13, 1999, Orbsak sued Gl for infringement of U.S. Patent
Nos. 4,903,126 and 6,049,694, both of which were issued to Mr, Kassatly, in a case
styled Orbsak, L.L.C. v. General Instrument Corporation Civil Action Number 99 C
6684 {“the Orbsak | litigation”). Initial discovery was exchanged between the parties
in the litigation and a Markman hearing was held before the Honorable Judge Matthew

F. Kennelly on December 6, 2000. Foliowing Judge Kennelly's Memorandum Opinion
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and Order Regarding Claim Construction, General Instrument moved for Summary
Judgment of Non-Infringement. On February 4, 2002, the Court granted Summary
Judgement in favor of General Instrument, Orbsak subsequently appealed the Court’s
ruling to the Court of Appeals for the Federal Circuit. Currently, that Appeal (Case
No. 02-1296) is fully briefed and awaiting a hearing date before the Court.

9. Upon information and belief, after the Markman hearing on December
6, 2000, Mr. Kassatly, through his counsel, deleted all of the claims in pending U.S.
Application No. 09/004,162, (“the ‘162 application”) which claimed priority to both of
the patents at issue in the Orbsak v. General Instrument litigation. Mr. Kassatly then
submitted new claims modifying the claim language that was at issue during the
Markman hearing in the Orbsak | Litigation.

10.  On December 10, 2002, the ‘162 application issued to Lord Samue! A.
Kassatly as U.S. Patent No. 6,493,878 B1 (the “’878 Patent”), (Exhibit A) entitled
“Method and Apparatus for TV Broadcasting and Reception.” The ‘878 Patent is
related to the Kassatly patents at issue in the Orbsak | litigation. The ‘878 Patent
relies upon the specification of those Kassatly patents, it uses very similar claim
language as the Kassatly patents, and it claims priority back to those Kassatly
patents (see Exhibit A)

V. THE CONTROVERSY
10.  Upon information and belief, Orbsak is the owner and/or exclusive

licensee of the ‘878 Patent. On the date the ‘878 patent issued, counsel for Orbsak
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informed General Instrument in-house counsel and General Instrument's outside
litigation counsel of the issuance of the ‘878 Patent. in the course of settlement
negotiations between Orbsak and General Instrument regarding a possible settlement
of the Orbsak | litigation, Orbsak threatened to contact multiple system operators
(“MSOs") who are customers of General Instrument’s digital set top boxes regarding
the ‘878 Patent, unless a settlement was reached by the parties.

11.  An actual controversy of a justicable nature exists between General
Instrument and Orbsak regarding the validity of the ‘878 Patent, whether General
Instrument’s manufacture, sale, and marketing of digital set top boxes would infringe
any rights granted by the ‘878 Patent, and whether the subsequent sale and use of
digital set top boxes by General Instrument's customers would infringe any rights
granted by the ‘878 Patent and/or the invalidity of the ‘878 patent, To resolve the
legal and factual questions raised by Orbsak and to afford relief from the uncertainty
and controversy which Defendant's assertion has precipitated, General Instrument is
entitled to declaratory judgment of their rights under 28 U.S.C. §§2201-2202.

V. COUNT ONE: PATENT INVALIDITY
12.  This count is for declaratory judgment of invalidity of the ‘878 Patent.
13, The allegations set forth in Paragraphs 1 through 11 are incorporated

herein by reference.
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14, The ‘878 Patent is invalid for failure to meet the conditions of
patentability set forth in 35 U.S.C. §§102, 103, and/or for failure to comply with the
provisions of 35 U.S.C. §112,

15, General Instrument is entitled to a declaration that the ‘878 Patent is
invalid.

VI. COUNT TWO: NON-INFRINGEMENT

16.  This countis for declaratory judgment of non-infringement of the ‘878
Patent.

17. The allegations set forth in Paragraphs 1 through 15 are incorporated
herein by reference.

18.  The manufacture, sale, offer for sale, importation, or use of General
Instrument’s digital set top boxes in the United States will not infringe, contributorily
infringe, nor constitute inducement of infringement of the ‘878 Patent.

19.  General Instrument is entitled to a declaration that the manufacture,
use, sale, importation, or offer for sale of digital set top boxes in the United States
does not directly infringe, nor contributorily infringe, nor induce infringement, of the
‘878 Patent.

VIl. JURY DEMAND
20.  General Instrument demands a trial by jury on all issues thus triable in

this action.
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VIil. RELIEF REQUESTED

WHEREFORE, Plaintiff, General Instrument, respectfully requests declaratory
judgment and relief against defendant Orbsak, including:

(A) A declaration that United States Patent No. 6,493,878 B1 is invalid
pursuant to 35 U.S.C. §102, §103, and/or §112.

(B) A declaration that General Instrument’s manufacture, use, importation
offer for sale and/or sale of digital set top boxes does not directly or contributorily
infringe or induce infringement of any valid claim of U.S. Patent No. 6,493,878 B1.

(@) An injunction, preliminarily and permanently preventing Defendant, its
officers, agents, servants, employees, representatives, successors, assigns, and any
and all persons in active concert or participation with or under authority from
Defendant, either separately or jointly, from asserting or enforcing United States
Patent No. 6,493,878 B1 against General Instrument, its parent, related companies,
successor or assigns, and/or purchasers or users of General Instrument products.

(D}  Aninjunction, preiiminarily and permanently preventing Defendant, its
officers, agents, servants, employees, representatives, successors, assigns, and any
and all persons in active concert or participation with or under authority from
Defendant, either separately or jointly, be enjoined from interfering with, or
threatening to interfere with, manufacture, use, sale or offer of sale of digital set top
boxes by General Instrument, its parent, related companies, successor or assigns, in

connection with its business.
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(E) Judgment that this is an exceptional case and that Plaintiff be awarded
its costs, expenses and reasonable attorney's fees pursuant to 35 U.S.C §285,

(F)  Awarding such other and further relief as this Court may deem just and
propet.
Dated this ﬂ day of February, 2003.

Respectfully submitted,

%&@ﬂ( %ﬁ,g/

Paul H. Berghoff@ No. 6180462)
Leif R. Sigmond, Jr. (.D. No. 6204980)
George |. Lee {1.D. No. 6225430)
Alison J. Baldwin (1.D. No. 6271901)
McDonnell Boehnen Hulbert & Berghoff
300 South Wacker Drive, 32™ Floor
Chicago, lllinois 60606

Telephone: (312)913-0001

Facsimile: (312) 913-0002

Attorneys for Plaintiff,
GENERAL INSTRUMENT
CORPORATION
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