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FIRST AMENDED COMPLAINT

Plaintiff/Counterclaim Defendant Schindler Elevator Corporation (“Schindler”), by and 

through its undersigned attorneys, brings this First Amended Complaint against 

Defendant/Counterclaim Plaintiff Otis Elevator Company (“Otis”).  Schindler alleges as follows, 

upon knowledge with respect to itself and its own acts, and upon information and belief as to the 

circumstances and facts of others: 

NATURE OF THE ACTION

1. This is an action for a declaratory judgment that United States Patent No. 6,739,433 (“the 

‘433 patent”) entitled “Tension Member for an Elevator” is invalid and unenforceable.  A 

true and correct copy of the ‘433 patent is attached as Exhibit A.

THE PARTIES

2. Schindler Elevator Corporation (hereinafter “Schindler”) is a Delaware corporation with 

its principal place of business at 20 Whippany Road, Morristown, New Jersey, USA. 

3. On information and belief, Otis Elevator Company (hereinafter “Otis”) is a New Jersey 

corporation with its principal place of business at 10 Farm Springs Road, Farmington, 

Connecticut, USA. 

JURISDICTION AND VENUE

4. This action arises under the patent laws of the United States, Title 35 of the United States 

Code, and the Declaratory Judgment Act, 28 U.S.C. § 2201.  This Court has original 

jurisdiction over the subject matter of all causes of action herein pursuant to 28 U.S.C. § 

1338(a), § 1331, and §2201(a). 

5. On information and belief, Otis has systematic and continuous contacts with this judicial 

district.
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6. On information and belief, Otis regularly avails itself of the benefits of this judicial 

district, including the jurisdiction of its courts. 

7. On information and belief, Otis regularly transacts business within this judicial district. 

8. On information and belief, Otis regularly sells products in this judicial district, from 

which Otis derives substantial revenue. 

9. For all of the foregoing reasons and others, including the fact that Otis resides in this 

district because it is incorporated in the state of New Jersey, this Court has personal 

jurisdiction over Otis. 

10. Venue is proper in this judicial district pursuant to 28 U.S.C. § 1391(b) and (c) because 

Otis is subject to personal jurisdiction in this judicial district. 

BACKGROUND

11. Schindler is a world leader in the development, manufacture and supply of elevators, 

escalators, and related components. 

12. Otis directly competes with Schindler at least in the field of elevators and elevator 

components. 

13. Schindler operates a facility at 20 Whippany Road, Morristown, New Jersey, USA (“the 

Morristown facility”). 

14. Schindler sister corporations in various countries have manufactured, sold and used 

certain elevator belt products, including the Gates LL MV 90-07 Tension Member (“the 

Gates Tension Member”) and products substantially similar to the Gates Tension 

Member. 

15. Schindler has used in the United States the Gates Tension Member in connection with 

testing activity at its Morristown facility.  This Gates Tension Member used by Schindler 
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in New Jersey is the same as the Gates Tension Members sold by sister Schindler entities 

in Europe.  On the filing date of Schindler’s original Complaint in this action (i.e., 

December 23, 2008), Schindler anticipated that, in March 2009, it would install Gates 

Tension Members into an elevator at its Morristown facility for the purposes of  

continued testing and commercialization. 

16. On information and belief, Otis is the owner, by way of assignment, of U.S. Patent No. 

6,739,433 (“the ‘433 patent”) entitled “Tension Member for an Elevator.” 

17. The ‘433 patent is generally directed to a tension member for use with an elevator, where 

the tension member includes a plurality of discrete cords made of individual wires, each 

wire having a diameter of less than 0.25 millimeters. 

18. On information and belief, Otis is the owner of U.S. Patent Application Serial No. 

10/839,550 (“the ‘550 application”), which is a divisional application of the ‘433 patent. 

On the filing date of Schindler’s original Complaint in this action (i.e., December 23, 

2008), the ‘550 application, which includes claims similar to the ‘433 patent, stood 

rejected by the U.S. Patent & Trademark Office as being unpatentable in view of 

identified prior art references. 

19. Otis has initiated several patent infringement suits against sister Schindler entities in 

Europe in connection with tension members for elevators which include wires having a 

diameter of less than 0.25 millimeters, such as the Gates Tension Member 

20. In view of its litigious activity, Otis has demonstrated a consistent propensity to file 

patent infringement suits. 

21. On the filing date of Schindler’s original Complaint in this action (i.e., December 23, 

2008), Schindler planned to introduce into the United States on a commercial scale, the 
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Gates Tension Members which were being sold in Europe by sister Schindler corporate 

entities.  On the filing date of Schindler’s original Complaint in this action (i.e., 

December 23, 2008), Schindler intended and desired to make, sell, offer to sell and/or use 

the Gates Tension Members within the United States as soon as the threat of a patent 

infringement action by Otis was removed.   

22. On the filing date of Schindler’s original Complaint in this action (i.e., December 23, 

2008), Schindler could not proceed with its plan to make, sell, offer to sell and/or use the 

Gates Tension Members within the United States until it obtained a declaration that each 

and every claim of the ‘433 patent is invalid. 

23. In view of the foregoing, there is a present, real, immediate, and substantial controversy 

between Otis and Schindler concerning the validity of the ‘433 Patent 

COUNT I – INVALIDITY OF U.S. PATENT NO. 6,739,433

24. Schindler repeats and realleges each and every allegation contained in paragraphs 1-23 of 

this Complaint as though fully set forth herein. 

25. Each of the claims of the ‘433 patent are invalid for failure to comply with one or more of 

the requirements of Title 35, United State Code, including, but not limited to, 35 U.S.C. 

§§ 101, 102, 103, 112 and 113. 

COUNT II – UNENFORCEABILITY OF U.S. PATENT NO. 6,739,433 DUE TO 
INEQUITABLE CONDUCT

26. Schindler repeats and realleges each and every allegation contained in paragraphs 1-25 of 

this Complaint as though fully set forth herein. 

27. The ‘433 patent issued from U.S. Patent Application Serial No. 09/218,990 (“the ‘990 

application”), which was filed on December 22, 1998. 

28. Dr. Pedro Baranda is a named inventor of the ‘433 patent. 
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29. Hugh O’Donnell is a named inventor of the ‘433 patent. 

Inequitable Conduct by Inventor Pedro Baranda

30. As a named inventor of the ‘433 patent, Dr. Pedro Baranda owed a duty of candor and 

good faith to the United States Patent and Trademark Office (“USPTO”) in connection 

with the prosecution of the ‘990 application.  See 37 CFR § 1.56.  Pursuant to this duty of 

candor and good faith, Dr. Baranda was obligated to disclose to the USPTO all 

information known to him that would have been material to the patentability of the 

alleged invention claimed in the ‘990 application and the ‘433 patent.  Pursuant to 37 

CFR § 1.56, information is material to the patentability of an application if:  (i) it 

establishes, by itself or in combination with other information, a prima facie case of 

unpatentability as to at least one claim in the application; or (ii) it refutes, or is 

inconsistent with, a position taken by the applicant in opposing an argument of 

unpatentability relied on by the USPTO, or in asserting an argument of patentability.

31. On information and belief, Dr. Baranda violated his duty of candor and good faith by 

intentionally withholding from the USPTO certain prior art, of which he was personally 

aware, that was highly material to the patentability of each claim that issued in the ‘433 

patent.  On information and belief, Dr. Baranda intentionally withheld this prior art from 

the USPTO, with the specific intent to deceive the USPTO into improperly granting the 

‘433 patent. 

32. Dr. Baranda’s violation of the duty of candor and good faith constitutes inequitable 

conduct which renders the ‘433 patent unenforceable in its entirety. 

33. Dr. Baranda was an employee of Otis for at least the period beginning in the middle of 

1997 and ending in the middle of 2000.  During this period, Dr. Baranda was primarily 
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employed at Otis’s headquarters facility in Farmington, Connecticut, where he was part 

of a team of Otis engineers investigating the use of flexible flat ropes (“FFR”) to provide 

lifting force to elevators. 

34. In , several Otis employees associated with the FFR project  

  Contitech Transportbandsysteme GmbH 

(“Transportbandsysteme”) and Contitech Antriebssysteme GmbH (“Antriebssysteme”). 

35. On information and belief, Transportbandsysteme and Antriebssysteme are affiliated 

companies, each of which is incorporated and headquartered in Germany. 

36. On information and belief, one of Otis’s primary purposes in conducting the  

 was to determine whether Transportbandsysteme and/or Antriebssysteme  

 

 

37. During the  , certain Otis employees  

 

38. During the ,  

 

.” 

39. On information and belief,  

   by, at the latest,   The   was  

 

 

40. On information and belief, there is no evidence that Otis had conceived all the elements 

of the claims of the ‘433 patent (including, without limitation, the claimed cord 
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arrangements, cord constructions, wire diameters and/or aspect ratios) until   

   sample   in   

Accordingly, on information and belief,  

   

 

41. Upon    

    

   

42. Dr. Baranda  the  sample after it was   

  On information and belief, Dr. Baranda  the   

sample before  

43. Dr. Baranda is the sole named author of an internal Otis document dated  

 and entitled   In   of this , 

Dr. Baranda wrote that “  

”    to the  

 lists  

including the   sample.  Specifically,   lists the following 

information about the   sample:   

     

   

  

  Accordingly, on information and belief, Dr. Baranda, the sole 

named author of the ,  
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. 

44. The      This fact is stated in   of the 

, of which Dr. Baranda was the sole named author.  

On information and belief, Dr. Baranda also learned this fact from, at least, his  

 of the  sample.  Accordingly, on information and belief, Dr. Baranda 

  

   

45. The  of the  were   

  This fact is stated in   of the , 

of which Dr. Baranda was the sole named author.  On information and belief, Dr. 

Baranda also  from, at least, his  of the   

sample.  Accordingly, on information and belief, Dr. Baranda   

, that the of the   were each 

 

46. Each of the i  of the   were   

.  This fact is stated in   of the  

, of which Dr. Baranda was the sole named author.  On information and belief, Dr. 

Baranda also learned this fact from, at least, his  of the   

sample.  Accordingly, on information and belief, Dr. Baranda   

, that each of the  of 

the  were   and thus were  . 
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47. On information and belief, the   of the   were  

  On information and belief, Dr. Baranda learned 

this fact from, at least, his  of the   sample.  Accordingly, on 

information and belief, Dr. Baranda knew, before  

 that the   of the  were 

48. The  included    

  .  This fact is stated in   of the  

, of which Dr. Baranda was the sole named author.  On 

information and belief, Dr. Baranda also learned this fact from, at least, his  

 of the   sample.  Accordingly, on information and belief, Dr. Baranda 

  

   

 . 

49. The   had a  of  and a  of .  These facts are stated 

in  of the , of which Dr. Baranda 

was the sole named author.  On information and belief, Dr. Baranda  learned these 

facts from, at least, his  of the   sample.  Defining the aspect 

ratio of  as the ratio of its width to its thickness, the   had an aspect ratio 

of .  Accordingly, on information and belief, Dr. Baranda  
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50. On information and belief, the   was  

.  In   of the  

 of which Dr. Baranda was the sole named author, the  of 

the   was   .  On information and belief, this 

was    

  On information and belief, Dr. Baranda  

   

 .  Accordingly, on information and 

belief, Dr. Baranda  

    

   

51. In view of the foregoing, the    

    

 (see ¶ 50); (ii) the   

  (see ¶ 44); (iii) the  were  

 (see ¶ 45); (iv) each of the  were  

    (see ¶ 46); (v) the  were  (see ¶ 47); 

(vi) the  were  (see ¶ 48); and (vii) the  

had    (see ¶ 49). 

52. In view of the foregoing, and on information and belief, Dr. Baranda knew, before the 

filing date of the ’433 patent (i.e., December 22, 1998), that     

 (see ¶¶ 42-51). 
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53. Neither Otis nor any of the named inventors of the ‘433 patent had any input into the 

development, conception or reduction to practice of   .  Instead, the   

was  

,  

54. In his , Dr. Baranda wrote that the “  

” including the  , were “ .”  Accordingly, by 

 at the latest, Dr. Baranda knew that the   was 

 

   

  

55. The  , and information pertaining thereto, was not cumulative of any other 

information that was made of record by the USPTO during prosecution of the ‘990 

application.

56. If submitted to the USPTO during prosecution of the ‘990 application, the  , and 

information pertaining thereto, would have by itself established a prima facie case of 

unpatentability as to, at least, claim 1 of the ‘433 patent under, at least, 35 U.S.C. 

§§  102(f) and/or 103, because: (i)  

(see ¶¶ 44-51); (ii)  

 (see ¶¶ 39-40 and 

53-54); and (iii)  

 

 (see ¶¶ 39-42). 
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57. Claim 1 is the only independent claim in the ‘433 patent.  All other clams in the ‘433 

patent (i.e., claims 2-28) depend from claim 1.  Accordingly, if submitted to the USPTO 

during prosecution of the ‘990 application, the  , and information pertaining 

thereto, would have established a prima facie case of unpatentability as to the only 

independent claim in the application, as well as many of its dependent claims. 

58. In view of the foregoing, the  , and information pertaining thereto, was highly 

material, non-cumulative prior art as to the claims of the ‘433 patent.  

59. If the   and/or information pertaining thereto had been provided to the USPTO 

during prosecution of the ‘990 application, a reasonable patent examiner would have used 

it to reject each claim in the ‘433 patent under 35 U.S.C. §§ 102(f) and/or 103. 

60. The highly material, non-cumulative   was never provided to the USPTO during 

prosecution of the ‘990 application.  No information pertaining to this  was ever 

provided to the USPTO during prosecution of the ‘990 application.  The USPTO was 

never made aware of the existence of the  at any time. 

61. The  , and information pertaining thereto, was also highly material, non-

cumulative information because it refutes and is inconsistent with positions that were 

taken by the inventors (including Dr. Baranda and Mr. O’Donnell) and Otis during 

prosecution of the ‘990 application. 

62. On August 16, 2000, the USPTO issued an Office Action in connection with the ‘990 

application.  This Office Action rejected all pending, non-withdrawn claims in the 

application, including independent claim 1, as being obvious over certain prior art 

references, including U.S. Patent No. 5,461,850 to Bruyneel et al. (“Bruyneel”).
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63. In the August 16, 2000 Office Action, the Examiner found that Bruyneel disclosed a cord 

comprising several strands twisted around a center strand.  The Examiner also found that 

the center strand of Bruyneel comprised several wires, including some wires that are less 

than 0.25 mm in diameter.  The Examiner relied on these findings to reject certain claims 

in the ‘990 application, including independent claim 1, for obviousness over the prior art, 

including Bruyneel. 

64. On December 18, 2000, the inventors (including Dr. Baranda and Mr. O’Donnell) and 

Otis filed “Amendment A” with the USPTO in response to the August 16, 2000 Office 

Action.  A true and correct copy of Amendment A is attached as Exhibit B. 

65. In Amendment A, the inventors (including Dr. Baranda and Mr. O’Donnell) and Otis 

amended claim 1 of the ‘990 application to address the Examiner’s rejection of this claim 

in view of Bruyneel.  Prior to Amendment A, claim 1 recited, in pertinent part:  “a 

plurality of discrete cords, constructed from a plurality of individual wires, including

wires less than .25 millimeters in diameter” (emphasis added). 

66. In Amendment A, the inventors (including Dr. Baranda and Mr. O’Donnell) and Otis 

amended this portion of claim 1 to read as follows:  “a plurality of discrete cords, 

constructed from a plurality of individual wires, wherein all wires are less than .25 

millimeters in diameter” (emphasis added).   

67. Accordingly, in Amendment A, the inventors (including Dr. Baranda and Mr. O’Donnell) 

and Otis narrowed the scope of claim 1 to require that all wires in the discrete cords be 

less than 0.25 millimeters in diameter. 

68. In their Remarks in support of Amendment A, the inventors (including Dr. Baranda and 

Mr. O’Donnell) and Otis argued that claim 1, as amended, was patentable over Bruyneel 
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because “[t]here is no disclosure or suggestion within Bruyneel et al. of a tension member 

formed from cords having all wires with a diameter less than 0.25 mm, as claimed in 

Claim 1,” and because “[t]his element of the claim is not disclosed in either [cited] 

reference and the benefits of this element are not recognized or suggested.”

69. Accordingly, the inventors (including Dr. Baranda and Mr. O’Donnell) and Otis took the 

position that claim 1 was patentable over the prior art, including Bruyneel, because claim 

1 required that all wires in the cords be less than 0.25 mm in diameter.  Thus, the 

inventors (including Dr. Baranda and Mr. O’Donnell) and Otis represented to the USPTO 

that a belt having cords constructed from individual wires, wherein all wires are less than 

0.25 mm in diameter, was not known in the prior art. 

70. On April 17, 2001, the USPTO issued another Office Action in connection with the ‘990 

application.  In this Office Action, the Examiner rejected claim 1, as amended in 

Amendment A, as being obvious in view of Bruyneel.  The Examiner found that, 

although Bruyneel did not expressly disclose making all the wires in the cord less than 

0.25 mm in diameter, “[h]aving all the wire[] diameters of less than 0.20 [sic, 0.25] mm 

would have been an obvious choice . . . based upon the application and design 

preferences.”   

71. On January 15, 2002, the inventors (including Dr. Baranda and Mr. O’Donnell) and Otis 

filed “Amendment B” in response to the April 17, 2001 Office Action.  A true and correct 

copy of Amendment B is attached as Exhibit C. 

72. In Amendment B, the inventors (including Dr. Baranda and Mr. O’Donnell) and Otis did 

not further amend claim 1.  Instead, the inventors (including Dr. Baranda and Mr. 

O’Donnell) and Otis once again argued that “[t]here is no disclosure or suggestion within 
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Bruyneel et al. of a tension member formed from cords having all wires with a diameter 

less than 0.25 mm, as claimed in claim 1” (emphasis in original).  The inventors 

(including Dr. Baranda and Mr. O’Donnell) and Otis stressed “[t]he importance of this 

distinguishing feature to the subject invention,” arguing that, based on the prior art, “there 

would have been no reason to use . . . all smaller wires which, as Bruyneel et al. 

recognizes . . . generally have lower tensile strength.”  Accordingly, in Amendment B, 

the inventors (including Dr. Baranda and Mr. O’Donnell) and Otis took the position that 

the prior art did not disclose a belt having cords made of wires that were each less than 

0.25 mm in diameter. 

73. On March 26, 2002, the USPTO issued a Final Office Action in connection with the ‘990 

application.  In the Final Office Action, the Examiner again rejected claim 1 as being 

obvious over Bruyneel.  The Examiner found that it would have been obvious to a person 

of ordinary skill in the art to have all wires in the cords be less than 0.25 mm in diameter, 

in view of Bruyneel’s disclosure of wire diameters in the range of 0.15 to 1.20 mm. 

74. On September 25, 2002, the inventors (including Dr. Baranda and Mr. O’Donnell) and 

Otis filed an Appeal Brief with the Board of Patent Appeals and Interferences from the 

March 26, 2002 Final Rejection.  A true and correct copy of the Appeal Brief is attached 

as Exhibit D. 

75. In the Appeal Brief, the inventors (including Dr. Baranda and Mr. O’Donnell) and Otis 

once again argued that “[t]here is no disclosure or suggestion within Bruyneel et al. of a 

tension member formed from cords having all wires with a diameter less than 0.25 mm, 

as claimed in claim 1” (emphasis in original).  The inventors (including Dr. Baranda and 

Mr. O’Donnell) and Otis stressed that “this feature is critical to the claimed invention,” 
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arguing that, based on the prior art, “there would have been no objective reason to use 

(especially in an elevator tension member) all smaller wires” (emphasis in original).  

Accordingly, in their Appeal Brief, the inventors (including Dr. Baranda and Mr. 

O’Donnell) and Otis took the position that the prior art did not disclose a belt having 

cords made of wires that were each less than 0.25 mm in diameter. 

76. In view of the foregoing, the inventors (including Dr. Baranda and Mr. O’Donnell) and 

Otis expressly took the position that the prior art did not disclose a belt having cords 

constructed from individual wires that were each less than 0.25 mm in diameter, in the 

following communications to the USPTO: (i) the December 18, 2000 Amendment A (see 

¶ 69); (ii) the January 15, 2002 Amendment B (see ¶ 72); and (iii) the September 25, 

2002 Appeal Brief (see ¶ 75). 

77. The  , which was prior art as to the ‘990 application (see ¶ 58), was a  having 

 

(see ¶ 46).

78. Accordingly, the  and information pertaining thereto, of which Dr. Baranda was 

aware prior to the filing date of the ‘990 application, directly refuted and was inconsistent 

with the position that the inventors (including Dr. Baranda and Mr. O’Donnell) and Otis 

took in their Amendment A, Amendment B and Appeal Brief; i.e., that the prior art did 

not disclose a belt having cords constructed from individual wires, wherein all wires are 

less than 0.25 mm in diameter. 

79. The  and information pertaining thereto, of which Dr. Baranda was aware prior 

to the filing date of the ‘990 application, was therefore highly material, non-cumulative 

information as to the ‘990 application, for at least the additional reason that it directly 
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refutes and is inconsistent with positions that the inventors (including Dr. Baranda and 

Mr. O’Donnell) and Otis took before the USPTO during prosecution. 

80. If the   and/or information pertaining thereto had been provided to the USPTO 

during prosecution of the ‘990 application, a reasonable patent examiner would have used 

it to conclusively show that the claimed feature of having all wires in the cords be less 

than  was known in the prior art, contrary to the assertions of the 

inventors (including Dr. Baranda and Mr. O’Donnell) and Otis.

81. The highly material, non-cumulative   was never provided to the USPTO during 

prosecution of the ‘990 application.  No information pertaining to this  was ever 

provided to the USPTO during prosecution of the ‘990 application.  The USPTO was 

never made aware of the existence of the   at any time. 

82. On May 6, 1999, Dr. Baranda signed a Combined Declaration and Power of Attorney in 

connection with the ‘990 application. 

83. In his Combined Declaration and Power of Attorney, Dr. Baranda certified, under penalty 

of fine and/or imprisonment pursuant to 18 U.S.C. § 1001, that he reviewed and 

understood the contents of the ‘990 application, including its claims.  Accordingly, on 

information and belief, Dr. Baranda knew the scope of the claims in the ‘990 application 

while that application was pending before the USPTO. 

84. In his Combined Declaration and Power of Attorney, Dr. Baranda also certified, under 

penalty of fine and/or imprisonment pursuant to 18 U.S.C. § 1001, that he was aware of 

his duty under 37 CFR § 1.56 to disclose to the USPTO all information known to him 

that was material to the patentability of the claims in the ‘990 application.  Accordingly, 

on information and belief, Dr. Baranda knew, while the ‘990 application was pending 
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before the USPTO, of his duty to disclose all information known to him that was material 

to the patentability of the claims in that application.  

85. In view of the foregoing, and on information and belief, Dr. Baranda knew, while the 

‘990 application was pending before the USPTO, that the  , and information 

pertaining thereto, established a prima facie case of unpatentability as to, at least, claim 1 

of the ‘433 patent.  He knew this because he knew the scope of claim 1 (see ¶ 83), and 

because he knew that the    (i)  

 (see ¶¶ 42-52); (ii)  

 (see ¶¶ 53-54); 

and (iii)  

 

 (see ¶¶ 38-42).

86. On information and belief, Dr. Baranda knew, while the ‘990 application was pending 

before the USPTO, that the   and information pertaining thereto, was not 

cumulative of any information that was made of record during prosecution of the ‘990 

application, at least because he knew that the    

  

87. In view of the foregoing, and on information and belief, Dr. Baranda knew, while the 

‘990 application was pending before the USPTO, that the  , and information 

pertaining thereto, was highly material prior art as to, at least, claim 1 of the ‘433 patent. 

88. In view of the foregoing, and on information and belief, Dr. Baranda knew, while the 

‘990 application was pending before the USPTO, that the  , and information 

pertaining thereto, was highly material to the ‘990 application for at least the additional 
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reason that it was inconsistent with and directly refuted positions taken by the inventors 

(including Dr. Baranda and Mr. O’Donnell) and Otis during prosecution of the ‘990 

application.

89. In view of the foregoing, and on information and belief, Dr. Baranda intentionally 

withheld from the USPTO the  , and information pertaining thereto, which he 

knew to be highly material to the patentability of, at least, claim 1 of the ‘433 patent, with 

the specific intent to deceive the USPTO into improperly granting the ‘433 patent. 

90. Because Dr. Baranda knew that the   was highly material to the patentability of, 

at least, claim 1 of the ‘433 patent, and knew of his duty to disclose material information 

under 37 CFR § 1.56, but intentionally withheld the   and information 

pertaining thereto, from the USPTO in contravention of this known duty, the totality of 

the circumstances supports the reasonable inference that Dr. Baranda withheld the  

, and information pertaining thereto, from the USPTO with the specific intent to 

deceive the USPTO into improperly granting the ‘433 patent.  Accordingly, Dr. Baranda 

committed inequitable conduct in connection with the prosecution of the ‘990 

application, which renders the ‘433 patent unenforceable in its entirety. 

91. Furthermore, because the   was  

 

 (see ¶¶ 38-40 and 53-

54), and because the   

 (see ¶¶ 44-51)   

  are the original, first and sole inventor(s) of the subject 

matter claimed in the ‘433 patent. 
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92. Alternatively, the employee(s) of  who conceived, developed and 

reduced to practice the   are original, first and joint inventor(s) of the subject 

matter claimed in the ‘433 patent, along with one or more of the named inventors of the 

‘433 patent (i.e., Pedro Baranda, Hugh O’Donnell and/or Ary Mello). 

93. Because Dr. Baranda knew that the   was  

 

 (see ¶¶ 38-40 

and 53-54), and knew that    

(see ¶¶ 42-52), Dr. Baranda knew,  

 

   

 

94. On information and belief, Dr. Baranda deliberately concealed from the USPTO the 

contribution of  

   to the invention 

claimed in the ‘433 patent, with the specific intent to deceive the USPTO into omitting 

these inventor(s) from the ‘433 patent.  On information and belief, Dr. Baranda 

deliberately concealed this information so that Otis could improperly obtain full 

ownership of the ‘433 patent, rather than sharing ownership with .  For at 

least this additional reason, Dr. Baranda committed inequitable conduct in connection 

with the prosecution of the ‘990 application, which renders the ‘433 patent unenforceable 

in its entirety. 
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95. For at least the foregoing reasons, Dr. Baranda committed inequitable conduct in 

connection with the prosecution of the ‘990 application, which renders the ‘433 patent 

unenforceable in its entirety. 

Inequitable Conduct by Inventor Hugh O’Donnell

96. As a named inventor of the ‘433 patent, Hugh O’Donnell owed a duty of candor and 

good faith to the United States Patent and Trademark Office (“USPTO”) in connection 

with the prosecution of the ‘990 application. See 37 CFR § 1.56.  Pursuant to this duty of 

candor and good faith, Mr. O’Donnell was obligated to disclose to the USPTO all 

information known to him that would have been material to the patentability of the 

alleged invention claimed in the ‘990 application and the ‘433 patent.  Pursuant to 37 

CFR § 1.56, information is material to the patentability of an application if:  (i) it 

establishes, by itself or in combination with other information, a prima facie case of 

unpatentability as to at least one claim in the application; or (ii) it refutes, or is 

inconsistent with, a position taken by the applicant in opposing an argument of 

unpatentability relied on by the USPTO, or in asserting an argument of patentability.

97. On information and belief, Mr. O’Donnell violated his duty of candor and good faith by 

intentionally withholding from the USPTO certain prior art, of which he was personally 

aware, that was highly material to the patentability of each claim that issued in the ‘433 

patent.  On information and belief, Mr. O’Donnell intentionally withheld this prior art 

from the USPTO, with the specific intent to deceive the USPTO into improperly granting 

the ‘433 patent. 

98. Mr. O’Donnell’s violation of the duty of candor and good faith constitutes inequitable 

conduct which renders the ‘433 patent unenforceable in its entirety 
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99. Mr. O’Donnell was an employee of Otis for at least the period beginning in June 1986 

and ending in June 2006.  Starting in late , Mr. O’Donnell was part of the team of 

Otis engineers who were investigating the use of flexible flat ropes (“FFR”) to provide 

lifting force to elevators.  

100. After the   

,  

  

   

 

101. On , Otis   

   

102.   of   to the  states that 

“   

 

”  Accordingly,  and  were  

 

103. On information and belief, Otis      

 

104. On information and belief,  fully conceived, developed and reduced to 

practice the  and   by, at the latest,   The  and  
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105. On information and belief, there is no evidence that Otis had conceived all the elements 

of the claims of the ‘433 patent (including, without limitation, the claimed cord 

arrangements, cord constructions, wire diameters and/or aspect ratios) until after Otis 

received  the  and  samples .  

Accordingly, on information and belief,  fully conceived, developed and 

reduced to practice the  and   

. 

106. Before the filing date of the ‘433 patent (i.e., December 22, 1998), Mr. O’Donnell  

 the  and   samples that . 

107. On information and belief, Mr. O’Donnell     

     

108.  in connection with his 

 of the  and  , Mr. O’Donnell  

 

 

109. The  and   

  In   of the , 

the  of the   .  On information 

and belief, this     

  On information and belief, the    

      

  On information and belief, Mr. 
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O’Donnell , the 

 of the    , and accordingly  

   .  Mr. 

O’Donnell further      

 

 from       .  Accordingly, 

on information and belief,  

, Mr. O’Donnell      

 

110. The  and   each     On information and 

belief  Mr. O’Donnell 

     ,  

  

111. The  of the  and   were each  

.  On information and belief,  

 Mr. O’Donnell  

     , that the   

. 

112. Each of the in the  of the   were   

  Each of the in the of the   were  

  .  

On information and belief,  

 Mr. O’Donnell , in connection with his  of the  
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  ,        

       

    

.   Accordingly, on information and belief, Mr. O’Donnell  

     

   

113. The  of the  and   were  

  On information and belief,  

 Mr. O’Donnell   

           

   

114. The  and   each included a   

    On information and belief, 

 Mr. O’Donnell 

, in connection with his  of the  and  , that 

the  and  each included a   

  

115. The  and   each had a width of  and a thickness of   Thus, 

defining the aspect ratio  as the ratio of its width to its thickness, the  and 

  each had an aspect ratio of .   On information and belief,  

 Mr. O’Donnell , in connection 

with his  of the  and  , that the  and   

each had an  of  which is greater than  
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116. In view of the foregoing, the  and  each  

  Specifically:  (i) the  and   were 

 (see ¶ 

109); (ii) the  and   each included  (see ¶ 110); 

(iii) the  of the  and   were  

 (see ¶ 111); (iv) each of the of the  and   

were less than  (see ¶ 112); (v) the  in the  and   

were  (see ¶ 113); (vi) the  were  

 (see ¶ 114); and (vii)  (see ¶ 

115).

117. In view of the foregoing, and on information and belief, Mr. O’Donnell  

     

(see ¶¶ 109-116). 

118. Neither Otis nor any of the named inventors of the ‘433 patent had any input into the 

development, conception or reduction to practice of the  or    Instead, 

 

 

 

119. On information and belief, Mr. O’Donnell  
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120. The  and   and information pertaining thereto, were not cumulative of 

any other information that was made of record by the USPTO during prosecution of the 

‘990 application. 

121. If submitted to the USPTO during prosecution of the ‘990 application, each of the  

and   and information pertaining thereto, would have, by itself, established a 

prima facie case of unpatentability as to, at least, claim 1 of the ‘433 patent under, at 

least, 35 U.S.C. §§  102(f) and/or 103, because: (i)  

 (see ¶¶ 109-116); (ii)  

 

 (see ¶¶ 102-105 and 118-119); and (iii)  

 

 (see ¶¶ 

100-103).

122. Claim 1 is the only independent claim in the ‘433 patent.  All other clams in the ‘433 

patent (i.e., claims 2-28) depend from claim 1.  Accordingly, if submitted to the USPTO 

during prosecution of the ‘990 application, the  and  , and information 

pertaining thereto, would have established a prima facie case of unpatentability as to the 

only independent claim in the application, as well as many of its dependent claims. 

123. In view of the foregoing, the  and  , and information pertaining thereto, 

were highly material, non-cumulative prior art as to the claims of the ‘433 patent.  

124. If the  and   and/or information pertaining thereto had been provided to 

the USPTO during prosecution of the ‘990 application, a reasonable patent examiner 
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would have used each of them to reject each claim in the ‘433 patent under 35 U.S.C. 

§§ 102(f) and/or 103. 

125. The highly material, non-cumulative  and   were never provided to the 

USPTO during prosecution of the ‘990 application.  No information pertaining to these 

was ever provided to the USPTO during prosecution of the ‘990 application.  The 

USPTO was never made aware of the existence of the  and  at any time. 

126. The  and  , and information pertaining thereto, were also highly material, 

non-cumulative information because they refute and are inconsistent with positions that 

were taken by the inventors (including Dr. Baranda and Mr. O’Donnell) and Otis during 

prosecution of the ‘990 application. 

127. As addressed in Paragraphs 61-79 supra, the inventors (including Dr. Baranda and Mr. 

O’Donnell) and Otis asserted during prosecution of the ‘990 application that belts having 

cords constructed from individual wires, wherein all wires are less than 0.25 mm in 

diameter, were not known in the prior art.  The inventors (including Dr. Baranda and Mr. 

O’Donnell) and Otis made this assertion in:  (i) their December 18, 2000 Amendment A 

(see ¶ 69); (ii) their January 15, 2002 Amendment B (see ¶ 72); and (iii) their September 

25, 2002 Appeal Brief (see ¶ 75). 

128. The  and  , which were prior art as to the ‘990 application (see ¶ 123), 

were each   

 (see ¶ 112).

129. Accordingly, the  and   and information pertaining thereto, of which Mr. 

O’Donnell was aware prior to the filing date of the ‘990 application, directly refute and 

are inconsistent with the position that the inventors (including Dr. Baranda and Mr. 
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O’Donnell) and Otis took in Amendment A, Amendment B and the Appeal Brief; i.e., 

that the prior art did not disclose a belt having cords constructed from individual wires, 

wherein all wires are less than 0.25 mm in diameter. 

130. The  and  , and information pertaining thereto, were therefore highly 

material, non-cumulative information as to the ‘990 application for at least the additional 

reason that they directly refute and are inconsistent with positions that the inventors 

(including Dr. Baranda and Mr. O’Donnell) and Otis took before the USPTO during 

prosecution of the ‘990 application. 

131. The highly material, non-cumulative  and   were never provided to the 

USPTO during prosecution of the ‘990 application.  No information pertaining to these 

was ever provided to the USPTO during prosecution of the ‘990 application.  The 

USPTO was never made aware of the existence of the  and   at any time. 

132. On April 26, 1999, Mr. O’Donnell signed a Combined Declaration and Power of 

Attorney in connection with the ‘990 application. 

133. In his Combined Declaration and Power of Attorney, Mr. O’Donnell certified, under 

penalty of fine and/or imprisonment pursuant to 18 U.S.C. § 1001, that he reviewed and 

understood the contents of the ‘990 application, including its claims.  Accordingly, on 

information and belief, Mr. O’Donnell knew the scope of the claims in the ‘990 

application while that application was pending before the USPTO. 

134. In his Combined Declaration and Power of Attorney, Mr. O’Donnell also certified, under 

penalty of fine and/or imprisonment pursuant to 18 U.S.C. § 1001, that he was aware of 

his duty under 37 CFR § 1.56 to disclose to the USPTO all information known to him 

that was material to the patentability of the claims in the ‘990 application.  Accordingly, 
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on information and belief, Mr. O’Donnell knew, while the ‘990 application was pending 

before the USPTO, of his duty to disclose all information known to him that was material 

to the patentability of the claims in that application.  

135. In view of the foregoing, and on information and belief, Mr. O’Donnell knew, while the 

‘990 application was pending before the USPTO, that the  and  , and 

information pertaining thereto, established a prima facie case of unpatentability as to, at 

least, claim 1 of the ‘433 patent.  He knew this because he knew the scope of claim 1 (see 

¶ 133), and because he knew that the  and   each:  (i)  

(see ¶¶ 109-117); (ii)  

 

 (see ¶¶ 102-105 and 118-119); and (iii)  

 

(see ¶¶

100-103).

136. On information and belief, Mr. O’Donnell knew, while the ‘990 application was pending 

before the USPTO, that the  and  , and information pertaining thereto, 

were not cumulative of any information that was made of record during prosecution of 

the ‘990 application, at least because he knew that the  and    

  

137. In view of the foregoing, and on information and belief, Mr. O’Donnell knew, while the 

‘990 application was pending before the USPTO, that the  and   and 

information pertaining thereto, were highly material prior art as to, at least, claim 1 of the 

‘433 patent. 
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138. In view of the foregoing, and on information and belief, Mr. O’Donnell knew, while the 

‘990 application was pending before the USPTO, that the  and   and 

information pertaining thereto, were highly material to the ‘990 application for at least 

the additional reason that they were inconsistent with and directly refuted positions taken 

by the inventors (including Dr. Baranda and Mr. O’Donnell) and Otis during prosecution 

of the ‘990 application. 

139. In view of the foregoing, and on information and belief, Mr. O’Donnell intentionally 

withheld from the USPTO the  and  , and information pertaining thereto, 

which he knew to be highly material to the patentability of, at least, claim 1 of the ‘433 

patent, with the specific intent to deceive the USPTO into improperly granting the ‘433 

patent.

140. Because Mr. O’Donnell knew that the  and   were highly material to the 

patentability of, at least, claim 1 of the ‘433 patent, and knew of his duty to disclose 

material information under 37 CFR § 1.56, but intentionally withheld the  and  

, and information pertaining thereto, from the USPTO in contravention of this known 

duty, the totality of the circumstances supports the reasonable inference that Mr. 

O’Donnell withheld the  and  , and information pertaining thereto, from 

the USPTO with the specific intent to deceive the USPTO into improperly granting the 

‘433 patent.  Accordingly, Mr. O’Donnell committed inequitable conduct in connection 

with the prosecution of the ‘990 application, which renders the ‘433 patent unenforceable 

in its entirety. 

141. Furthermore, because the  and   were fully conceived, developed and 

reduced to practice by , prior to the earliest 
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 (see ¶¶ 102-105 

and 118-119), and because the  and   

 (see ¶¶ 109-116),   

     are the original, 

first and sole inventor(s) of the subject matter claimed in the ‘433 patent. 

142. Alternatively, the employee(s) of  

 the  and   are original, first and joint inventor(s) of the 

subject matter claimed in the ‘433 patent, along with one or more of the named inventors 

of the ‘433 patent (i.e., Pedro Baranda, Hugh O’Donnell and/or Ary Mello). 

143. Because Mr. O’Donnell       

 

 

(see ¶¶ 102-105 and 118-119), and      

 (see ¶¶ 109-117), Mr. O’Donnell  

 

     

 

144. On information and belief, Mr. O’Donnell deliberately concealed from the USPTO the 

contribution of  

     to the 

invention claimed in the ‘433 patent, with the specific intent to deceive the USPTO into 

omitting these inventor(s) from the ‘433 patent.  On information and belief, Mr. 

O’Donnell deliberately concealed this information so that Otis could improperly obtain 
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full ownership of the ‘433 patent, rather than sharing ownership with   

For at least this additional reason, Mr. O’Donnell committed inequitable conduct in 

connection with the prosecution of the ‘990 application, which renders the ‘433 patent 

unenforceable in its entirety. 

145. For at least the foregoing reasons, Mr. O’Donnell committed inequitable conduct in 

connection with the prosecution of the ‘990 application, which renders the ‘433 patent 

unenforceable in its entirety. 

PRAYER FOR RELIEF

 WHEREFORE, Schindler prays that this court enter judgment in its favor as follows: 

 (a) A declaration that each and every claim of U.S. Patent No. 6,739,433 is invalid; 

 (b) A declaration that U.S. Patent No. 6,739,433 in unenforceable in its entirety due 

to inequitable conduct; 

 (c) An injunction precluding Defendant and its officers, agents, employees, 

representatives, counsel and all persons in active concert or participation with any of them from 

directly or indirectly asserting  or instituting any action based on U.S. Patent No. 6,739,433 

against Plaintiff, its suppliers, customers, distributors, or users of its products; 

 (d) A declaration that this is an “exceptional case” within the meaning of 35 U.S.C. § 

285;

 (e) An award to Plaintiff of the costs and reasonable attorney’s fees incurred by 

Plaintiff in this action; and 

 (f) Such other and further relief as this Court deems just and proper. 
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Dated:  December 14, 2010  By:  /s/ Pierre R. Yanney
Pierre R. Yanney 
STROOCK & STROOCK & LAVAN LLP 
180 Maiden Lane 
New York, NY 10038 
Tel: (212) 806-5400 
Fax: (212) 806-6006 
Email: pyanney@stroock.com 

Jeffery Brosemer 
BROSEMER, KOLEFAS & ASSOCIATES, LLC 
1 Bethany Road, Building 4 - #58 
Hazlet, NJ 07730 
Tel: (732) 335-5773 
Fax: (732) 335-5778 
Email jjb@35usclaw.com 

Attorneys for Plaintiff and Counterclaim-Defendants: 
SCHINDLER ELEVATOR CORPORATION 
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CERTIFICATE OF SERVICE

I hereby certify that on February 28, 2011 I caused the attached SCHINDLER 

ELEVATOR CORPORATION’S FIRST AMENDED COMPLAINT – REVISED 

REDACTED VERSION to be served upon each interested party in this action in accordance 

with the electronic filing procedures of the United States District Court for the District of New 

Jersey.

Dated:  February 28, 2011   /s/Pierre R. Yanney _________________
      Pierre R. Yanney 
      STROOCK & STROOCK & LAVAN LLP 

 180 Maiden Lane 
 New York, NY 10038 
 Tel: (212) 806-5400 
 Fax: (212) 806-6006 
 Email: pyanney@stroock.com 
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