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IN THE UNITED STATES DISTRICT COURT 
FOR THE EASTERN DISTRICT OF TEXAS 

MARSHALL DIVISION 
 
PREMIER INTERNATIONAL ASSOCIATES 
LLC, 

Plaintiff, 

v. 

MICROSOFT CORP., 
CELLCO PARTNERSHIP, d/b/a  
VERIZON WIRELESS, 
AT&T MOBILITY LLC, 
SPRINT SPECTRUM L.P., 
DELL INC., 
LENOVO GROUP LTD., 
LENOVO (UNITED STATES) INC., 
TOSHIBA AMERICA INFORMATION 
SYSTEMS, INC., 
VIACOM INC., 
REAL NETWORKS, INC., 
RHAPSODY INTERNATIONAL INC., 
NAPSTER, INC., 
SAMSUNG ELECTRONICS CO., LTD., 
SAMSUNG ELECTRONICS AMERICA, 
INC., 
LG ELECTRONICS MOBILECOMM U.S.A., 
INC., 
MOTOROLA INC., 
NOKIA CORP., 
NOKIA INC., 
AND SANDISK CORP., 

Defendants. 

 

CIVIL ACTION NO. 2:07-CV-396 (DF) 
JURY TRIAL DEMANDED 

DEFENDANT RHAPSODY INTERNATIONAL INC.’S 
ANSWER, DEFENSES, AND COUNTERCLAIMS TO  

THIRD AMENDED COMPLAINT FOR PATENT INFRINGEMENT 

 
Defendant Rhapsody International Inc. (“Rhapsody”), by and through its attorneys, 

hereby answers the Third Amended Complaint for Patent Infringement (the “Complaint”) of 

Plaintiff Premier International Associates LLC (“Plaintiff” or “Premier”) as follows: 
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PARTIES 

1. Rhapsody is without knowledge or information sufficient to form a belief as to the 

truth of the allegations set forth in paragraph 1 of the Complaint and, therefore, denies each and 

every allegation of paragraph 1 of the Complaint. 

2. Rhapsody is without knowledge or information sufficient to form a belief as to the 

truth of the allegations set forth in paragraph 2 of the Complaint and, therefore, denies each and 

every allegation of paragraph 2 of the Complaint. 

3. Rhapsody is without knowledge or information sufficient to form a belief as to the 

truth of the allegations set forth in paragraph 3 of the Complaint and, therefore, denies each and 

every allegation of paragraph 3 of the Complaint. 

4. Rhapsody admits the allegations of paragraph 4 of the Complaint. 

JURISDICTION AND VENUE 

5. Rhapsody admits that this Court has subject matter jurisdiction pursuant to 28 

U.S.C. §§ 1331 and 1338(a) because this action purports to arise under the patent laws of the 

United States, including 35 U.S.C. § 271, et seq.  Rhapsody admits that this Court has personal 

jurisdiction over it.  Rhapsody denies all remaining allegations set forth in paragraph 5 of the 

Complaint, including any explicit or implied allegations of infringement, insofar as those 

allegations apply to it.  Rhapsody is without knowledge or information sufficient to form a belief 

as to the truth of the allegations set forth in paragraph 5 of the Complaint as they relate to 

defendants Cellco Partnership, d/b/a Verizon Wireless (“Verizon”) and RealNetworks, Inc. 

(“Real”). 

6. Rhapsody admits venue is proper in this district.  Rhapsody denies the remaining 

allegations in paragraph 6 and specifically denies that it has committed or induced acts of patent 
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infringement in this district.  Rhapsody is without knowledge or information sufficient to form a 

belief as to the truth of the allegations set forth in paragraph 6 of the Complaint as they relate to 

defendants Verizon and Real and, therefore, denies the same. 

CLAIMS 

7. Rhapsody incorporates its responses to and denials of the allegations contained in 

paragraphs 1 through 6 as if fully set forth herein. 

8. Rhapsody admits that Exhibit A of the Complaint purports to be a true and correct 

copy of U.S. Patent No. 6,243,725 (“the ‘725 patent”) which is titled “List Building System,” 

names James D. Hempleman, Sandra M. Hempleman, and Neil A. Schneider as alleged 

inventors, and was issued by the United States Patent and Trademark Office (“U.S.P.T.O.”) on 

June 5, 2001, but otherwise denies the allegations set forth in paragraph 8 of the Complaint.  

Rhapsody specifically denies that the ‘725 patent was duly and lawfully issued. 

9. Rhapsody is without knowledge or information sufficient to form a belief as to the 

truth of the allegations set forth in paragraph 9 of the Complaint and, therefore, denies each and 

every allegation of paragraph 9 of the Complaint. 

10. Rhapsody admits that Exhibit B of the Complaint purports to be a true and correct 

copy of the Ex Parte Reexamination Certificate for the ‘725 patent (“the ‘725 Reexam 

Certificate”), which was issued by the U.S.P.T.O. on March 31, 2009 with claims 115, 116, and 

117, but otherwise denies the allegations set forth in paragraph 10 of the Complaint.  Rhapsody 

specifically denies that the ‘725 Reexam Certificate was duly and lawfully issued. 

11. Rhapsody admits that Exhibit C of the Complaint purports to be a true and correct 

copy of U.S. Patent No. 7,680,829 (“the ‘829 patent”) which is titled “List Building System,” 

names James D. Hempleman, Sandra M. Hempleman, and Neil A. Schneider as alleged 
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inventors, and was issued by the U.S.P.T.O. on March 16, 2010, but otherwise denies the 

allegations set forth in paragraph 11 of the Complaint.  Rhapsody specifically denies that the 

‘829 patent was duly and lawfully issued. 

12. Rhapsody is without knowledge or information sufficient to form a belief as to the 

truth of the allegations set forth in paragraph 12 of the Complaint and, therefore, denies each and 

every allegation of paragraph 12 of the Complaint. 

13. Rhapsody is without knowledge or information sufficient to form a belief as to the 

truth of the allegations set forth in paragraph 13 of the Complaint and, therefore, denies each and 

every allegation of paragraph 13 of the Complaint. 

14. Rhapsody is without knowledge or information sufficient to form a belief as to the 

truth of the allegations set forth in paragraph 14 of the Complaint and, therefore, denies each and 

every allegation of paragraph 14 of the Complaint. 

15. Rhapsody is without knowledge or information sufficient to form a belief as to the 

truth of the allegations set forth in paragraph 15 of the Complaint and, therefore, denies each and 

every allegation of paragraph 15 of the Complaint. 

16. Rhapsody denies each and every allegation of paragraph 16 of the Complaint. 

17. Rhapsody denies each and every allegation of paragraph 17 of the Complaint. 

18. Rhapsody denies each and every allegation of paragraph 18 of the Complaint. 

19. Rhapsody denies each and every allegation in paragraph 19 of the Complaint. 

20. Rhapsody denies each and every allegation of paragraph 20 of the Complaint. 

21. Rhapsody denies each and every allegation of paragraph 21 of the Complaint. 

22. Rhapsody denies each and every allegation in the Complaint not expressly 

admitted herein. 
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RESPONSE TO PREMIER’S PRAYER FOR RELIEF 

23. A response is not required to Plaintiff’s prayer for relief.  To the extent that a 

response is deemed required, Rhapsody denies that Plaintiff is entitled to be awarded any relief 

whatsoever.  Plaintiff’s prayer should therefore be denied in its entirety and with prejudice, and 

Plaintiff should take nothing therefore. 

AFFIRMATIVE DEFENSES 

24. Rhapsody asserts the following affirmative defenses to the Complaint.  Assertion 

of an affirmative defense is not a concession that Rhapsody has the burden of proving the matter 

asserted. 

FIRST AFFIRMATIVE DEFENSE 

25. The manufacture, importation, offer of sale, sale, or use of Rhapsody software and 

services does not infringe any valid claim of either of U.S. Patent Nos. 6,243,725 (including 

claims 115, 116, and 117 of the ‘725 Reexam Certificate) and 7,680,829 (collectively “the 

Patents-in-Suit”). 

SECOND AFFIRMATIVE DEFENSE 

26. One or more claims of the Patents-in-Suit are invalid for failure to satisfy one or 

more of the requirements of the Patent Act, 35 U.S.C. § 1, et seq., including, but not limited to, 

the conditions of patentability set forth in 35 U.S.C. §§ 101, 102, 103, and 112. 

THIRD AFFIRMATIVE DEFENSE 

27. Plaintiff is estopped from construing the claims of the Patents-in-Suit in such a 

way as may cover Rhapsody’s activities by reason of, among other things, statements made in 

the Patents-in-Suit, amendments and/or statements made in and to the U.S.P.T.O. during the 
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prosecution of the application that issued as the Patents-in-Suit, prior statements made in this or 

any other Court, prior rulings of this or any other Court, and/or Plaintiff’s prior conduct. 

FOURTH AFFIRMATIVE DEFENSE 

28. Plaintiff’s claims are barred, in whole or in part, by the doctrine of laches. 

FIFTH AFFIRMATIVE DEFENSE 

29. Plaintiff’s claims for relief are barred, in whole or in part, by the doctrine of 

equitable estoppel. 

SIXTH AFFIRMATIVE DEFENSE 

30. Plaintiff’s claims for relief are barred in whole or in part by operation of the 

applicable statutes, including, for example, 35 U.S.C. §§ 286 and/or 287. 

SEVENTH AFFIRMATIVE DEFENSE 

31. On information and belief, Plaintiff’s claims should be dismissed under 

Rule 12(b)(6) of the Federal Rules of Civil Procedure for failure to state a claim upon which 

relief can be granted. 

EIGHTH AFFIRMATIVE DEFENSE 

32. The asserted patents are unenforceable due to inequitable conduct in the 

prosecution of a predecessor patent, U.S. Patent No. 6,763,345 (“the ‘345 patent”).  A true and 

correct copy of the ‘345 patent is attached as Exhibit 1.  The ‘829, ‘725 and ‘345 patents all 

share the same specification and stem from a common parent application, 08/859,995, filed on 

May 21, 1997.  Specifically, the ‘829 patent stems from a divisional application of a continuation 

application of the application that led to the ‘345 patent.  The ‘345 patent itself stems from a 

continuation of the application that led to the ‘725 patent, although the reexam claims that are 

asserted in this case were prosecuted and issued after the ‘345 patent issued. 

Case 2:07-cv-00396-DF   Document 368    Filed 06/14/10   Page 6 of 87



7 

33. Title 37 of the Code of Federal Regulations (“CFR”) § 1.56 and the Manual of 

Patent Examination Procedure (“MPEP”) § 2000.01, et seq., impose a duty of candor and good 

faith on each individual associated with the filing and prosecution of a patent application before 

the U.S.P.T.O., which requires he or she to disclose to the U.S.P.T.O. all information that is 

material to the patentability of the application under examination.  Breach of this duty of candor, 

good faith, and honesty with intent to deceive the U.S.P.T.O. constitutes inequitable conduct 

rendering the patent and any related patents unenforceable. 

34. The asserted patents are unenforceable due to inequitable conduct in the 

prosecution of the ‘345 patent because Paul Vargo, the attorney who prosecuted the ‘345 patent, 

and/or others substantively involved in the prosecution of the ‘345 patent (collectively 

“applicant”), deliberately and with intent to deceive the U.S.P.T.O., made materially false and 

misleading statements regarding material prior art to the examiner in connection with the 

prosecution of the applications leading to the ‘345 patent in violation of their duty of candor. 

35. On three different occasions during the prosecution of the ‘345 patent, the 

examiner rejected all the pending claims as anticipated by U.S. Patent No. 5,864,868, titled 

“Computer Control System and User Interface for Media Playing Devices” (issued January 26, 

1999) (“Contois”).  A true and correct copy of Contois is attached as Exhibit 2. 

36. Contois discloses, among other things, that “a feature of the invention is also to 

provide a computer system that can access others media recording data bases from other sources 

like internet or world wide web” (Ex. 2 at 5:1–3), and that “additional media data bases could be 

found on a world wide web, a satellite receiver, or an internet link system.”  (Id. at 14:6–8; see 

also id. at 5:1–7).  Contois also discloses, among other things, that “[a]nother feature of the 

invention is to provide a computer interface that allows a user to display only music that is 
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related to a selected song or music piece . . . [such that] the user is then able to direct the media 

playing device to automatically play the selected music piece.”  Ex. 2 at 4:62–67; see also id. at 

4:43–61, 9:19–10:64, 12:38–13:40, 14:9–14.  At least these disclosures in Contois are material to 

the patentability of the pending claims of the ‘345 patent. 

37. On December 18, 2002, the U.S.P.T.O. examiner rejected the pending claims for 

the third time based on Contois, and in response, James Hempleman, the first named inventor of 

the ‘345 patent, submitted a declaration signed on February 10, 2003 (“the Hempleman 

Declaration”), and sworn to under penalty of perjury.  A true and correct copy of the Hempleman 

Declaration is attached as Exhibit 3. 

38. Mr. Hempleman stated that he had reviewed and was familiar with Contois, and 

with the pending patent application, pending claims, and outstanding rejection of those claims by 

the U.S.P.T.O.  See Ex. 3 ¶¶ 3, 4, and 6. 

39. Mr. Hempleman further stated that “Contois has no disclosure of downloading 

works not available locally,” and “Contois deals strictly with locally available works.”  See Ex. 3 

¶¶ 10.3, 14.1.  These statements are false and misleading in light of at least the disclosures at 

5:1–7 and 14:6–8 of Contois.  Mr. Hempleman knew these statements were false and misleading 

and made the statements with intent to deceive the U.S.P.T.O. 

40. Mr. Hempleman made numerous other false statements in the Declaration, for 

example, stating that Contois discloses only locally stored works and does not disclose 

downloading works for inclusion in playlists.  See, e.g., ¶¶ 7, 7.1, 7.3, 10.2, 10.3, 11.0, 11.1, 

12.0, 14.0, 14.1 of the Hempleman Declaration.  All of these statements are false and/or 

misleading in light of at least the disclosures at 5:1–7 and 14:6–8 of Contois, and were made 

with an intent to deceive the U.S.P.T.O. 
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41. Mr. Hempleman further stated that “Contois has no disclosure of automatically 

building lists of works in accordance with a selected characteristic.  For at least this reason claim 

40 as amended is not anticipated by Contois.”  Ex. 3 ¶ 10.  Mr. Hempleman further suggested 

that Contois disclosed only manual creation of lists.  Ex. 3 ¶ 7.6.  These statements are 

misleading at least in light of the disclosures at 4:43–67, 9:19–10:64, 12:38–13:40, 14:9–14 of 

Contois, and were made with an intent to deceive the U.S.P.T.O.   

42. Mr. Hempleman’s false and misleading statements were presented to the 

U.S.P.T.O. in an Amendment filed February 21, 2003 by his attorney, Paul Vargo, who argued to 

the U.S.P.T.O. that Mr. Hempleman’s statements showed that the pending claims should be 

allowed.  Mr. Vargo knew or should have known that these statements were false and 

misleading. 

43. Mr. Vargo also made false and misleading statements concerning Contois to the 

U.S.P.T.O. in a Response to Final Office Action filed December 6, 2002, prior to execution of 

the Hempleman Declaration.  The description of Contois in the December 6, 2002 Response to 

Final Office Action shows that Mr. Vargo was familiar with Contois and knew or should have 

known that his statements were false or misleading. 

44. Subsequent to the false statements made by Mr. Hempleman and Mr. Vargo, the 

patent examiner withdrew all previous rejections based on Contois in an Office Action mailed on 

May 7, 2003. 

NINTH AFFIRMATIVE DEFENSE 

45. On information and belief, the asserted patents are unenforceable due to 

prosecution laches.  The ‘725 patent stems from an application filed on May 21, 1997, but the 

asserted claims were not added until over eleven years later, during reexamination proceedings, 
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and did not issue until March 31, 2009.  Similarly, the ‘829 patent claims priority to the same 

application that led to the original ‘725 patent, filed on May 21, 1997, but the application that led 

to the ‘829 patent was not filed until almost a decade later on May 16, 2007, and the ‘829 patent 

did not issue until March 16, 2010, almost eleven years later.  These delays in prosecution are 

unreasonable and unexplained, rendering the patents unenforceable for prosecution laches.     

COUNTERCLAIMS 

For its Counterclaims in the above-captioned action, Rhapsody International Inc. 

(“Rhapsody”) hereby alleges as follows: 

PARTIES 

1. Rhapsody is a corporation organized under the laws of the State of Delaware and 

has a principal place of business at 1420 5th Avenue, Suite 1500, Seattle, Washington 98101. 

2. Premier International Associates LLC (“Premier”) is an Illinois Limited Liability 

Company with a principal place of business at 221 North LaSalle Street, Suite 1250, Chicago, 

Illinois 60601.  Premier has appeared herein and is before this Court for all purposes. 

JURISDICTION AND VENUE 

3. This Court has subject matter jurisdiction over this Counterclaim arising under the 

Patent Act pursuant to 28 U.S.C. §§ 1331 and 1338 and the Federal Declaratory Judgment Act, 

28 U.S.C. §§ 2201 and 2202. 

4. Venue is proper under 28 U.S.C. § 1391(b) and (c) and § 1400(b). 

DECLARATORY JUDGMENT FOR INVALIDITY, UNENFORCEABILITY, AND 
NON-INFRINGEMENT OF UNITED STATES PATENT NOS. 6,243,725 AND 7,680,829 

5. Rhapsody incorporates by reference Affirmative Defense Paragraphs 24 through 

45 and Counterclaim Paragraphs 1 through 4 as though fully set forth herein. 
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6. Premier claims to be the assignee of the Patents-in-Suit with rights to enforce and 

sue infringers of the Patents-in-Suit. 

7. On September 11, 2007, Premier commenced this action by filing a complaint in 

this Court, seeking enforcement of the ‘725 patent and the ‘345 patent against, among others, 

RealNetworks, Inc. (“Real”) and Cellco Partnership, d/b/a Verizon Wireless (“Verizon”). 

8. On December 10, 2007, Premier filed a first amended complaint in this Court, 

seeking enforcement of the ‘725 patent and the ‘345 patent against, among others, Real and 

Verizon. 

9. On March 31, 2010, Premier filed a second amended complaint in this Court, 

seeking enforcement of the ‘725 patent (including the ‘725 Reexam Certificate) and the ‘829 

patent against Real and Verizon. 

10. On April 30, 2010, Premier filed a Motion for Leave to File a Third Amended 

Complaint, which this Court granted on May 5, 2010. 

11. On May 5, 2010, Premier filed a third amended complaint seeking enforcement of 

the ‘725 patent (including the ‘725 Reexam Certificate) and the ‘829 Patent against Real, 

Verizon, and Rhapsody, and alleging that various Rhapsody offerings infringe the claims of the 

Patents-in-Suit. 

12. A substantial, actual, and continuing controversy exists between Premier and 

Rhapsody as to the infringement of the Patents-in-Suit by virtue of Premier’s allegations of 

infringement. 

13. Rhapsody has not infringed and does not presently infringe any claim of either of 

the Patents-in-Suit either literally or by application of the doctrine of equivalents. 
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14. The Patents-in-Suit are invalid and/or unenforceable for failure to meet the 

requirements of Title 35 of the United States Code including for inequitable conduct and 

prosecution laches as set forth in the Eighth and Ninth Affirmative Defenses above, incorporated 

by reference as if fully set forth herein. 

15. Rhapsody is entitled to a declaration that the Patents-in-Suit are not infringed by 

Rhapsody and are invalid and/or unenforceable. 

16. This is an exceptional case pursuant to 35 U.S.C. § 285, entitling Rhapsody to an 

award of its attorneys’ fees. 

PRAYER FOR RELIEF 

WHEREFORE, DEFENDANT AND COUNTERCLAIMANT RHAPSODY prays as 

follows: 

A. That the Complaint be dismissed in its entirety with prejudice and that a Judgment 

be entered for Rhapsody; 

B. That Premier take nothing by reason of its Complaint; 

C. For a declaratory judgment that: 

1. Rhapsody does not infringe either directly or indirectly any valid and 

enforceable claim of the Patents-in-Suit; 

2. The Patents-in-Suit are invalid and void; 

3. The Patents-in-Suit are unenforceable; and 

4. Premier, its officers, servants, employees, agents, and attorneys, and all 

those in concert or participation with them, are without right or authority to threaten or 

maintain suit against Rhapsody, its present or prospective customers, agents, servants, or 
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employees, or users of Rhapsody’s products, for alleged infringement of the Patents-in-

Suit; 

D. For an injunction prohibiting Premier, its officers, servants, employees, agents, 

and attorneys, and all those in concert or participation with them who receive actual notice of the 

injunction, from initiating infringement litigation against and from threatening Rhapsody, its 

present or prospective customers, agents, servants, or employees, or users of Rhapsody’s 

products, with infringement litigation or charging any of them either orally or in writing with 

infringement of the Patents-in-Suit, or representing to any of them that infringement has 

occurred, because of the manufacture, use, sale, or offer for sale of any Rhapsody offering; 

E. That Rhapsody be awarded under 35 U.S.C. § 285 its attorneys’ fees and costs of 

suit incurred in this litigation, as Premier’s conduct as set forth above renders this an exceptional 

case; and 

F. For such other relief as this Court deems proper. 
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DEMAND FOR JURY TRIAL 

Pursuant to Rule 38(b) of the Federal Rules of Civil Procedure, Rhapsody respectfully 

demands a trial by jury on all issues so triable. 

Dated: June 14, 2010 Respectfully submitted, 

 
/s/ Anne Champion  
Josh Krevitt (NY Bar No. 2568228) 
Charles Boudreau (NY Bar No. 4042701) 
Anne Champion (NY Bar No. 4425237) 
GIBSON, DUNN & CRUTCHER LLP 
200 Park Avenue, 47th Floor 
New York, New York 10166 
Telephone: (212) 351-4000 
Facsimile: (212) 351-4035 
Email: jkrevitt@gibsondunn.com 
Email: cboudreau@gibsondunn.com 
Email: achampion@gibsondunn.com 
 
Mark Reiter (TX Bar No. 16759900) 
Steven Geiszler (TX Bar No. 24032227) 
GIBSON, DUNN & CRUTCHER LLP 
2100 McKinney Avenue, Suite 1100 
Dallas, Texas 75201 
Telephone: (214) 698-3100 
Facsimile: (214) 571-2900 
Email: mreiter@gibsondunn.com 
Email: sgeiszler@gibsondunn.com 
 
ATTORNEYS FOR DEFENDANTS 
REALNETWORKS, INC. AND RHAPSODY 
INTERNATIONAL INC. 
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CERTIFICATE OF SERVICE 

The undersigned hereby certifies that on June 14, 2010 all counsel of record were served 

with a true and correct copy of the foregoing Defendant Rhapsody International Inc.’s Answer, 

Defenses and Counterclaims to Third Amended Complaint for Patent Infringement by this 

Court’s CM/ECF system per Local Rule CV-5(a)(3). 

Dated: June 14, 2010 /s/ Anne Champion  
 Anne Champion 
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EXHIBIT 3 
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