IN THE UNITED STATES DISTRICT COURT
FOR THE WESTERN DISTRICT OF MISSOURI
SOUTHWESTERN DIVISION

O’SULLIVAN INDUSTRIES, INC., )
Plaintift, ;
V. ; CIVIL ACTION NO.
STUDIO RTA ; o S
Defendant. ;

ORIGINAL COMPLAINT AND APPLICATION FOR DECLARATORY JUDGMENT

O’Sullivan Industries, Inc. files this its Original Complaint and Application for

Declaratory Judgment against Studio RTA and would respectfully show the Court the following:

Parties

1. Plaintiff O’Sullivan is a corporation organized under the laws of the State of
Delaware and maintains its principal place of business at 1900 Gulf Street, Lamar, Missourt
64759.

2. On information and belief, Defendant Studio RTA is a corporation organized and
existing under the laws of the State of California, with its principal place of business at 8700 Rex

Road, Pico Rivera, California 90660.

Jurisdiction and Venuc

3. Jurisdiction is proper in this Court under 28 U.S.C. §§ 2201 and 2202 because a

claim is presented for declaratory judgment and under 28 U.S.C. § 1338(a) beeause this claim
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arises under the laws of the United States rclating to patents. Venue is proper in this judicial

district under 28 U.S.C. § 1391.

The Controversy Between the Parties

4. Studio RTA asserts that it is the exclusive licensee ol U.S. Patent No. D433,840
entitled “Display Shelving” (the “*846 Patent”), issued to Chien-Kuo Chang on November 21,
2000. A copy of the ‘846 Patent is attached hercto as Exhibit “A.”

5. O’Sullivan has imported and/or offered for sale since the issuance of the ‘840
Patent a certain audio cabinet referred to as “Item No. 20622 or “M odel 206227 (the
“apparatus”).

6. Studio RTA has charged O’Sullivan with infringement of the “840 Patent by
reason of its manufacture, importation and/or sale of the apparatus, by lctters dated February 5,
March 3, and April 1, 2003. Copies of these letters are attached as Exhibits “B,” “C,” and “D,”
respectively.

7. There cxists a substantial and continuing justiciable controversy between
O’Sullivan and Studio RTA as to Studio RTA’s right to threaten or maintain suit for
infringement of the ‘846 Patent, and as to Studio RTA’s legal right to demand that O’Sullivan

cease and desist its importation and/or offer for sale and/or sale of the apparatus.

Declaration of Non-Infringement

8. O’Sullivan repeats and reallcges the allegations of the preceding paragraphs as if

fully set forth herein.
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9. O’Sullivan does not infringe any valid claim of the *840 Patent. There exist
multiple substantial differences in appearance between the claimed design of the ‘846 Patent and

the apparatus.

Prayer

WHEREFORE, plaintiff O’Sullivan respectfully requests entry of judgment and an order

as follows:

a. Declaring and adjudging that the ‘846 Patent is not infringed;

b. Enjoining Studio RTA, its officers, agents, representatives, employees, and
attorneys, and those in active concert or participation with them, from asserting or
attempting to enforce the ‘846 Patent against O’Sullivan or its customers;

C. Finding that this is an cxceptional case and awarding O’Sullivan its reasonable
attorney fees pursuant to 35 U.S.C. § 285;

d. Awarding O’Sullivan its costs and expenses in bringing and prosccuting this
action; and

e. Awarding O’Sullivan such other and further relief that this Court may deem just

and proper.

Demand for Jury Trial

O’Sullivan hereby demands a trial by jury on all issucs in this matter.
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Respectlully submitted,

o 40 - IV ) et~
Brian D. Malkmus 7
Missouri State Bar No. Y3912
Blackwell Sanders Peper Martin LLP
The Hammons Tower, 901 St. Louis Street, Suite
1900
Springfield, Missouri 65800
Telephone:  (417) 268-4000
Telecopier:  (417) 268-4040

and

Donald C. Templin

Texas State Bar No. 19771500
John R. Emerson

Texas State Bar No. 24002053
Haynes and Boone, L.L.P.

901 Main Street, Suite 3100
Dallas, Texas 75202-3789
Telephone:  (214) 651-5000
Telecopier:  (214) 651-5940

ATTORNEYS FOR PLAINTIFF
O’SULLIVAN, INC.
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United States Patent [

N

i) Patent Number:  Des. 433,846

Chang [45] Date of Patent: sx Nov. 21, 2000
[54] DISPLAY SHELVING FOREIGN PATENT DOCUMENTS
. M 9205055  4/1993  Germany
[76] Inventor: Chien-Kuo Chang, Fl. 10-2, No. 447, rerme
Sec. 3, Wen-Hsin Rd., Taichung, Taiwan M 9405041 12/1994  Germany
n Primary Examiner—Cathron B. Matta
** crm: 14 Years
(**] Term o Attorney, Agent, or Firm—Rosenberg, Klein & Lee
[21] Appl. No.: 29/115,595 [57) CLAIM
{22} Filed: Dec. 20, 1999 I'he ornamental design for display shelving, as shown and
(51] LOC (D) CL ... 0604 oscribed.
[52] US.Ch ... e D6/4T74; DO/ATT DESCRIPTION
[58] Field of Scarch rrereamneneen D6/396, 449, 464, . L .. . .
D6/468, 474, 477, 108/59, 92, 93; 211/13.1, FIG. Lis a perspective view of display shelving showing my
7 1281, 134 new design;
o FIG. 2 is a front elevational view thereof;
[56} References Cited FIG. 3 is a rear elevational view thereof;
FIG. 4 is a left side elevational view thereof;
U.S. PATENT DOCUMENTS FIG. 5 is a right side clevational view thercof;
D. 200,562  3/1965 Gudez ¢l al. oo cvisenrirnnnse DO/A68 FIG. 6 is a top side elevational view thereof; and,
D. 332,018 12/1992 De Pas et al. . .. Do/464 I'IG. 7 is a bottom side clevational view thereof,
D. 360,779  8/1995 Allckotte et al, . D6/449
D. 364,763 12/1995 Sielaff ... D6/474 X
D. 401,084 1171998 Martin ... e D6/AT74 1 Claim, 6 Drawing Sheets
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U.S. Patent Nov. 21, 2000

Sheet 2 of 6 Des. 433,846
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U.S. Patent Nov. 21, 2000 Sheet 3 of 6 Des. 433,846

FIG., 3
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U.S. Patent Nov. 21, 2000 Sheet 4 of 6 Des. 433,846
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U.S. Patent Nov. 21, 2000 Sheet 6 of 6 Des. 433,846
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D: PAGE 3/8
FEB-©5-@3 17:@5 FROM: B, rawe <

T-138  P.002/004 F-6T1

Foh-05-2003 12:85pm  From

Rick Davidson, Sent vin Faesimile (417} 632-8120
President & CEQ Sent via TS Mail: 2/5/03
O’Sullivan Indgstries Inc ,

1900 Gulf Styeet

Lamar, MO 64739

Pear Rick:

As per my telephone message to you, O°Sullivan Funnture has recently introdoced a
home entertainment design which confliets with a patent and demgn_ that we currently
have on the markgr.

Through our Taiwan office, Studic RTA is the exclusive license holder to patent number
D433,846. We aye asking that you immediately, cease any offering, importing, stocking
showing, selling of this product to any customers  the Unites States, China, Germany
and the United Kingdom.

If we do not hear from vou immediately in regard to this matfer, we will have 10 proceed
with legal action.

I can be reached 4t (562) 446-2255 ext. 100 to discuss in further detail,

Sincerely,

Paul Reitzin
President

Encls.

Cc:  Jim Brauggerman - Sheppard, Mulin, Richter & Hampton LLC

EXHIBIT

5
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MAR-207-03 11:53 FROM: ID: PAGE 3/4
S — W vz

SHEPPARD MULLIN
TP VLM Ri2 A8 & HAMATON Lk
ATTORNEYS AT LAW

48th Floor | 333 Sputh Hope Seet | Los Angelss, CA $0071-1448
213-620-1780 aifke | 213-520~1326 fix | wwwesheppardmullin.com

Writer's Divect Line
2136174156
Fusggemann@sheppedaullin com
March 3, 2003
QOur File Number: 0SDLA060983
VIA FACSIMILE

Rowland H. Geddie, IIT, Esq.
O'SULLIVAN INDUSTRIES, INC.
1900 Gulf Strest

Lamar, Missouri, 64759-1899

Re:  Studio RTA adv. O'Sullivan Industries, Inc,
Infringement of U.S. Patent No. D433,846
Inventor: Chign-Kuo Chang
Issued: November 21, 2000

Dear M, Geddie:

We represent Studio RTA in intellectual property matters, inclhudmg patent
Htigation. We are writing to you regarding O'Sullivan’s audio cabinet, Item No. 20622, and its
infringement of the U.S. design patent identified above. This patent has beenr exchusively licensed
to Smdio RTA

In your Jetter to Paul Reitzin, dated February 24, 2003, you identified two minor
differences betwesn O'Sultivan's audio cabinet and the pateated design. First, you stated that the
back supports in the patented design form a vertical plane, whereas the back of O'Sullivar’s andio
cabinet Is “angled at approximately the same angle as the front supports.” Second, you stated that
the patented design has 2 rail extending rearwardly from the front supports around the back half
of the top shelf where it is fastened to the back supports, whereas O'Sullivan's audio cabinet lacks
any such rail around any of the shelves and its rear supports attach directly to the top shelf.

We consider these rwo differences to be relatively mimor, considering the great
similarity between the two designs taken as a whole, Moreover, we question even the existence
of the first alleged difference. Based on our review of photographs of O'Sullivan's cabinet, the
back edges of the individual shelves appear to define a plane that is substantially vertical, and
certainly closer to vertical than to the angle of the front supports.

EXHIBIT
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SERFPARD MULLIN WICRYER & HAMPTON LLF

Rowland H. Geddis, X, Esq,
March 3, 2003

Page 2

Tt is important to understand that, for infringement to occur, the two designs need
not be identical. It is cnough if an ordinary observer would consider the two designs to be
substantially the same. In this case, we pote numerons similarities between the two desigos. For
exarople, and most significantly, both designs incorporate L-shaped side supports, with horizonial
base sections and rearwardly eurved upright sections that support multiple rectangular shelves.
The L-shaped side supports of both designs have circular eross-sections, and these circular cross-
sections are similarly proportioned relative to the size of the shelving. An X-shaped back support
extends across the back sides of both designs, spanoing from the bottom to the top of the unit.
Based on these similarities, we are confident that ordinary observers would consider the two
designs to be substantially the same.

‘We, therefore, demand that O'Sullivan tmmediately cease alt fiurther mamifacturing,
distribution and sale of the infringing audio cabmet, Unit No. 20622, as weil as any other s
incorporating a similar design. Studio RTA will agree to allow O'Sullivan to sell off its remaining
inventory of infiinging cabinets, subject to an appropriate Toyalty payment.

We will expect to receive your prompt reply to this demand. I you fail to respond
satisfactorily 10 us by Friday, March 14, 2003, Studio RTA is prepared to take approprate legal

action,

for SHEPPARD, MULLIN, RICHTER & HAMPTON w.e

cc: Mr. Paul Z, Reitzin

WPELALIMT0534693.1
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SHEPPARD MULLIN

e s R Al e e
. SHEPRARD: MUILLIN RICHTER & HAMPYON LLP
ATTORNEYS AT L AW

4%th Floor | 333 South Hope Street | Los Angeles, CA 90071-1448
213 6201780 offce | 213-620-1398 fox | wwwsheppardmutliin.com

Writer's Thigsct Line
2136174156
jhrusggemann@sheppardmuilin com
Aprl 1, 2003
Cn File Number: 08DL-050983
VIA FACSIMILE
Rowland H_ Geddie, T, Esq.
Vice President, General Counsel and Secretary
O'SULLIVAN INDUSTRIES, INC.
1900 Gulf Street
Larnar, Missour: 64759-1859
Rer  Studio RTA adv. O'Sullivan Industries, Ing,
Tnfringement of U.S. Patent No. D433,846
Inventor: Chisn-Kuo Chang
Taaned: November 21, 2000
Dear Rowland:

This is in response to your faxed letter to xae regarding O'Sullivan's audio cabinet,
Model 20622, and our assertion that the cabinet infringes the above-identified patent, which has
been exclusively licensed to Studio RTA

Studio RTA appreciates O'Sullivan's willinguess to discontinue further purchase
and manufacture of the infringing audio cabinet. However, Studio RTA camnot accept
O'Sullivar's reserving of a tight to distribute and sell its remaining inventory of the cabinet withour
payment of appropriate royalties. O'Sullivan's cabinet so closely resembles the appearance of
Studio RTA's patented design that it must be concluded that O'Sullivan fmiended to copy the
design. As such, it is entirely vrreasonable for (rSullivam to expect not to have to pay for its

miTmgement.

We need to know the number of units of the Model 20622 audic cabinet actually
marufactored by of for O'Sullivan, inchding the sumber of such units previously sold as well as
the number of units remaining in inventory. 'We then can devide on an appropriate royaity
payment. O'Sullivan needs to understand that any on-going sales of the sibject andio cabinets
constitute willful and deliberate infiingement, exposing the company to an award of treble
damages and attorneys fees, under 35 U.S.C. §§ 284 and 285.

TEXHIBIT
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SHEPPARD MULLIN RICHTER. 4: TAMPTON LLP

Rowland H, Geddie, 111, Ezq.
April 1, 2003
Fage2

We are aware that O'Sullivan has been distibuting the infringing andio cabinets
through Menard, Inc. As you might know, Studio RTA. has corresponded with Menard,
demandingz that it cease all further sales of the cabinets, ('Sullivan peeds to understand that if
Studio RTA. is forced to pursue its infringement claim in the federal condts, it will bring in major
distribtors such as Menard, as well.

We will expect to receive the requested information no later than Wednesday,
Apnil 9, 2003,

WESLATIMT0546202.1

ce: Mr. Paul Z, Reitzin
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