UNITED STATES DISTRICT COURT B AR S
FOR THE MIDDLE DISTRICT OF FLORIDA =
ORLANDO DIVISION T

UNITED PURCHASING ASSOCIATION, LLC
and QUALITY CERTIFIED PRODUCTS, LLC,

Plaintiffs,
vs. CASE NO. (308 (v $15- 02 - | 8CTK-
AMERICAN VALVE, INC., JURY TRIAL REQUESTED
Defendant.

/

ACTION UNDER 28 U.S.C. §2201 FOR DECLARATORY JUDGMENT
THAT PLAINTIFFS DO NOT INFRINGE U.S. PATENT 5,141,018

OR THAT U.S. PATENT 5, 141.018 IS INVALID

COMES NOW Pilaintiffs United Purchasing Association, LLC ("UPA") and
Quality Certified Products, LLC (“QCP") and for its complaint against Defendant
American Valve, Inc. ("AVI") states:

PARTIES, JURISDICTION AND VENUE

1. UPA is a limited liability corporation organized under Florida law with
its principal place of business at 1101 Cornwall Road, Sanford, Florida 32273.

2. QCP is a limited liability company organized under Florida law with its
principal place of business at 1101 Cornwall Road, Sanford, Florida 32273, and is
related through common ownership to UPA.

3. QCP is engaged in the business of distributing and selling ball valves.

4. Upon information and belief, AVI is a corporation organized under

laws of a state other than Florida.
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5. Upon information and belief, AVI has a regular and established place
of business at 4321 Piedmont Parkway, Greensboro, North Carolina 27410.

6. Upon information and belief, for many years AVI has been engaged
in the distribution and sale of ball valves in interstate commerce, including
throughout Florida and this judicial district and division. AVI has sufficient minimum
contacts with the State so as to be subject to jurisdiction in Florida.

7. Upon further information and belief, AVl is the owner of U.S. Patent
5,141,018, a true and correct copy of which is attached hereto as Exhibit 1 (“the
‘018 patent”).

8. AVI through its counsel has written to UPA asserting rights to the ‘018
Patent and questioning UPA's rights to offer its products for sale in Florida without
a license under the ‘018 Patent. A true and correct copy of this letter is attached as
Exhibit 2. |

9. The letter of Exhibit 2 raises a clear and present controversy as to
whether UPA and/or QCP has infringement liability under the ‘018 patent.

10.  This Court has jurisdiction over this action under 28. U.S.C. §1338(a)
and 28 U.S.C. §2201. Venue properly lies in this judicial district and division under
28 U.S.C. §1391(c).

COUNT ONE

Action for Declaratory Judgment That the UPA/QCP
Ball Valves Do Not Literally Infringe the ‘018 Patent

11.  This Count One is an action for a declaratory judgment under 28

U.S.C. §2201 that the ball valves distributed and sold by UPA and/or QCP do not
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literally infringe the ‘019 patent.

12.  The assertions of §11-10 above are incorporation into this Count One
by reference.

13.  The ‘018 patent contains only one independent claim, Claim 1.

14. The ball valves distributed and sold by UPA and/or QCP cannot
infringe the ‘018 patent unless those ball valves infringe Claim 1 of the ‘018 patent.

15.  Claim 1 of the ‘018 patent specifically states that “the improvement
being that said ball is made out of cast iron...".

16. The UPA/QCP ball valves do not literally infringe Claim 1 of the ‘018
patent because the UPA/QCP balls are not fabricated from cast iron, butinstead are
fabricated from ductile iron.

17.  Wherefore, UPA and QCP are entitled to a declaratory judgment
under 28 U.S.C. §2201 that their ball valves do not literally infringe Claim 1 of the
‘018 patent.

COUNT TWO

Action for Declaratory That the UPA/QCP Ball Valves
Do Not Infringe the ‘018 Patent by Equivalency

18. This Count Two is an action for a declaratory judgment under 28
U.S.C. §2201 that the ball valves distributed and sold by UPA and/or QCP do not
infringe the ‘018 patent by equivalency.

19. The assertions of §J{[1-10 above are incorporated into this Count Two

by reference.

20. The ‘018 patent contains only on independent claim, Claim 1.
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21. The ball valves distributed and sold by UPA and/or QCP cannot
infringe the ‘018 patent unless those ball valves infringe Claim 1 of the ‘018 patent.

22. Claim 1 of the '018 patent specifically states that "the improvement
being that said ball is made of cast iron...".

23.  Duringthe prosecution of its patent application which became the ‘018
patent, AVI's attorney in response to a prior art rejection specifically amended the
claim which became Claim 1 to recite the “cast iron” limitation, and made the
following argument:

On the other hand, cast iron does not have the
properties of the cited references. Itis brittle and has a
much lower coefficient of expansion than the above
metals. Cast iron would not be recommended as a
“suitable material” on the basis of these patents where
there is a need for high impact resistance. Cast iron
has a considerably lower impact strength than
either cast carbon steel or malleable ductile iron.
(Emphasis added).

24. Based upon the amendment and argument set out in 23 above, AVI
is barred by prosecution history estoppel from asserting that the UPA/QCP ductile
iron balls are equivalent to the cast iron ball construction recited in Claim 1 of the
‘018 patent.

25. Wherefore, UPA and QCP are entitled to a declaratory judgment
under 28 U.S.C. §2201 that their ball valves do not infringe Claim 1 of the ‘018

patent by equivalency.
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COUNT THREE
Action for Declaratory Judgment That
Claim 1 of the ‘018 Patent is Invalid

26. This Count Three is an action for declaratory judgment under 28
U.S.C. §2201 that the ‘018 patent is invalid.

27. Theassertions of {{]1-10 above are incorporated into this Count Three
by reference.

28. Tothe extent that AVI attempts to assert that ductile iron is equivalent
to cast iron under Claim 1 of the ‘018 patent, and Claim 1 is invalid in view of the
prior art considered during the prosecution of the ‘018 patent.

29. Further, upon information and belief, other prior art not considered by
the United States Patent and Trademark Office during the prosecution of the ‘018
patent renders the patent invalid.

30. Wherefore, UPA and QCP are entitled to a declaratory judgment that
the claims of the ‘018 patent are invalid.

REQUEST FOR JURY TRIAL

UPA and QCP request a trial by jury.

PRAYER FOR RELIEF

WHEREFORE, UPA and QCP respectfully request that this Honorable Court

enter a Final Judgment that:

A. The ‘018 patent is not literally infringed by the UPS/QCP
ductile iron ball valve;

B. The'018 patent is not infringed by the UPA/QCP ductile iron
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ball valve by equivalency;

C. The '018 patent is invalid;

D. Prohibits AVI from further accusing UPA and/or QCP of
infringing the ‘018 patent; and

E. Awards UPA and QCP their attorney's fees and costs.

~ghfr

n( GILC
|da Bar No. 239194

bailchrist@addmg.com
HERBERT L. ALLEN
Florida Bar No. 114126
hallen@addmg.com
ALLISON IMBER
Florida Bar No. 44233
aimber@addmg.com
ALLEN, DYER, DOPPELT, MILBRATH

& GILCHRIST, P.A.
255 So. Orange Ave., Suite 1401
Post Office Box 3791
Orlando, Florida 32802
Tel: 407/841-2330
Fax: 407/841-2343

Attorneys for Plaintiff
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United States Patent 9 (11 Patent Number: 5,141,018

Guterman [45) Date of Patent: Aug. 25, 1992

[54] QUARTER TURN BALL VALVE 4,219,046 8/1980 West el @l coenorccrsermrsrnssne 137/375

4,532,957 871985 Battle et a). .rrerrreererrerrn. 1317375

[75) Inventor: Frederick J. Guterman, Gleamont, 4,696,323 971987 IfT 1377375
N.Y.

) Primary Examiner—George L. Walion
[73] Assignee: American Valve, Inc,, Chicago, Ill.

(57 ABSTRACT
[21]  Appl. No.: 608,803 A quarter turn cast iron ball valve where the ball inside
{22] Filed: Nov. 5, 1990 is cast of metal, s0lid or hollow, and forms a cylinder or
KR 6K 5/06: F16K 27/06  tube across the inside. This tube is “‘open’ on both ends
{g;} l‘?.zs.c(;l F1 1/37}3';;; §5§,;1 5 30 that when the ball is seated and turned to its open
(58] Field of Search ............... 137/375; 251/315, 316,  Position there is a diametrically extended flow passage

251/317, 285, 288  8llowing the fluid to flow through the valve. The bal) is
covered with “Teflon™ on the periphery of the ball as

(s6) Refereaces Cited well as on the inside periphery of the tube. The gland
U.S. PATENT DOCUMENTS plate has a locking mechanism which enables the valve
to be quickly set to a desired position on a permanent
3,073,336 171963 JORRSON .cceicccrrecssncrnrssasscense 1371/378 . P
3,334,650 B/1967 Lowrey et ol oo 1317375 "‘“‘i’.’“d be locked in either the full, opened or closed
3,537,473 1171970 DeZurik, Jr. coovrevcessicrssaens 251,288  position.
3,662,778 ‘5/1972 Leopold, Jr. et al. ....ccccienee 1317375
3,857,546 12/19%4 Quirk 1317315 6 Claims, 1 Drawing Sheet
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5,141,018

1
QUARTER TURN BALL VALVE

FIELD OF THE INVENTION

This invention relates to a quarter turn ball valve and,
more particularly, to ball valves with flanged ends to be
used for generat service in Class 125 and 250 cast iron
flanged gate valves having the standard face-to-face
dimensions (ANS! D16.10) and for ball valves having
the dimensions and drilling of end flanges conforming
to the American cast iron flange standard, Class 125 and
Class 250 (ANSI B16.1).

Ball valves have received wide acceptance in many
types of liquid flow control applications. Their wide use
is due in no small part to the ease and quickness of
opening and closing. The introduction of the iron
flanged ball valve to replace gate valves or plug valves
in both high pressure and normal operations meeting
the face-to-face dimensions (ANSI B16.10) for Class
125 and 250 cast iron flanged gate valves is relatively
new in itself.

One of the most expensive components of the quarter
turn bal) valve is the valve ball itself, which is usually
fabricated of stainless steel and/or with another metal
coated with stainless steel. While there have been fabri-
cated balls for valves previous to this time, as shown in
the patent to Heller et al., U.S. Pat. No. 3,737,145, and
balls made totally of co-polymer materials such as *“Cel-
con" as shown in the patent to Wrasman, U.S. Pat. No.
3,961,770, and there has not been a ball fabricated of
sold cast iron and coated with “Teflon" instead of the
usual stainless stee] for Class 125 and 250 cast iron
flanged valves.

As can be seen from Clifford Anderson, U.S. Pat. No.
3,108,779, one of the commercially available fluorocar-
bon resins is polytetrafluoroethylene which has a low
coefficient of friction, is inert to all known chemicals
except molten alkaline metals, fluorine at elevated tem-
peratures and certain complex halogen components and
can be used for continuous service at temperatures as
high as 500° F. degrees. Polytetrafluoroethylene is com-
mercially sold in the United States by E.I. duPont Ne-
mours and Company under its registered trademark
“Teflon.” Another polytetrafluoroethylene is commer-
cially sold by Polymer Corp. under the registered trade
name “PolyPenco.

Still another fluorocarbon resin having many desir-
able characteristics that can be used is polytrifluoro-
chloroethylene which is commercially available in the
Uniteg States from M. W. Kellogg under its registered
trademark “Kel-F. " However, other plastics which are
corrosive resistant and fluid impervious and have prop-
erties known as “plastic memory" may also be used as
well as other fluorocarbon polymers; for example, co-
polymers such as tetrafluoroethylene, ethylene or chlo-
rotrifluoroethylene could be used as a coating. Such
items other than fluorocarbon polymers are: polythy-
lene, polypropylene and vinyl polymers such as polyvi-
nylchloride. Lennite UHMW polymer is such a material
that can be used in this instance and is commercially
30ld as “Lennite” and is a registered trademark of West
Lake Plastics Company for products made from
UHMW polymer resins.

In this invention, a layer of “Teflon" is applied to the
valve ball to achieve a valve that is inexpensive to man-
ufacture as well as easy to operate.
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The thickness of the “Teflon" to be used will depend
upon such factors as the rated pressure of the valve, unit
load, etc.

While “Teflon” has been used for packing, seats,
gaskets and in many situations as a coating for the body
of valves and sealing members so noted in the Patent to
Clifford E. Anderson, U.S. Pat. No. 3,108,779, and J. M.
Yost, U.S. Pat. No. 3,227,174, it has not been noted as 8
coating for a ball member made out of cast iron to be
used inside a valve made of cast iron conforming to the
face-to-face dimensions of ANSI B16.10 and Class 125
and 250 cast iron flanged gate valves.

The Patent 1o J.M. Yost, U.S. Pat. No. 3,227,174,
emphasizes the need to produce a valve that can control
kighly corrosive fluids, particularly under high pressure
and high temperatures. His design is specific in provid-
ing a valve in which the body and flow passages are
completely covered in corrosion resistant material and
is unique in the way the ball is placed in the sleeve and
formed to control pressure and expansion of gases.

Clifford Anders, U.S. Pat. No. 3,108,779, also talks
about coating all the load carrying structures with a
corrosion resistant material. Yost has a ball made out of
corrosive resistant material formed around an insert
flattened on top and bottom that is then inserted in the
sleeve, further heated, and allows the liner to shrink
down the ball, becoming one complete component.

Our ball is round, made of cast iron, coated and is a
separate component, not made part of the sleeve or
engaging the inside wall of said enlarged sleeve. Nor is
our valve coated on all load carrying members as per
Clifford Anderson, U.S. Pat. No. 3,108,779, and J. M.
Yost, U.S. Pat. No. 3,227,174,

Although the ball valve has increased in popularity, a
gland plate has not been developed allowing the valve
to be used in a throttling situvation. While ball valves
have the means to limit the tumn to 90 or a quarter tumn
through the use of bolts or extensions on the castings,
and in some instances allow the locking of the valve in
a full, open or shut position, the mechanism is lacking to
allow locking of the valve in a partial open position or
setting the valve opening at a predetermined position.

It is therefore an cbjeot of this invention to provide a
new and improved quarter tum valve which can be
easily operated as well as manufactured inexpensively.

It is further an object of this invention to manufacture
a quarter turn ball valve which can be used in general
liquid and gas service that operates easily and which
does not cost as much when a valve ball is either fabri-
g::;:d of stainless steel or housed with a stainless steel

It is further an object of this invention to provide a
quarter turn valve that has a metal valve ball which has
been coated with a fluorocarbon material such, as “Tef-
lon,” after it has been molded.

It is further an cbject of this invention to provide a
valve ball which is either electrostatically coated or
bonded using compression molding with a fluorocarbon
material to enhance sealing and provide chemical resis-
tant characteristics as well as reduce friction and the
cost of manufacturing the ball.

It is further an object of this invention to manufacture
a quarter turn ball valve which can be used to balance a
line through a memory stop incorporated in the gland
plate that will allow the user to set a predetermined
open or close position for the valve other than the full
open and closed position and also allow the locking of
the valve in the open and shut position.
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3
Other and further objects of the invention will be
obvious upon understanding the embodiment to be de-
scribed and indicated in the appended claims and vari-
ous advantages not referred to herein will occur to one
skilled in the art upon employment of the invention in
practice.

DESCRIPTION OF THE DRAWINGS

Referring to the drawing wherein like characters of
reference are used to indicate corresponding parts and
forming a part of the specification wherein:

FIG. 1 is a half-sectional view of a quarter turn valve
embodying the invention;

FIG. 2 is a spherical ball shown with a thin coating of
“Teflon;"” the ball has been cast of solid iron and then
costed; and :

FIG. 3 is a top view of the valve shown in FIG. 1
with the gland plate.

DESCRIPTION OF THE PREFERRED
- EMBODIMENT

Referring to the drawings, a quarter tumn valve is
pictured that has a conventionally shaped body 10 with
flanges 100, 105 formed on cach of the ends thereof.
The body is bolted together by the bolting means 12
disposed around flanges 10c and 10d that have aligned
and corresponding holes (not shown) to hold the valve
together.

As is seen from FIG. 1 of the drawing, a handle 14 is
associated with the stem 16 in a fixed relationship so
that rotation of the handle 14 causes the stem 16 to
rotate. The stem 16 can be keyed into the handle 14 to
form the fixed relationship. A stop plate 18 is interposed
between a gland 20 and the handle 14. The stem 16 is
shown with the packing 24 to provide a seal with the
body 10.

Also, the stem 16 extends through the gland 26 and
has & key and pin that is attached to the valve ball in
order that rotation of the handle 14 causes correspond-
ing rotation of the valve ball 28.

The valve ball is shown seated with a valve seal 30
which is also made of “Teflon” As seen from FIG. 2,
the valve ball of this invention is of cast iron and there
is a Teflon-coated tube 32 on the inside diameter that
corresponds with the openings in the body of the ball
valve when the tube and ball are in the open position.
Also, the cast iron valve ball is coated with a thin coat-
ing of “Teflon.” “Teflon” is a fluorocarbon material,
commercially sold by E.I. duPont Nemours and Com-
pany under the registered trademark *“Teflon”. The
particular polyfluoride is polytetrafluoroethylene. An-
ather polytetrafluoroethylene is commercially sold by
Polymer Corp. under the registered trade name *'Poly-
Penco”. Another fluorocarbon resin having many desir-
able characteristics that can be used is polytrifluoro-
chloroethylene which is commercially available in the
United States from M.W. Kellogg under its registered
trademark “Kel-F'. However, as stated before, other
plastics which are corrosive resistant and fluid impervi-
ous and which have properties known as “plastic mem-
ory” may also be used. Such items other than fluorocar-
bon polymers are: polythylene, polypropylene and
vinyl polymers such as polyvinylchloride and Lennite
UHMW polymer is such a material that can be used in
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As seen from the drawing in FIG. 3, the stop plate 18
has the arcuate segment portion 35 and the drilled holes
37, 37a and 38, 38a. The arcuate segment portion 35 is
positioned so that a stop bolt (shown in phantom) can be
located therein to provide for positioning of the handle
14 in a certain location easily. The handle 14 is provided
with a corresponding hole (shown in phantom) so that a
bolt can fit through the arcuate segment and stop plate
and thereby locate the handle 14 where desired. The
holes 37, 37a of the sides are for locking in either an
“open" or *closed” position with a padlock or the like.
The drilled holes 38, 38a can be used with well known,
automatic actuators (not shown) that can be associated
with the valve 50 that the valve can be actuated to an
open or closed position remotely, without need of man-
ually applying force to the handle 14 to urge it to rotate.

In addition to the foregoing improvements, the han-
dle is of a length that can be cut and can fit in different
spaces. Thus, a new and improved ball valve is pro-
vided wherein the valve ball, in being of cast iron and
coated with “Teflon", is less expensive and just as effi-
cient as stainless steel, having the face-to-face dimen-
sions and drilling of end flanges conforming to the
American cast iron flange standard, Class 125 and 250
(ANSI B16.1). Also, the valve, in having the stop plate
18, can be easily set to either its extreme position or the
positions attainable by means of the arcuate segment as
previously described. '

Although one form of this invention has been illus-
trated and described and is not to be limited thereto
except as far as such limitations are included in the
following claims.

What is claimed is:

1. In a cast iron ball valve device of the type having
a Class 125 and 250 rating;

said ball valve device includes a valve housing, valve

seat means, and a ball valve member with a diamet-
rically extended flow passage therethrough;

said ball being operatively disposed with said valve

housing and movable between an open and closed
position relative to said valve seat means;

the improvement being that said ball is made of cast

iron and has a coating of corrosion-resistant plastic
material thereon;

said ball is also adaptable 10 secure a valve stem

thereto;

whereby said ball valve can be operative in the steam

rating specified while maintaining the dimensional
sealing stability of said coating with said valve seat
means.

2. A valve as defined in claim 1 wherein said ball is
coated with a corrosion-resistant material made of a
synthetic organic plastic having a low coefficient of
friction.

3. A valve as defined in claim 1 wherein said ball is
coated with a corrosion-resistant materia) identified as
fluorocarbon polymer.

4. A valve as defined in claim 1 wherein said ball is
coated with a corrosion-resistant material identified as
polytetrafluoroethylene.

$. A valve as defined in claim 1 wherein said ball is
coated with a corrosion-resistant material identified as
polyethylene.

6. A valve as defined in claim 1 wherein said ball is
coated with a corrosion-resistant material identified as a
co-polymer.
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April 1, 2008
Mr. Bill Corp

UPA
1101 Cornwall Road

Sanford, FL 32773

Re:  American Valve, Inc.
Dear Mr. Corp:

1180 Peacherec Strece, NE

21s¢ Floor
Adlanca, Georgia
30309

Telephone

404 §,-5008

Facsimile
404 892-5002

Web Site
www.fr.com

Thad C. Xodish
404 7242792

Email
TKodish@fr.com

My firm represents American Valve with its intellectual property matters, We have
recently learned that UPA is selling a cast iron flanged ball valve under the mark
“C8000.” This activity raises significant concerns for American Valve, including but
not limited to whether UPA needs to take a license to American Valve’s longstanding
U.S. Patent No. 5,141,018. We would elso appreciate you identifying your
supplier(s) and partner(s) with regard to this product, who may need e license to the
patent as well, Please contact me by Monday, April 7, 2008 concerning these

natters,

Sincerely,

v

Thad Kodish
TCK/jtw
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