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IN THE UNITED STATES DISTRICT COURT

" O R l G i LI:‘OR THE NORTHERN DISTRICT OF TEXAS
J IN f-\ DALLAS DIVISION ,cmm\( @br i }' CT COURT
v \

PRIMESOURCE BUILDING PRODUCTS, \f”/m/

INC., |

» 8-07CV0303-M
Plainti, CIVIL ACTION NO.
V.

§
§
§
§
§
2
PHILLIPS SCREW COMPANY, §
§
§

Defendant.

COMPLAINT FOR DECLARATORY JUDGMENT

PrimeSource Building Products, Inc. (“PrimeSource”) complains of Phillips Screw
Company (“Phillips”) requesting a declaratory judgment that U.S. Patent 6,941,635 (“the
‘635 patent™) is invalid and/or not infringed by PrimeSource. A copy of the ‘635 patent is
attached as Exhibit A.

L PARTIES

1. Plaintiff, PrimeSource Building Products Inc., is a Delaware corporation having
its principal place of business at 2115 East Beltline Road, Carrollton, Texas 75006.

2. Defendant, Phillips Screw Company, is a Delaware corporation having its
principal place of business in Bellingham, Massachusetts 02019.

II. NATURE OF THE ACTION

3. This is an action for a declaration of rights under the patent laws of the United
States, as amended, 35 U.S.C. § 101 ef seq. Actual controversy exists within this Court’s
jurisdiction among the parties concerning these rights. This Court is authorized to declare the
rights of the parties pursuant to the Federal Declaratory Judgment Act, 28 U.S.C. §§ 2201-2202

and the Texas Declaratory Judgment Act, Ch. 37, Tex. Civ. Prac. & Rem. Code. In particular,
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PrimeSource seeks a declaration that the ‘635 patent is invalid and that PrimeSource has not
infringed the ‘635 patent.
III.  JURISDICTION AND VENUE

4. This Court has subject matter jurisdiction pursuant to 28 U.S.C. §§ 1331 and
1338.

5. This Court has personal jurisdiction over Phillips because Phillips conducts
business in Texas and this Judicial District.

6. Venue is proper under 28 U.S.C. §§ 1391(b) and 1400(b).

IV. BACKGROUND

7. PrimeSource is one of the largest purveyors of fasteners in the world, and one of
the largest distributors of building materials in the United States. Its product lines include the
Grip-Rite® family of products and Pro-Twist® Construction Fasteners. Grip—Rite® is one of the
top selling brand of fasteners in the United States.

8. On January 3, 2007, Phillips sent PrimeSource a cease and desist letter claiming
that PrimeSource’s new Grip-Rite® deck screws, for example product number H3CSBI, (the
Accused Products) infringe the ‘635 patent. Phillips threatened litigation if PrimeSource did not
cease and desist from further manufacture of the Accused Products. A true and correct copy of
the Phillips January 3, 2007, cease and desist letter is attached as Exhibit B.

9. On January 9, 2007, PrimeSource sent Phillips a responsive letter, including a
dimensional spreadsheet of the new deck screws in question and relevant prior art, to show that
Phillips’ infringement claims have no basis in law or fact. A true and correct copy of the
PrimeSource response (without attachments) is attached as Exhibit C.

10.  On February 8, 2007, Phillips sent a second cease and desist letter continuing to

demand that PrimeSource “immediately cease and desist from further manufacturing, marketing,

COMPLAINT FOR DECLARATORY JUDGMENT - PAGE 2
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selling, offering for sale and/or importing such new deck screws.” In this letter, Phillips
threatened to “consider all its legal options under its U.S. Patent, including seeking preliminary
and permanent injunctive relief, damages, costs and attorneys fees.” A true and correct copy of
the Phillips February 8, 2007 cease and desist letter is attached as Exhibit D.

11.  PrimeSource believes Phillips® claims are without merit and there is a clear threat
of a future suit for damages and attorneys fees if PrimeSource refuses to comply with Phillips’
demands to immediately cease and desist. Accordingly, PrimeSource now seeks a declaratory
judgment from the Court that the Accused Products do not infringe the ‘635 patent and that the
‘635 patent is invalid and unenforceable.

COUNT I
DECLARATION OF NON-INFRINGEMENT

12.  PrimeSource incorporates all previous allegations of paragraphs 1 to 11 of this
complaint as set forth herein.

13. A judiciable and actual controversy exists between Phillips and PrimeSource
concerning whether PrimeSource’s Accused Products infringe the ‘635 Patent under 35 U.S.C. §
271.

14.  PrimeSource requests a declaration from this Court that none of PrimeSource’s
Accused Products infringe the ‘635 patent, directly or indirectly, either literally or under the
doctrine of equivalents.

COUNT I
DECLARATION OF INVALIDITY AND UNENFORCEABILITY

15.  PrimeSource incorporates all previous allegations of paragraphs 1 to 14 of this

complaint as set forth herein.

COMPLAINT FOR DECLARATORY JUDGMENT — PAGE 3
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16. A judiciable and actual controversy exists between Phillips and PrimeSource
concerning the validity of the ‘635 patent under 35 U.S.C. §§ 101 et segq.

17.  PrimeSource requests a declaration from this Court that the ‘635 patent is invalid
and unenforceable pursuant to 35 U.S.C. § 101 ef seq., including but not limited to 35 U.S.C. §§
101, 102, 103, and 112.

PRAYER FOR RELIEF

WHEREFORE, PrimeSource respectfully requests that the Court enter judgment:

a. Declaring that U.S. Patent No. 6,941,635 is not infringed, directly or indirectly,
literally or under the doctrine of equivalents, by the manufacture, sale, offer for sale, use,
distribution and importation of the Accused Products;

b. Declaring that U.S. Patent No. 6,941,635 is invalid and unenforceable pursuant to
the patent law of the United States;

C. Awarding PrimeSource its costs and all reasonable and necessary attorneys’ fees
incurred in connection with this action; and

d. Such other and further relief, at law or in equity, as the Court may deem just.

COMPLAINT FOR DECLARATORY JUDGMENT - PAGE 4
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Of Counsel:

J. Jeffery Richardson
State Bar No. 16864450

James Glenn

State Bar No. 24032357
Fulbright & Jaworski L.L.P.
2200 Ross Avenue, Suite 2800
Dallas, Texas 75201-2784
Telephone: (214) 855-8000
Facsimile: (214) 855-8200

Respectfully submitted,

By: M %9»44..—-/11—»/47

Marc L. Delflache” TebF Lob e
State Bar No. 05725650

Fulbright & Jaworski L.L.P.

2200 Ross Avenue, Suite 2800

Dallas, Texas 75201-2784

Telephone: (214) 855-8000

Facsimile: (214) 855-8200

ATTORNEYS FOR PRIMESOURCE
BUILDING PRODUCTS, INC.
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SCREW FOR REMNANT-PRODUCING
ALTERNATIVE LUMBER MATERIAL

This application is a divisional of U.S. patent application
Ser. No. 09/783,124, filed Feb. 15, 2001, now U.S. Pat. No.
6,666,638, the entire disclosure of which is incorporated by
reference herein.

BACKGROUND

The present invention relates generally to fastening sys-
terns. In particular, the present invention relates to a screw
for penetrating and securing a workpiece.

In construction and fumiture building involving wood
products, the use of alternative materials is becoming more
common. Some alternative materials are made entirely from
post-consumer polyethylene waste such as bottles and other
recycled plastics. Other alternative materials are manufac-
tured by mixing wood and other materials such as glass,
steel, and carbon fibers with a suitable binder to vary the
characteristics of the final material. Materials alternative to
wood are used to construct everything from cabinets to
decks. Such alternative materials are made by various pro-
cesses. For example, alternative material lumber may be
made by blending recycled plastic resins with sawdust and
extruding the blended mixture into standard lumber sections.

Such alternative materials have many advantages over
wood. The alternative materials are often stronger and more
durable then even pressure treated lumber. Many materials
also offer better resistance to moisture, corrosive substances,
termites and other insects, and other environmental strains
that often prove to be detrimental to wood.

The use of standard fasteners with these alternative
materials, however, may produce unwanted results. Screws
are commonly used to affix one workpiece to another.
However, some of the above mentioned alternative materials
may not compress as readily as wood to accommodate the
added volume of the inserted screw. With respect to some of
the above-mentioned alternative materials, insertion of the
screw, particularly if there is no pre-drilled hole to accom-
modate the screw, can cause remnants or shavings to be cut,
extruded, or otherwise removed from the hole made by the
screw. Such alternative materials may be referred to as
“remnant-producing” materials, and may include materials
in addition to the alternative materials mentioned above.
Some of the remnants may remain attached to the material
or held to the material by the screw, and extend above the
material surface. These remnants then have to be removed
by sanding or other methods. A common way to reduce this
problem is to pre-drill holes in the locations where a
screw-type fastener must be inserted. This technique is
laborious and time consuming. What is needed is a fastener
adapted for use with a remnant-producing material where
insertion of the fastener, particularly without pre-drilling
holes, leaves a smoother surface on the remnant-producing
material, reducing or eliminating remnants.

SUMMARY

The present inventions provide a fastener for securing
remnant-producing materials, a method of manufacturing
the fastener, and a method of using the fastener so that
remnants or slivers produced by rotation of the fastener are
substantially embedded within the remnant-producing mate-
rial.

A fastener is provided having two separate threaded
portions, a first or lower threaded portion having a first
thread pitch and a second or upper threaded portion having
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a second thread pitch. The leading lower thread portion is
designed to engage the work piece more firmly than the
following upper thread portion. Thus, upon insertion of the
screw, as both threaded portions engage the work piece, the
first section substantially maintains its position or insertion
rate with respect to the work piece defined by the pitch of the
lower threads. The second threaded portion having a differ-
ent thread pitch engages the work piece less firmly and thus
is pulled through the work piece by the first set of threads
substantially at the rate defined by the angle of the first set
of threads. If the respective upper and lower thread pitches
were equal, the upper threads would merely follow in the
tracks or parallel to the tracks of the first leading threads. By
making the thread pitches different, the second threaded
portion engages and pulls with it remnants and/or wall
material, retaining or pulling it into the bore.

In one aspect of the present inventions, the pitch of the
second portion threads is less than the pitch of the threads of
the first portion. The second threaded portion pitch in such
an embodiment may spiral in the same direction as the first
thread portion, may be of zero pitch, i.e., one or more rings
around the screw shank, or may be of negative pitch, i.e.,
spiral in a direction that is opposite of the threads on the first
or lower threaded portion.

In another aspect of the present inventions, the threads on
the second or upper threaded portion have a larger diameter
than the threads on the first or lower threaded portion.

In use, the first or lower threaded portion of the fastener
is engaged with the remnant-producing material and rotated
in the direction of the threads to insert the fastener into the
material. This rotation may produce remnants or slivers by
extruding, cutting, or some other mechanism. These rem-
nants may extend from the hole in the material or workpiece
surface made by the screw.

After the lower threaded portion is completely inserted
into the material, the upper threaded portion of the fastener
enters the material. Because the upper threaded portion has
threads that have a different thread pitch relative to the
threads on the lower threaded portion, the threads on the
upper threaded portion capture the remnants that have been
extruded within and/or onto the surface of the workpiece. As
the fastener is completely inserted into the material, the
remnants that have been extruded by the lower threaded
portion of the fastener are substantially retained in the bore
by the upper threaded portion of the fastener.

Therefore, a fastener and a method for inserting the
fastener are provided to answer a need that currently exists
in the comstruction industry.

These and other features and advantages of the invention
will be more clearly understood from the following detailed
description and drawings of preferred embodiments of the
present invention.

BRIEF DESCRIPTION OF THE DRAWINGS

FIG. 1 is a side view of a screw according to a preferred
embodiment of the present invention.

FIG. 2 is a cross-sectional view showing the screw of FIG.
1 engaged in a remnant-producing material.

FIG. 3 is a view similar to FIG. 2.

FIG. 4 is a view similar to FIG. 2.

FIG. 5 is a side view of a screw according to another
preferred embodiment of the present invention.

FIG. 6 is a view taken along section line VI—VT of FIG.
5.

FIG. 7 is a side view of a screw according to another
preferred embodiment of the present invention.
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FIG. 8 is a cross-sectional view showing the screw of FIG.
7 engaged in a remnant-producing material.

FIG. 9 is a view like FIG. 8.

FIG. 10 is a view like FIG. 8.
FIG. 11 is a view like FIG. 8.
FIG. 12 is a view like FIG. 8.
FIG. 13 is a view like FIG. 8.

FIG. 14 is a side view of a screw according to another
preferred embodiment of the present invention.

DETAILED DESCRIPTION OF PREFERRED
EMBODIMENTS

Refer now to FIG. 1 there being shown a fastener or
screw, generally designated by reference numeral 10,
according to a preferred embodiment of the present inven-
tion. The fastener 10 includes a shank 20 extending between
a head 30 and a tapered tip 40. The head 30 has a diameter
32, and also includes a recess 34 (not shown) configured
(e.g., slotted or cruciform shaped) to accommodate a driver
for rotating the fastener 10. The screw 10 has an axis 25.

In the illustrated embodiment, the shank 20 of the fastener
10 bhas two threaded portions: a first or lower threaded
portion 50 and a second or upper threaded portion 60. In a
preferred embodiment, the lower threaded portion 50 has
right-hand threads 54. The upper threaded portion 60 has
left-hand threads 64. The lower threaded portion 50 has a
length 53, a lower thread diameter 56, and a lower shank
diameter 52. The upper threaded portion 60 has a length 63,
an upper thread diameter 66, and an upper shank diameter
62.

The threads on the first or lower threaded portion 50 have
a pitch 58 that is defined by the axial distance from a point
(usually the crest) on a thread to a corresponding point on an
adjacent thread. The threads on the second or upper threaded
portion 60 have a pitch 68 that is similarly defined. In the
illustrated embodiment, the thread pitch 68 of the upper
threaded portion 60 is negative and thus is less than the
thread pitch 58 of the lower threaded portion 50.

The head diameter 32 is greater than the shank diameters
52 and 62. As illustrated in FIG. 1, a neck 70 extends
between the upper threaded portion 60 and the head 30. The
neck 70 has an outer surface 72. In the illustrated
embodiment, the neck 70 is manufactured to have a diameter
enlarging in a tapered fashion to transition from the upper
threaded portion shank diameter 62 to the head diameter 32.
In the illustrated embodiment, the lower part of the neck 70
has the same diameter as the shank diameter 62, and the
upper part of the neck 70 is the same in diameter as the head
diameter 32. In this embodiment, the neck 70 is manufac-
tured to be of increasing diameter from the lower portion to
the upper portion of the neck 70. The neck surface 72 is
tapered from the shank diamcter 62 to the head diameter 32.
Alternatively, a portion or portions of the neck could be
straight or not tapered. The neck is tapered so that in use, as
the leading surface, i.e., the neck surface 72 of the illustrated
embodiment, enters a work piece, the work piece will
gradually compress to accommodate the screw 10 as it is
inserted, preferably without the need to pre-drill holes in the
work piece. The desirable angle or degree of taper may
depend upon the compressibility or the characteristic of the
work piece. Any abrupt flange, protrusion, ridge or other
surface in the leading neck surface 72 could engage the work
piece and inhibit the screw’s insertion into the work piece,
particularly if the abrupt surface has to travel a substantial
distance into the material.
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The upper threaded portion 60 and the lower threaded
portion 50 are separated by a transition section 24 that has
a length 26. The transition section 24 is manufactured to
contain no threads. In the illustrated embodiment, the tran-
sition section 24 has a diameter 22 that is slightly greater
than the shank diameters 52 and 62, but smaller than the
upper and lower thread diameters 66 and 56. Alternatively,
the transition section diameter 22 can be equal to or smaller
than the shank diameters 52 or 62, but should not be so large
as to substantially inhibit insertion of the screw into the work
picce. For example, powdery material, such as drywall,
easily breaks or compresses, and could accommodate abrupt
changes or flanges, whether or not the material produces
remnants from any paper or other coverings. However, other
materials are more resistant to compression and tapered neck
screw heads are more readily insertable into such materials.

The lower threaded portion 50 extends to the tapered tip
40 and a point 28, similar to a conventional wood screw. The
point 28 is essentially a sharp end to the shank 20. As
illustrated in FIG. 1, the tapered tip 40 is manufactured to be
decreasing in diameter from the shank diameter 52 to the
point 28. The threads 54 of the lower threaded portion 50 are
conventionally manufactured to continue onto the tapered
tip 40 and to end at the point 28. The lower threaded portion
thread diameter 56 decreases at the tapered tip 40 and comes
to an essentially sharp end on point 28. The lower threaded
portion threads 54 on the tapered tip 40 and point 28 may be
manufactured to be self-tapping threads. Self-tapping
threads reduce the need to pre-drill holes in a workpiece.

The fastener 10 is manufactured from a blank that may
initially be uniform in diameter. The blank, which may be
made form steel, aluminum, or other material, is deformed
by a thread rolling machine to achieve the form illustrated in
FIG. 1. The blank may be rolled in a first direction to form
the first or lower threaded portion 50. The blank may be
rolled in a second direction to form the second or upper
threaded portion 60. The head 30, the neck 70, and the
tapered section 22 may be formed during the above men-
tioned rolling steps, or during separate rolling steps.
Alternatively, the rolling machine may have appropriate dies
so that the fastener 10 can be manufactured in one rolling
step. During the rolling process, threads may receive forging
properties that help increase the fastener’s fatigue strength
and loading strength.

Refer now to FIG. 2 that illustrates the fastener 10, a
remnant-producing material 82, a base material 84, and
remnants 80. In use, as the fastener 10 is rotated into the
remnant-producing material 82, remnants are cut, extruded,
or otherwise removed to the surface 83 of the remnant-
producing material 82. The remnants 80 are forced out of the
remnant-producing material 82 by the rotation of the threads
54 on the lower threaded portion 50 of the fastener 10.

Refer now to FIG. 3 that illustrates the fastener 10, the
remnant-producing material 82, the base material 84, and
remnants 80. In use, at this stage of the method of the present
invention the lower threaded portion 50 and the transition
section 24 are completely inserted into the remnant-
producing material 82. The lower threaded portion 50 may
also at this stage become engaged with the base material 84.
The upper threaded portion 60 is at this stage at least
partially inserted into the remnant-producing material 82.
The upper threaded portion 60, by virtue of having threads
64 with a different pitch from the lower portion 50, captures
the remnants 80 onto the upper threaded portion 60. The
remnants 80 are captured by the threads 64 of the upper
threaded portion 60 and may also be captured by the neck
70. As the fastener 10 is further inserted into the remnant-
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producing material 82, the remnants 80 are forcibly driven
from the surface 83 of the remnant-producing material 82
and from the upper threaded portion 60 into the hole or bore
87 of the remnant-producing material 82 along with the
fastener 10.

Refer now to FIG. 4 that illustrates the screw 10, the
remnant-producing material 82, the base material 84, and the
remnants 80. In use, at this stage of the method of the present
invention the fastener 10 is completely inserted into the
remnant-producing material 82. Remnants 80 that have been
cut, extruded, or otherwise removed from the remnant-
producing material 82, as illustrated in FIGS. 1 and 2, have
been forcibly driven into the remnant-producing material 82
by the upper threaded portion 60, neck 70, and head 30.
Remnants 80 are below head 30, thus leaving a smooth
surface 83 on the remnant-producing material 82.

As is shown in FIG. 4, the screw 10 is utilized to clamp
the remnant-producing material 82 to the base material 84.
A common problem experienced when attempting to clamp
one structure to another with a screw having threaded
sections with a constant thread pitch is difficulty in tightly
clamping, or seating, the two structures against one another.
This is in part a result of a broaching effect stemming from
the threaded section closest 1o the screw head, which leads
to jacking, or the tendency for structures to remain sepa-
rated. To ensure tighter seating of the two structures, a
differential should be present between the threaded sections.
Conventionally, a differential is approximated by pre-
drilling the upper structure.

As shown in FIG. 4, the lower threaded portion 50 has a
thread pitch which differs from the thread pitch of the upper
threaded portion 60. This differential, coupled with the
ability of the upper threaded portion 60 to pull the remnants
80 into, and thereby clean, the bore 87, suppresses jacking
and allows a tight clamp between the remnant-producing
material 82 and the basc material 84. Consequently, an
additional step of pre-drilling the remnant-producing mate-
rial 82 is obviated.

To ensure proper clamping between the remnant-
producing material 82 and the base material 84, preferably
the uppermost extent of the lower threaded portion 50
should be fully within the base material 84 and close to the
mating surfaces of the materials 82, 84 when the head 30 of
the screw 10 is seated within the remnant-producing mate-
rial 82. Since the uppermost extent of the lower threaded
portion 50 should be near to the mating surfaces of the
malerials 82, 84, properly sized and configured screws 10
should be chosen based upon the relative thicknesses of the
materials 82, 84.

Refer now to FIGS. 5 and 6 that show a screw, generally
designated by reference numeral 110, according to another
embodiment of the present invention. The fastener 110 has
a head 130 that has a diameter 132. The fastener 110 has a
neck 170 that has a lower neck portion 174 and an upper
neck portion 172. The upper neck portion 172 and the lower
neck portion 174 are separated by a land surface 190. The
land surface 190 has an inside diameter 178 and an outside
diameter 176.

As shown in FIG. 6, the lower neck portion 174 and the
upper neck portion 172, as well as the neck 170 overall, have
substantially tapered leading surfaces. Although the neck
170 has the land surface 190, no substantial abrupt leading
surfaces or protrusions exist from the lower neck portion
174 to the head 130 as the neck 170 diameter increases,
ultimately becoming the same in diameter as head diameter
132. In use, the substantially tapered leading surface of the
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lower neck portion 174 and an upper neck portion 172 can
be inserted into a workpiece so that no substantial abrupt
surface or protrusion enters the workpiece in a leading
fashion, 1.e. faces the workpiece in the direction of entry.
Because the land surface 190 is not a leading surface, its
abrupt nature should not substantially inhibit insertion of the
screw into the workpicce. In the preferred embodiment of
the neck illustrated in FIGS. 5 and 6, the remnants 80 that
are cut or extruded from the remnant-producing material 82
may also be captured by the lower neck portion 174, the
upper neck portion 172, and the land area 190.

Refer now to FIG. 7 there being shown a screw, generally
designated by reference numeral 200, according to another
embodiment of the present invention. The screw 200 has a
first or lower threaded portion 250 that has threads 254. The
threads 254 have a thread pitch 258 and a thread diameter
256. The screw 200 has a second or upper threaded portion
260 that has threads 264. The threads 264 have a thread pitch
268 and a thread diameter 266.

In this embodiment of the present invention, the lower
threaded portion threads 254 and the upper threaded portion
threads 264 spiral the same direction. Preferably, the threads
254 and 264 are right-hand threads, however, the threads
254 and 264 may be left-hand threads. In the illustrated
embodiment, the lower threaded portion thread pitch 238 is
greater than the upper threaded portion thread pitch 268.
Preferably, the lower threaded portion thread diameter 256
is smaller than the upper portion thread diameter 266. Also
preferably the lower threaded portion thread angle 251 is
greater than the upper portion thread angle 261, because it
is desired that the upper threads will grasp and pull material
down the bore rather than extrude a new thread pattern in the
bore.

The screw 200 has a transition section 224 that has no
threads. The transition section provides an annulus between
it and the inside surface of the bore for accepting remnant
and bore material being drawn through the bore and may be
selected to reside proximate the intersection of the two
pieces being fastened together to thus aid in drawing those
pieces together. Alternatively, no transition zone may be
used. As is noted with reference to the threaded portions 50,
60 shown in FIG. 4, the thread pitch of the lower and upper
threaded portions 250, 260 are different, and that difference
suppresses jacking and enhances tight clamping between the
remnant-producing material 82 and the base material 84,

A benefit of this embodiment is that the remnant-
producing material 82 is urged toward the base material 84
if there is a gap between the two materials 82 and 84 at the
time the screw 200 is inserted. Because the lower threaded
portion thread pitch 258 is greater than the upper threaded
portion thread pitch 268, the lower threaded portion 250 will
travel at a quicker axial rate through a material than will the
upper threaded portion 260. In use, with reference to FIG. 8,
there may be a gap 85 between the remnant-producing
material 82 and the base material 84 when the screw 200
engages the base material 84. With reference to FIGS. 9 and
10, the lower threaded portion 250 will travel at a quicker
axial rate through the base material 84 relative to the axial
travel rate of the upper threaded portion 260 through the
remnant-producing material 82. Therefore, the remnant-
producing material 82 will be urged toward the base material
84. Also shown in FIG. 10 are the annulus 89 which provides
space for accepting bore material and remnants, and the bore
87 made by the threads 264. Finally, it should be noted that
the uppermost extent of the lower threaded portion 250 is
filly within the base material 84 and near to the mating
surfaces of the materials 82, 84 when the head of the screw
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200 is seated within the remnant-producing material 82.
While it is possible for a portion of the upper threaded
portion 260 to extend into the base material 84, as shown in
FIG. 10 all of the upper threaded portion 260 is resident

within the remnant-producing material 82. Preferably, since s

the uppermost extent of the lower threaded portion 250
should be near to the mating surfaces of the materials 82, 84,
properly sized and configured screws 200 should be chosen
based upon the relative thicknesses of the materials 82, 84.

Refer now to FIGS. 11, 12, and 13, that illustrate how the
screw 200 captures the remnants that have been extruded
onto the surface of the remnant-producing material. In use,
remnants 80 that are shaved, cut, or otherwise pushed to the
surface 83 of the remnant-producing material 82 are cap-
tured by the threads 264 of the upper threaded portion 260.
Because the upper threaded portion thread pitch 268 is
smaller than the lower thread pitch 258, the upper threads
264 are able to capture the remnants 80. Additionally,
because the upper thread pitch 268 is smaller than the lower
thread pitch 258, the upper threads 264 deform the path cut
in the remnant producing material 82 by the lower threads
254. Alternatively, the above mentioned useful task can be
accomplished if the upper portion thread diameter 266 is
greater than the lower portion thread diameter 256. When
the screw 200 is fully inserted, the remnants 82 are forcibly
driven into the remnant-producing material 82. Refer now to
FIG. 14 that shows a screw, generally designated by refer-
ence numeral 300, according to another embodiment of the
present invention. The screw 300 has a lower threaded
portion 350 having threads 354 that a thread diameter 356.
Instead of an upper threaded portion, the screw 300 has an
upper annular ridge section 398 (spaced threads with zero
pitch) that has annular ridges 390. The annular ridges have
a ridge diameter 366 and a ridge height 392. Preferably, the
ridge diameter 366 is greater than the lower thread diameter
356. The ridge diameter 366 may be equal to or smaller than
the lower thread diameter 356. The annular ridge section 398
has a length 363 that may be smaller, equal to, or greater
than the lower portion thread length 353. The annular ridges
390 have horizontally flat surface 396 and an angled surface
394. On the screw 300, the annular ridge flat surface is
facing the tapered tip 340, and the annular ridge angled
surface 394 faces the head 330.

The above description and drawings are only illustrative
of preferred embodiments of the present inventions, and are
not intended to limit the present inventions thereto. Any
subject matter or modification thereof which comes within
the spirit and scope of the following claims is to be consid-
ered part of the present inventions.

What is claimed as new and desired to be protected by
Letters Patent of the United States is:

1. A method of using a fastener comprising:

providing a fastener having a shank, a head, a tapered
section, a first threaded section and a second threaded
section, said first threaded section being closer to said
tapered section and said second threaded section being
closer to said head, said first threaded section having a
first thread angle and said second threaded section
having a second thread angle smaller than said first
thread angle, said first threaded section having threads
having a first pitch and said second threaded section
having threads having a second pitch different from
said first pitch;

engaging said tapered segment of said fastener with a
remnant-producing material;

rotating said fastener in the direction of said threads of the
first threaded section thereby inserting said fastener
into said remnant-producing material and producing
remnants from said remnant-producing material;
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rotating said fastener in the direction of said threads of the
first threaded section after said second threaded section
becomes engaged with said remnant-producing mate-
rial thereby causing said second threaded section fo
capture said produced remnants; and

rotating said fastener until said head engages with said

remnant-producing material.

2. A method of clamping two structures together with a
fastener, comprising:

providing a fastener having a shank, a head, a first

threaded section and a second threaded section, said
first threaded section being closer to said tapered sec-
tion and said second threaded section being closer to
said head, a neck section having no threads connecting
said second threaded section and said head, said first
threaded section having threads having a first pitch and
said second threaded section having threads having a
second pitch different from said first pitch;

engaging said first threaded section of said fastener with

an alternative lumber material;

rotating said fastener in the direction of the threads of said

first threaded section to insert said fastener into said
alternative lumber material;

rotating said fastener in the direction of said threads of the

first threaded section after said second threaded section
becomes engaged with said alternative lumber material
and said first threaded section becomes engaged with a
second structure; and

rotating said fastener until said head engages with said

alternative lumber material, wherein upon engagement
of said head with said alternative lumber material said
first threaded section is completely within said second
structure.

3. The method of claim 2, wherein upon said engagement
of said head in said first structure, one end of said first
threaded section is proximate to a pair of mating surfaces of
said two structures.

4. The method of claim 2, wherein said first structure is
formed of remnant-producing material, said first threaded
section producing remnants from said remnant-producing
material and said second threaded section capturing said
produced remnants.

5. A method of using a fastener in an alternative lumber
material, the method comprising:

providing a fastener having a shank, a head, a tapered

section, a first threaded section and a second threaded
section, said first threaded section being closer to said
tapered section and said second thrcaded section being
closer to said head, said first threaded section having a
first thread angle and said second threaded section
having a second thread angle smaller than said first
thread angle, said first threaded section having threads
having a first pitch and said second threaded section
having threads having a second pitch different from
said first pitch;

engaging said tapered segment of said fastener with an

alternative lumber material;
rotating said fasiener in the direction of said threads of the
first threaded section thereby inserting said fastener
into said alternative lumber material and producing
remnants from said alternative lumber material;

rotating said fastener in the direction of said threads of the
first threaded section after said second threaded section
becomes engaged with said alternative lumber material
thereby causing said second threaded section to capture
said produced remnants; and

rotating said fastener until said head engages with said

alternative lumber material.

* ¥ % %k
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DICKSTEINSHAPIROur

1825 Eye Street NW | Washington, DC 20006-5403
eL (202) 420-2200 | Eax (202) 420-2201 | dicksteinshapiro.com

January 3, 2007

VIA FACSIMILE NO. (713) 651-5246
Marc L. Delflache, Esq.

Fulbright & Jaworski L.L.P.
1301 McKinney, Suite 5100
Houston, TX 77010-3095

Re: Phillips’ Patent Rights

Dear Marc:

As discussed in our letter dated February 6, 2006, the U.S. Patent and Trademark Office issued,
on September 13, 2005, U.S. Patent No. 6,941,635 (“the ‘635 patent™), related to Deck Screws.
The ‘635 patent is assigned to Phillips, and is based on a divisional application of the application
which issued as U.S. Patent No. 6,666,638 (“the ‘638 patent™). A copy of the ‘635 patent was
enclosed with the February 6 letter.

It has come to our attention that PrimeSource/Grip Rite has marketed new deck screws,
identified by product number H3CSB1, for example, that are covered by at least one or more
claims of the ‘635 patent. These new deck screws are currently being sold at Home Depot.
Under the terms of the April 26, 2005 Agreement between Phillips and PrimeSource, Phillips
released PrimeSource to sell or otherwise dispose of its “existing inventory of the Deck Screw
product” as defined in the Agreement. The new deck screws do not fall within the granted
release. Such marketing of these new deck screws infringes the ‘635 patent.

Accordingly, our client demands that PrimeSource immediately cease and desist from further
manufacturing, marketing, selling, offering for sale and/or importing such new deck screws.
Unless we receive written assurances within 10 days that PrimeSource has ceased such activities,
our client will consider all its legal options under its U.S. Patent, including seeking preliminary
and permanent injunctive relief, damages, costs and attorneys fees.

RECEIVED

JAN 08 2007\%& , ;

MARC L. DELFLACHE

Washington, DC | New York, NY | Los Angeles, CA

DSMDB-2187537v01
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DICKSTEINSHAPIROwr

Marc L. Delflache, Esq.

January 3, 2007

Page 2

We look forward to receiving your favorable response.

Very touly yours,

Donald A. Gregory
(202) 420-2274
GregoryD(@dicksteinshapiro.com

DAG/PAV/kh/alw

cc: Phillips Screw Company

DSMDB-2187537v01
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FULBRIGHT & JAWORSKI L.L.P,
A RecisTerep LIMITED LiaBitiTYy PARTNERSHIP
2200 Ross AVENUE. SUITE 2800
Datlas. TEXAs 75201-2784
 WWW,FULBRIGHT.COM

Marc L. DeLrLAcCHE DIRECT DIAL: (214) 855-7150
PARTNER TELEPHONE! (214) 855-8000
MDELFLACHE@FULBRIGHT,.COM FACSIMILE: (214) 855-8200

January 9, 2007

VIA FACSIMILE
CONFIRMATION VIA U.S. MAIL

Donald A. Gregory

Dickstein Shapiro LLP

1825 Eye Strect NW
Washington, DC 200006-5403

Re; U.S. Patent No. 6,941,635
Dear Don:

1 have received your letter of January 3, 2007 regarding the above-identified patent. The
new deck screws currently being sold by PrimeSource, such as that identified by product number
H3CSB1, do not infringe any claim of the ‘635 patent. For example, the new PrimeSource
design has a thread angle of the upper portion larger than the thread angle of the lower portion
unlike the limitations found in claims 1 and 5 of the ‘635 patent. In an effort to demonstrate this,
attached please find an example of a dimensional spreadsheet of a particular size of the new
design clearly representing the above-identified relationship.

With respect to claims 2-4 of the ‘635 patent, these claims must necessarily include the
above-identified limitation. Otherwise, they are clearly invalid based on uncited reference
French patent no. FR 2,713,291, for example (copy attached).

In view of this explanation, I trust that your client does not intend to pursue claims
against my client based on its current product design or that your client would not knowingly
assert a patent having invalid claims.

Very tijuly yours,

Mare L. Dig)flache

MLD/1jh
Encls.: as noted

25733698.1/10513128

HousToN » New YORK » WasnINGTON DC s AusTiN « DaLlas » DENVER ¢ Los ANGELES » MINNEAPOLIS + SAN ANTONIO ¢ ST, Louls
BeiJing « Dubal » HonGg KONG ¢ LonpoN « MunNicH « RiYAaDH
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DICKSTEINSHAPIROuwe

1825 Bye Street NW | Washington. DC 20006-5403
THL(202) 420-2200 | rax (202) 420-2201 | dicksteinskapiro.com

February 8, 2007

VIA FACSIMILE NO. (214) 855-8200
Marce L. Delflache, Esq.

Fulbright & Jaworski L.L.P.
2200 Ross Avenue, Suite 2800
Dallas, TX 75201-2734

Re: Phillips® Patent Rights

Dear Marc:

We have received your letter of January 9, 2007, and have constdered the French published
application, publication number 2,713,291, The French publication does not teach the methods
claimed in Phillips® U.S. Patent No. 6,941,635 for using a fastener in remnant producing or
alternate lumber materials, and clearly does not invalidate the Phillips patent.

Accordingly, our client continues its demand that PrimeSource immediately cease and desist
from further manufacturing, marketing, selling, offering for sale and/or importing such new deck
screws. Unless we receive wrilten assurances within 10 days that PrimeSource has ceased such
activities, our client will consider all its legal options under its U.S. Patent, including seeking
preliminary and permanent injunctive relief, damages, costs and attorncys fees.

We look forward to receiving your favorable response.

S lﬁ‘nirely,

i
Donald A. Gregory
(202) 420-2274
GregoryD@dicksteinshapiro.com

DAG/alw

cc: Phillips Screw Company

Washington, DC | New Yok, NY | Los Angeles, CA
DSMDB-2212470v0!
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