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MAZZARELLA, DUNWOODY & CALDARELLI LLP
William J. Caldarelli (SBN 149573) mml
550 West “C” Street, Suite 700 01w :

San Diego, CA 92101-8575
Telephone:  (619) 238-4900
Facsimile:  (619) 238-4959

Attorneys for Plaintiff Invitrogen Corporation

UNITED STATES DISTRICT COURT
FOR THE SOUTHERN DISTRICT OF CALIFORNIA

INVITROGEN CORPORATION, ) Civil Action No.:
)
Plaintiff, ) ,01 cv 1 6 28 w ‘JFS‘
} COMPLAINT FOR PATENT
Vs. ) INFRINGEMENT AND INDUCEMENT TO
) INFRINGE
TOYOBO CO., LTD., )
)
Defendant. ) Jury Demanded
)

Plaintiff Invitrogen Corporation (“Invitrogen™), for its complaint against Defendant

Toyo Boseki Kabushiki Kaisha, DBA Toyobo Co., Ltd. (“Toyoba™), alleges as follows:
PARTIES

L. Plaintiff Invitrogen is a corporation organized and existing under the laws of
the State of Delaware, with its principle place of business at 1600 Faraday Ave., Carisbad, CA
52008.

2. On information and belief, Defendant Toyobo is a corporation organized and
existing under the Jaws of Japan, its principal place of business located at 2-8, Dojima Hama
2-chome, Kita-ku, Osaka 530-8230, Japan.

JURISDICTION AND VENUE

3. This action arises under the patent laws of the United States, Title 35, United

States Code, and more particularly under 35 U.S.C. § § 271, et seq.
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4. Jurisdiction of this cause is conferred on this Court by Title 28, U.S.C.
§ 1338(a).

5. Venue properly lies in this judicial district pursuant to 28 U.S.C, § § 1391(d)
and 1400(b) in that Defendant Toyobo is an alien corporation.

6. This Court has personal jurisdiction over Defendant Toyobo pursuant to the
California long arm statute, California Code of Civil Procedure section 410.10 .

ALLEGATIONS COMMON TO ALL COUNTS

7. The following United States Patents (hereinafter “Plaintiff Invitrogen’s
Patents™) were duly and legally issued to Michael L. Kotewicz and Gary F. Gerard on the
dates indicated:

. United States Letters Patent No. 6,063,608 entitled, “CLONED GENES

ENCODING REVERSE TRANSCRIPTASE LACKING RNASE H ACTIVITY”,

issued on May 16, 2000,

. United States Letters Patent No. 5,668,005 entitled, “CLONED GENES

ENCODING REVERSE TRANSCRIPTASE LACKING RNASE H ACTIVITY”,

issued on September 16, 1997,

. United States Letters Patent No. 5,405,776 entitled, “CLONED GENES

ENCODING REVERSE TRANSCRIPTASE LACKING RNASE H ACTIVITY”,

tssued on April 11, 1995; and

. United States Letters Patent No. 5,224,797 entitled, “CLONED GENES

ENCODING REVERSE TRANSCRIPTASE LACKING RNASE H ACTIVITY”,

tssued on September 14, 1993,

8. Plaintiff Invitrogen is the record owner of the entire right, title and interest in
and to Plaintiff Invitrogen’s Patents with the right to sue and recover for past, present and
future infringement thereof,

9. Plaintiff Invitrogen’s Patents describe and claim certain polypeptides or
reverse transcriptases having DNA polymerase activity and having substantially no RNase H

activity, no detectable RNase H activity, or lacking RNase H activity.
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10.  Plaintiff Invitrogen sells and distributes products styled SuperScript and
SuperScript II, which are manufactured under one or more of Plaintiff Invitrogen’s Patents,
and marks said products with one or more of Plaintiff Invitrogen’s Patents.

11.  Oninformation and belief, Defendant Toyobo has offered for sale within the
United States, imported into the United States and/or sold to third parties within the United
States RNase H-Minus Reverse Transcriptase products, including but not limited to a product
styled “Moloney Murine Leukemia Virus (M-MLV) Reverse Transcriptase RNase H Minus”
(hereinafter “RNase H-minus RT”).

12.  Oninformation and belief, Defendant Toyobo sold Toyobo’s RNase H-minus
RT to third parties, whose use thereof within the United States directly infringed and/or
continues to infringe one or more claims of one or more of Plaintiff Invitrogen’s Patents.

13, Oninformation and belief, Defendant Toyobo’s RNase H-minus RT is a
polypeptide or reverse transcriptase having DNA polymerase activity and substantially no
RNase H activity.

14, Oninformation and belief, Defendant Toyobo’s RNase H-minus RT is a
polypeptide or reverse transcriptase having DNA polymerase activity and no detectable
RNase H activity.

15.  On information and belief, Defendant Toyobo’s RNase H-minus RT is a
polypeptide or reverse transcriptase having DNA polymerase activity and lacking RNase H
activity.

16.  On information and belief, Defendant Toyobo’s RNase H-minus RT is a
polypeptide or reverse transcriptase encoded by a modified reverse transcriptase nucleotide
sequence denived from a retrovirus.

17.  Oninformation and belief, Defendant Toyobo’s RNase H-minus RT is a
polypeptide or reverse transcriptase encoded by a modified reverse transcriptase nucleotide
sequence derived from Moloney murine leukemia virus (“M-MLV™).

18.  On information and belief, Defendant Toyobo’s RNase H-minus RT is

obtained by modifying a nucleotide sequence coding for a reverse transcriptase, transforming
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a host cell with the modified nucleotide sequence, culturing the transformed host cell under
conditions which produces the reverse transcriptase, and isolating the reverse transcriptase.

19.  Defendant Toyobo’s RNase H-minus RT falls squarely within the scope of one
or more claims of Plaintiff Invitrogen’s Patents.

20.  Oninformation and belief, Defendant Toyobo had and has actual and/or
constructive notice of Plaintiff Invitrogen’s Patents.

21. Atno time has Plaintiff Invitrogen granted to Defendant Toyobo a license to
make, offer for sale, sell, import or use its RNase H-minus RT in or into the United States or
elsewhere.

22, Defendant Toyobo did not and does not have a license under any one of
Plaintiff Invitrogen’s Patents to make, offer for sale, sell, import or use its RNase H-minus
RT.

23.  Oninformation and belief, Defendant Toyobo has advertised RNase H-minus
RT 1n its product catalogues which it distributed, free of charge, to customers and potential
customers throughout the world.

24.  Oninformation and belief, Defendant Toyobo has represented its RNase H-
minus RT as a reverse transcriptase lacking RNase H activity.

FIRST CLLAIM FOR RELIEF
(Direct Patent Infringement}

25.  Plaintiff Invitrogen repeats and realleges each and every allegation contained
in paragraphs 1 through 24 above as if fully repeated herein.

26.  Defendant Toyobo has infringed one or more claims of Plaintiff Invitrogen’s
Patents by importing into the United States, offering for sale, using, selling, and/or causing to
be used or sold in the United States, for commercial purposes and without authority one or
more RNase H-minus RT products as described in Paragraphs 1 through 24 above.

27.  Plaintiff Invitrogen has been damaged by the aforesaid infringing acts of

Defendant Toyobo.
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28.  Defendant Toyobo's infringing acts will continue unless enjoined by this
Court.

29.  Upon information and belief, the acts of infringement complained of herein
have been carried out willfully and with full knowledge by Defendant Toyobo of Plaintiff

Invitrogen’s Patents.

SECOND CLAIM FOR RELIEF
(Inducement ta Infringe)

30.  Plaintiff Invitrogen repeats and realleges each and every allegation contained
in paragraphs 1 through 29 above as if fully repeated herein.

31.  Defendant Toyobo has actively induced others to infringe one or more claims
of Plaintiff Invitrogen’s Patents by providing advertisements and instructions intended to
persuade others to use and/or make without authority one or more RNase H-minus RT
products as described in Paragraphs 1 through 24 above.

32. Defendant Toyobo's customers who purchased and are using and/or have used
Defendant Toyobo’s RNase H-minus RT are directly infringing and/or have directly infringed
one or more claims of Plaintiff Invitrogen’s Patents.

33.  Plaintiff Invitrogen has been damaged and will continue to be damaged by the
aforesaid infringing acts of Defendant Toyobo.

34.  Defendant Toyobo’s infringing acts will continue unless enjoined by this
Court.

35.  Oninformation and belief, the acts of infringement complained of herein have
been carried out willfully and with full knowledge by Defendant Toyobo of Plaintiff

Invitrogen’s Patents.

PRAYER FOR RELIEF

WHEREFORE, Plaintiff Invitrogen prays for the following:
L. A preliminary and permanent injunction against continued patent infringement,

either by direct infringement or by inducing the infringement of others, by Defendant Toyobo,
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its officers, agents, servants, employees and attorneys, and upon those persons in active
concert or participatton with them;

2. An accounting for profits and damages, or general damages to be assessed by
or under the Court’s discretion, occasioned by the acts of Defendant Toyobo of which

Complaint is made, together with pre- and post-judgment interest;

3. An increase of said damages not to exceed three times the amount found or
assessed;

4, An award of Plaintiff Invitrogen’s costs incurred herein;

3. An award of Plaintiff Invitrogen’s reasonable attorneys’ fees incurred herein;
and

6. Judgment for such other and further relief as the Court may deem just and
proper.

DEMAND FOR TRIAL BY JURY

Pursuant to Rule 38, Fed. R. Civ. P., Plaintiff Invitrogen hereby demands a jury trial

of the issues raised in the foregoing Complaint.

Dated: September 6, 2001 MAZZARELLA, DUNWOODY & CALDARELLI LLpP

CORPORATION
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TO: REPORT ON THE
Commissioner of Patents and Trademarks FILING OR DETERMINATION OF AN
Washington, D,C. 20231 ACTION REGARDING A PATENT

In compliance with the Act of July 19, 1952 (66 Stat. 814; 35 U.S.C. 290) you are hereby advised
that a court action has been filed on the following patent(s) in the U.S. District Court:

DOCKET NO. DATE FILED U.S. DISTRICT COURT

0lcv1628W (JFS) 9/6/01 United States District Court, Southern District of California
PLAINTIFF DEFENDANT
Invitrogen Corporation Toyobo Co. LTD

PATENT NO. DATE OF PATENT PATENTEE

1. 6,063,608 5/16/00 Michael L. Kotewicz and Gary F. Gerard
2. 5,668,005 9/16/97 “
3. 5,405,776 4/11/95 -
4.5,224 797 9/14/93 “
5

In the above-entitled case, the following patent(s) have been included:

DATE INCLUDED INCLUDED BY
Amendment D Answer D Cross Bill D Other Pleading
PATENT NO. DATE OF PATENT PATENTEE
1
2
3
4
5

In the above-entitled case, the following decision has been rendered or judgment issued:

DECISION/JUDGMENT

CLERK (BY) DEPUTY CLERK DATE

Copy 1 - Upon initiation of action, mail this copy to Commissioner Copy 3 - Upon termination of action, mail this copy to Commissioner
Copy 2 - Upon filing document adding patent(s), mail this copy to Commissioner Copy 4 - Case file copy
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