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(1 GInA L

MAZZARELLA, DUNWOODY & CALDARELLLLLP
William J. Caldarelli (California State Bar'No7™ [49373)

Cynthia G. Iliff (California Statc B 34 ]
550 West “C” Street, Suite 700 OIFER 15 P 1 06
San Diego, CA 92101-8575 AT anpse

Telephone:  (619) 238-4900 ~ =" = ~omenr o wililiiis
Facsimile:  (619) 238-4959 g @ J
HA & ‘.

Attorneys for Plaintiff INVITROGEN CORPORATIGRYTY

UNITED STATES DISTRICT
FOR THE SOUTHERN DISTRICT OF CALIFORNIA

Cmmtwﬂ L278 R LAB

INVITROGEN CORPORATION, )
)
Plaintift, } COMPLAINT OF INVITROGEN
) CORPORATION FOR: (1) DIRECT
VS, ) PATENT INFRINGEMENT: AND (2)
} INDUCEMENT TO INFRINGE
DISPLAY SYSTEMS BIOTECH, INC, )
} Jury Demanded
Defendant. )
)
COMPLAINT

Pilamntiff Invitrogen Corporation (“Invitrogen™), tor its complatnt against Defendant

Display Systems Biotech, Inc. (“*DSB"), alleges as follows:
PARTIES

. Plaintiff Invitrogen is a corporation organized and existing under the laws of
the State of Delaware, with its principle place of business at 1600 Faraday Ave.. Carlsbad. CA
92008

2, On information and belief, Defendant DSB 1s a corporation organized and
existing under the laws of the State of California, with its principal place of business located

at 1260 Liberty Way, Vista, CA 92083.

COMPLAINT FOR (1) DIRECT PATENT
INFRINGEMENT. AND (2) INDUCEMENT TO INFRINGE
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JURISDICTION AND VENUE

3 This action arises under the patent laws of the United States. Title 35, Umted
States Code, and more particularly under 35 U.S.C. § § 271. ef seq.

4. Jurisdiction of this cause is conferred on this Court by Title 28, U.S.C. §
1338(a).

5. Venue properly lics in this judicial district pursuant to 28 U.S.C. § § [391 and
1400(b}) in that Defendant DSB resides and conducts business in this judictal district.

6. This Court has personal jurisdiction over Defendant DSB.

ALLEGATIONS COMMON TO ALL COUNTS

7. The following United States Patents (these patents are heretnatter referred to as
“Plaintiff Invitrogen’s Patents”) were duly and legally issued to Michael L. Kotewicz and
Gary F. Gerard on the dates indicated:

. United States Letters Patent No. 5,608,005 entitled. “CLONED GENES

ENCODING REVERSE TRANSCRIPTASE LACKING RNASE H ACTIVITY™.

issucd on September 16, 1997, and

. United States Letters Patent No. 5,224,797 entitled, "CLONED GENES

ENCODING REVERSE TRANSCRIPTASE LACKING RNASE H ACTIVITY™,

1ssued on September 14, [993.

8. Plaintiff Invitrogen is the record owner of the entire right, title and interest in
and to Plaintiff Invitrogen’s Patents with the right to sue and recover for past. present and
future infringement thereof.

9. Plaintiff Invitrogen’s Patents describe and claim certain polypeptides having
DNA polymerase activity with reduced, substantially reduced, or substantially no RNuse H
activity.

10.  Plaintiff Invitrogen sells and distributes products styled SuperScript and
SuperScript I, which are manufactured under one or more of Plaintift Invitrogen’s Patents.

and marks said products with one or more of Plaintiff Invitrogen’s Patents.

COMPLAINT FOR (1) DIRECT PATENT
INFRINGEMENT: AND (2) INDUCEMENT TO INFRINGE
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Il.  Defendant DSB has manufactured and sold a product styled
“displayTHERMO-RT Reverse Transcriptase”.

12

-

Defendant DSB has manufactured and sold a product styled
“displayPROFILE", which contains as a component Defendant DSB’s “displayTHERMO-R'T
Reverse Transcriptuse”.

13, Detendant DSB has manufactured and sold a product styled “displayGREEN
¢DNA Library Construction Kit”, which contains as & component Defendunt DSB's
“displayTHERMO-RT Reverse Transcriptase”.

14, On information and beliel, Defendant DSB has manutactured and/or sold
“displayGREEN Pre-made Libraries”, which was manufactured using Defendant DSB’s
“displayTHERMO-RT Reverse Transcriptase™ and/or any other reverse transcriptase product
covered by one or more claims of Invitrogen’s Patents.

15.  Oninformation and belief, Defendant DSB’s “displayTHERMO-RT Reverse
Transcriptase” product is u polypeptide having DNA polymerase activity and reduced RNase
H acuivity.

16.  On information and belief, Defendant DSB’s “displayTHERMO-RT Reverse
Transcriptase™ product is a polypeptide having DNA polymerase activity and substantialty
reduced RNase H activity.

17. Oninformation and belief, Defendant DSB’s “display [HERMO-RT Reverse
Transcriptase” product is a polypeptide having DNA polymerase activity and substantially no
RNase H activity.

18.  On information and belief, Defendant DSB’s “displayTHERMO-RT Reverse
Transcriptase” product muy be used in the preparation of full length cDNA.

19.  On information and belief, Defendant DSB's “displayTHERMO-RT Reverse
Transcriptase” product can synthesize full length cDNA from an mRNA templite.

20, Oninformation and belief, Defendunt DSB’s “displayTHERMO-RT Reverse
Transcriptase” product does not significantly degrade an mRNA template during first strand

cDNA synthesis.

COMPLAINT FOR (1} DIRECT PATENT
INFRINGEMENT: AND (1) INDUCEMENT TG INFRINGE
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21. On information and belief, Defendant DSB’s “displayTHERMO-RT Reverse
Transcriptase” product allows an mRNA template to remain intact during cDNA synthesis.

22, On information and belief, Defendant DSB’s “displayTHERMO-RT Reverse
Transcriptase” product is a polypeptide encoded by a modified reverse transcriptase
nucleotide sequence.

23, Oninformation and belicf, Defendant DSB's “displayTHERMO-RT Reverse
Transcriptase” product is a polypeptide cncoded by a modified reverse transcriptase
nucleotide sequence that encodes a moditied amino acid sequence with the result that the
polypeptide has substantially reduced RNase H activity.

24, Oninformation and belief, Defendant DSB's “displayTHERMO-RT Reverse
Transcriptase”™ product is & modified reverse transcriptase that has been modified in the region
corresponding to amino acids 498-011 of M-MLV reverse transcriptase.

25.  Oninformation and belief. Defendant DSB's “displayTHERMO-RT Reverse
Transcriptase™ product is a modified reverse transcriptase that has been modified within the
RNase H domain.

26.  Oninformation and belief, Defendant DSB’s “displayTHERMO-RT Reverse
Transcriptase™ product is a polypeptide encoded by a modified reverse transcriptase
nucleotide sequence that encodes an amino acid sequence modified within the RNuse H
domarn.

27.  Oninformation and belief, Defendant DSB’s “displayTHERMO-RT Reverse
Transcriptase™ product is a polypeptide encoded by a modified reverse transcriptase
nucleotide sequence derived from a retrovirus,

28.  On information and belief, Defendant DSB’s “displayTHERMO-RT Reverse
Transcriptase” product is a polypeptide encoded by a modified reverse transcriptase
nucleotide sequence derived from Moloncy murine leukemia virus.

29, On information und behef, Defendant DSB’s "displayTHERMO-RT Reverse
Transcriptase™ product is obtained by modifying a nucleotide sequence coding for a reverse

transcriptase, transforming a host cell with the modified nucleotide sequence, culturing the

COMPLAINT FOR (1) DIRECT PATENT
INFRINGEMENT: AND 2y INDUCEMENT T} INFRINGE
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transformed host cell under conditions which produces the reverse transcriptase. and 1solating
the reverse transcriptase.

30.  Oninformation and belief, Defendant “DSB’s M-MLV Reverse Transcriptasc.
RNase H™ product is used for the preparation of cDNA of which at least 34% is full length.

31, Oninformation and belief, Defendant DSB's “displayTHERMO-RT Reverse
Transcriptase” product can synthesize at least 42% more full length ¢DNA than the amount of
full length ¢cDNA that can be synthesized by a reverse transcriptase that has not been modified
to have reduced RNase H activity.

32, On information and belicf, Defendant DSB has made. obtained, and/or used a
DNA moleculc having a Moloney murine leukemia virus ("M-MLV") reverse transcriptase
nucleotide sequence that has been modified in the RNase H domain.

33, On information and belief, Defendant DSB has made, obtained, and/or used a
vector containing a DNA molecule having an M-MLYV reverse transcriptase nucleotide
sequence that has been modified in the RNusc H domain.

34, Oninformation and beliet, Defendant DSB has made, obtained, and/or used a
host cell containing a DNA molccule having an M-MLV reverse trunscriptase nucleotide
sequence that has been modified in the RNuse H domain.

35. On information and belief, Defendant DSB has made. obtained, and/or used a
host cell containing a vector, which contains a DNA molecule having an M-MLV reverse
transcriptase nucleotide sequence that has been modified in the RNase H domain.

36.  Oninformation and belief, Defendant and/or Defendant’s customers use and/or
have used Detendant DSB’s “displayTHERMO-RT Reverse Transcriptase” product to make
cDNA molecules by mixing the “displayTHERMO-RT Reverse Transcriptase™ product with
an mRNA template and incubating the mixture under conditions sufficient to make a ¢cDNA
molecule that is complementary to the mRNA template.

37. Oninformation and belief, Defendant DSB has made the “displuyTHERMO-
RT Reverse Transcriptase” product by culturing a host cell containing a DNA molecule

having an M-MLV reverse transcriptase nucleotide sequence that has been modified in the

COMPLAINT FOR (1) DIRECT PATENT
INFRINGEMENT: AND (2) INDUCEMENT TO INFRINGE
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RNase H domain under conditions sufficient to produce the reverse transcriptase. and by
isolating the reverse transcriptasc.

38, Oninformation and belief, Defendant has made the “displayTHERMO-RT
Reverse Transcriptase™ product by culturing a host cell containing a vector. which contains a
DNA molecule having an M-MLV reverse transcriptase nucleotide sequence that has been
modifted in the RNase H domain under conditions sufficient to produce the reverse
transcriptase, and by isolating the reverse transcriptasc.

39.  Defendant DSB’s "disptayTHERMO-RT Reverse Transcriptase™ product falls
squarely within the scope of one or more claims of Plaintiff Invitrogen’s Patents.

40.  Oninformation and belief, Defendant DSB had and has actual and/or
constructive notice of Plaintiff Invitrogen’s Patents.

41.  Atno time has Plaintiff Invitrogen granted to Defendant DSB a license to
make, sell or use its “display THERMO-RT Reverse Transcriptase” product,
“displayPROFILE” product, “displayGREEN ¢DNA Library Construction Kit” product. or
“displayGREEN Pre-made Libraries”™ product.

42, Defendant DSB did not and does not have a license under any one of Plaintiff
Invitrogen’s Patents to make, sell or use its “displayTHERMO-RT Reverse Transcriptasc™
product, “displayPROFILE” product, “displayGREEN ¢DNA Library Construction Kit”
product, or “displayGREEN Pre-made Libraries™ product.

43.  Defendant DSB has advertised its “displayTHERMO-RT Reverse
Transcriptase” product, “displayPROFILE” product, “displayGREEN ¢DNA Library
Construction Kit” product, and “displayGREEN Pre-made Libraries” product, in its websites
and/or product catalogues which 1t distributed, free of charge, to customers and potential
customers throughout the world.

44.  Defendant DSB has advertised its “displayTHERMO-RT Reverse
Transcriptase” product as a reverse transcriptase with a reduced RNase H activity.

45.  Detendant DSB has advertised its “displayTHERMO-RT Reverse

Transcriptase”™ product as a reverse transcriptase having a very low RNase H activity.

COMPLAINT FOR (1) DIRECT PATENT
INFRINGEMENT. AND (2) INDUCEMENT TO INFRINGE
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FIRST CLAIM FOR RELIEF

(Direct Patent Infringement)

46.  Plaintitt [nvitrogen repeats and rcalleges each and every allegation contained
in paragraphs | through 45 above as if tully repeated herein.

47.  Defendant DSB has infringed one or more claims of Plantiff Invitrogen’s
Patents by making, using, selling. and/or causing to he used in this Judicial District and
clsewhere in the United States, for commercial purposcs and without authority one or more of
a polypeptide, reverse transcriptase, nucleotide sequence, vector, cDNA, ¢cDNA library,
and/or host cell as described in Paragraphs 1 through 45 above, including Defendant DSB’s
“display THERMO-RT Reverse Transcriptase™ product, “displayPROFILE” product,
“displayGREEN ¢DNA Library Construction Kit” product, and “displayGREEN Pre-made
Libraries” product.

48.  Plaintiff Invitrogen has been damaged by the aforesaid infringing acts of
Defendant DSB.

49.  Defendant DSB's infringing acts will continue unless enjoined by this Court.

50.  Upon information and belief, the acts of infringement complained of herein
have been carried out willfully and with full knowledge by Defendant DSB of Plaintift
[nvitrogen’s Patents.

SECOND CLAIM FOR RELIEF

{Inducement to Infringe)

51. Plaintiff Invitrogen repeats and realleges cach and every allegation contained
in paragraphs 1 through 50 above as if fully repeated herein.

52 Defendant DSB has actively induced others to infringe onc or more claims of
Plaintiff Invitrogen’s Patents by publishing advertisements and instructions intended to
persuade others to use and/or make without authority one or more of a polypeptide, reverse
transcriptase, nucleotide sequence, vector, cDNA, cDNA library, and/or host cell as described

in Paragraphs | through 45 above, including Defendant DSB’s “displayTHERMO-RT

COMPLAINT FOR (1) DIRECT PATENT
INFRINGEMENT: AND (20 INDUCEMENT TO INFRINGE
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Reverse Transcriptase”, “displayPROFILE” product, “displayGREEN ¢DNA Library
Construction Kit” product, and “displayGREEN Pre-made Libraries™ product.

53.  Defendant DSB’s customers who purchased and are using and/or have used
Defendant DSB’s “displayTHERMO-RT Reverse Transcriptase™ product. “displayPROFILE™
product, “displayGREEN cDNA Library Construction Kit” product, and/or “displayGREEN
Pre-made Libraries™ product, are directly infringing and/or have directly infringed one or
more claims of Plaintift Invitrogen’s Patents.

54.  Plaintiff Invitrogen has been damaged and will continue to be damaged by the
atoresaid infringing acts of Detendant DSB.

55.  Defendant DSB’s infringing acts will continue unless enjoined by this Court.

56.  Oninformation and belief, the acts of infringement complained of herein have
been carried out willfully and with full knowledge by Defendant DSB of Plaintiff Invitrogen’s
Patents.

RELIEF REQUESTED

WHEREFORE, Plaintift Invitrogen prays tor the following:

(a) A permanent injunction against continued patent infringement, either by direct
infringement or by inducing the infringement of others, by Defendant DSB, its officers.
agents, servants, employees and attorneys, and upon those persons in active congert or
participation with them;

(b)  Anaccounting for profits and damages, or general damages to be assessed by
or under the Court’s discretion, occasioned by the acts of Defendant DSB of which Compluint
is made, together with pre- and post-judgment interest;

() An increase of said damages not to exceed three times the amount tound or
assessed:

(d) An award of Planut! Invitrogen’s costs herein:

(e) An award of Pluintiff Invitrogen’s reasonable attomeys” fees: and

(f) Judgment for such other and further relief as the Court may deem just and

proper.

£ COMPLAINT FOR (1) DIRECT PATENT
INFRINGEMENT: AND (2) INDUCEMENT TO INFRINGE
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DEMAND FOR TRIAL BY JURY

Pursuant to Rule 38, Fed. R. Civ. P.. Plaintitf Invitrogen hereby demands a jury trial

of the issues raised in the foregoing Complaint

Dated: February 15, 2001 MAZZARELLA, DUNWOODY & CALDARELLI1LP
By: l . 7t
WILLIAM J. CALDARELLI
CYNTHIA IFF
Attorneys for Plaintiffs INVITROGEN

CORPORA

COMPLAINT FOR (1) DIRECT PATENT
INFRINGEMENT: AND I 2V INDUCEMENT TO INFRINGE
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AO 120 (3/85)

TO:

Commissioner of Patents and Trademarks
Washington, D.C. 20231

REPORT ON THE
FILING OR DETERMINATION OF AN
ACTION REGARDING A PATENT

In compliance with the Act of July 19, 1952 (66 Stat. 814; 35 U.8.C. 290) you are hereby advised
that a court action has been filed on the following patent(s) in the U.S. District Court:

DOCKET NO. DATE FILED U.S. DISTRICT COURT
01cv278R(LAB) 02/15/01 United States District Court, Southern District of Califomnia
PLAINTIFF DEFENDANT
Invitrogen Corporation Display Systems Biotech, Inc.
PATENT NO. DATE OF PATENT PATENTEE
1 5,668,005 09/16/1997 Michael Kotevicz and Gary Gerard
25,224,797 09/14/1993 Michael Kotewicz and Gary Gerard
3
4
5
In the above-entitled case, the following patent(s) have been included:
DATE INCLUDED INCLUDED BY
Amendment |:| Answer [:I Cross Bill |:| Other Pleading
PATENT NO. DATE OF PATENT PATENTEE
1
2
3
4
5
In the above-entitled case, the following decision has been rendered or judgment issued:
DECISION/JUDGMENT
CLERK (BY) DEPUTY CLERK DATE

Copy | - Upen initiation of action, mail this copy to Commissioner Copy 3 - Upon termination of action, mail this copy to Commissioner

Copy 2 - Upen filing document adding patent(s), mail this copy to Commissioner Copy 4 - Case file copy
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