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UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF ILLINOIS

EASTERN DIVISION .
JUDGE GETTLLiwrwy
: MAGISTRATE JUDGE MASON
BEROL CORPORATION and :

SANFORD, L.P.,

Plaintiffs, . : ‘ ‘
- . JURY DEM@D‘W @@

: o “%1
BIC CORPORATION and BIC : %% % i\
U.S.A,, INC. : W
Defendants. : ' e e

COMPLAINT FOR PATENT INFRINGEMENT o

Plaintiffs Berol Corporation (“Berol”) and Sanford, L.P. (“Sanford”), by their
attorneys, assert their complaint against BIC Corporation and BIC U.S.A., Inc.
(collectively, “BIC”) as follows:

Nature of Claims

1. By these claims, Berol and Sanford seek to redress BIC’s infringement of
Berol’s and Sanford’s patent rights. In particular, BIC has unlawfully used Berol’s and
Sanford’s invention for an applicator for correction fluid in BIC’Q products, including
BIC’s Wipe-Out Plus™ products, in violation of Berol’s and Sanford’s rights.

The Parties
2. Berol Corporation is a Delaware corporation with its principal place of

business in Freeport, Illinois.
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3. Sanford, L.P. is an Illinois limited partnership with its principal place of
business in Bellwood, Illinois.

4, Upon information and belief, defendant BIC Corporation is a New York
corporation with its principal place of business in Milford, Connecticut and is doing
business in the State of Illinois and this judicial district.

5. Upon information and belief, defendant BIC U.S.A., Inc. is a Delaware
corporation with its principal place of business in Milford, Connecticut and is doing
business in the State of Illinois and this judicial district.

Jurisdiction and Venue

6. This action arises under the Patent Act, 35 U.S.C. §271. This Court has
original jurisdiction over the patent infringement claims in this action under 28 U.S.C. §§
1331 and 1338(a).

7. Venue is proper in this Court pursuant to 28 U.S.C. §§ 1391(b)-(¢) and
1400(b). The defendants reside in the Northern District of Illinois; a substantial part of
the events giving rise to the claims in this suit occurred in the Northern District of

Ilinois.

BIC’s Infringement of the "180 Patent

8. Berol and Sanford repeat and reallege the allegations of Paragraphs 1
through 7 as if fully set forth herein.

9. On November 6, 2001, the United States Patent and Trademark Office
duly and legally issued United States Patent No. 6,312,180 (the “*180 patent™), called
“Applicator for Correction Fluid,” a copy of which is attached as Exhibit A. Berol is the

assignee and owner of the '180 Patent, which remains valid and unexpired until
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December 12, 2016. The 180 patent relates to, among other things, a novel design for a
foam tip applicator instrument.

10.  Sanford is the exclusive licensee of the "180 patent.

11.  Defendants are not licénsed or otherwise authorized by Berol or Sanford
to make, use, offer for sale, or sell any product claimed in the "180 patent.

12. In violation of Berol’s and Sanford’s exclusive rights under the patent
laws of the United States, Defendants have infringed and continue to infringe the “180
Patent by making, offering for sale, and selling correction fluid products that incorporate
or embody the novel inventions described and claimed in the “180 Patent, such as BIC’s
Wite-Out Plus™ products.

13. By reason of Defendants’ infringing activities, Berol and Sanford have
suffered, and will continue to suffer, substantial damages, in an amount to be proven at
trial,

14. Defendants’ conduct also has caused, and will continue to cause, Berol
and Sanford irreparable harm. Defendants’ conduct is likely to continue unless it is
enjoined from such conduct by this Court,

PRAYER FOR RELIEF

WHEREFORE, as a result of the unlawful acts of BIC set forth herein, Berol and
Sanford pray for:

Al the entry of judgment that Berol is the owner of the ‘180 Patent and
Sanford is its exclusive licensee;

B. the entry of judgment that Defendants have infringed, and continue to
infringe, the “180 Patent;

C. an injunction prohibiting Defendants, and all persons in concert and

participation with them, from making, importing, using, offering for sale, and selling
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correction fluid products that incorporate or embody the inventions described and
claimed in the "180 Patent,;

D. an award of damages adequate to compensate Berol and Sanford for the
infringement of the 180 Patent by Defendants, said damages being no less than the
amount of a reasonable royalty for the infringement;

E. an award that trebles the amount of actual damages assessed against
Defendants and in favor of Berol and Sanford pursuant to 35U.8.C. § 284;

F. an award of reasonable attorney fees and costs pursuant to 35 Uu.Ss.C.
§ 285; and

G. such other and further relief as the Court may deem just and propet.

JURY DEMAND

Berol and Sanford respectfully request a trial by jury as to all issues so triable.

Dated: January 23, 2002

By: - <
Richard¥--Hosking—
Stacie R. Hartman
Schiff Hardin & Waite
6600 Sears Tower
Chicago, Illinois 60606
(312) 258-5500

Attorneys for Berol Corporation and Sanford L.P.
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APPLICATOR I'OR CORRECTION FLUID

BACKGROUND OF THE INVENTION

The invention relates to applicators for correction fluids.

Correction fluids are used for correcting handwritten,
typewritten or photocopied markings on paper. Generally,
correction fluids are applied to a paper surface in liquid
form. After application, the fluids harden to a film which can
cffectively cover erroncous markings on the surface and can
receive a corrected marking. Correction fluids typically
contain a resin that provides the flexible film, and an
opacifying pigment, usually titanium dioxide, dispersed in a
liquid. The liquid may be water or an organic solvent.

Correction fluids are often supplied in a small container
with an applicator brush attached to the cap through a stem.
A user unscrews the cap from the container and withdraws
the brush loaded with correction fluid. The user then con-
tacts the erroncous marking with the brush, and correction
fluid is transferred to the substrate to cover the marking.

SUMMARY OF THE INVENTION

The invention relates to an applicator that can be used to
apply correction fiuid. The applicator preferably includes a
stem, an applicator tip including foam, and preferably a
flexible material, i.¢., a flexor, within the tip. The applicator
is easy to use and preferably can be inserted into a correction
fluid container in the same general manner as brush appli-

cators. The applicator provides an even laydown of correc-

tion fluid on a subsirate, resulting in good correction quality.
The applicator has good durability and facilitates precise
correction.

In one aspect, the invention relates to an applicator,
including a stem and an applicator tip including foam,
having a flexibility of at least 0.0005 inch of deflection per
gram of force, preferably at least 0.002 inch of deflection per
gram of force.

In another aspect, the invention features an applicator,
including a stem and an applicator tip including foam,
having an angled chiscl-shaped application surface for
applying correction fluid to a substrate.

In another aspect, the invention relates to a applicator
including a stem and an applicator tip including a quenched
foam. By quenched foam, it is meant a foam that i5 reticu-
lated (substantially all membranes have been removed to
make it open-celled) by chemical methods.

In another aspect, the invention relates to a applicator
including a stem and an applicator tip including foam having
an average pore size of between 20 ppi (pores per linear
inch) and 130 ppi.

The invention further relates to correction fluid products,

including a body defining a reservoir and having an opening.
The reservoir includes a correction fluid, and the applicator
is inserted through the opening sp that the portion is in
contact with the correction fluid. Preferably, the product also
includes an insert through the opening, through which the
applicator passes during use. Preferred inserts include a
narrowed neck portion that removes excess correction fluid
when the applicator tip is withdrawn from the reservoir.

The invention farther relates to an apphicator having an
applicator tip including foam, a correction fluid reservoir,
including correction fluid, from which the correction fluid is
fed to the applicator tip. The applicator has a flexibility of at
least 0.0005 inch of deflection per gram of force. The
applicator may also include a removable enclosure (e.g., a
cap) for the tip.
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Other features and advantages of the invention will be
apparent from the description of the preferred embodiment
thereof, and from the claims.

BRIEF DESCRIPTION OF THE DRAWING

FIG. 1 is an exploded view of a correction fluid container
including a correction fluid;

FIG. 2 is a side view of the end portion (including the
applicator tip) of the foam applicator in FIG. 1,

FIG. 3 is a side view of the applicator tip removed from
the applicator in FIG. 2, with the portion of the flexor within
the tip shown in broken lines;

FIG. 4 is a front view of the end portion of the foam
applicator tip in FIG. 3;

FIG. 5 is a side view of a second applicator, with the
flexor shown in broken lines;

FIG. 6 is a side view of a third applicator, with the flexor
shown in broken lines; and
FIG. 7 is a rear view of the applicator in FIG. 6.

DESCRIPTION OF THE PREFERRED
EMBODIMENTS

Referring to FIGS. 14, a correction fluid container 10
includes a cap 12, an applicator 14, a body 16 including a
correction fluid reservoir, and an insert 18,

Applicator 14 includes a stem 20, and an applicator tip 22.
The applicator tip includes a foam portion 24 enclosing a
flexor 26. The applicator has z flexibility of at least 0.0005
inch of deficction per gram of force, preferably at least 0.002
inch of deflection per gram of force, measured as described
below. The flexibility of the applicator depends on a number
of factors, including the stiffness of the slem; the
composition, length, width, and thickness of the flexor; and
the chemical composition and thickness of the foam portion.

The stiffness of the stem depends on the composition,
length, and diameter of the stem. Generally, the less stiff the
stem, the more flexible the applicator. Stems composed of
softer materials are less stiff than stems composed of harder
matetials, and longer stems are less stiff than shorter stems.
Stems may be made of, for example, polymeric materials
such as a low density and/or high density polyethylene or
polypropylene, The stem may have a length, for example, of
between 2 cm and 15 ¢m, and preferably between 2 em and
10 cm, It also may have a diameter of between, for example,
0.1 cm and 2 cm, and preferably between 0.2 cm and 0.8 cm.
Stem 20 has a length of 4.1 cm and a diameter of 0.31 cm.

Flexor 26 includes an extension 28 that fits into the hollow
end of stem 20.

Generally, the softer the foam and the thinner the appli-
cator tip the greater the flexibility of the foam applicator. The
foam may be, for example, an open cell foam having a pore
size, for example, of between 20 ppi and 130 ppi, preferably
between 80 ppi and 120 ppi, and may be, for cxample, a
polyether/polyurcthane, polyester/polyurethane, polycther,
or polyester foam. The foam can have a density, for example,
in the range of 1.6 Ib/ft® to 15.0 Ib/fi®, a compression
deflection (CLD) of 25% R (radius) at (0.05-5.0) psi and 2
CLD of 65% at (0.2~10) pst. A preferred foam is a quenched
polyester polyurethane foam having a density of 1.85 Ib/ft?,
a pore size of 80 ppi to 120 ppi, a CLD of 25% R at 0.25 psi,
and a CLD of 65% R at 0.45 psi.

The foam portion (including the enclosed flexor) may
have a thickness (t,), for example, of between 0.16 cm and
1.27 cm, a length (1) of between 0.3 cm and 2.0 cm, and a
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width (w) between 0.2 cm and 1.0 cm. Foam portion 24 has
a thickness (t,) (at midpoint) of about 0.44 cm, and a length
(1) of about 0.9 cm. Foam portion 24 is tapered and has a
thickness at its base of about 0.44 c¢m and a thickoess
towards its tip of about 0.34 c¢m.

Generally, the softer the composition of the flexor the
greater the flexibility of the foam applicator. The flexor may
be composed, for example, of a composite of linear low
density polyethylene and a thermoplastic olefin having a
very high softness and low modulus (e.g., Adflex KS-359P,
available from Mobil), low density polyethylene, high den-
sity polyethylene, polypropylene, or nylon. In addition, as a
general rule, thinner flexors provide more flexible foam
applicators. The flexor may bave, for example, a width (w)
of between 0.02 cm and 0.15 c¢m, and a thickness (t) of
between 0.1 cm and 1.0 cm. Flexor 26 has a width (w) of
0.06 cm. Flexor 26 is tapered but has a thickness of about
0.25 cm at its mid-point.

Feam applicator 14 has an angled chisel-shaped applica-
tor surface 30 that includes a point 32. The angle (o in the
Figure) preferably is between 15° and 60° (e.g., 30%). The
long applicator side surface can be used to apply correction
ftuid over words; the point or straight edge of 32 allows a
user to easily apply correction fluid to individual letiers.

Insert 18 may be composed, for example, of a high density
polyethylens. The insert has a narrowed neck region 30 that
may have an inside diameter of between 3.0 mm and 5.0 mm
(e.g., 3.8 mm), and may have a length of between 5 mm and
40 mm (e.g., 25 mm). When portion 24 is removed (wiped
off) from the correction fluid reservoir for use, excess
correction fluid is removed by narrowed neck 34, When
portion 24 is reinserted into the fluid reservoir after nse, any
excess correction fluid that comes off portion 24 during
reinsertion gencrally is accommeodated by the portion of
insert 18 above the narrowed neck, thus avoiding spillage of
correction fluid.

Applicator 10 may be used with organic solvent-based or
water-based correction fluids. In addition to the liquid
vehicle, correction fluids may include an opacifying agent
such as titanium dioxide, a film-forming polymer, and
various other standard ingredients. Correction fluids may
have a viscosity, for example, of between 10 cps and 2000
cps, preferably between 30 cps and 1000 cps, at 20 rpm
using a Brookfield Viscometer. Preferred correction fluids
are described in, for example, U.S. Pat. Nos. 5,199,976 and
5,306,755, which are incorporated by reference herein.

Referring to FIG. 5, an applicator 34 has a design similar
to applicator 14. Applicator 34, walike applicator 14, does
net have a tapered foam portion or tapered flexor.

Referring to FIGS. 6 and 7, an alternative applicator 36
has a spear-shaped tip and includes a stem 38, a flexor 40,
and a foam portion 42.
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The flexibility of an applicator can be measured using an
Instron Model 1122 Compression Tester. The capped end of
the applicator is attached to a fixed stand, having a rotating
fixture to vary the angle of attachment. The angle is set at
40° so that the foam-tip is just underncath the vertical
cylinder (probe) of the tester, having a diameter of 15 cm.
This probe is then moved downwards slowly at a controlled
rate of 0.13 ¢cm/min while pressing the foam-tip during its
downward movement. The force generated by the probe 10
deflect the foam-tip and the actual deflection of the foam-tip
were continually monitored and transmitted to a recorder for
recording on a X-Y graph. The flexibility (calculated from
the graph) corresponds to the ratio of deflection distance to
the applied force, ie., the slope of deflection vs. applied
force graph. The measuremenls are conducted at various
deflection distances, e.g., 0.05", 0,1",0.15",0.20" and 0.25".

The fAexibility of 12 applicators was measured according
to this procedure. The resulis are shown below in Tables 1
and 2. “Spear” in the applicator in FIGS. 6 and 7; “Chisel
#1” is the applicator in FIGS. 14; and “Chisel #2”is the
applicator in FIG. 5.

TABLE 1

Applicator Tested

Design  Code Flexor Foam? Stem

Spear G Polypropylene ¥i¢" Zapped® HDPE

Spear Z Polypropylene 6" Ulra Fine®*  HDPE
Chisel #4 A 100% LDPE 6" Quenched®  LDPE
Chisel #1 V  100% Adftex! ¥6" Quenched LDPE
Chisel #1 W 75% Adflex/25% LLDPE %i¢" Quenched LDPE
Chisel #1 X 50% Adflex/50% LLDPE ¥ie" Quenched LDPE
Chisel #2 B 100% Polypropylere 16" Quenched HIDPE
Chisel #2 C  100% Adflex Y%" Quenched HDPE
Chisel #2 D  Nawtal Linear LDPE Y Quenched LDPE

(LLDPE)

Chisel #2 E  50% Adflex/50% LLDPE %" Quenched HDPE
Chisel #2  F  30% Adflex/50% LLDPE %" Quenched LDPE
Chisel #2 Y 30% Adflex/S0% 1L1LDPE %" Quenched LDPE

*Purchased from Montell Polyolefins.

?The number is the thickness and the type of foam.

ISIF ® Zapped (reticulated by thermal method), purchased from Foamex
International of Eddystone, PA.

*SIF ® Ultra-Finc, a high density (6.¢ 1b/6t%), fine pore (100~110 ppi) fully
open cell polyester-palyurcthanc foam purchased from Foamex.

SSIF ® Quenched (reticulated by chemical method), available from
Foamex,

TABLE 2

Flexibility {inch of defection per gram of force applied)

De-

flec-

tion,

In-

ches A B o] D E F G v w X Y z
0.05 0802776 0.002778 0.02 0.007143 0.005263 0018182 0.001667 0.005 0.011111  0.005882 0.007143 0.001316
0.1 0003571 0001563 0.016667 0005832 0.003333 0.014815 0.001802 0.007273 0.012903 0.005128 0.005128 0.001695
0.15 0.003346 0.001735 0.0125 0.006122 0003614 0012766 0.002 0.006522 0.013333 0.006 0.00625  0.001829
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TABLE 2-continued
Flexibility (inch of deflection per gram of force applied)

De-

flee-

tion,

In-

ches A B C I E F G v W X Y z

¥

0.2 0.004167 0001852 0011765 0006557 0.00354 0011429  0.001869 0.005479 0.0125 0.006452 0.007018 0.001942
0.25 0004587 0001923 0.008065 0.00625 0.004237 (.008403 0.001437 0.004 0.006757 0.005051 0.007143 0.001429

Although the flexibility of the examples were measured at
various deftection distances, “flexibility” (as that term is
used in the claims) should be measured at a deflection
distance of 0.05".

Other embodiments are within the claims.

What is claimed is:

1. A correction fluid product, comprising

a body including a resorvoir and an opening,

an applicator including a stem, and an applicator tip,

mounted on said stem, comprising an open cell
polyurethane/polyester foam, the applicator having a
Aexibility of at least 0.0005 inch of deflection per gram
of force, and

a cap, upon which said stem is mounted so that during

storage of the product said stem extends through said
opening into said reservoir and said cap seals said
opening.

2. The product of claim 1 wherein the stem has a length
between 2 cm and 15 cm.

3. The product of claim 1 wherein the foam comprises a
quenched foam.

4, The produet of claim 1 wherein the foam is stable to
organic solvents.

§. The product of claim 1 wherein the applicator tip has
an angled chiscl-shaped edge.

6. The product of claim 1 whercin the applicator tip has
an thickness of between 0.16 cm and 1.27 em.

7. The product of claim 1 wherein the applicator tip
further comprises a flexor within the foam.

8. The product of claim 1 wherein the correction [fuid
includes organic solvent.

20

25

30

35

40

9. The product of claim 1 wherein the correction fluid has
a viscosity of between 10 cps and 2000 cps.

10. The product of claim 1 wherein the foam portion has
an average pore size of between 20 ppi and 130 ppi.

11. The correction fluid product of claim 1, wherein said
body comprises a reservoir-containing portion, and a neck
portion having a relatively smaller diameter than said
reservoir-contaiping portion.

12. The correction fluid product of claim 11 wherein said
cap coatacts an outer surface of said neck portion in threaded
engagement.

13. The correction fluid product of claim 1 wherein said
foam has a density of from about 1.6 1b/ft* to 15.0 Ib/fi>.

14. A method of applying a correction fluid to a paper
surface to cover an ink marking using an applicator baving
a flexibility of at least .0003 inch of deflection per gram of
force and including a stem and an applicator tip including an
open cell polyurethane/polyester foam, comprising loading
correciion fluid onto the applicator tip, and contacting the
paper surface with the applicator tip to transfer cormrection
fluid over the ink marking.

15. The method of claim 14 wherein the applicator furthex
includes a flexor within the foam.

16. The method of claim 14, wherein said applicator
includes a cap, on which said stem is mounted, and a user
holds the cap while contacting the paper surface.

17. The method of claim 14 wherein said foam has a
density of from about 1.6 Ib/ft® to 15.0 Ib/ft>.
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